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Major USPTO Prosecution Proposals for Spring 2006
Cite as: Anonymous, “Major USPTO Prosecution Proposals for Spring 2006,” March 8, 2006, available at http://patentlyo.com. 
The PTO has formally proposed two new rules packages that would provide stringent limitations on patent application prosecution.  Compliances, or failures to comply, will present major new challenges and dangers for PTO practitioners.  They were published in the January 3, 2006 Federal Register, entitled: “Changes to Practice for Continuing Applications, Requests for Continued Examination Practice, and Applications containing Patentably Indistinct Claims;” and “Changes to Practice for the Examination of Claims in Patent Applications.”  
In a nutshell:  a maximum of 10 examined claims (proposed §1.75(b)(1)(ii), etc.), only one continuation, CIP, or RCE without a petition (proposed §1.78(d)(1) & §1.114), divisionals only for restricted-out claims (proposed §1.78(a)(3) & §1.78(d)(1)(ii)), plus several other present practice restrictions or eliminations.  Copies of these proposed rules are on the PTO website at:

http://www.uspto.gov/web/offices/com/sol/notices/71fr48.pdf; and

http://www.uspto.gov/web/offices/com/sol/notices/71fr61.pdf.
There will be no formal public hearings on these two rule packages [but PTO “road shows” thereon are in process], and the period for public response will end for both sets of proposed rules by May 3.  Comments are requested by the PTO to be sent by email to, respectively:

AB93Comments@uspto.gov; and

AB94Comments@uspto.gov.
Practitioners should seriously consider providing such comments.  If adopted as is, these rules would present significant new risks of inadvertent invention abandonments and/or restricted claim scope and claim correction opportunities.  Any of these can obviously present potential new legal dangers for inventors, patent owners, and law firms.  
Experienced PTO practitioners will already be aware of the USPTO practice realities discussed in this article, and elsewhere, but some of those involved in this particular rulemaking process are not.  There have been some strong public reactions in “town meetings” being held by the PTO about these rule proposals.  More and better dialogue between actual PTO practitioners and those PTO officials who have had actual examiner experience seems desirable.  
As will be discussed herein, it is respectfully submitted that a few simple changes in these proposed rules could better accommodate the realities of USPTO examination practice, avoid inadvertent abandonments, make these rules far less draconian and legally dangerous, and be far more efficient for the PTO itself.    
Background
Before discussing these proposed rules themselves, it has been noted by some commentators that they are unlikely to significantly help the very real major problems currently faced by the USPTO.  Namely, the problems which are not any fault of the PTO or applicants, and which we should all sympathize with.  The PTO must now belatedly hire, train and try to retain a huge batch of more than 1000 new examiners, with admittedly inadequate numbers of SPE’s available to supervise or train them, because the PTO is faced with a huge and increasing backlog of pending patent applications.  The PTO must try to make up for all the previous years in which Congress caused this problem (seriously delaying the issuances of U.S. patents), by annually stealing a significant amount of the fees that patent applicants were paying to run the PTO and diverting those fees to completely unrelated expenditures.  The PTO gets no public funding, and was not even getting all of its private (user fees) funding.  Meanwhile, the PTO faces increasing numbers of increasingly technological complex patent applications, and an exponential growth in the quantity of prior art that ought to be searched, but cannot, due to limited examiner time.  Yet there is strong public interest resistance to subjecting U.S. inventors to the very much higher fees charged by the European Patent Office and other foreign patent offices.     
As to another aspect of these rule proposals, the PTO should be commended for finally taking a rulemaking initiative on a very longstanding and serious problem of multiple serial continuation and CIP patent issuance delays
.  Before subsequent statutory patent term revisions, and “prosecution laches” decisions, a very small number of applicants had generated publicly dangerous “submarine patents” with effective application pendencies of 25 years or more by using multiple serial old-fashioned continuations and CIP’s unrestrictedly allowed by the USPTO.  

While stopping the very small number of practitioners who had been using multiple continuations to “game” the system is desirable, that of course will have no significant effect on the overall PTO backlog (as even the PTO’s own statistics show).  Also, the vast majority of even the most extreme patent issuance delays (allowing thousands of “submarine” applications to remain pending in the PTO for 10 years or more) are almost entirely due to the PTO allowing examiners to extensively work on much newer applications while avoiding processing many much older applications in proper filing date order.  That is, avoiding processing applications by their true age pendencies, validly measured from their earliest claimed priority date.  This long-uncorrected PTO examiner management problem of out-of-order application examinations is what encourages and enables those few applicants using continuations for delays.  Furthermore, this creates PTO inefficiencies that are contributing to overall backlogs.   Many new examiners must pick up “cold” and re-study the contents and histories of the many old patent applications left unfinished by the PTO’s high turnover of prior examiners.  Naturally, examiners would prefer to work on more recently filed applications having simpler file histories.  Yet any continuation of an old (long real-pendency) application logically should be required to be efficiently acted on by the same examiner within only a month or two after its filing date [which is normally only a few months after the preceding office action].   Unfortunately, this is rarely done for old-fashioned continuations (as compared to RCE’s).  The extent to which examiners have been allowed to avoid working on old applications even when they are so important that interferences are being sought is commonly referred to by interference practitioners as “the black hole problem.” 
One recent letter to the PTO management from a prominent patent law expert about these proposed rules contained the following statement: "One of the greatest abuses that has spawned the proliferation of continuing applications is not the fault of the applicant community but a substantial minority of examiners who have found that coerced continuing or divisional filings will boost their production figures and gain them promotions and bonuses. Furthermore, since lower and middle management performance ratings are dependent upon the gross production of examiners within their sphere or authority, there is an incentive to encourage or at least not discourage what has become a grossly abused practice within the PTO. The proof of the pudding lies in the greatly increased number of continuing application filings. An immediate reform to eliminate continuation filing credits must be implemented or all the proposed changes will be for naught."
Two patent law professors have also publicly noted that the filing of continuations per se is not an “evil” that should be rooted out.   One sees a complex problem of late broadening of application claims that he says has wreaked havoc on industry in some cases, yet he also notes the importance of being able to correct claim language mistakes, often not earlier appreciated, which otherwise unfairly deprive applicants of their inventive rights [since the courts will apparently no longer correct them].  He suggests that claim drafting errors should be correctable at any time, but subject to “intervening rights” keyed to the date of the claim amendment.
As [understatedly] summarized in the January 6, 2006 AIPLA Report, these proposed new PTO rules would: "require that second or subsequent continued examination filings, whether a continuation application, a continuation-in-part application, or a request for continued examination, show why the “amendment, argument, or evidence could not have been submitted during the prosecution of the prior-filed application.”  [In a petition with a fee and within 4 months.] … "The revised rules would also require that all patentably indistinct claims be submitted in single application where applications have the same effective filing date, overlapping disclosure, a common inventor, and common assignee." ... "The examination rulemaking would focus [actually, limit] the initial patent examination on the claims designated by the applicant as representative claims, i.e., all of the independent claims and only those dependent claims designated by the applicant for initial examination. If an application contains more than 10 independent claims or if an applicant wants an initial examination of more than 10 representative claims, the applicant must provide an ‘examination support document’ covering all of the designated claims."  

Ten Claims
This “examination support document” “option” (to allegedly obtain initial examination of more than 10 claims) is clearly so burdensome and legally dangerous as to be illusory.  As the IPO NEWS pointed out, each such “examination support document” would require:  “(i) a statement that a search was conducted and an explanation of the search [a search which must include publications and even foreign art], (ii) an information disclosure statement, (iii) an explanation of how the claims are patentable over the references cited, (iv) a statement of utility, and (v) a showing of where each claim limitation is supported in the written description.”  
A distinguished patent law professor and expert in a recent letter to the PTO commented on this as follows:  "Through the in terrorem proposal of the Claims Rulemaking the limitation is achieved by draconian requirements for additional information on the part of the applicant where he exceeds a certain number of claims. This is an at best thinly disguised and arbitrary measure to achieve a laudable goal. Yet, such gamesmanship on the part of the Office has already been admitted by members of the management team in explanations of the practice and, clearly, any imposition of this practice via rulemaking will be subject to an administrative challenge in the Alexandria division of the Eastern District that will ultimately reach the Federal Circuit – and provide several years of administrative uncertainty and chaos."
As to added legal dangers, note that all the required “examination support document” “statements” to examine more than 10 claims, as well as the difficult required petition showing as to why a proposed amendment, argument, or evidence could not have been previously submitted (in order to get any additional amendment opportunity) can all be attacked in litigation as fully equivalent sworn statements made under penalty of perjury per existing 37 CFR §10.18 of the PTO Disciplinary Rules.  

Further as to limiting the total number of claims that will be initially examined to only 10 [even for biotech and pharmaceutical patent applications], another commentator has noted there is no consideration or statistical analysis here of the impact of the already large December 8, 2004 increase in application claim fees.  These fees are now $200 each for every independent claim over 3, and $50 each for any claims over 20.  Has that not already greatly reduced the [already quite rare] number of applications with more than 10 independent claims in any new application?  Would not an even larger fee increase for initial examination of more than 10 claims, fully commensurate with, and providing for, the increased examination time, render this problem virtually de minimus, without resort to this de facto absolute bar?  
There may also be serious legal consequences from the proposed de facto strict limitation on the number of examined claims.  Federal Circuit case law may well cause all claims that were originally filed but not examined, and not issued, to be considered dedicated to the public, and/or outside of any possible claim scope under the doctrine of equivalents.  What about claims filed with a reasonable expectation that they would be restricted out, which were not?  [Note that voluntary divisionals would no longer be allowed, and other provisions of these proposed rules would effectively prevent avoiding the ten examined claims limitation by filing more than one closely related original application.]  
Also, what happens after the first action and first amendment?  Per proposed §1.75(b) and also §1.104(b), the examination of all dependent claims not designated for initial examination (not part of the 10) "may be held in abeyance until the application is otherwise in condition for allowance."  What happens then?    Will those claims actually get examined in a second round examination, or will they be subject to belated restriction requirements delaying divisional filing opportunities, since no divisional could be filed  before a restriction under proposed §1.75(d)(1)(i)?   Also, if, for example, 5 of the 10 claims are cancelled, can 5 more originally filed dependent claims be requested to be examined, or 5 more claims added by amendment, for the second office action?  Per proposed §1.75(b)(3), if by filing or amending you have more than 10 independent claims, or attempt to elect more than 10 total claims for examination [without filing the onerous "examination support document" of proposed §1.261] you must respectively cancel and rescind them or submit a suggested restriction requirement accompanied by an election without traverse [or face a rejection and abandonment].  Also, read literally, would not proposed new §1.78(a)(3) preclude filing a divisional even on subsequently-examiner-restricted-out claims if those claims were among the 10 claims the applicant had ever “elected for examination”?  
Also note that the historic valuable use of markush claims would appear to be greatly inhibited by the proposed strict claim limitations.  E.g., if an examiner considers that a markush claim covers more than 10 components or species, that would seem to count under these rules as more than 10 independent claims presented for examination, and thus be prohibited, and/or fatal, and/or prevent examination of any other claim in the application?  Also a dependent claim that "refers to a claim of a different statutory class" will count as an independent claim for both claim fee purposes and the 10 claim limit.
The PTO attempts to draw an analogy to an alleged 1,225 number of 2005 MPEP §708.02 “Petitions to Make Special” in support of the proposed “examination support document” that would be needed in every application for examination of more than 10 claims.  First, practitioner experience with MPEP §708.02 sub-section VIII petitions supports the below-discussed concerns for PTO time consumption and application time delays for petition decisions in general.   Secondly, the PTO’s 1,225 number is questioned, because sub-section VIII of MPEP §708.02 is not indicated by the PTO to have that number of petitions, and only sub-section VIII is even partially analogous.   Most “Petitions to Make Special” are on the far simpler grounds of the other MPEP §708.02 sub-sections, namely:  for applicant’s age or health, enhancing the environment, conserving energy resources, countering terrorism, manufacture, infringement, recombinant DNA, superconductivity, etc., None of those require prior art searches or detailed dangerous affirmative representations.  Furthermore, no MPEP §708.02 petitions of any kind require foreign art searches, publications searches, etc., like the proposed new “examination support document.”  
Petitions Time and Resources for Continued Prosecution
There is no discussion of the time and resources the PTO would consume for the thousands of new “could not have been previously submitted” petitions that would be needed for any second or third continuation or RCE needed to get even one more amendment opportunity.  One former PTO official has even wondered whether deciding all these petitions may actually take more PTO time [senior PTO employee time] and cause far more application delays, than substantively processing normal RCEs.  Added to that would be many new time-consuming PTO work on “petitions to revive” all the applications that would  go abandoned because the petition to file a second RCE or continuation is not filed or belatedly denied.  Such denials seem highly likely in view of this highly subjective hindsight petition requirement to show that the proposed amendment “could not have been previously submitted,” no examples of which are even provided by the PTO.  Yet, as shown below, there are many valid reasons why a second RCE is often essential that are due entirely to current PTO examination conduct.  [See further below for more realistic rule proposals than petitions in every case.]
Restrictions on Continued Prosecution, and Alternatives
The PTO’s rationale for the first rules package: “Changes to Practice for Continuing Applications .. ” relies heavily upon the paper "Ending Abuse of Patent Continuations" by Professors Mark A. Lemley and Kimberly A. Moore, published in Vol. 84 of the Boston University Law Review, 63,64 (2004).  However, a careful reading of that paper will note that the authors’ continuation practice data in that paper is significantly obsolete.  It is all based on pre-RCE (requests for continued examination) practice with old-fashioned continuations.  RCEs are only even mentioned in this paper in footnote 14 as “..work[ing] in the same way as the Section 120 continuation except that the applicant does not have to file an entirely new application..” and  “for purposes of our discussion in this article the two can be treated interchangeably.”  As actual experienced PTO practitioners will be aware, that is not true.  RCEs have now extensively displaced old-fashioned continuations in normal patent practice by modern practitioners. They are simpler, cheaper, less error-prone and very much faster, both for applicants and the PTO.  Thus, RCEs are now largely used instead of old-fashioned continuations with the exception of those attorneys who have failed to adapt to modern RCE practice instead of old-fashioned continuations because the PTO inexplicably made it completely optional and equal [and inexplicably still does in these proposed rules], plus a few situations in which an RCE cannot be appropriately used [see p. 11, infra].  [Statistical data for RCEs is apparently not even available in the same manner as for old-fashioned continuations, because RCEs do not create new PTO files with new application numbers.]

The most serious PTO “prosecution reality” issue with this rules package is that there is no recognition that the situations in which a second or greater RCE is required in a patent application are almost entirely caused by examiners generating second, third, and even fourth final rejections on newly cited prior art or other new grounds of rejection.  A computer study has proven this.  Out of a computer docket study of all of several thousand patent applications prosecuted since 1999 for a client, only 46 applications had a second (and only second, no third) RCEs filed therein.  All but one of those 46 second RCEs were necessitated by being in applications in which more than one serial final action (2, 3, 4, 5 and even 7 final actions) had been made by the examiner, in violation of “compact prosecution.”  Only one single application file was found in which a second RCE was not filed in response to a second or greater examiner final action.   It is respectfully submitted that this study is a more than large enough statistical sample size to prove the point.  
For the few patent attorneys or pro se inventors who may actually be using plural continuations for delaying purposes, the PTO now has ample legal tools to deal with that on “prosecution laches” grounds.  Yet, strangely, that valid and desirable area for PTO rule making clarification is one that the PTO continues to ignore!   In any case, clearly if delay was really the intended purpose, applicants would be using old-fashioned continuations and not RCEs, because RCEs are immediately docketed in the same application, and most RCE’s are acted upon shortly after their submission  date by the same examiner. 
As will be further discussed below, most RCEs greatly expedite patent issuance, save considerable PTO time, and avoid many appeal delays.  An RCE is typically required because under “compact prosecution” only a single amendment of a patent application is allowed to applicants in almost all current patent applications, even if the examiner substitutes completely new grounds of rejection in the second and final office action in response to applicants single amendment opportunity, as too often occurs.  Examiners, unlike applicants, are not bound by “compact prosecution” rules.  If they were, most RCE’s would not be needed, as demonstrated by the above study.  That is, initially inadequate or inaccurate, and then changing, grounds of office actions are the primary reason that applicants are forced to file RCEs.  
The other major reason for RCEs is the now-typical examiner refusal to enter even the most minor of corrections, even those suggested by the examiners themselves in interviews, after second-action-final rejections, in order to force and obtain RCE disposal credits.  Thus, a high percentage of RCEs result in an almost immediate allowance as soon as the RCE is filed, with no extra examination effort, because they are filed just to obtain entry of all the Rule 116 amendments refused entry.     
A primary PTO indicated rationale for these draconian practice changes is that allegedly "In FY 2004, almost one-third of the 355,000 new patent applications were directed to inventions that had already been reviewed by the USPTO."  However, as noted, most of these were RCEs forced by examiners changing their initial grounds of rejection, or divisional applications forced by examiner restrictions, and/or minor changes requiring little or no examiner time refused Rule 116 entry.  What examiners re-read the specifications or review the drawings of applications they have already examined when an RCE is filed thereon?  Also, any new or previously restricted-out claims have, obviously, not "already been reviewed" by any examiner.  
Furthermore as to divisionals, as the PTO knows from the responses to its two public surveys on examiner restriction practice, restriction requirements by some examiners are too often unwarranted and excessive.  The lengthy MPEP restriction practice sections are confusing and not in compliance with the 35 USC §121 statutory requirement for "independent AND distinct" claims.  Excessive restriction requirements are not appealable, and not effectively or rapidly petitionable. They are de facto strongly encouraged by the PTO's examiner work compensation systems and PTO fees systems.  For X restrictions an examiner can get full credits for handling X divisional applications for only reading a single specification and doing X closely related if not identical searches.  Furthermore, it is not unusual for some examiners to even require further claim restrictions in divisionals that could or should have made in the parent application, thus requiring additional divisionals to be filed based on a first divisional.   
As noted, no divisionals would be allowed except those filed in response to examiner restriction requirements.  All others would have to be filed as “continuations”.  Present “voluntary divisionals” [filed with the same specification but providing new claims for which the availability or need was not appreciated in the rush to file the parent application] will no longer be allowed to be filed as “divisionals”, even if appropriately filed with a new oath. This would use up the single continuation that is allowed to any applicants in any priority-related applications without obtaining the granting of the above petition.   It would also prevent examining more claims.  
Furthermore, since no dependent claims would even be initially examined under these rules unless specifically elected to be, and would be greatly limited in the number claims examined, why should ALL filed claims continue be initially and separately reviewed and given separate initial PTO office actions, with separate response times, solely for restriction requirements? Why not only apply any restriction requirements after, and forming a part of, an actual art search and single first action on the independent claims and other claims elected for initial examination?   Why in general should the PTO any longer waste huge amounts of time, and greatly delay patent issuances, by preparing and issuing many  thousands of separate office actions merely making often pointless “restriction requirements” before conducting any search or real office action on the merits of the invention?  Especially since these proposed rules would require applicant pre-election of the divisional claims to be examined in every application with less than 10 independent claims, which is almost every application.  Most PTO restriction requirements are between claims that should have identical or virtually identical prior art searches anyway, and merely vary in format, not in key distinguishing claim limitations.  This would be real PTO reform, with real impact on reducing patent application backlogs.   It would also lead to a reduction in divisionals being undesirably filed without any prior art search.  [Examiners could, of course, still be allowed to refuse to initially examine clearly unrelated claims genuinely lacking unity of invention, if they could justify that in the office action.]    
As noted, a particularly serious concern with this rules package from the standpoint of the stated PTO objective of reducing pendency delays and duplicative examiner work is that no distinction is made in these rules between genuinely delaying [and increased paperwork and error-producing] old-fashioned continuation or CIP applications [as demonstrated by the above-cited studies], now under 37 CFR §1.78(a)(1) and 37 CFR §1.53(b) (last sentence), vis a vis modern RCEs under 37 CFR §1.114.  The same draconian limit of only one each would be provided for both under these new rules.  There is no incentive provided in these rules to use RCEs instead of old-fashioned continuations, and no [needed] discouragement of the latter.  This seems counter-objective for the PTO as well as the public.  Very frequently an RCE results in an immediate allowance within only a month or so after it is filed, thus greatly expediting allowance. The PTO receives an additional application filing fee for every RCE even though an RCE is far less costly and time consuming for the PTO to handle than an old-fashioned continuation.  An old-fashioned continuation is a whole new patent application often required to be inefficiently picked up “cold” by a different examiner by the time it finally gets set up by the PTO to be examined.  

RCE practice was not even fully established until the July 14, 2003 end of CPA practice.  It was provided in the 1999 AIPA patent reform legislation to expedite patent prosecution and increase PTO examination efficiency by allowing an applicant to avoid old-fashioned continuations, and to avoid appeals in an application not ripe for appeal, by quickly simply purchasing an additional office action, shortly after the examiners “final” action, in the same application before the same examiner.  
One PTO official has even actually publicly represented that appeals should be used instead of RCEs because appeal are allegedly faster, allegedly only taking 4 months!  In reality, of course, as PTO practitioners all know, every appeal requires very significant and time-consuming PTO and applicant efforts long before the application even gets to the Board for that alleged 4 month Board decision.  That includes the notice of appeal, the detailed appeal brief and/or pre-brief conference decision, waiting (often for many months) for the detailed examiners answer to be prepared [a great consumption of examiner time] and filed, waiting for any reply brief, waiting for a possible remand from a pre-appeal conference, and then waiting an additional [inexplicable, but often long] time delay for the fully briefed application to finally be transmitted to the Board for appeal consideration.  All of these time-serial activities must occur before the alleged 4 month Board backlog clock even starts running.  There is an even further extensive delay if either the examiner or applicant brief is remanded to do over on a technicality by a Board initial examiner, as happens fairly often.  

Furthermore, an appeal does not allow any needed additional papers or further amendments to be filed, no matter how minor.  Yet often only a very minor claim amendment, a simple 35 USC §103(c) statement of common ownership, or a terminal disclaimer, taking almost no additional examiner time, can place a case in immediate condition for allowance, completely avoiding a pointless appeal wasting valuable and limited Board APJ resources and client funds. This is a key use of, and need for, second RCEs, which can handle any of these matters expeditiously.   

Applicants would be deprived by the limitation to only a since RCE of any way to effectively respond to examiners who are being allowed by the PTO to generate such plural withdrawn and substituted final rejections rejecting claims on new grounds which the applicant has never had any prior opportunity to respond to.  Especially in the frequent situations in which a minor claim amendment, a Rule 131 declaration, a terminal disclaimer, or other minor matter can avoid all the above time delays and expense for the PTO and the applicants.  These are NOT matters which can normally be accomplished by a Rule 116 (after final) amendment, because Rule 116 amendments containing anything other than mere attorney argumentation are almost always refused entry by examiners, who have complete discretion to do so.  Examiners are actually highly rewarded by the PTO for forcing applicants to file another RCE, rather than entering a 116 amendment, by giving examiners at least three more credits for doing so.  Note that these new rules would not allow any continuation to be filed based any prior application in which any RCE had been filed, so that is not an available option either.

 There are of course some existing limitations on RCE practice requiring otherwise much less desirable, delaying, old-fashioned new-application continuations in some cases.   Most are listed in 37 CFR §1.114 – in particular, not being able to file an RCE until after prosecution is closed.   MPEP §706.07(h) additionally states that:  "Applicants cannot file an RCE to obtained continued examination on the basis of claims that are independent and distinct from the claims previously claimed and examined as a matter of right.  (i.e., applicant cannot switch inventions). See 37 CFR §1.145."    [N.B., the prior CPA practice is now available only for design patent applications (since 7/14/03) – see 37 CFR §1.54(d).] 
As noted, the only presently proposed recourse under these new rules to correct claims with a second RCE or any other continuation would be to file a petition with a fee showing that the “amendment, argument, or evidence could not have been submitted during the prosecution of the prior-filed application.”  But that petition would actually significantly delay prosecution, and increase examiner re-work, by preventing the examiner from immediately taking up the application while it is still fresh in the examiners mind.  Petitions take considerable time and effort for the PTO to decide.  
It would be far less time consuming and application-delaying for both the PTO and applicants to instead simply have a rule requiring a valid explanation for needing a second or later continuation to be an integral part of that continuation.  Thus, if this explanation was adequate, the continuation could be immediately acted on.  If the explanation was considered inadequate, the attempted second continuation could be promptly rejected as non-responsive and time provided for filing a petition or taking other action to avoid abandonment.  Only the rejected explanations would ever need time-consuming PTO petition decisions, and only if the applicants chose petition.
Also, why should a petition be required in order for an applicant to be able to respond to an examiners changing rejection basis?  Applicants should not be punished for the PTO not enforcing "compact prosecution" on examiners.  As a minimum, these rules should provide that:  An additional RCE may be filed in an application without any petition in response to an additional final rejection made in that application on new grounds of rejection not previously made in that application.
In any case, there is no indication in this rules package of what grounds such a petition would even be granted on.  I.e., whether or not the above common situation of examiners completely changing the grounds of rejection would be considered by the PTO to be a situation in which the “amendment, argument, or evidence could not have been submitted during the prosecution of the prior-filed application.”   It is not even clear from the proposed rules if a petition for a second RCE or continuation based on prior art not previously known to the applicant for any reason would be considered valid grounds for this draconian petition test.  In litigation, a “could not have been” allegation might even be argued to have required applicants to have conducted an expensive extensive search that allegedly might have found that art previously, even if that art was only “material” in the subjective and potentially erroneous view of the individual examiner citing that new art in a second final action.   

Furthermore, one law firm has noted that this proposed “could not have been” petition standard to simply enter a second RCE is actually more difficult and dangerous than the statements needed for obtaining claim amendments by a reissue or reexamination.   That could lead to the bizarre result of patent owners burdening the PTO with vastly more time consuming reissues and reexaminations in order to make claim amendments precluded by, or made dangerous by, these proposed rules! 
Unecessary Dangers
Furthermore, it does not seem to be appreciated how unnecessarily dangerous and fatal to patent protection several of these proposed rules would be in general, with consequent patent attorney malpractice exposures.  Any attempt to file a second RCE, continuation or CIP in the same case or priority chain without obtaining a successful granted petition would necessarily be treated as an invalid, non-responsive, paper at the late date of the adverse petition decision, thus causing the application to go abandoned.  Yet, apparently there will be no PTO requirement to provide applicants with a timely responsive warning of, or relief from, such unintended abandonments.   There are bound to be frequent inadvertent attorney errors from these extensive new practice changes from innocently unsuccessfully attempted second RCE’s or continuations.  Thus, these new rules would presumably result in numerous six-month statutory abandonments. 

A particularly unnecessarily harsh fatal trap for the unwary is buried at the end of proposed new Rule 1.114.  An applicant even attempting to file a second RCE during an appeal will have that RCE request automatically "treated only as a request to withdraw the appeal."  I.e., be punished by an automatic immediate abandonment of the application, by an automatic immediate appeal withdrawal without any further prosecution, clearly unintended by the applicant!   

Causing patent practitioners to fall into inadvertent and unintended abandonments of their clients inventions [and thus possible malpractice suits] for merely attempting to file a second RCE [under another new set of complex procedural rules on top of so many others in recent years that most practitioners cannot fully memorize all of them] is unnecessarily unduly harsh.  It will lead to extra work for the PTO and applicants on petitions to revive unintentionally abandoned applications.  

A far less draconian and publicly friendlier rule is readily available.  In particular, simply requiring that the examiner promptly notify applicants, before the 6-month abandonment date, that a second attempted RCE is considered non-responsive and will not be entered without an explanation [not a petition] of why the amendment was not previously made.  Also the PTO should make it clear that a timely petition to revive will be granted if no such timely warning was received from the PTO.  [The high fee for a petition to revive is punishment enough.]  

Part of this problem is undoubtedly related to the observation that the amount of prior art in existence approximately doubles every ten years.  But in high technology growth areas (which have correspondingly more new patent applications) the amount of prior art that needs to be searched is increasing exponentially much more rapidly than that.  [See the latest books on the technology information explosion by leading expert and U.S. Army technology advisor Ray Kurzweil, for example.]  Furthermore, the validly patentable improvements in those technologies are becoming much more technically complex and subtle. Yet the amount of available examiner searching time has not proportionally, or even significantly, increased, and examiner turnover rates are high in those technologies.  The PTO itself has noted a serious shortage of experienced SPE supervisory staff in such technologies.  Only electronic searching is now available to patent examiners.  However, some alleged inventions are only practically searchable from the drawings [rather than text] of older patents, or the texts of various older publications not word-searchable on-line.  Nor are really sophisticated modern “artificial intelligence” searching tools evident in most PTO areas.  The inevitable result is an increase in the number of PTO initial office actions that do not reach real and key issues of patentable novelty and unobviousness.  One firm (primarily prosecuting applications in digital technologies) has even commented that often they do not even get pertinent prior art cited against their applications until after filing an appeal brief and getting the prosecution re-opened by the [now-mandatory] PTO pre-appeal conference, i.e., not having meaningful prosecution in the application before then.   Also, some initial office actions are merely vague 112 objections.  

USPTO Director Jon Dudas noted to the Federal Circuit Bar Association on October 14, 2005 that the current average examination time for a patent application is 19.7 hours.  That presumably encompasses the time the examiner spends reading and understanding the technical specification and all the clams, noting formalities errors, preparing at least two written office actions, responding to applicant arguments and amendments, and various PTO procedural matters.  That obviously leaves very limited time available for searching the rapidly escalating bodies of prior art to more accurately determine the patentable novelty of all of the claims, even if the claim scope is correctly understood.  

Yet a significant examination time limitation is inherent in a patent system that is [now] entirely user-fee funded.  With very much higher fees, many individual inventors and small businesses could not afford patent protection, and other companies might have to undesirably divert research funds to a much more costly patenting process.  

Continuations in Part
Note that Professors Lemley and Moore in their same PTO-cited article noted above had also suggested total elimination of CIP’s.   However, the PTO has not proposed that here.  CIP’s are indeed often used improperly, often have fatally defective claims, and have no specific statutory basis.  Too many patent attorneys and examiners do not understand the applicable case law on CIPs – that no CIP claim is entitled to the claimed priority date of any prior parent applications if any CIP added “new matter” is required for §112 support for any part of the CIP claim.  Furthermore, the publication of the parent application anywhere more than a year before the CIP filing date makes the parent application prior art against such CIP claims, and almost all parent applications are now published in 18 months.   However, a CIP can be genuinely useful in some situations.  For example, where mistakes are noted in the specification of a prior-filed application, and/or new experimental data becomes subsequently available, as is often the case with chemical or pharmaceutical inventions.   There is often no way to accurately predict whether or not an examiner would consider even minor amendments of the original specification to be non-enterable “new matter,” or whether a D.C. or a CAFC panel might consider the added material §112 necessary for supporting a claim, or not.

The PTO provides in this rule proposal a very broad definition of “Continuation-in-Part” in proposed Rule 1.78(a)(4) as merely “discloses subject matter that was not disclosed in the prior-filed application.”  Compare proposed rule 1.78(a)(2) with this proposed rule 1.78(a)(4) as to the definition of a continuation application versus the apparently broader definition of a CIP application.  Consideration of clearer definitions and better clarifications of CIP practice in these rules themselves is suggested.  

The PTO Comments accompanying this rules package (but unfortunately not these proposed rules themselves), generally note the effective priority date loss of certain CIP claims, but do not cite the controlling fatal case law, as it should, as to the different valid effective fling dates and different valid priority claiming dates of different CIP claims:  Tronzo v. Biomet, Inc., 47 USPQ2d 1829 (Fed. Cir. 1998); In re Ruescetta and Jenny, 255 F2d 687, 118 USPQ 101 (CCPA 1958); and In re Wertheim, 646 F.2d 527, 537, 209 USPQ 554, 564 (CCPA 1981).  
 Proposed new Rule 1.78(d)(3) would require the CIP applicant to identify which claims of the CIP are allegedly §112 disclosed in the prior-filed application, even though, as noted above, that is an ultimate legal conclusion of a CAFC panel that would be very difficult to predict in advance in many cases, and thus legally dangerous.  Yet, in contrast, this proposed new Rule 1.78 would initially appear to allow anyone to file a valid application alleged to be a CIP that is actually not, by no longer requiring that any of the CIP’s claims actually be entitled under §112 to a valid priority claim to any prior application, on the peculiar grounds that the PTO does not even check for that, even though it is a legal requirement.   [See the text bridging columns 2-3 of the PTO official comments on page 54 of the Federal Register].  There are already too many misleadingly entitled “CIPs” being issued by the PTO with no allowed claims validly entitled to the earlier claimed priority date.   That can mislead courts as to the actual filing date, and what prior art should actually apply. The PTO ought to be requiring removal of such improper “CIP” designations and improper priority claims before issuance.  This appears to be the partial intent of Proposed §1.78(d)(3), which states that: "The Office will refuse to enter, or will delete if present, any specific reference to a prior-filed application that is not permitted by paragraph (d)(1) of this section."    I.e., examiners must sua sponte remove an invalid priority claim to the prior application, and thus the priority benefit.   But the latter provision needs to be better coordinated with the above, and should also logically require changing the published miss-characterization of issued patents as “CIP’s” when they are not (having no allowed claims fully §112 supported by the claimed prior application).  
Other Provisions
As to some other [but by no means all] discussion-worthy provisions in these proposed rules, all patent applications filed with the same effective filing date that are commonly owned, have at least one inventor in common, and contain "substantial overlapping disclosure" [undefined] will be automatically presumed to have patentably indistinct [double-patenting] claims, irrespective of how different the actual claims are!  Furthermore, even if their filing dates differ, but by less than 2 months, there is an express disclosure duty.  That required cross-reference may add weight to an inequitable conduct litigation trap if not carefully followed.  Also, if in the view of the examiner there are “patentably indistinct” claims in different applications, “the Office may require elimination of the patentably indistinct claims from all but one of the non-provisional applications.” [Emphasis supplied]  Proposed §1.78(f)(2) would create a rebuttable presumption that the other commonly filed application has at least one claim that is not patentably distinct.  Just filing a terminal disclaimer would be insufficient - a sufficient explanation would be required. 
The comment on page 52, Col. 3, of the Federal Register comment accompany the first set of proposed rules also seems somewhat disturbing.  It states that proposed rule 1.78(b) will differ from prior 1.78(a)(4) in no longer requiring that a prior provisional application have 35 U.S.C. 112 paragraph 1 support for at least one claim of the later-filed application claiming its priority because “the Office does not require or check for such as disclosure .. to claim the benefit of the filing date of a provisional application.” [Isn’t that something the PTO should be checking, since even those same PTO comments admit that this is clearly a legal requirement for validly claiming priority to a provisional?]    Also note that the already dangerous "examiner interrogatories" of Rule 1.105 "Requirements for Information" would be further expanded to demanding of paragraph and line specific citations of 35 USC §112 support in the specification for the claims.
On another issue, by way of background, there is a long-standing practical impasse between: (1) the PTO’s understandable insistence that examiners do not have time to study the large numbers of prior art references cited by some applicants, (2) the legal fiction that if applicants have cited lots of references that the examiner may have actually read all of them, (3) the CAFC’s uneven and unpredictable application of the litigation-discovery-costly and entire-patent-dangerous “inequitable conduct” defense to uncited known potential references, and (4) the near impossibility of predicting in advance what reference an examiner or judge might consider material enough to attempt to apply against a claim.   Practitioners and IPL associations have pointed out to the PTO on prior occasions that the only practical PTO solution to this impasse would be to charge applicants a fee commensurate with the actual cost of evaluating excess applicant-cited references (in excess of a reasonable small number), and to give the examiners the extra time so-paid to do so [or to outsource that paid-for extra references review].  However, the PTO, for reasons not understood, continues to attempt other, far more dangerous, burdensome, and costly restraints on the number of cited references, in particular, requiring affirmative relevance statement representations [which under CAFC case law are far more dangerous than uncited references]. 

Conclusion
This article is respectfully offered by the author (a patent attorney actively practicing before, and supportive of, the USPTO for very many years) for unrestricted distribution and discussion, with the requirement that it continue to contain the usual disclaimer that it these are purely individual pro bono observations, and not the views, policies, or positions of any employers or clients, who must also remain unidentified.  Some suggestions and contributions of other PTO practitioners and former PTO officials are gratefully appreciated, but the author is solely responsible for the final contents. 
In conclusion, it is respectfully suggested that the PTO would be better advised to draft major new rule proposals for patent application prosecution like this with a panel of extensively and currently actually experienced application prosecution practitioners from both inside and outside of the PTO.   They would then also be able to appreciate and appropriately answer questions at PTO “town meetings” on rules proposals.  Fortunately, these draconian proposed rules have already had the beneficial effect of spurring into effective action specific efforts by influential individuals and organizations to come up with alternative rules proposals. 
� See “Continuations Abuse - Excessive U.S. Pendencies and Suggested Treatments”, the John Marshall Law School Center for Intellectual Property 35 Annual Conference on Developments in Intellectual Property Law, February 21-22, 1991, by Paul F. Morgan [reported in the April 11, 1991 BNA PTCJ, Vol. 41, pp. 512-513, and noted in Lemelson patent litigation on prosecution laches]; and Undue Delay in the Prosecution of Patent Applications, 74 JPTOS 729 by Samuel C. Miller III (1992) [Both uncited in "Ending Abuse of Patent Continuations" by Mark A. Lemley and Kimberly A. Moore, 84 B.U. L. Rev. 63 (2004) the PTO relies upon for these rules proposals.]
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