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STRATEGIC PRE-NOVEMBER RESPONSES TO THE NEWLY-ISSUED USPTO CONTINUATION AND CLAIM LIMITATION RULES
By James G. McEwen

I. Background

Previously, an applicant was entitled to file as many continuation applications as needed to ensure that an invention was properly claimed and to prevent inadvertently narrow limitations from precluding literal infringement.  In an effort to reduce the number of outstanding applications, application pendency, and the number of claims in each application, the United States Patent and Trademark Office (USPTO) has instituted a new rule package.  In order to effect such goals, the USPTO is effectively limiting the number of continuations and claims effective November 1, 2007.  While long term strategies can be developed, below are some potential responses which applicants may utilize prior to the November 1 implementation date.
II. Strategies Prior to November 1, 2007

1. Pending Applications
a) Applications under final Office Action having already filed an RCE

If there is already a request for continued examination (RCE) filed in a family of applications, and the application is currently under a final Office Action, it would be advisable to file an RCE prior to November 1 since it will be the applicant's last chance to file such an RCE without a Petition under 37 CFR 1.114(g).  

b) Multiple Applications of a Family under separate final Office Actions 

Regardless of whether an RCE has already been filed in a family, if multiple members of the family are currently under final Office Actions, file an RCE in each case prior to November 1.  Otherwise, the applicant will be limited to only one RCE in the family without the required Petition.  
c) Move claims in pending applications to applications under active examination

As 37 CFR 1.75(b)(1) and 37 CFR 1.75(b)(4) do not apply to applications having received a first Office Action by November 1, 2007, such applications are prime to receive new claims without exceeding the 5/25 rule.  An example of such a circumstance may be when a provisional obviousness-type double patenting rejection is received.  Thus, patentably indistinct claims in multiple copending applications can be cancelled from applications that are merely pending, and be reintroduced in applications which are under active examination to avoid violating the 5/25 rule for multiple copending applications set forth in 37 CFR 1.75(b)(4).  A possible further benefit is that such an addition could provoke a restriction of the new claims under 37 CFR 1.145, thereby obtaining an additional two continuations and an RCE for the claims while avoiding the issues under 37 CFR 1.75(b)(4) and 37 CFR 1.78(f)(2) or 1.78(f)(3).  As such, unless filing a terminal disclaimer would result in allowance before November 1, 2007, move patentably indistinct copending claims to the application being currently examined and cancel the claims from the copending application.   
d) Cancel Claims Subject to Restriction Requirement 

It is permissible to maintain non-elected claims in an application after a restriction or election requirement.  However, when non-elected claims depend from an elected claim and the elected claim becomes allowable, the non-elected claims are rejoined and examined.  Under the new rules, the rejoinder of the non-elected claims can result in the application violating the 5/25 rule.  As an examination support document (ESD) cannot be filed after a first Office Action, it is likely that the applicant would be forced to cancel the non-elected claims due to 37 CFR 1.75(b)(1).  Moreover, as the rejoinder is technically a withdrawal of the original restriction requirement, applicant would not be able to file a divisional application containing the claims needing to be cancelled, and would instead need to use any remaining continuation applications allowed under 37 CFR 1.78.  Thus, when an application is subject to a restriction requirement, non-elected claims should be immediately cancelled so that a divisional application containing the non-elected claims can be filed and to ensure that the applicants do not accidentally violate the 5/25 rule upon rejoinder.

2. New Applications

a) File new applications before November 1, 2007 

While not practical in all cases, applicants should file applications which are substantially completed before November 1, 2007.  First, by filing the application early, applicants delay filing of a suggested restriction requirement (SRR) or an ESD until the issuance of a Notice requiring compliance with 37 CFR 1.75.  Second, applicants have the option to reply to the Notice with the SRR, which is not an available option for applications filed after November 1.  Third, the delay between the filing of the application and the Notice increases the likelihood that prosecution will close in other copending applications having arguably patentably indistinct claims, thereby removing the complications of 37 CFR 1.75 and 37 CFR 1.78.  Fourth, applications filed before November 1 have until February 1, 2008 to upgrade existing docketing systems and otherwise comply with the reporting requirements of 37 CFR 1.78(f), which provides additional time to work out the logistical issues that these requirements present.
b) File new continuation applications where family includes more than two continuation applications before November 1, 2007 

If a family has more than two continuation applications, and applicants wish to file multiple continuation applications to ensure that applications remain pending, applicants can still file multiple continuations prior to November 1.  However, a potential sever drawback to this strategy is that applicants will still need to address the substantial hurdles posed by 37 CFR 1.75 and 37 CFR 1.78 when these issues are later raised. 
c) File Applications with Same Inventor on Different Days

37 CFR 1.78(f)(2) presumes claims in different applications are patentably indistinct when the applications are filed on the same day naming the same inventor.  This presumption is regardless of the content of the applications.  As such, prior to filing a new application or a continuation application, a quick check should be made to determine if one of the named inventors has another application or continuation application being filed on the same day.  Application filings should be coordinated in this way to ensure that applications with a same inventor do not have the same filing date, thus requiring a review or statement under 37 CFR 1.78(f)(2).

III. Conclusion 
The changes to the continuations and claims practice represent one of the largest changes to patent prosecution in the past ten years.  The interlocking features of the rules make it especially challenging to formulate an effective strategy without substantial study of the policies and the language of the rules.  However, there are steps which can be taken to prepare an existing patent portfolio for the new rules.  Thus, while the changes are substantial, applicants still have the ability to strategically protect their patentable inventions by adapting to the rule changes and taking advantage of the above noted potential workarounds.
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