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STATEMENT OF RELATED CASES 

In re MCM Portfolio LLC, No. 2014-104, was a mandamus petition 

in the present case regarding the Patent Trial and Appeal Board’s 

decision to institute an inter partes review of US patent 7,162,549. 

Technology Properties Limited LLC v. Action Electronic Co., et al., 

No. 2:11-cv-00372-TJW (E.D. Tex. 2011) is a complaint for patent 

infringement of US patent 7,162,549 served on Pandigital, Inc. on 

October 5, 2011. 

Certain Digital Photo Frames and Image Display Devices and 

Components Thereof, Investigation, No. 337-TA-807, instituted on 

September 27, 2011, resulted in a limited exclusion order against 

Pandigital, Inc. 78 Fed. Reg. 16707-9 (March 18, 2013) (Exclusion order 

directed to Digital Photo Frames that infringe claims 1, 7, 11, 17, 19 

and 21 of US patent 7,162,549.) 

US patent application number 12/351,691, is a pending reissue of 

US patent 7,162,549. 
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JURISDICTIONAL STATEMENT 

The Board had statutory jurisdiction under 35 U.S.C. §§ 311-319 

to consider the request for inter partes review in the Petition filed by 

Hewlett-Packard Company on March 27, 2013.  The Board did not have 

subject matter jurisdiction to initiate the inter partes review of US 

7,162,549 or enter a final written decision pursuant to 35 U.S.C. 

§ 318(a).  This court has statutory jurisdiction of this matter under 35 

U.S.C. §§ 319 and 141 and 28 U.S.C. § 1295(a)(4)(A).  The decisions and 

orders from which the present appeal is taken are final.   A notice of 

appeal was timely filed on October 6, 2014.  

STATEMENT OF ISSUES 

This appeal challenges the determinations made by the Patent 

Trial and Appeal Board in its decision to institute an inter partes 

review of US 7,162,549 and in its final written decision on the following 

issues: 

1. Whether the Petition requesting inter partes review of US 

7,162,549 filed by Hewlett-Packard Company established by 

a preponderance of the evidence as required under 35 U.S.C. 

§ 316(e) that claims 7, 11, 19 and 21 are unpatentable; 

Case: 15-1091      Document: 20     Page: 11     Filed: 01/21/2015



3 

2. Whether Hewlett-Packard Company established it had 

standing to file the Petition and whether 35 U.S.C. § 315(b) 

barred the institution of the inter partes review under 

existing law on privity; and  

3. Whether actions to cancel or revoke a patent must be tried in 

Article III Courts with access to a jury under the Seventh 

Amendment to the United States Constitution. 

STATEMENT OF THE CASE 

 This is an appeal from the final written decision of the Patent 

Trial and Appeal Board (“Board”) pursuant to 35 U.S.C. § 318(a) and 37 

C.F.R. § 42.73 in IPR 2013-00217 regarding US patent 7,162,549 (“US 

‘549”) which found that claims 7, 11, 19 and 21 of US ‘549 were 

unpatentable and which denied MCM Portfolio LLC’s (“MCM”) 

assertion that a patent owner is entitled under the Seventh 

Amendment of the Constitution to have the revocation or cancellation of 

its patent tried by an Article III Court with access to a jury.  This 

appeal is also an appeal from the Board’s institution order in which the 

Board inappropriately initiated an inter partes review of claims 7, 11, 
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19 and 21 of US ‘549 when Hewlett-Packard Company lacked standing 

to request the review and the review was barred by 35 U.S.C. § 315(b). 

Hewlett-Packard Company (“HP”) filed a petition (the “Petition”) 

requesting inter partes review (“IPR”) of US ‘549 on March 27, 2013, 

alleging the unpatentability of claims 7, 11, 19 and 21.  Patent owner 

MCM filed a preliminary response on June 27, 2013, establishing that 

the Petition had not presented facts sufficient to show there was a 

reasonable likelihood that HP would prevail on at least one of the 

claims challenged and therefore Petitioner HP had not met its statutory 

burden of proof under 35 U.S.C. § 314(a).  MCM’s preliminary response 

further established that HP lacked standing to request the IPR and 

that the institution of the IPR was barred by 35 U.S.C. § 315(b) because 

Pandigital, Inc., a company served with a complaint for infringement of 

US ‘549 more than a year prior to the filing date of HP’s Petition, was 

HP’s privy at the time.  On September 10, 2013, the Board ordered the 

institution of the IPR.  On September 24, 2013, MCM requested a 

rehearing on the § 315(b) privy issue based on this court’s intervening 

opinion in Aevoe Corp. v. AE Tech Co., Ltd., 727 F.3d 1375 (Fed. Cir. 

2013).  On October 10, 2013, the Board denied MCM’s rehearing 
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request.  On October 24, 2013, MCM requested mandamus of this court 

on the § 315(b) privy issue.  On February 18, 2014, this court denied 

mandamus without prejudice to raising the issue on appeal from a final 

written decision.1  MCM filed its patent owner’s response to the Petition 

on December 9, 2013, again establishing that HP had not proven a 

prima facie case of invalidity of the challenged claims, and that the 

Board lacked subject matter jurisdiction to revoke or cancel a patent.  

Oral arguments were heard on June 4, 2014.  The Board issued its final 

written decision on August 6, 2014 (the “Decision”), determining claims 

7, 11, 19 and 21 unpatentable and denying MCM’s challenge to the 

Board’s jurisdiction. MCM timely filed a notice of appeal on October 6, 

2014. 

  

                                      
1 MCM sought a writ of mandamus (No. 14-104) on the Board’s 

institution of the IPR, which this Court denied without prejudice to 
MCM’s § 315(b) arguments.  (“We deny the petition without prejudice to 
MCM attempting to raise its section 315(b) arguments on appeal after 
final decision by the Board.”) 
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STATEMENT OF THE FACTS 

A. HP’s Petition Did Not Prove Unpatentability of The Claimed 
Controller Chip of US ‘549 

 
1. Petitioner Has The Burden of Proving 

Unpatentability 
 

In 2011 Congress passed the America Invents Act, Pub. L. No. 

112-29, 125 Stat. 284 (2011) which among other things created the inter 

partes review process otherwise known as an IPR, set forth in 35 U.S.C.  

§§ 311-319.  The process is initiated by the filing of a petition which, 

under 35 U.S.C § 312(a)(3), must identify “with particularity” each 

claim challenged, the grounds on which the challenge to each claim is 

based, and the evidence that supports the grounds for the challenge to 

each claim. The patent owner is given an opportunity to file a 

preliminary response (§ 313) after which the director determines 

whether the petition “shows there is a reasonable likelihood that the 

petitioner would prevail with respect to at least 1 of the claims 

challenged in the petition.” 35 U.S.C. § 314(a).  If that determination is 

made, a “trial” is instituted and the patent owner is entitled to file a 

response, to which the petitioner may reply.  Section 316(e) mandates 

that the petitioner “shall have the burden of proving a proposition of 
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unpatentability.”  Thereafter there is oral argument, and then a final 

written decision. The evidence to support a final written decision of 

unpatentability must be found in the petition when the Board does not 

rely on evidence in the response, as is the present case. 

2. The Claims of US ‘549 At Issue 

The claims at issue are directed to a controller chip that has three 

distinct structures: an interface mechanism, a detector and a flash 

adapter. The inventors of US ‘549 designed a controller chip that is 

specifically adapted to read multiple types of flash cards (otherwise 

referred to in the claims as flash storage systems), and, significantly, to 

read flash cards that have controllers for error correction and also to 

read flash cards that do not have controllers for error correction. A271, 

Abstract; A322; claims 7 and 11.  The US ‘549 controller chip was 

specifically designed to be located on a flash card reader. Ibid.  Nor does 

the US ‘549 controller chip need to have a duplicate controller on the 

flash cards that have controllers in order to function reliably.  In fact, 

the controller chip disclosed in US ‘549 cannot be used on a flash card – 

it can only be used in a reader.  
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The US ‘549 controller chip includes a detector to determine 

whether a flash card (the claims use the term flash storage systems) 

has a controller for error correction or not and, in the event that the 

flash card does not have a controller for error correction, performs in 

firmware the necessary error correction, including managing bad block 

mapping of the flash section of the flash card. A322; claims 7 and 11.  

The claimed controller chip detector detects the difference between 

multiple types of flash cards without using a mechanical/optical 

detector or a switch, or requiring that the flash cards themselves have 

visible characteristics such as physical casing differences (a notch in 

one side) in order to determine whether the flash card has a controller 

for error correction. 

Thus the claims of US ‘549 require a controller chip that has three 

distinct structures: 

 an interface mechanism capable of receiving flash storage 

systems with controller and controllerless flash storage 

systems; A322:30:54-57; 

 a detector to determine whether the flash storage system 

includes a controller for error correction; A322:30:57-59; and  
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 a flash adapter which comprises firmware to perform, in an 

event where the flash storage system does not have a 

controller for error correction, operations to manage error 

correction of the flash section, including bad block mapping 

of the flash section in the flash storage system that is 

coupled to the flash adapter section. A322:30:59-65. 

The claimed controller chip in US ‘549 is specifically adapted to be 

located on flash card readers that read multiple types of flash cards 

allowing the card reader to read a variety of flash cards, none of which 

employ the same controller as the claimed controller chip.  E.g., Fig. 6, 

controller 40, A280.  The claimed controller chip is specifically adapted 

to read flash cards that do not have error correction controllers. 

A321:28:6-14.  The claimed controller chip is a function of the card 

reader only and has no reliance on the same controller or controller chip 

being on the flash card, nor can it be adapted for use on a flash card.  

The claimed controller chip detects the presence of an error correction 

controller on a flash card and adapts itself through firmware 

accordingly to provide error correction in the absence thereof.  

A312:10:52-62; A321:28:42-43; A321:28:51-A322:29:6.  The claimed 
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controller chip is specifically designed for use on flash card readers.   

Ibid. 

3. HP’s References – Kobayashi and Kikuchi 

HP’s Petition alleged invalidity of independent claims 7 and 11, 

and claims 19 and 21 depending from claims 7 and 11 respectively.  

A44.  The Board instituted the IPR, and ultimately invalidated the 

claims, based on a combination of Kobayashi and Kikuchi, A29, which, 

even together, do not disclose the structural limitations of US ‘549.  In 

fact, neither of HP’s references disclose a controller chip with any of US 

‘549 claim controller chip structures. 

Kobayashi discloses a reader having a variety of controllers, 

selector switches and mechanical/optical detectors. E.g., Fig. 11, reader 

12, conversion controller 122, ATA controller 124, selector 134, detector 

133. A334.  Kobayashi does not disclose a controller chip having any of 

the claimed controller chip structural limitations. HP’s Petition, 

however, inaccurately alleged that Kobayashi generally disclosed all of 

the limitations of the claims but for one: the management of bad block 

mapping in firmware in the event a flash card did not have a controller 

for error correction.  For that “function,” HP relied upon Kikuchi.  A9:2-
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4.  HP’s Petition blatantly ignored, however, that the bad block 

mapping functionality incorporated into Kobayashi to meet the claims 

was required to be incorporated into the flash adapter of a controller 

chip that also has an interface mechanism, as claimed, and a detector, 

as claimed. 

Kobayashi’s reader 12 has a conversion controller 122 that can 

only communicate with ATA controllers.  A338:6:1222.  Kobayashi’s 

ATA controller 124 is alternatively located on the reader 12 or on a 

flash card 13.  A341:12:43-46.  The presence of a physical notch in the 

card casing indicates whether a card has this ATA controller or not.  

A342:13:11-12. (Card notch shown in Fig. 11 in lower right card.)  The 

reader 12 employs a mechanical/optical detector 133, not a controller, to 

determine what kind of flash card is present by detecting the notch in 

the card. A341:12:67-A342:13:2; A342:13:12-13.  A switch 134 selects 

one of the two controllers depending on the type of flash card present. 

A342:13:2-8. 
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Quite simply, Kobayashi discloses no controller chip that 

interfaces with both flash cards that have controllers and flash cards 

that do not. Kobayashi discloses no controller chip that has a detector 

for determining whether a card has a controller, let alone a controller 

for error correction as claimed. Kobayashi discloses no controller chip 

that manages bad block mapping of the flash card in the event that a 

flash card does not have a controller for error correction.  Kobayashi 

discloses no controller chip that is capable of receiving both flash 

storage systems with controllers and controllerless flash storage 

systems as claimed.  Kobayashi discloses no controller chip that has any 
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of the claimed structures of US ‘549, let alone all the claimed 

structures.   

At most, Kobayashi discloses a reader that contains a mechanical 

optical detector that is limited to detecting physical differences in the 

casings of flash cards (i.e., it detects that there either is or is not a 

“notch” cut out of the plastic casing on the side of the flash card) that 

functions so long as there is the same ATA controller in both the reader 

and on the flash card that have controllers.   

Most importantly, Kobayashi contains no disclosure on how to 

detect whether a flash card has an error correction controller except by 

use of a physical device detecting a notch in a card.  And, assuming one 

were attempting to reconstruct the Kobayashi reader into a single chip, 

Kobayashi contains no disclosure on how to incorporate a physical 

optical detector into a controller chip, let alone the controller-chip 

equivalent to a notch in the casing of a flash card. 

Likewise, Kikuchi, the Petition’s secondary reference, discloses no 

controller chip that has any of the claimed controller chip structures of 

US ‘549.  Kikuchi discloses a controller chip that can be located either 
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on a reader2 or on a flash card, A89:2-4, and that manages bad block 

mapping in firmware.  A90:1-7.  But Kikuchi has no disclosure of a 

controller chip that can interface to both flash cards that have 

controllers and those that do not have controllers, a requirement of the 

claims of US ‘549.   

Neither reference alone nor both in combination discloses the 

controller chip claimed in US ‘549.   

Further, HP’s Petition did not argue to reconstruct the two 

references into a single controller chip having all the structures the 

controller chip claimed in US ‘549. 

4. HP’s References – Controllers and Compatibility  

In its Petition, HP argued to combine Kikuchi’s bad block mapping 

techniques into Kobayashi’s ATA controller because both references 

disclosed “reader” ATA controllers that were the same as the ATA 

controller on the flash cards.  A91:8-18.  Critical to HP’s argument that 

                                      
2 The Petition uses the term “adapter” for Kikuchi’s reader – but 

since the claimed invention uses the term “adapter” for a structural 
part of the claimed controller chip, the terms are not equivalent for this 
analysis.  We substitute the term reader for the Kikuchi adapter to 
avoid confusion. 
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it would be obvious to combine Kikuchi’s bad block mapping techniques 

into Kobayashi’s ATA controller was that both Kobayashi and Kikuchi 

disclosed ATA controllers that alternatively could be located on either a 

reader or a flash card.  A91:13-18.  Kobayashi disclosed that its ATA 

controller 124 was the same ATA controller 124 as appeared on flash 

cards. A88:6-13; A341:12:44-45.  See also, A84, Figs. 14 and 15 from the 

Petition.  The side-by-side figure illustrate two flash cards, one with 

ATA controller 124, Fig. 15, and one without, Fig. 14. 

 

Kikuchi provided a reader “ATA” controller 110 that, like the ATA 

controller 124 of Kobayashi, was functionally the same as the controller 

10 on the flash card.  A90:1-5, referencing Kikuchi Fig. 15A. 
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Graphic from HP Petition at 49, A90 

The references both disclosed that providing the same controller 

on the reader as that on the card assured compatibility between the 

ATA controller and the particular flash card.  A342:13:9-10; A162:2-21. 

Based on this, HP alleged that it would be obvious to combine 

Kikuchi’s ATA controller bad block mapping techniques into 

Kobayashi’s ATA controller.  A90:8-11.  Even if that were so, the 

resulting ATA controller of the Kobayashi reader does not disclose a 

controller chip as claimed in the ‘549 patent, and the combination relies 

on the fact that the ATA controller is the same on the reader as on the 

flash cards. 
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B. The Petition Is Barred Under 35 U.S.C. § 315(b)   

The present IPR is barred by statute. Under 35 U.S.C. § 315(b), an 

IPR is barred if the petition requesting the proceeding is filed more 

than 1 year after the date on which petitioner, a real party in interest or 

a privy of petitioner is served with a complaint alleging infringement of 

the patent that is the subject of the petition.  Such is the case here: a 

privy of Petitioner HP, Pandigital, Inc., was served with a complaint for 

infringement of US ‘549 more than a year before the filing of the 

Petition by HP.  A1089, A1099-1100:p.47.  MCM established that 

Pandigital, Inc. was a privy of HP at the time HP filed its Petition by 

virtue of their reseller relationship which made them successive owners 

of property with substantial substantive legal relationships. Infra at 

fns. 8 and 9.  HP bought and resold Pandigital’s accused digital picture 

frames (“DPF’s”).  Ibid.  HP was notified of the US ‘549 infringement 

lawsuit against Pandigital, A1139, and of its own infringement of the 

‘549 patent by virtue of selling DPF’s.  Infra at fn. 3.  Moreover, while 

HP sells the accused DPF’s under its own brand name, it identifies 

Pandigital as the manufacturer, and is reliant on Pandigital for 
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technical and warranty support of the DPFs for its customers.  Infra at 

fns. 8 & 9. 

In more detail, twice in 2008,3 and once in 2010,4 HP was notified 

of its infringement of US ‘549 by reason of its selling the Pandigital 

DPF’s.  (The accused DPFs have flash card readers with controller chips 

covered by the ‘549 patent). On September 21, 2011,5 Pandigital was 

served with a complaint alleging infringement of US ‘549 by reason of 

its sale of DPFs6 (the “Texas Action”).  HP was notified of the Texas 

Action shortly after it was filed.7  At the time of the Texas Action, and 

continuing through the filing of the IPR Petition on March 27, 2013, HP 
                                      

3 A1142-7; A1148-54. 
4 A1155. 
5  A1117-A1118. (Notice of Appearance of James P. Martin on 

behalf of Pandigital)(The Sept. 21, 2011, service is at docket entry 24 of 
the Pandigital Action, see note 6.) 

6 A1089-A1116. Technology Properties Limited LLC v. Pandigital, 
Inc., No. 2:11-cv-00372-TJW (E.D. Tex. 2011) (the “Texas Action”).  The 
suit was stayed, A1166-7, pending the co-filed ITC proceeding: Certain 
Digital Photo Frames and Image Display Devices and Components 
Thereof, Investigation, No. 337-TA-807, instituted on Sept. 27, 2011, 
limited exclusion order against Pandigital, 78 Fed. Reg. 16707-9 (March 
18, 2013)(The exclusion order excludes DPFs that infringe claims 1, 7, 
11, 17, 19 and 21 of the ‘549 patent.) A1168-70. 

7 A1139-41. Notice was delivered to HP by both mail and e-mail to 
HP’s president and various HP counsel. 
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resold Pandigital DPFs accused of infringement of US ‘549 under its 

own brand,8 but identified Pandigital as their manufacturer, A1138, 

and referred customers seeking technical and warranty support to 

Pandigital.9   

HP filed the present IPR on March 27, 2013, just nine days after 

the ITC issued a limited exclusion order against Pandigital ordering 

Pandigital to cease and desist from importing, offering for sale, 

distributing or soliciting the distribution of DPFs that infringe claims 7, 

11, 19 and 21 of the ‘549 patent.10 

C. The Board Relied on Federal Circuit Precedent To Sustain 
Constitutionality of The IPR Process 

The Board relied on Patlex Corp. v. Mossinghoff, 758 F.2d 594 

(Fed. Cir. 1985), to sustain the constitutionality of IPRs.  The Board did 

                                      
8 A1119-A1138 (User Guide); A1171-A1188 (Product Report: ‘549 

claim chart vs. HP DF1010P1 digital picture frame); A1163-5 
(Amazon.com); A1189-A1194 (Lum affidavit determining by reverse 
engineering that the DPFs HP were selling were the accused Pandigital 
DPFs.) 

9 A1160-A1162; A1161 (E-mail: customercare@pandigital.net). 
10 78 Fed. Reg. 16707-9 (March 18, 2013)(The order excludes DPFs 

that infringe claims 1, 7, 11, 17, 19 and 21 of the ‘549 patent.) A1168-70, 
A1170, col. 1, ¶ 2. 
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not make an independent assessment of MCM’s argument against the 

constitutionality of the IPR process. A4-5. 

SUMMARY OF ARGUMENT 

I. HP’s Petition Did Not Allege Facts Sufficient To Support The 
Board’s Decision of Invalidity 

HP’s Petition did not establish that Kobayashi disclosed a 

controller chip having 1) an interface mechanism as claimed, 2) a 

detector as claimed, and 3) a flash adapter as claimed. The Board’s 

decision erroneously relies on HP’s “assertion” that Kobayashi discloses 

every claim limitation of the challenged claims except bad block 

mapping error correction [Decision at p. 9, A9] when that “assertion” 

simply is not supported by the reference.  The Board’s reliance on the 

“assertion” without factual support from the reference is legal error:  

HP did not carry its statutory burden to prove unpatentability and the 

Board’s reliance on HP’s assertion (rather than on factual support) 

shifted the burden to MCM to refute facts not established in the 

Petition.  

Nor did HP’s Petition allege that Kikuchi disclosed the claimed 

controller chip.  HP’s Petition clearly used the Kikuchi reference to 

show management of bad block mapping in firmware. Combining these 
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two references does not ameliorate the fatal flaw that Kobayashi does 

not disclose the positively recited controller chip having the three 

positively recited structures claimed by US ‘549.  Even when combined 

with Kikuchi, the resulting combination does not disclose all of the 

claim limitations of US ‘549. HP’s Petition therefore did not establish – 

by a preponderance of the evidence or otherwise –that claims 7, 11, 19, 

and 21 are unpatentable.  The IPR should not have resulted in a final 

decision of unpatentability.  MCM is therefore entitled to a reversal. 

II. HP’s Petition Is Barred Under 35 U.S.C. § 315(b) 

Under controlling law, Taylor11 and Aevoe,12 MCM demonstrated 

that Pandigital, Inc. was a privy of HP with respect to the very products 

that were subject to a complaint for patent infringement of the ‘549 

patent, served on Pandigital more than a year prior to the filing of the 

IPR.  By statute, the present IPR is barred under 35 U.S.C. § 315(b).   

  

                                      
11 Taylor v. Sturgell, 128 S. Ct. 2161, 2175, 2178 (2008). 
12 Aevoe Corp. v. AE Tech Co., Ltd., 727 F.3d 1375, 1384 (Fed. Cir. 

2013). 
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III. The IPR Proceedings Are Unconstitutional Under Controlling 
Authority Decided Since Patlex 

An IPR is an action to revoke or cancel a patent that under 

Marbury, McCormick Harvesting, Granfinanciera, Stern and Wood 

must be tried in an Article III Court with access to a jury.  Patlex has 

been overruled under Troy v. Samson, 758 F.3d 1322 (Fed. Cir. 2014). 

ARGUMENT 

I. Standard of Review 

 This court reviews legal conclusions of the Board de novo and 

factual findings for substantial evidence. HIMPP v. Hear Wear 

Technologies, LLC., No. 2013-1549, Slip opinion at *5 (Fed. Cir. May 27, 

2014): 

We review the Board’s legal conclusions de novo, In re 
Elsner, 381 F.3d 1125, 1127 (Fed. Cir. 2004), and the Board’s 
factual findings underlying those determinations for 
substantial evidence, In re Gartside, 203 F.3d 1305, 1316 
(Fed. Cir. 2000). A finding is supported by substantial 
evidence if a reasonable mind might accept the evidence to 
support the finding. Consol. Edison Co. v. NLRB, 305 U.S. 
197, 229 (1938). Obviousness is a question of law, based on 
underlying factual findings. Graham v. John Deere Co., 383 
U.S. 1, 17-18 (1966); KSR Int’l Co. v. Teleflex Inc., 550 U.S. 
398, 427 (2007). A claim is invalid for obviousness if, to one 
of ordinary skill in the pertinent art, “the differences 
between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would 
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have been obvious at the time the invention was made. . . .” 
35 U.S.C. § 103(a) (2006); see also KSR, 550 U.S. at 406-07. 
 

Ibid. 

II. HP’s Petition Did Not Contain References That Disclosed The 
Claimed Controller Chip 

A. The Claims of US ‘549 Disclose a Controller Chip That Has 
Three Distinct Structures   

The claims of US ‘549 at issue are all directed to a controller chip.  

Claim 11 defines the controller chip’s structure.  Claim 11 best 

illiterates the controller chip elements, the issues on appeal.  Claim 11 

requires the controller chip to have 1) an interface mechanism, 2) a 

detector, and 3) a flash adapter, each with specific further structural 

and/or functional requirements.  Claim 7 identifies a method of using 

the controller chip with that structure. Claim 11 claims the structure.  

Claim 11: 

11. A system comprising: 

a computing device; 
 
a flash storage system comprising a flash section and 
at least a portion of a medium ID; and 
 
a controller chip coupled between the computing device 
and the flash storage system to interface the flash 
storage system to the computing device,  
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the controller chip comprising 

an interface mechanism capable of receiving flash 
storage systems with controller and controllerless flash 
storage systems,  

a detector to determine whether the flash storage 
system includes a controller for error correction and  

a flash adapter which comprises firmware to perform, 
in an event where the flash storage system does not 
have a controller for error correction, operations to 
manage error correction of the flash section, including 
bad block mapping of the flash section in the flash 
storage system that is coupled to the flash adapter 
section. 

(Emphasis supplied.) 

As claimed, the controller chip must, in addition to interfacing 

with flash storage systems (flash cards or simply cards) that have 

controllers and those that do not, must also be able to detect whether 

such a card has an error correction controller or not, and in the event 

that it does not have an error correction controller, manage bad block 

mapping (a form of error correction) in firmware. 

B. Kobayashi Does Not Disclose The US ‘549 Limitations But 
For Bad Block Mapping 

In its Petition, HP relied on Kobayashi’s reader 12 to set forth all 

limitations of the claimed chip controller in US ‘549 but for bad block 

mapping.  A9:2-3.  Kobayashi, however, does not disclose any of the 
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limitations of US ‘549 directed to the controller chip.  HP alleged that 

the only claim limitation missing from Kobayashi was the limitation 

directed to managing bad block mapping in firmware.  Ibid.  For 

example, for claim 11’s controller chip limitation, the Petition states at 

A92-93, “Kobayashi describes a reader/writer 12, which includes a 

conversion controller 122, an ATA controller 124, and ROM 123 that 

interface flash memory cards 13 to computer 11.”  This is not a 

controller chip, but a reader. 

For the “interface mechanism,” the Petition cites Kobayashi Figs. 

11 and 12 that disclose the entire reader, not an “interface mechanism” 

and certainly not “a controller chip comprising an interface 

mechanism….” A93.   

As for the claimed detector, HP’s Petition merely states that 

“Kobayashi discloses a sensor (133/133A/133B),” not a “controller chip 

comprising a detector to determine whether the flash storage system 

includes a controller for error correction.”  A93.  In fact, Kobayashi 

requires a mechanical optical reader and a physical differentiation in 

the flash card in order to detect a difference in flash cards and not even 

necessarily a difference as to whether the flash card contains a 
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controller for error correction or not. A341:12:67-A342:13:2; A342:13:12-

13.  Moreover, neither reference relied upon by HP discloses how to put 

the function of the Kobayashi mechanical/optical sensor with its 

cooperating switch and card notch, into a controller chip, like the 

claimed controller chip. 

Finally, HP states that, “Kobayashi discloses firmware to perform 

error correction for controllerless flash storage systems” A93, which is 

not the same as the US ‘549 limitation requiring “a controller chip 

comprising a flash adapter which comprises firmware to perform, in an 

event where the flash storage system does not have a controller for 

error correction, operations to manage error correction of the flash 

section, including bad block mapping of the flash section in the flash 

storage system that is coupled to the flash adapter section.” 

HP argues that the missing management of the bad block 

mapping in firmware “functionality” can be found in its second 

reference, Kikuchi.  HP alleged that it would be obvious to combine this 

bad block mapping functionality into Kobayashi’s ATA controller 124, 

one of the two controllers located on the Kobayashi reader 12. A93-A94.  

HP alleged this combination to be obvious, a work of one of ordinary 
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skill, a mere design choice, because, HP argued, Kikuchi’s ATA 

controller (10, 110) could be alternatively located on a reader or on a 

flash card like Kobayashi’s ATA controller 124. A91-A92. 

The combination depends on the ATA controllers of both 

references being alternatively located on the reader or the flash cards, 

where, regardless of location, the ATA controller will work only with 

one type of flash card – those that do not have ATA controllers 

themselves.  In contrast, US ‘549 is a reader-specific controller chip that 

detects whether a card has a “controller for error correction” and 

includes firmware in a flash adapter section of the controller chip that 

conducts operations to manage bad block mapping of the flash section of 

the flash card in the event that the flash card does not have a controller 

for error correction.  

The Board, provides no support for a factual finding that 

Kobayashi discloses the challenged claims of US ‘549 in its Decision and 

cites only to HP’s “assertion” that Kobayashi makes those disclosures. 

A9.  Other than HP’s “assertion,” the factual record does not 

substantiate the Board’s finding.  Therefore, the finding is not 

supported by substantial evidence and must be reversed.  
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C. Kobayashi and Kikuchi – Single Controller Chip 

In its Petition, HP did not argue that Kikuchi disclosed a single 

controller chip that contained Kobayashi’s functionality. Nor did HP 

argue to reconstruct Kobayashi into one controller chip based on any 

Kikuchi teaching. The Board’s Decision acknowledges that the Petition 

never “explicitly” argued the “single chip requirement” with respect to 

Kobayashi.  A9:24-26.  Instead the Board relied on Kikuchi for 

disclosing the “single-chip limitation” because Kikuchi disclosed a single 

controller chip. A10:4-10. 13   But the challenged claims of US ‘549 

require a controller chip having three distinct structures – yet HP never 

made any argument that Kobayashi was missing any limitation but the 

bad block mapping limitation.  HP’s Petition referenced Kikuchi only to 

establish that it disclosed bad block mapping in firmware in an ATA 

controller chip that could alternatively be located on a reader and a 

flash card, and in no fashion made any argument that Kikuchi could be 

                                      
13 The Board’s Decision never mentioned and therefore did not 

seem to understand HP’s argument that both references required that 
the ATA controllers of both references be alternatively located on 
readers and flash cards. 

Case: 15-1091      Document: 20     Page: 37     Filed: 01/21/2015



29 

used to argue that Kobayashi be reconstructed into a single controller 

chip.     

HP’s argument to combine Kikuchi into Kobayashi for the missing 

bad block mapping functionality requires that the Kikuchi controller 

chip be the same controller chip regardless of whether it is located on a 

flash card or on a reader.  HP’s Petition argued that it would be obvious 

to combine Kikuchi’s bad block mapping techniques into Kobayashi’s 

ATA controller because Kikuchi’s controller chip could be alternatively 

located on the flash card or on the reader just like Kobayashi’s ATA 

controller.  The Board entirely missed that combining the references 

does not, in fact cannot, yield a single controller chip because Kobayashi 

requires the controller be the same on the reader and the card.  Indeed, 

HP did not make the argument the Board constructed regarding a 

single controller chip because to do so would be antithetical to the 

Kobayashi reference. 

The Board’s findings regarding Kikuchi’s controller chip disclosure 

and HP’s arguments with respect thereto are contrary to the record and 

therefore its Decision must be reversed. 
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D. HP’s Obviousness Argument 

The Board’s Decision ignores the only obviousness argument HP 

did in fact make in its Petition, and which was critical to its case: that 

both references disclosed ATA controllers (Kobayashi’s 124 and 

Kikuchi’s 10) that work “regardless of location,” whether located on a 

card or located on a reader (because they were functionally the same).  

A91.  The Board’s decision stated instead that HP had argued that both 

references “describe ATA controllers that work with flash-memory cards 

with, or without, on-card controllers.” A9.  This finding is contrary to 

the evidence.  HP never made that argument or provided evidence to 

substantiate that statement.  Both references disclose ATA controllers 

that can be located on either a reader or on a flash card because the 

controllers are the same “controller chip.”  But neither reference 

discloses an ATA controller or chip that works with flash cards that 

have their own ATA controllers.  In both references, the ATA controllers 

located on a reader work only with flash cards that do not have their 

own ATA controller.    

What HP in fact argued was this: 

It would have been obvious to one of ordinary skill in the art 
at the time of the effective filing date of the ‘549 Patent to 

Case: 15-1091      Document: 20     Page: 39     Filed: 01/21/2015



31 

incorporate Kikuchi’s error correction and ATA controller 
bad block mapping techniques into ATA controller 124 of 
Kobayashi “to reliably retain stored data.” … Because both 
Kobayashi and Kikuchi describe ATA controller functionality 
as the same regardless of the controller’s location in a flash 
memory card or in an external adapter, the modified ATA 
controller 124 in reader/writer 12 of FIGS. 11 and 12 of 
Kobayashi would perform error correction and bad block 
mapping as expressly taught by Kikuchi in the event the 
inserted flash memory card does not have a controller built 
therein.” 
 

A91. 

 To the same effect, the Board misstated the Petition’s discussion 

of HP’s KSR arguments.  The Decision states that the Petition argued 

“that combining the teachings of the two references is merely ‘the 

combination of prior art elements according to known methods to yield 

predictable results’ (PET.  50-51).”  A10.  However, the Petition actually 

argued,  

For at least the foregoing reasons, combining the ECC and 
bad block mapping teachings of Kikuchi with the teachings 
of Kobayashi is merely: (a) a combination of prior elements 
according to known methods to yield predictable results… 
 

A91-A92.  The arguments made by the Petition are specific to the ECC 

and bad block mapping teachings.  The Board’s restatement implies 

that HP argued somehow to reconstruct Kobayashi into one chip.  That 

notion is not supported by HP’s actual argument. 
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 But most importantly, the Decision left the impression that both 

Kikuchi and Kobayashi disclosed ATA controllers that could work with 

flash cards that had controllers or alternatively with flash cards that 

had no controllers when in fact neither have this capability.   

E. Kobayashi’s Physical/Optical Detector Is Not a Circuit 

Even if HP had argued to reconstruct Kobayashi into one chip, 

Kobayashi cannot be reconstructed into one chip because its 

physical/optical detector is a physical structure, not a circuit.  If one 

were to reconstruct Kobayashi to provide a controller chip having all the 

functionality of the various controllers of Kobayashi’s Fig. 11 (122, 123, 

124) and selector switch 134, supra, that controller chip still would not 

contain any functionality or structures of the physical mechanical 

optical/detector 133, which HP alleged corresponded to the claimed 

detector in US ‘549, and which is a controller chip structure that must 

be present in a prior art controller chip to anticipate or render obvious 

the claimed controller chip because the claimed controller chip requires 

the detector be a structure of the controller chip.  Neither Kobayashi 

nor Kikuchi disclose any method or means by which a controller chip 

might determine whether a flash card has a controller for error 
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correction or not other than by means of a physical/optical detector that 

clearly is not part of any controller chip and which cannot be made part 

of any controller chip because it is not a circuit, but a physical 

structure.  HP’s Petition simply ignored the requirement that the 

detector be part of the claimed controller chip.  The Board failed to 

recognize this critical distinction despite MCM repeatedly arguing that 

HP’s petition ignored the requirements of the claimed controller chip 

and despite MCM arguing during oral argument that one of ordinary 

skill could not put a physical optical detector into a controller chip.  

A254:23-A255:3; A259:2-6. 

F. Hypothetical Kobayashi 

Moreover, even if Kobayashi could be reconstructed into one 

controller chip, that chip would not be the same as the chip on the flash 

card. Any hypothetical reconstructed controller chip that had all the 

structures and functions required of it by the claims would then not be 

the same controller chip as the ATA controller chip located on the flash 

card as Kobayashi discloses as being required for its reader to operate. 

HP argued that this was the reason that one would find it obvious to 

combine Kikuchi’s bad block mapping techniques into Kobayashi’s ATA 
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controller because both references disclose ATA controllers that could 

alternatively be located on a reader and on a flash card because they 

were the same controller. A88:6-13; A89:2-5; A91:12-18.  

G. The Board’s Obviousness Argument 

HP did not argue the obviousness argument relied upon by the 

Board. The reasoning stated in the Board’s Decision clearly shows that 

the Board erroneously shifted the burden to MCM to rebut an 

obviousness argument that the Petition neither made nor was 

supported with facts. 

Patent Owner does not argue that applying the teachings of 
Kikuchi and Kobayashi so that the claimed functionality is 
on a single chip would have been “uniquely challenging or 
difficult for one of ordinary skill in the art”… 
 

A10. 

MCM did not argue this point in its Patent Owner Response 

because it is not in response to anything that the HP Petition argued.  

At no point in HP’s Petition was the argument ever made, in any form, 

that Kobayashi should be reconstructed into a single chip or that 

Kikuchi discloses a controller chip having any of the claimed 

functionality or structures of US ‘549, let alone all of them.  Had HP 

made these arguments it would have been blatantly inconsistent with 
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the obviousness argument HP did make: that the reason for combining 

Kobayashi and Kikuchi in the first instance was that their ATA 

controllers were functionally the same as the controllers on the flash 

cards so that when located on the reader, they would work the same as 

when they were located on the flash card.  It is clear in the Board’s 

Decision that it did not appreciate the role of the ATA controller, 

particularly in Kobayashi and how it was critical in HP’s obviousness 

argument.  Had the Board recognized that the ATA controller had to be 

the same controller on both the reader and on the flash cards, the Board 

would have realized why HP never argued to reconstruct Kobayashi 

into one chip, and why reconstructing Kobayashi into one chip was not 

simply a design choice.  

Controlling law requires a proponent to argue where the 

references disclose or render obvious the claim limitations at issue, here 

the claimed controller chip having all the claimed structures and 

functions.  Fleming v. Escort, No. 14-1331, *6 (Fed. Cir. Dec. 24, 2014), 

citing to Koito Mfg. Co. v. Turn-Key-Tech, LLC, 381 F.3d 1142, 1152 

(Fed. Cir. 2004), which in turn cited to Schumer v.  Lab Computer 
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Systems, Inc., 308 F.3d 1304, 1315-16 (Fed. Cir. 2002) for the 

proposition that 

[T]estimony concerning anticipation must be testimony from 
one skilled in the art and must identify each claim element, 
state the witnesses’ interpretation of the claim element, and 
explain in detail how each claim element is disclosed in the 
prior art reference. The testimony is insufficient if it is 
merely conclusory. 

Koito Mfg., supra, at 1152.  HP did not argue that Kobayashi be 

reconstructed into one chip: in fact it could not argue that it be 

reconstructed into one chip without denying the very essence of 

Kobayashi.   The Board’s basing their unpatentability Decision on an 

argument that Petitioner HP did not make is reversible error.   

Likewise, putting the burden on MCM to rebut an argument that the 

Petition did not make is reversible error.  Moreover, basing its finding 

of unpatentability on a fictional combination of references that do not 

comport to the references themselves is reversible error. 

The Board raised the question of reconstructing Kobayashi in oral 

argument even though HP’s Petition never made such an argument.  

There, MCM did argue that it was beyond the skill in the art to put a 

physical optical detector into a chip, the structures Kobayashi provides 

for the claimed detector limitation.  A portion of the following, lines 5-
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12, was quoted in the Decision.  The argument that the Board states in 

its Decision MCM did not make is in bold below.    

5   JUDGE BISK: Is there some reason not to put them 
6  on a single chip? It seems like it is just a design choice, 
7  whether it is one chip, two chips, 10 chips. 
8   Is there a particular reason why the number of 
9  chips matters? 
10   MR. HELLER: It is not that. It is, why would you 
11  do that? Why would you put all that functionality into a 
12  single chip? 
13   Let’s go back to the figure for one second and 
14  take a look at what Kobayashi actually discloses. 
15   It discloses the use of an ATA controller 124. 
16  That is the same controller that is on the flash cards. 
17   Now, if you put that ATA controller into a single 
18  chip, that ATA controller cannot be the same controller on 
19  the flash cards. It would defeat the whole purpose of 
20  Kobayashi to put the same controllers on the flash cards into 
21  the reader. 
22   I mean, you basically are defying, defying 
23  Kobayashi to do the reconstruction according to our claimed 
24  invention. 
25   Now, once you decide to put the functionality of 
1  two circuits together into one larger integrated circuit, it 
2  is well within the skill of the art. Perhaps you could 
3  figure out how to put an optical, a physical optical detector 
4  into a chip, but I think you can’t do that, but our claims 
5  require that functionality, and we disclose how to do it in 
6  our specification. 
7   We have this medium ID, and that is in the claims. 
8  All that functionality is not in Kobayashi. And there is no 
9  suggestion by Hewlett-Packard in its petition to combine -- 
10  reconstruct Kobayashi according to our claims. 
11   They just proved that Kobayashi somewhere 
12  scattered about on this reader has the functionality of our 
13  claimed invention. 
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Record of Oral Hearing, Doc. No. 30, A228 at A258-9.  MCM argued 

that reconstructing Kobayashi as suggested by the Board would “defeat 

the whole purpose of Kobayashi to put the same controllers on the flash 

cards into the reader.”  Thus, reconstructing Kobayashi was not merely 

a design choice as suggested by Judge Bisk.  To do so would undo, “defy” 

Kobayashi and use hindsight to reconstruct Kobayashi “according to our 

claimed invention.”  A258:17-24.  

H. MCM Must Prevail on This Record 

35 USC 316(e) EVIDENTIARY STANDARDS.—In an inter 
partes review instituted under this chapter, the petitioner 
shall have the burden of proving a proposition of 
unpatentability by a preponderance of the evidence. 
 
HP is statutorily not entitled to prevail because 35 U.S.C. § 316(e) 

places a mandatory, statutory burden of proof (“shall have the burden”) 

on HP, and the only evidence HP provided is its Petition.  Controlling 

case law authority requires that HP prove that all limitations are 

disclosed in the prior art.  PAR Pharmaceuticals v. TBI 

Pharmaceuticals, 14-1391, *12-17 (Fed. Cir. 2014).  Just as in PAR 

Pharmaceuticals, the Petition “ignores the claim limitations at issue.”  

Id. at *16.  In its Petition, HP does not produce any evidence that 

establishes that all the limitations of the challenged claims are 
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disclosed in the prior art. HP’s prior art references do not disclose a 

controller chip having any of the claimed functionality or structures, let 

alone all of them.  Nor does HP’s Petition contain any argument that 

Kobayashi be reconstructed into a single controller chip, which is 

foundational to the Board’s Decision.  It is manifest that even after 

being modified by Kikuchi in a manner argued by the Petition (to 

modify Kobayashi’s ATA controller to implement Kikuchi’s bad block 

mapping) that Kobayashi discloses no controller chip that 

 interfaces with cards that have controllers and cards 
that do not; 

 has a detector for determining whether a card has a 
controller for error correction; or 

 manages bad block mapping of the flash card in the 
event that a flash card does not have a controller for 
error correction. 

On this record, reversal of the Board’s Decision is required. 

III. This IPR Is Barred Under 35 U.S.C. § 315(b) 
 

A. Section 315(b) Limits The Board’s Authority To Institute An 
Inter Partes Review 

35 U.S.C. § 315(b) states: 

(b) PATENT OWNER’S ACTION.—An inter partes review 
may not be instituted if the petition requesting the 
proceeding is filed more than 1 year after the date on which 
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the petitioner, real party in interest, or privy of the 
petitioner is served with a complaint alleging infringement 
of the patent. 
 
The Board’s authority is not discretionary under § 315(b): that is, 

if a privy of Petitioner is served with a complaint alleging infringement 

of the patent more than a year prior to the filing of the Petition, then 

the Petition is barred and the Board has no authority to undertake a 

review.  

B. The Burden Is On The Petitioner To Demonstrate Standing 

Section 312 specifies the mandatory requirements for the petition.  

Section 312(a)(4) provides that “the petition provides its other 

information as the Director may require by regulation.”  Rule 42.104(a) 

specifies that the petition must set forth that the “petitioner is not 

barred or estopped from requesting an inter partes review….”  Rule 

41.8(a)(2) (mandatory notices) requires a party to a contested case to 

identify “[e]ach judicial or administrative proceeding that could affect, 

or be affected by, the Board proceeding.”  

HP’s Petition failed to identify the Texas Action in its mandatory 

notices even though HP had notice of the Texas Action.  A42.  HP’s 

Petition failed to state that HP was a reseller of Pandigital DPFs, which 
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were the subject of an Exclusion Order just nine days prior to the filing 

of its Petition.  A1139.  HP likewise did not disclose the nature and 

extent of its relationship with Pandigital as established in the evidence 

submitted by MCM. At a minimum, HP had sufficient facts to put it on 

a duty of inquiry concerning its relationship to Pandigital because, on at 

least three different occasions, HP had been previously notified of its 

infringement of US ‘549 by virtue of its selling of DPFs.  A1142-7; 

A1148-54; A1155.  Despite this, HP made the certification required by 

Rule 42.104(a) without disclosure of any of these facts.     

The burden of proving standing remains on HP, yet HP presented 

no evidence or argument in rebuttal to MCM’s evidence and argument 

made in its Preliminary Response.  The facts MCM presented therefore 

are undisputed and admitted.  Because HP is reselling accused 

Pandigital DPFs the fact that HP and Pandigital are privies with 

respect to DPFs accused of infringing US ‘549 is undisputed. Cf., Aevoe 

Corp. v. AE Tech Co., Ltd., 727 F.3d 1375, 1384 (Fed. Cir. 2013)(A 

reseller of accused products is in privity with a party-defendant such 

that they might be bound by a preliminary injunction of which they had 

notice).  It is also undisputed that Pandigital was served with a 

Case: 15-1091      Document: 20     Page: 50     Filed: 01/21/2015



42 

complaint for patent infringement of the ‘549 patent outside the one 

year limit imposed by § 315(b).  Supra at note 6.  Under the undisputed 

facts Pandigital is an admitted privy of HP, and therefore § 315(b) bars 

the present IPR. 

Despite that the facts and that the relationship of privity between 

HP and Pandigital were undisputed, the Board decided that MCM had 

not proven HP-Pandigital privity for § 315(b) purposes because MCM 

provided “no persuasive evidence that HP could have exercised control 

over Pandigital’s participation in the Texas Action.”  A20. 

MCM moved for rehearing based on this court’s opinion in Aevoe, 

a case that was decided after MCM had filed its preliminary response.  

A136. The Board denied rehearing on October 13, 2013, A31, stating 

that “the allegedly infringing articles referred to by MCM are not at 

issue in this proceeding.” A33 (emphasis added).  It is unclear what the 

Board intended this to mean. It is undisputed, however, that the 

Petition is for an IPR of US ‘549 and it is undisputed that the facts 

establish a relationship of privity between HP and Pandigital with 

respect to products accused of infringing US ‘549 (the Pandigital DPFs 

that HP resold). 
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C. The Board’s Denial Of Privity For The Purposes Of § 315(b) 
Is Erroneous 

On October 23, 2013, MCM petitioned this court for a writ of 

mandamus with respect to the § 315(b) bar.  On February 18, 2014, this 

court denied the petition without prejudice.  In re MCM Portfolio, LLC, 

No.  14-104 (Fed. Cir. 2014).  In doing so, this court noted that a  

“Privy” generally refers to a “sufficiently close relationship” 
between the purported privy and the relevant other party 
such that both should be bound by the trial outcome and 
related estoppel provisions. Office Patent Trial Guide, 77 
Fed. Reg. 48759 (Aug. 14, 2012); see also generally Int’l 
Nutrition v. Horphag Research, 220 F.3d 1325, 1329 (Fed. 
Cir. 2000) (“A variety of relationships between two parties 
can give rise to the conclusion that a nonparty to an action is 
‘in privity’ with a party to the action for purposes of the law 
of judgments, which is simply a shorthand way of saying 
that the nonparty will be bound by the judgment in that 
action.”). 
 

Id. at *2.  It must be noted that Int’l Nutrition continued,  

One situation in which parties have frequently been held to 
be in privity is when they hold successive interests in the 
same property. See, e.g., Litchfield v. Crane, 123 U.S. 549, 
551, 8 S.Ct. 210, 31 L.Ed. 199 (1887) (defining privity to 
include a “mutual or successive relationship to the same 
rights of property”). 
 

Id. at 1329.  Thus Int’l Nuitriton directly supports MCM’s privity 

position.   
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Under controlling Federal Circuit law, therefore, including both 

Aevoe and Int’l Nutrition, and as admitted by HP, HP is in legal privity 

with Pandigital with respect to the DPFs accused of infringement of US 

‘549 in the Texas Action because HP is a reseller of the very same 

products accused of infringement of US ‘549.   

 The source of the Board’s error lies in the Office Patent Trial 

Practice Guide’s14 misreading of Taylor v. Sturgell, 553 U.S. 880 (2008) 

to authorize a balancing of its six distinct categories15 of privity in an 

equitable stew of “factors” akin to the various flavors of “virtual 

representation.”16  However, the Supreme Court categorically overruled 

                                      
14 Office Patent Trial Practice Guide, 77 Fed. Reg. 48756 (Aug. 14, 

2012). 
15 The six categories are 1) the nonparty agrees to be bound; 2) 

“preexisting” legal relationships including preceding and succeeding 
owners of property; 3) the nonparty is adequately represented by 
someone with the same interests; 4) nonparty assume control over the 
litigation; 5) the nonparty is litigating through a proxy; and 6) a special 
statutory scheme may foreclose further litigation.  Taylor, 553 U.S. at 
893-895. 

16  Id. at 888-890.  The Court cited the D.C. Circuit that the 
Circuits varied widely in their approach to virtual representation, all of 
which specified a variety of factors that were weighed, and proceeded to 
adopt its own five-factor test.  Ibid. 
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virtual representation, id. at 904, and flatly rejected any “flavor of 

equitable balancing”: 

Fairchild and the FAA do not argue that the D.C. Circuit’s 
virtual representation doctrine fits within any of the 
recognized grounds for nonparty preclusion. Rather, they 
ask us to abandon the attempt to delineate discrete grounds 
and clear rules altogether. Preclusion is in order, they 
contend, whenever “the relationship between a party and a 
non-party is ‘close enough’ to bring the second litigant within 
the judgment.” Brief for Respondent Fairchild 20. See also 
Brief for Respondent FAA 22-24. Courts should make the 
“close enough” determination, they urge, through a “heavily 
fact-driven” and “equitable” inquiry.  
… 

We reject this argument….  

Id. at 898. 

In Taylor, the Supreme Court explicitly rejected an equitable 

balancing test in favor of the six specified categories set forth therein. 

By giving “controlling” weight to Taylor category 4 (i.e., control over the 

litigation), the Board elected a different test for privity than established 

by the Supreme Court.  Taylor category 4 relates to “control” by the 

nonparty petitioner of the party served with a complaint for patent 

infringement.  By requiring a demonstration of control, the Board 

ignored controlling Federal Circuit and Supreme Court precedent on 

privity under Taylor, Aevoe and Int’l Nutrition pursuant to which MCM 
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established that Pandigital was HP’s privy. Instead, the Board found 

control over litigation determination, effectively deciding that 

successive-owners-of-property privity, as set forth in Taylor category 2, 

is not by itself sufficient “for § 315(b) purposes.”  

The undisputed facts establish the relationship of privity between 

HP and Pandigital and therefore MCM is entitled to a reversal of the 

Board’s decision regarding § 315(b).  The decision to institute the IPR 

was barred by § 315(b) and must be vacated. 

IV. Actions To Revoke Or Cancel A Patent Must Be Adjudicated In An 
Article III Court With Access To A Jury In Accordance With The 
Seventh Amendment Of The Constitution 

A. Actions To Revoke Or Cancel A Patent Must Be Tried In 
Article III Courts 

It is well-established that a patent is constitutionally protected 

property and “is as much entitled to protection as any other property.”  

Cammeyer v. Newton, 94 U.S. (4 Otto) 225, 234-35 (1876); see also 

James v. Campbell, 104 U.S. 356, 357-58 (1881); Crozier v. Fried, Krupp 

Aktiengesellschaft, 224 U.S. 290, 306 (1912). The Supreme Court held 
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in Marbury v. Madison that the question whether a property right may 

be revoked lies within the exclusive province of the Courts.17 

Accordingly, the Supreme Court held in McCormick Harvesting 

Machine Co. v. Aultman, 169 U.S. 606, 18 S. Ct. 443, 42 L. Ed. 875 

(1898) that the Commissioner of Patents had no constitutional power to 

revoke or to cancel a patent, that being the exclusive province of the 

Courts, and wrote: 

It has been settled by repeated decisions of this court that 
when a patent has received the signature of the Secretary of 
the Interior, countersigned by the Commissioner of Patents, 
and has had affixed to it the seal of the Patent Office, it has 
passed beyond the control and jurisdiction of that office, and 
is not subject to be revoked or cancelled by the President, or 
any other officer of the Government. … It has become the 
property of the patentee, and as such is entitled to the same 
legal protection as other property. 
 
… 
 
The only authority competent to set a patent aside, or to 
annul it, or to correct it for any reason whatever, is vested 
in the courts of the United States, and not in the 
department which issued the patent. 
 

Id. at 608-609.18 

                                      
17 Marbury v. Madison, 5 U.S. 137, 154-56, 166 (1803). 
18  McCormick cites U.S. v. Schurz, 102 U.S. 379 (1890) which 

traces the doctrine to Marbury.  Id. at 395. 
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B. The Patlex Reasoning Is Inconsistent With Mccormick 
Harvesting 

This Court, in Patlex Corp. v. Mossinghoff, 758 F.2d 594, 604 

(Fed. Cir. 1985), upheld the constitutionality of the Commissioner’s 

statutory power19 to administratively revoke or cancel a patent.  Patlex 

held that a patent was a public right, “a right that can only be conferred 

by the government,” citing Crowell v. Benson, 285 U.S. 22 (1932), and 

thereby sought to distinguish the private rights involved in Northern 

Pipeline Constr. Co. v. Marathon Pipe Line Co., 458 U.S. 50 (1982), as 

limited to “common law disputes historically adjudicated by Article III 

courts.” Id. at 604.  The Patlex court also reasoned that McCormick 

could be distinguished because the procedure involved there was a 

Reissue to correct mistakes made by the patent owner, whereas the 

procedure involved in Patlex  was a Reexamination to correct mistakes 

made by the government.   

The holding of McCormick Harvesting may also be 
distinguished, in view of Congressional intent to provide a 
separate procedure for reexamination while preserving the 
reissue practice. The purpose of reissuance of patents is to 
enable correction of errors made by the inventor, at the 

                                      
19 Pub.L. No. 96-517 § 1, 94 Stat. 3015 (1980), effective date July 

1, 1981, codified as 35 U.S.C. §§ 301-307. 
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initiative of the inventor. The reexamination statute’s 
purpose is to correct errors made by the government, to 
remedy defective governmental (not private) action, and if 
need be to remove patents that should never have been 
granted. We do not read McCormick Harvesting as 
forbidding Congress to authorize reexamination to correct 
governmental mistakes, even against the will of the patent 
owner. 
 

Id. at 604. 

However, the Patlex reasoning is inconsistent with McCormick 

and its predecessor cases that consistently held that once the patent has 

issued, it is the property of the patent owner and cannot be revoked by 

the Government for mistake, and that if there is a governmental 

mistake, the government has a judicial remedy only if it has a direct 

interest in the matter: 

In the case of a patent for lands it has been held that when 
one has obtained a patent from the Government he cannot 
be called upon to answer in regard to that patent before the 
officers of the Land Department, and that the only way his 
title can be impeached is by suit. ... But a suit may be 
maintained by the United States to set aside a patent for 
lands improperly issued by reason of mistake, or fraud; but 
only in the case where the Government has a direct interest, 
or is under obligation respecting the relief invoked. 
 

Id. at 609. 

The object of Marbury and of McCormick Harvesting is to prevent 

the government from unilaterally revoking or repealing an issued 

Case: 15-1091      Document: 20     Page: 58     Filed: 01/21/2015



50 

patent for any reason.  Patents are the property of their owners and 

even the government must resort to the Courts if there is a mistake, 

regardless of who made the mistake.  In short, Patlex was incorrect 

when it was decided, because it was inconsistent with governing 

Supreme Court precedent. 

C. The Patlex Decision Is Inconsistent With Subsequent 
Supreme Court Cases On The “Public Rights” Doctrine 

Moreover, Patlex should be overruled because it is inconsistent 

with two separate lines of subsequent Supreme Court decisions.  First, 

Patlex’s view of the “public rights” doctrine was rejected in Stern v. 

Marshall, 131 S.Ct. 2594, 564 U.S. 2 (2011), where the Court held that 

a bankruptcy court’s judgment of a bankruptcy estate’s permissive 

state-law counterclaim against a creditor who had filed a claim against 

the estate violated Article III.  The Court rejected the argument that 

the counterclaim could be classified as a “public right,” explaining that 

the public rights doctrine extends only to cases where the government 

was acting in its sovereign capacity with respect to persons subject to 

its authority in connection with the performance of the constitutional 

functions of the executive or legislative departments” (emphasis 
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supplied).  More specifically, that the exception does not extend to 

“property cases”, writing at pages 2612-3:   

“Subsequent decisions from this Court contrasted cases 
within the reach of the public rights exception—those arising 
“between the Government and persons subject to its 
authority in connection with the performance of the 
constitutional functions of the executive or legislative 
departments”—and those that were instead matters “of 
private right, that is, of the liability of one individual to 
another under the law as defined.” Crowell v. Benson, 285 
U.S. 22, 50, 51, 52 S.Ct. 285, 76 L.Ed. 598 (1932).[6] See Atlas 
Roofing Co. v. Occupational Safety and Health Review 
Comm’n, 2613*2613 430 U.S. 442, 458, 97 S.Ct. 1261, 51 
L.Ed.2d 464 (1977) (Exception extends to cases “where the 
Government is involved in its sovereign capacity under ... [a] 
statute creating enforceable public rights,” while “[w]holly 
private tort, contract, and property cases, as well as a vast 
range of other cases ... are not at all implicated”); Ex parte 
Bakelite Corp., 279 U.S. 438, 451-452, 49 S.Ct. 411, 73 L.Ed. 
789 (1929). See also Northern Pipeline, supra, at 68, 102 
S.Ct. 2858 (plurality opinion) (citing Ex parte Bakelite Corp. 
for the proposition that the doctrine extended “only to 
matters that historically could have been determined 
exclusively by” the Executive and Legislative Branches)” 
 

Id., 131 S.Ct. 2594, at 2612-3. 

Stern’s understanding of the “public rights” doctrine is correct.  

The term was coined in Murray’s Lessee v. Hoboken Land & 

Improvement Co., 59 U.S. 272 (1856), where a NYC customs collector 

had withheld $1.3 million in collected duties, and a treasury officer 

issued a warrant for the sale of his property to recoup the withheld 
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duties.  The Supreme Court noted that the English government 

traditionally dealt with its tax collectors as a matter of sovereign right 

without using the Court system.  Thus, the Supreme Court coined the 

term “public right” to denote the government acting in its sovereign 

capacity in areas traditionally reserved for the executive, writing that:   

To avoid misconstruction upon so grave a subject, we think it 
proper to state that we do not consider congress can either 
withdraw from judicial cognizance any matter which, from 
its nature, is the subject of a suit at the common law, or in 
equity, or admiralty; nor, on the other hand, can it bring 
under the judicial power a matter which, from its nature, is 
not a subject for judicial determination. At the same time 
there are matters, involving public rights, which may be 
presented in such form that the judicial power is capable of 
acting on them, and which are susceptible of judicial 
determination, but which congress may or may not bring 
within the cognizance of the courts of the United States, as it 
may deem proper.  Equitable claims to land by the 
inhabitants of ceded territories form a striking instance of 
such a class of cases; and as it depends upon the will of 
congress whether a remedy in the courts shall be allowed at 
all, in such cases, they may regulate it and prescribe such 
rules of determination as they may think just and needful. 
Thus it has been repeatedly decided in this class of cases, 
that upon their trial the acts of executive officers, done 
under the authority of congress, were conclusive, either upon 
particular facts involved in the inquiry or upon the whole 
title. 
 
… 
 
To apply these principles to the case before us, we say that, 
though a suit may be brought against the marshal for 
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seizing property under such a warrant of distress, and he 
may be put to show his justification; yet the action of the 
executive power in issuing the warrant, pursuant to the act 
of 1820, passed under the powers to collect and disburse the 
revenue granted by the constitution, is conclusive evidence of 
the facts recited in it, and of the authority to make the 
levy… 
 

Id. at 284-285. 

An IPR proceeding does not involve the government acting in its 

sovereign capacity in connection with the performance of the 

constitutional functions of the executive such as tax collection. In 

creating the IPR, Congress was not authorizing an activity which the 

executive has traditionally performed in its sovereign capacity.  Instead, 

Congress authorized the transfer of patent validity adjudications from 

Article III Courts to the USPTO, thereby denying Patent Owners access 

to a jury trial in violation of the Seventh Amendment. 

Patlex is inconsistent with a second line of subsequent Supreme 

Court cases.  In Granfinanciera, SA v. Nordberg, 492 U.S. 33, 53-55 

(1989), the Supreme Court held that a right which had been adjudicated 

in either the Law Court, the Equity Court, or the Admiralty Court in 

England prior to 1791 was not a public right, and that if such an 

adjudication was in the Law Court, the adjudication was subject to a 
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jury trial.  Accordingly, patents cannot be public rights under 

Granfinanciera for at least two reasons.  First, because infringement 

actions must be subject to adjudication by a jury. Markman v. Westview 

Instruments, Inc., 517 U.S. 370, 377 (1996): 

Equally familiar is the descent of today’s patent 
infringement action from the infringement actions tried at 
law in the 18th century, and there is no dispute that 
infringement cases today must be tried to a jury, as their 
predecessors were more than two centuries ago. 
 

And, second, because actions to revoke or cancel a patent were in the 

nature of a writ scire facias20 under which disputed facts had to be 

subject to a trial by jury.  Ex parte Wood & Brundage, 22 U.S. 603 

(1824) where the Court ordered a trial by jury in an action to revoke or 

repeal a patent because it was in the nature of a writ scire facias: 

… It is ORDERED by the Court, that a peremptory 
mandamus issue … that the said Judge do award a process, 
in the nature of a scire facias, to the patentees, to show 
cause why the said patent should not be repealed, … and 
that if the issue be an issue of fact, the trial thereof be by a 
jury … 
 

Id. at 615. 

                                      
20 The writ scire facias is abolished at Fed. R. Civ. P. 81(b). 
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The writ scire facias to repeal a patent was filed in the common 

law side of Chancery21 and was subject to adjudication by a jury with 

respect to disputed facts.22  The writ is extensively discussed in Lemley, 

Mark A. “Why Do Juries Decide If Patents Are Valid?” Va. L. Rev. 98 

(2013): 1673-1893, particularly in Part I, where the author concludes:  

The history I discuss in Part I blows up the myth that patent 
issues were tried to juries only if damages were at issue. 
Both equitable infringement suits in Chancery and scire 
facias actions were referred to juries to resolve fact disputes, 
despite the fact that neither involved claims for damages. 
 

Id. at 1733. 

  

                                      
21 John Paxton Norman, The Law and Practice Relating to Letters 

Patent for Inventions (London: Butterworths, 1853) at 194 (Google 
Books);  Holdsworth, William Searle. A history of English law. Vol. 1. 
Methuen, 1922, at 452 (Google Book). 

22 J. P. Norman, supra at n.15, at 203: “The Chancellor, though a 
common law judge, has no power to summon a jury. Therefore, if there 
are issues in fact, the Court of Chancery cannot try the issues, but the 
Lord Chancellor delivers the record by his proper hands into the 
common law Court ... to be tried there.”  See also, Chesnin, Harold, and 
Geoffrey C. Hazard Jr. “Chancery Procedure and the Seventh 
Amendment: Jury Trial of Issues in Equity Cases Before 1791.” Yale LJ 
83 (1973): 999 (PDF) where the author demonstrates that prior to 1800, 
all issues of fact arising in Chancery were tried to juries at Kings 
Bench.   
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D. Patlex Has Been Overruled By Granfinanciera (1989), 
Markman (1998) And Stern v. Marshal (2011) Based On 
Wood (1824) 

In Troy v. Samson, 758 F.3d 1322 (Fed. Cir. 2014), this Court held 

that its decisions are effectively overruled by subsequent Supreme 

Court holdings that are “inconsistent” in their theory or reasoning with 

this Court’s prior decisions, writing that: 

“[T]he issues decided by the higher Court need not be 
identical to be controlling. Rather, the relevant Court of last 
resort must have undercut the theory or reasoning 
underlying the prior circuit precedent in such a way that the 
cases are clearly irreconcilable.” … Indeed, lower Courts are 
“bound not only by the holdings of higher Courts’ decisions 
but also by their ‘mode of analysis.’” 
 

Id. at 1326.  (Cited authority omitted.) 

Such is the case with Patlex.  Patlex has been overruled by 

Granfanciera (1989), Markman (1998) and Stern v. Marshall (2011).  

McCormick Harvesting and Wood remain good law standing for the 

proposition that actions to revoke or cancel a patent must be subject to 

adjudication by a jury in an Article III Court. 
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CONCLUSION AND RELIEF SOUGHT 

 Reversal of the Final Written Decision that claims 7, 11, 19 and 21 

are unpatentable. 

 Reversal of the Board’s Decision on § 315(b) and an order vacating 

the Institution Decision. 

 An order vacating the Institution Decision as a violation of MCM’s 

constitutional rights to have the validity of its patent determined 

in an Article III Court with access to a jury. 
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ADDENDUM A 

PTAB  

Document 

No. 

Date Document 

Description 

Pages 

Included Pages 

31 08/06/2014 Final Written Decision All A1-A13

10 09/10/2013 
Decision Institution of 

Inter Partes Review 
All 

A14-

A30 

19 10/10/2013 
PTAB Decision – MCM 

Request for Rehearing 
All 

A31-

A34 

20 10/10/2013 
Errata to Decision to 

Institute 
All 

A35-

A36 

1001 10/23/2013 US Patent No. 7,162,549 All 
A271-

A324 

 

 

Case: 15-1091      Document: 20     Page: 68     Filed: 01/21/2015



Trials@uspto.gov Paper 31 

Tel: 571-272-7822 Entered: August 6, 2014 

 

 

 

UNITED STATES PATENT AND TRADEMARK OFFICE 

 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

 

 

 

HEWLETT-PACKARD COMPANY, 

Petitioner, 

v. 

MCM PORTFOLIO, LLC, 

Patent Owner. 

 

 
 

Case IPR2013-00217 
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I. INTRODUCTION 

A. Background 

Petitioner Hewlett-Packard Company (“HP”) filed a Petition (Paper 2, 

“Pet.”) to institute an inter partes review of claims 7, 11, 19, and 21 (the 

“challenged claims”) of U.S. Patent No. 7,162,549 (Exhibit 1001, “the ’549 

patent”) under 35 U.S.C. §§ 311-319.  Patent Owner MCM Portfolio, LLC 

(“MCM”) filed a Preliminary Response.  Paper 9.  On September 10, 2013, 

we instituted trial (Paper 10; “Decision”), concluding that Petitioner had 

demonstrated a reasonable likelihood of showing that the challenged claims 

are unpatentable under 35 U.S.C. § 103 over U.S. Patent No. 6,199,122 (Ex. 

1005) (“Kobayashi”) combined with WO 98/03915 (Ex. 1007) (“Kikuchi”).  

Decision 3, 16. 

We have jurisdiction under 35 U.S.C. § 6(c).  This final written 

decision is issued pursuant to 35 U.S.C. § 318(a) and 37 C.F.R. § 42.73. 

Petitioner has shown by a preponderance of evidence that claims 7, 

11, 19, and 21 are unpatentable.   

B. Related Proceedings 

The parties list several cases pending in the Eastern District of Texas 

that would affect or be affected by the decision in this proceeding, including 

Technology Properties Limited, LLC v. Hewlett-Packard Co., No. 6:12-cv-

208 (E.D. Tex. Mar. 28, 2012), in which the ’549 patent is asserted against 

Petitioner.  See Pet. 1; Paper 6, 1.  On February 11, 2014, after a finding of 

No Violation of Section 337 in a concurrent proceeding at the International 

Trade Commission (No. 337-TA-841), a stay of the 6:12-cv-208 case was 

lifted and it was consolidated with Technology Properties Limited, LLC v. 

Cannon, Inc. et al., No. 6:12-cv-202 (E.D. Tex. Mar. 28, 2012).  A 
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Markman Hearing is currently scheduled in that case for October 8, 2014.  

Technology Properties Limited, LLC v. Cannon, Inc. et al., No. 6:12-cv-202 

(E.D. Tex. Mar. 14, 2014). 

In addition, the ’549 patent is the subject of a pending reissue 

proceeding, US Application 12/351,691.  We ordered a stay of that 

examination pending the termination or completion of this proceeding.  

Paper 8.  

C. The ’549 Patent 

The ’549 patent relates to controllers for flash-memory cards.  

Ex. 1001, 1:21-22.  As described in the “Background of the Invention,” at 

the time of the invention, removable flash-memory cards were commonly 

used with digital cameras to allow for convenient transfer of images from a 

camera to a personal computer.  Id. at 1:26-56.  These prior art flash-

memory cards were available in several formats, including CompactFlash, 

SmartMedia, MultiMediaCard (MMC), Secure Digital Card (SD), and 

Memory Stick card.  Id. at 2:28-55.  Each of the card formats required a 

different interface adapter to work with a personal computer.  Id. at 3:9-25.   

The Specification describes a need for a flash-memory card reader 

that accepts flash-memory cards of several different formats using a 

universal adapter.  Id. at 3:52-63.  In response to this need, the ’549 patent 

describes various improvements to flash-memory card readers, including by 

determining whether a particular flash-memory card includes a controller 

and, if not, performing operations to manage error correction for the flash-

memory card.  Id. at 3:24-65.   
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D. Illustrative Claim 

Claim 7, reproduced below, is illustrative of the claimed subject 

matter: 

7. A method comprising: 

using a controller chip to interface a flash storage system with 

or without a controller to a computing device, the controller 

chip comprising a flash adapter, wherein the flash storage 

system comprises a flash section and at least a medium ID; 

determining whether the flash storage system includes a 

controller for error correction; and 

in an event where the flash storage system does not have a 

controller for error correction, using firmware in the flash 

adapter to perform operations to manage error correction of 

the flash section, including bad block mapping of the flash 

section in the flash storage system that is coupled to the 

flash adapter section. 

II. ANALYSIS 

A. Seventh Amendment 

As a preliminary matter, MCM argues that inter partes review 

proceedings violate the Seventh Amendment.  PO Resp. 2-13.  The U.S. 

Court of Appeals for the Federal Circuit, however, has previously rejected 

this argument in the context of reexaminations.  Patlex Corp. v. Mossinghoff, 

758 F.2d 594, 603-05 (Fed. Cir. 1985) (holding that even when applied 

retroactively, the reexamination statute does not violate the jury trial 

guarantee of the Seventh Amendment); see also Joy Techs., Inc. v. Manbeck, 

959 F.2d 226, 228-29 (Fed. Cir. 1992) (affirming the holding in Patlex), 

other grounds superseded by statute, 35 U.S.C. § 145, as recognized in In re 

Teles AG Informationstechnologien, 747 F.3d 1357 (Fed. Cir. 2014).  Inter 

partes review proceedings continue the basic functions of the reexamination 

proceedings at issue in Patlex—authorizing the Office to reexamine the 
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validity of an issued patent and to cancel any claims the Office concludes 

should not have been issued.  Patent Owner does not identify any 

constitutionally-significant distinction between reexamination proceedings 

and inter partes review proceedings.  Thus, for the reasons articulated in 

Patlex, we conclude that inter partes reviews, like reexaminations, comply 

with the Seventh Amendment. 

B. Claim Construction 

We construe all terms, whether or not expressly discussed here, using 

the broadest reasonable construction in light of the ’549 patent specification.  

37 C.F.R. § 42.100(b).  For the purposes of the decision to institute we 

expressly construed the following terms:  (1) “flash adapter” and “flash 

adapter section” as “a section of the controller chip that enables 

communication with the flash storage system” and (2) “bad block mapping” 

as a type of error correction.  Decision 5-6.  In the post-institution briefs, the 

parties do not dispute these constructions.  See Paper 23 (“PO Resp.”); Paper 

24 (“Reply”).  For purposes of this decision, we continue to apply these 

constructions.   

C. Overview of Kobayashi 

Kobayashi describes a memory device for a computer with a converter 

that converts serial commands of the computer to parallel commands that are 

then used to control a storage medium (which can be a flash-memory card).  

Ex. 1005, 2:55-64, 3:63-65.  This configuration is shown in Figure 1, which 

is reproduced below.   
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Figure 1 is a block diagram of computer 11 with reader/writer 12 and flash-

memory card 13.  Id. at 5:54-58.  The reader/writer includes conversion 

controller 122, ATA controller 124, and a connector 125 for reading a flash-

memory card 13.  Id. at 6:5-9.   

One of the several embodiments described by Kobayashi is shown in 

Figure 11, reproduced below. 
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Figure 11 depicts an embodiment described by Kobayashi.  In the 

embodiment depicted in Figure 11, flash-memory cards 13 both with and 

without controllers may be used.  Id. at 12:59-65.  Sensor 133 determines the 

type of flash-memory card 13 mounted on connector 125.  Id. at 12:59-13: 2.  

When a flash-memory card with no controller is detected, selector 134 

connects ATA controller 124 and connector 125.  Id. at 13:2-5.  When a 

flash-memory card with a controller is detected, selector 134 connects 

conversion controller 122 and connector 125.   

D. Overview of Kikuchi 

Kikuchi describes a flash-memory card and controller 10 having an 

interface connected to host computer 14.  Ex. 1007, Abstract.  Figure 1 of 

Kikuchi is reproduced below.   
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Figure 1 shows the flash memory card with “one-chip controller” 10 on the 

flash-memory card.  Id. at 9:10-15
1
.  Figure 2 of Kikuchi is reproduced 

below.  

 

Figure 2 is a block diagram showing the functional arrangement of controller 

10, including error controller 32, that performs error control for read and 

write operations.  Id. at 11:14-20; 13:17-19.  Error controller 32 also 

“performs a block substituting process or the like in the event of a failure or 

error.”  Id. at 13:17-21.  In a separate embodiment, controller 10 “refers to 

the block quality flag contained in the block status information of the 

redundant portion of the readout information . . . to check whether the head 

block BL0 is non-defective or not” and “detects a non-defective block BLj 

having the highest address rank.”  Id. at 20:20-21:5.   

E. Obviousness over Kobayashi and Kikuchi 

HP asserts that a person of ordinary skill in the art would have found 

the challenged claims obvious over the combination of Kobayashi and 

                                           
1
 In this opinion, page numbers for this exhibit refer to the number at the 

right hand bottom of the page, not the number in the top middle of the page. 
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Kikuchi.  Pet. 42-57 (citing Ex. 1008 (Declaration of Dr. Sanjay Banerjee) 

¶¶ 102-122).  In particular, HP asserts that Kobayashi discloses every 

limitation of the challenged claims except the details of error correction.  Id. 

at 47-48.  HP relies on Kikuchi as describing the recited error correction.  Id. 

at 48-49.  In addition, HP asserts that it would have been obvious to one of 

ordinary skill in the art at the time of the invention to combine the teachings 

of the two references, which both describe ATA controllers that work with 

flash-memory cards with, or without, on-card controllers, in order to 

“reliably retain stored data.”  Pet. 50 (citing Ex. 1008 ¶ 121 (quoting Ex. 

1007 (Kikuchi), 4:1-3)).   

We are persuaded that a preponderance of the evidence demonstrates 

that the combination of Kobayashi and Kikuchi discloses each of the 

limitations of the challenged claims, as presented in HP’s Petition.  See Pet. 

42-57; Ex. 1008 ¶¶ 102-122.  We are also persuaded that a preponderance of 

the evidence demonstrates that a person of ordinary skill in the art would 

have combined the Kobayashi and Kikuchi references.  See Pet. 50; Ex. 

1008 ¶ 121. 

MCM explicitly addresses only the requirement of “a controller chip,” 

arguing that Kobayashi does not disclose using a single chip with the 

claimed functionality, but instead has “multiple chips that perform distinct 

functions.”  PO Resp. 14.  Specifically, MCM argues that Kobayashi 

discloses two controllers as separate chips: 122 that exclusively interfaces 

with cards having controllers, and 124 that exclusively interfaces with cards 

that do not have controllers.  PO Resp. 22.  Based on this assertion, MCM 

argues (1) that the Petition should be dismissed because HP did not point out 

the single chip requirement explicitly in the Petition (id. at 14-21), and 
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(2) that the combination of Kobayashi and Kikuchi would not yield the 

claimed invention, which requires a single chip (id. at 21-24).  We do not 

find either argument persuasive. 

 First, we are persuaded that HP sufficiently discussed the single-chip 

limitation in its Petition.  The Petition explicitly points to Kikuchi’s 

disclosure of “controller 10 as a single chip controller.”  Pet. 49 (citing 

Ex. 1007, 7:10-22, 9:11-19); see also Pet. 48, 53, 55; Ex. 1008 ¶¶ 114-117.  

Moreover, Petitioner also asserts that “Kobayashi’s controller 122 is a ‘one-

chip microprocessor.’”  Pet. 44 (quoting Ex. 1006, 5:66-6:4, 6:12-22); see 

also Pet. 53, 55.  These statements, combined with HP’s assertion that 

combining the teachings of the two references is merely “a combination of 

prior art elements according to known methods to yield predictable results” 

(Pet. 50-51), were sufficient for us to determine that Petitioner had a 

reasonable likelihood of showing unpatentability of the challenged claims.  

Decision 14-16.  We are not persuaded otherwise by Patent Owner’s post-

institution arguments. 

Second, this evidence supports a determination that one of ordinary 

skill in the art would have had both the knowledge and the inclination to 

place the functionality taught by Kobayashi and Kikuchi on a single chip.  

See Ex. 1007, 7:12-15 (“This flash memory card has a one-chip 

controller. . . .”); Ex. 1008 ¶¶ 122-23.  In fact, MCM conceded at the oral 

hearing that it was not beyond the skill of one of ordinary skill at the time of 

the invention to put multiple functions into a single chip and that, in fact, it 

is common practice to do so.   

JUDGE PERRY:  Counsel, are you saying that it is beyond the skill of 

one of ordinary skill at the time of this invention to put multiple 

functions integrated into a single chip? 
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MR. HELLER: Not at all. 

JUDGE PERRY:  You are not saying that? 

MR. HELLER:  Not at all when you have a motivation to do so. 

JUDGE PERRY: Isn’t it kind of a common practice for those who 

design integrated circuits to put multiple functions into those circuits? 

MR. HELLER: It probably is common practice, but they have to have 

a motivation to do so. 

JUDGE BISK:  Is there some reason not to put them on a single chip?  

It seems like it is just a design choice, whether it is one chip, two 

chips, 10 chips.  Is there a particular reason why the number of chips 

matters? 

MR. HELLER:  It is not that.  It is, why would you do that?  Why 

would you put all that functionality into a single chip? 

Paper 30 (“Tr.”), 30:17-31:4.   

MCM’s assertion—that even if Kikuchi’s error correction is 

incorporated into Kobayashi’s ATA controller 124 the result would not yield 

the claimed invention—misses the point.  PO Resp. 20.  The relevant inquiry 

is whether the claimed subject matter would have been obvious to those of 

ordinary skill in the art in light of the combined teachings of the references.  

See In re Keller, 642 F.2d 413, 425 (CCPA 1981).  “Combining the 

teachings of references does not involve an ability to combine their specific 

structures.”  In re Nievelt, 482 F.2d 965, 968 (CCPA 1973).  Patent Owner 

does not argue that applying the teachings of Kikuchi and Kobayashi so that 

the claimed functionality is on a single chip would have been “uniquely 

challenging or difficult for one of ordinary skill in the art” at the time of the 

invention.  Leapfrog Enters., Inc. v. Fisher-Price, Inc., 485 F.3d 1157, 1162 

(Fed. Cir. 2007) (citing KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 418 

(2007)).   
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We conclude that a preponderance of the evidence demonstrates that 

claims 7, 11, 19, and 21 are unpatentable based on the combination of 

Kobayashi and Kikuchi. 

III.   CONCLUSION 

Petitioner has shown, by a preponderance of the evidence, that the 

challenged claims would have been obvious over the combination of 

Kobayashi and Kikuchi.   

Accordingly, it is 

ORDERED that claims 7, 11, 19, and 21 of the ’549 patent are 

determined to be unpatentable; 

FURTHER ORDERED that because this is a final written decision,  

parties to the proceeding seeking judicial review of the decision must 

comply with the notice and service requirements of 37 C.F.R. § 90.2. 
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I. INTRODUCTION 

A. Background 

Hewlett-Packard Company (“HP”) filed a petition (Paper 2) (“Pet.”) to 

institute an inter partes review of claims 7, 11, 19, and 21 of Patent 7,162,549 (the 

“’549 patent”).  35 U.S.C. § 311.  MCM Portfolio, LLC (“MCM”) timely filed a 

Preliminary Response (Paper 9) (“Prelim. Resp.”).  We conclude that HP has 

satisfied its burden to show that, under 35 U.S.C. § 314(a), there is a reasonable 

likelihood that it would prevail with respect to at least one of the challenged 

claims.  

HP contends that the challenged claims are unpatentable under 35 U.S.C. 

§§102 and/or 103 based on the following specific grounds (Pet. 7):   

Reference[s]
 1
 Basis Claims challenged 

AwYong § 102 7, 11, 19, and 21 

Battaglia § 103 7, 11, 19, and 21 

Battaglia and the Samaung Datasheet § 103 7, 11, 19, and 21 

Kobayashi and Kikuchi § 103 7, 11, 19, and 21 

                                           
1 
U.S. Patent 6,987,927 (Ex. 1004) (“Battaglia”); U.S. Patent 6,199,122 (Ex. 1005) 

(“Kobayashi”); WO 98/03915 (Ex. 1007) (“Kikuchi”); Chee-Kong AwYong, An 

Integrated Control System Design of Portable Computer Storage Peripherals, 

Master’s Thesis, National Chiao-Tung University, published Dec. 22, 2000 (Ex. 

1003) English Translation (Ex. 1002) (“AwYong”); Samsung SmartMedia Card 

Model No. K9D1208V0M-SSB0 Datasheet (Nov. 20, 2000) (Ex. 1006) (“Samsung 

Datasheet”).
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For the reasons described below, we institute an inter partes review of 

claims 7, 11, 19, and 21 based on obviousness over Kobayashi combined with 

Kikuchi.   

We decline to institute inter partes review based on the following grounds:  

(1) anticipation by AwYong; (2) obviousness over Battaglia; and (3) obviousness 

over Battaglia combined with the Samsung Datasheet. 

B. Related Proceedings 

The parties list several cases pending in the Eastern District of Texas that 

would affect or be affected by the decision in this proceeding, including 

Technology Properties Limited, LLC v. Hewlett-Packard Co., Docket No. 6:12-cv-

208 (E.D. Tex. Mar. 28, 2012), in which the ’549 patent is asserted against 

Petitioner.  See Pet. 1; Paper 6 at 1.  That case currently is stayed pending 

resolution of a related proceeding before the United States International Trade 

Commission (“ITC”) that also involves the ’549 patent, ITC Inv. No. 337-TA-841.  

Id.  In addition, the ’549 patent is the subject of a pending reissue proceeding, U.S. 

Application No. 12/351,691.  The Board ordered a stay of that proceeding pending 

the termination or completion of this proceeding.  Paper 8. 

C. The Invention 

The ’549 patent relates to controllers for flash-memory cards.  Ex. 1001, col. 

1, ll. 21-22.  As described in the “Background of the Invention,” at the time of the 

invention, removable flash-memory cards commonly were used with digital 

cameras to allow for convenient transfer of images from the camera to a personal 

computer.  Id. at col. 1, ll. 26-56.  These prior art flash-memory cards were 

available in several formats, including CompactFlash, SmartMedia, 

MultiMediaCard (MMC), Secure Digital Card (SD), and Memory Stick card.  Id. 

at col. 2, ll. 28-55.  Each of the card formats required a different interface adapter 
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to work with a personal computer.  Id. at col. 3, ll. 9-25.  The Specification 

describes a need for a flash-memory card reader that accepts flash-memory cards 

of several different formats using a universal adapter.  Id. at ll. 52-63.  In response 

to this need, the ’549 patent describes various improvements to flash-memory card 

readers, including by determining whether a particular flash-memory card includes 

a controller, and if not, performing operations to manage error correction for the 

flash-memory card.  Id. at col. 3, l. 53- col. 4, l. 26; col. 28, ll. 42-60.   

Claims 7 and 11, reproduced below, are illustrative of the claimed subject 

matter: 

7. A method comprising: 

using a controller chip to interface a flash storage system with or 

without a controller to a computing device, the controller chip 

comprising a flash adapter, wherein the flash storage system 

comprises a flash section and at least a medium ID; 

determining whether the flash storage system includes a controller for 

error correction; and 

in an event where the flash storage system does not have a controller 

for error correction, using firmware in the flash adapter to perform 

operations to manage error correction of the flash section, 

including bad block mapping of the flash section in the flash 

storage system that is coupled to the flash adapter section. 

11. A system comprising: 

a computing device; 

a flash storage system comprising a flash section and at least a portion 

of a medium ID; and 

a controller chip coupled between the computing device and the flash 

storage system to interface the flash storage system to the 

computing device, the controller chip comprising an interface 

mechanism capable of receiving flash storage systems with 

controller and controllerless flash storage systems, a detector to 

determine whether the flash storage system includes a controller 
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for error correction and a flash adapter which comprises firmware 

to perform, in an event where the flash storage system does not 

have a controller for error correction, operations to manage error 

correction of the flash section, including bad block mapping of the 

flash section in the flash storage system that is coupled to the flash 

adapter section. 

D. Claim Construction 

As a step in our analysis for determining whether to institute a trial, we 

determine the meaning of the claims.  Consistent with the statute and the 

legislative history of the AIA, the Board will interpret claims using the broadest 

reasonable construction.  See 37 C.F.R. § 42.100(b); Office Patent Trial Practice 

Guide, 77 Fed. Reg. 48756, 48766 (Aug. 14, 2012).   

1. “Flash Adapter” and “Flash Adapter Section” 

HP proposes that the broadest reasonable construction of “flash adapter” and 

“flash adapter section” is that adopted in the related ITC Investigation—“a section 

of the controller chip that enables communication with the flash storage system.”  

Pet. 8 (citing Ex. 1030, pp. 73-77).  MCM agrees with that construction.  Prelim. 

Resp. 11.  We find that this definition is reasonable and supported by the claim 

language, and thus adopt this definition for purposes of this decision. 

2. “Error Correction” and “Bad Block Mapping” 

HP does not set forth an explicit construction for the terms “error correction” 

or “bad block mapping.”  MCM, however, argues that HP incorrectly construes the 

term “bad block mapping” as distinct from “error correction.”  Prelim. Resp. 11. 

(citing Ex. 1008 (“Banjeree Decl.”) ¶ 28).  MCM instead proposes a construction 

of the term used by the examiner during original prosecution—“bad block mapping 

is a form of error correction.”  Prelim. Resp. 11-12 (citing Ex. 1015 at 415).   

“Bad block mapping” is not defined explicitly in the written description of 
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the ’549 patent.  The plain and ordinary meaning of “bad block” is “a faulty 

memory location.”  MICROSOFT COMPUTER DICTIONARY 41 (4th ed. 1999).  The 

plain and ordinary meaning of “a memory map” is “a description of the layout of 

objects in an area of memory.”  Id. at 281.  Thus, the plain and ordinary meaning 

of “bad block mapping” is a description of the layout of those faulty memory 

locations, kept so that they are not accessed.  Under a broadest reasonable 

construction, bad block mapping is thus a type of error correction.   

This construction also is consistent with the Specification, which states that 

“the primary reason for including a controller section in a flash medium is for error 

correction.  This task is now shifted either to firmware 4012b of the host computer, 

which now on top of its normal access section software, also manages error 

correction and bad block mapping of chip(s) 4022 and stores those parameters in 

flash medium 4020b itself.”  Ex. 1001, col. 28, ll. 53-58.  This is the only place, 

outside the claims, that the term “bad block mapping” is used in the ’549 patent.  

However, the claim language also supports this construction.  Claim 7 recites 

“using firmware in the flash adapter to perform operations to manage error 

correction of the flash section, including bad block mapping of the flash section,” 

and claim 11 recites “operations to manage error correction of the flash section, 

including bad block mapping of the flash section.”   

For these reasons, for purposes of this decision, we construe the term “bad 

block mapping” to be a type of “error correction.” 
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II. ANALYSIS 

A. 35 U.S.C. § 315(b) 

MCM argues that institution of an inter partes review is barred under 35 

U.S.C. § 315(b).
2
  Section 315(b) states as follows: 

An inter partes review may not be instituted if the petition requesting the 

proceeding is filed more than 1 year after the date on which the petitioner, 

real party in interest, or privy of the petitioner is served with a complaint 

alleging infringement of the patent.   

MCM asserts that Pandigital, Inc. is a privy of HP and, therefore, a complaint 

served on Pandigital by MCM in 2011, more than one year prior to the filing of the 

Petition in this case, filed by HP on March 27, 2012, should trigger § 315(b).  

Prelim. Resp. 5 (citing Ex. 2001 (Technology Properties Limited LLC v. 

Pandigital, Inc., No. 2:11-cv-00372-TJW (E.D. Tex. 2011) (the “Texas Action”))).  

MCM bases this allegation on the fact that HP resells Pandigital products accused 

of infringing the ’549 patent in the Texas Action.
   
Id. at 5-6 (citing Ex. 2003 at 20 

(HP User Guide)).  According to MCM, the Petition in this case is filed more than 

one year after service of the complaint on Pandigital, a privy of HP.  Prelim. Resp. 

5-9. 

MCM does not provide persuasive evidence that HP and Pandigital are 

privies for purposes of § 315(b).  “Whether a party who is not a named participant 

in a given proceeding nonetheless constitutes a ‘real party-in-interest’ or ‘privy’ to 

that proceeding is a highly fact-dependent question.”  Office Patent Trial Practice 

Guide, 77 Fed. Reg. 48759  (citing Taylor, 553 U.S. 880).  “The Office intends to 

                                           
2
 MCM asserts that HP “lacks standing” to bring this IPR.  Standing technically is 

not a requirement in an IPR.  See, e.g., Office Patent Trial Practice Guide, Fed. 

Reg. at 48759 (“[The notion of ‘real party-in-interest’] reflects standing concepts, 

but no such requirement exists in the IPR or PGR context.”). 
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evaluate what parties constitute ‘privies’ in a manner consistent with the flexible 

and equitable considerations established under federal caselaw.”  Id.  Petitioner 

provides no persuasive evidence that HP could have exercised control over 

Pandigital’s participation in the Texas Action.  Thus, § 315(b) does not bar 

institution of inter partes review based on HP’s Petition.  

MCM bases its privity argument solely on its assertion that HP and 

Pandigital are successive owners of the same allegedly infringing property.  

Prelim. Resp. 7 (citing Taylor v. Sturgell, 553 U.S. 880, 894 (2008)).  We are not 

persuaded that this allegation alone is enough to confer privity for purposes of 

§ 315(b).  See Synopsys v. Mentor Graphics Corp., IPR2012-00042, Decision to 

Institute, Paper 16 (Feb. 22, 2013) (“Synopsis”).  Under Synopsis “any potentially 

infringing products are irrelevant to the issues raised in the Petition, all of which 

involve patentability.”  Synopsis at 17.   

B.  Priority Date for the ’549 Patent Claims 

The ’549 patent claims the benefit of one provisional application and is a 

continuation-in-part of four non-provisional applications.  Ex. 1001, col. 1, ll. 6-17; 

Certificate of Correction (Jan. 9, 2007).  MCM asserts that the effective filing date 

of the challenged claims is the earliest filing date of these applications—

application No. 09/610,904, filed July 6, 2000 (now U.S. Patent 6,438,638) (the 

“’904 application”).  Prelim. Resp. 17-18.  HP, on the other hand, asserts that the 

challenged claims are entitled to an effective filing date no earlier than June 4, 

2002.  Pet. 3.   

In this case, the effective filing date of the ʼ549 patent (i.e., whether it is 

entitled to the benefit of the ʼ904 application’s filing date) is relevant because 

several of the asserted references post-date the filing date of the ’904 application.  

In particular, although AwYong is stamped with a date of June 2000, HP states that 
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it was “published and publicly available as of December 22, 2000,” several months 

after the filing of the ’904 application.  In addition, Battaglia has a filing date of 

July 13, 2000, and HP states that the Samsung Datasheet was available by 

November 20, 2000—both of which are after the ’904 application’s filing date. 

HP provides little explanation regarding its proposed effective date, basing 

its entire argument on the statement that “[i]n the related ITC Investigation, the 

Patent Owner’s exclusive licensee – Technology Properties Limited, LLC (‘TPL’) 

– agreed that June 4, 2002 is the effective filing date of the ’549 Patent.”  Pet. 3 

(citing Ex. 1008 (“Banerjee Decl.”) ¶ 33).  HP does not explain why the actions of 

MCM’s licensee in another proceeding would be applicable here; nor does HP 

provide any evidence, aside from one conclusory statement by an expert, Dr. 

Banerjee, to support this assertion.  Id. 

Other than the conclusory statement regarding the related ITC Investigation, 

we find no other evidence  in the record
3
 to support the proposed 2002 effective 

date except the testimony of Dr. Banerjee, who states that “Claims 7, 11, 19, and 

21 of the ’549 Patent are entitled to a priority date of no earlier than June 4, 2002” 

because the concepts of interfacing with “intelligent” and “dumb” flash cards do 

not appear until a provisional application on June 4, 2002.  Ex. 1008 ¶¶ 33-34.  HP, 

however, does not provide any of the underlying evidence upon which these 

conclusions are based.  We, therefore, give them minimal weight.  37 C.F.R. § 

42.65.  None of the applications to which the ’549 patent claims benefit have been 

entered into the record in this case.  Moreover, Dr. Banerjee’s statement does not 

refer to all those applications.  Specifically, Dr. Banerjee does not mention the 

                                           
3
 HP did not cite to any other testimony in its Petition, but MCM does refer to 

other testimony by disputing that testimony in its response.  Prelim. Resp. 17-18. 
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’904 application, included in the certificate of correction, which has the earliest 

filing date—July 6, 2000; instead, he specifically discusses only the applications 

listed in the first column of the ’549 patent.  Id. at ¶ 34.  Thus, it is unclear from 

the testimony whether Dr. Banerjee studied or was aware of the earliest claimed 

application. 

Because we are not persuaded by HP’s contention that the challenged claims 

are not entitled under 35 U.S.C. § 120 to the benefit of the filing date of the ’904 

application, HP has not shown sufficiently that AwYong, Battaglia, or the 

Samsung Datasheet are eligible as prior art for purposes of this decision.  Thus, we 

decline to institute inter partes review based on any of those references. 

C. Obviousness over Kobayashi and Kikuchi 

HP argues that claims 7, 11, 19, and 21 of the ’549 patent are obvious over 

Kobayashi combined with Kikuchi.  Both Kobayashi and Kikuchi pre-date the 

filing date of the ’904 application.  Kobayashi is a U.S. patent that was filed July 

22, 1998 and Kikuchi is a PCT application published January 29, 1998.   

1. Kobayashi 

Kobayashi describes a memory device for a computer with a converter that 

converts serial commands of the computer to parallel commands that then are used 

to control a storage medium (which can be a flash-memory card).  Ex. 1005, col. 2, 

ll. 55-64; col. 3, ll. 63-65.  This configuration is shown in Figure 1.   

A23

Case: 15-1091      Document: 20     Page: 91     Filed: 01/21/2015



Case IPR2013-00217 

Patent 7,162,549 

 

 

11 

 

 

Figure 1 of Kobayashi, reproduced above, is a block diagram of a computer 

11 with a reader/writer 12 and flash-memory card 13.  Ex. 1005, col. 5, ll. 54-58.  

The reader/writer includes a conversion controller 122, an ATA (AT Attachment) 

controller 124, and a connector 125 for reading a flash-memory card 13.  Id. at col. 

6, ll. 5-9.  In the first of several embodiments described by Kobayashi, the flash-

memory card 13 does not have a controller on the card.  Id. at col. 6, ll. 1-4 (“The 

memory card 13 functions as what is called a silicon disk or a PC card according to 

the ATA standard, and stores data and reads, outputs and erases the stored data 

under an external control.”) (emphasis added).  A second embodiment described 

by Kobayashi includes a flash-memory card 13 with a controller arranged in the 

memory card.  Id. at col. 12, ll. 44-46, 59-63.  A third embodiment is shown in 

Figure 11. 
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In this third embodiment, flash-memory cards 13 both with and without 

controllers may be used.  Id. at col. 12, ll. 59-65.  A sensor 133 determines the type 

of flash-memory card 13 mounted on the connector 125.  Id. at col. 12, l. 59 – col. 

13, l. 2.  When a flash-memory card with no controller is detected, a selector 134 

connects the ATA controller 124 and the connector 125.  Id. at col. 13, ll. 2-5.  

When a flash-memory card with a controller is detected, a selector 134 connects 

the conversion controller 122 and the connector 125.   

2. Kikuchi 

Kikuchi describes a flash-memory card and a controller 10 having an 

interface connected to a host computer 14.  Ex. 1007, Abstract.  Figure 1 of 

Kikuchi, reproduced below, shows the flash memory card with a controller on the 
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flash-memory card.  Id. at p. 9, ll. 10-15.   

 

Figure 15A of Kikuchi, reproduced below, shows a flash-memory card with no 

controller.  Ex. 1007, p. 33, ll. 22-25. 

 

Figure 2, reproduced below, is a block diagram showing the functional 
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arrangement of the controller 10.  

 

In Figure 2, above, the error controller 32 performs error control in read and write 

operations and performs bad block mapping, for example, “a block substitute 

process or the like in the event of a failure or error.”  Ex. 1007, p. 13, ll. 17-21.  

Further, in another embodiment, controller 10 “refers to the block quality flag 

contained in the block status information of the redundant portion of the readout 

information . . . to check whether the head block BL0 is non-defective or not” and 

“detects a non-defective block BLj having the highest address rank.”  Id. at p. 22, 

l. 20 – p. 23, l. 5.   

3. The Combination of Kobayashi and Kikuchi 

HP asserts that Kobayashi discloses every limitation recited by all the 

challenged claims, except that HP concedes that Kobayashi is silent on the details 

of how error correction is performed and, in particular, does not mention bad block 

mapping.  Pet. 47-48.  HP relies on Kikuchi for teaching the details of error 
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correction, including bad block mapping, done in firmware.  Pet. 48-50.  HP 

contends that it would have been obvious to one of ordinary skill in the art at the 

time of the invention to combine the teachings of the two references, which both 

describe ATA controllers that work with flash-memory cards with or without on-

card controllers, in order to “reliably retain stored data.”  Pet. 50 (citing Banerjee 

Decl. ¶ 121 (quoting Ex. 1007 (Kikuchi), p. 6, ll. 1-3)).  We have reviewed HP’s 

evidence in relation to each of the challenged claims and find that the evidence 

supports HP’s contentions.   

MCM argues that Kobayashi does not disclose using firmware to perform 

the error correction in the event that the flash-memory card is without a controller, 

as required by all the challenged claims.  Prelim. Resp. 29.  This argument is not 

persuasive because MCM concedes that Kikuchi discloses a controller using 

firmware to perform error correction.  Id. at 29-31 (stating that Kikuchi discloses 

“a controller in a card reader that has a microprocessor that conducts bad block 

mapping in firmware”).  

MCM argues that Kikuchi’s controller chip could not be incorporated into 

Kobayashi’s controller.  Prelim. Resp. 31-32.  Moreover, MCM adds that even if 

Kikuchi’s controller chip could be incorporated into Kobayashi’s controller, it 

would not yield the claimed invention because Kobayashi discloses two 

controllers—a conversion controller 122 and an ATA controller 124—not one 

controller chip with all the required functionality.  Prelim. Resp. 33-34.   

Neither argument is persuasive.  “It is well-established that a determination 

of obviousness based on teachings from multiple references does not require an 

actual, physical substitution of elements.”  In re Mouttet, 686 F.3d 1322, 1332 

(Fed. Cir. 2012) (citing In re Etter, 756 F.2d 852, 859 (Fed. Cir. 1985) (en banc) 

(noting that the criterion for obviousness is not whether the references can be 
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combined physically, but whether the claimed invention is rendered obvious by the 

teachings of the prior art as a whole)).  On this record, we determine that the 

petition and supporting evidence demonstrate sufficiently that combining the 

teachings of Kobayashi and Kikuchi merely is a predictable use of prior art 

elements according to their established functions—an obvious improvement.  See 

KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 417 (2007).   

Finally, MCM argues that Kobayashi was considered by the Examiner 

during prosecution (Prelim. Resp. 25) and Kikuchi is cumulative of art that was 

before the Examiner during prosecution (Prelim. Resp. 29-30).  While we are 

mindful of the burden on MCM and the Office in analyzing previously considered 

prior art, substantially the same prior art and arguments were not before the Office 

previously.  See 35 U.S.C. § 325(d).  Moreover, for the reasons explained above, 

we conclude that HP’s arguments based on the combination of Kobayashi and 

Kikuchi have merit. 

III.  CONCLUSION 

We institute an inter partes review of claims 7, 11, 19, and 21 based on 

obviousness over Kobayashi combined with Kikuchi.    

IV.   ORDER 

For the reasons given, it is 

 ORDERED that the Petition is granted as to claims 7, 11, 19, and 21 

of the ’549 patent on the alleged ground of obviousness over Kobayashi combined 

with Kikuchi under 35 U.S.C. § 103. 

 FURTHER ORDERED that pursuant to 35 U.S.C. § 314(a), inter 

partes review of the ʼ549 patent hereby is instituted commencing on the entry date 

of this Order, and pursuant to 35 U.S.C. § 314(c) and 37 C.F.R. § 42.4, notice 
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hereby is given of the institution of a trial. 

 FURTHER ORDERED that an initial conference call with the Board 

is scheduled for 2 PM Eastern Time on October 9, 2013.  The parties are directed 

to the Office Trial Practice Guide, 77 Fed. Reg. at 48765-66 for guidance in 

preparing for the initial conference call, and should come prepared to discuss any 

proposed changes to the Scheduling Order entered herewith and any motions the 

parties anticipate filing during the trial. 

 

  

PETITIONER: 

 

Robert L. Hails, Jr. 

T. Cy Walker 

KENYON & KENYON LLP 

HP549IPR@kenyon.com 

 

PATENT OWNER: 

 

Edward P. Heller III 

Christopher Brittain 

Alliacense Limited LLC 

ned@alliacense.com 

chris@alliacense.com 

 

 

A30

Case: 15-1091      Document: 20     Page: 98     Filed: 01/21/2015



Trials@uspto.gov Paper 19 

Tel: 571-272-7822 Entered: October 10, 2013 

 

 

UNITED STATES PATENT AND TRADEMARK OFFICE 

_______________ 
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_______________ 
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Before JONI Y. CHANG, GLENN J. PERRY, and JENNIFER S. BISK, 

Administrative Patent Judges.  
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DECISION  

Request for Rehearing 

37 C.F.R. § 42.71(d) 
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SUMMARY 

Patent Owner, MCM Portfolio LLC (“MCM”), requests rehearing of the 

Board’s decision (Paper 10) (“Decision”), entered September 10, 2013, instituting 

inter partes review of claims 7, 11, 19, and 21 of U.S. Patent 7,162,549 (Ex. 1001).  

Paper 13 (“Rehearing Req.”).  For the reasons that follow, MCM’s request for 

rehearing is denied.  

DISCUSSION 

The applicable standard for granting a request for rehearing is abuse of 

discretion.  The requirements are set forth in 37 C.F.R. § 42.71(d), which provides 

in relevant part: 

A party dissatisfied with a decision may file a request for rehearing,    

without prior authorization from the Board.  The burden of showing a 

decision should be modified lies with the party challenging the decision.  

The request must specifically identify all matters the party believes the 

Board misapprehended or overlooked, and the place where each matter    

was previously addressed in a motion, an opposition, or a reply. 

MCM argues that a Federal Circuit decision issued subsequent to the filing 

of the Preliminary Response (Paper 9, filed June 28, 2013) requires the Board to 

reconsider its decision that 35 U.S.C. § 315(b) does not bar institution of inter 

partes review based on HP’s Petition.  Rehearing Req. 3.  Specifically, the Board 

determined that MCM’s assertion that HP and Pandigital are successive owners of 

the same allegedly infringing property was not enough to support the existence of  

privity between HP and Pandigital for purposes of § 315(b).  Decision 7-8.   

In its Request for Rehearing, MCM argues that the Federal Circuit’s 

August 29, 2013, decision in Aevoe Corporation v. AE Tech Company, LLC, 

mandates that inter partes review not be instituted.  Rehearing Req. 3-4 (citing 

Aevoe Corp. v. AE Tech Co., 2013 WL 4563014 (Fed. Cir. 2013)).  In particular, 
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MCM suggests that Aevoe requires the Board to consider, on the issue of privity, 

MCM’s notice to HP that HP’s sales of products manufactured by Pandigital were 

infringing MCM’s patent and the subsequent notice to HP of the Texas Action 

against Pandigital involving those products.  Rehearing Req. 3-4. 

We do not agree that Aevoe requires a reconsideration of our decision 

regarding lack of privity.  Aevoe involves an order that enjoined AE Tech and its 

agents from the “making, manufacturing, importing, offering for sale, selling, 

and/or otherwise using” a particular patent.  Aevoe, 2013 WL 4563014 at *3.  

Thus, the privity relationship at issue in that case was one related to the infringing 

products and the reach of the governing injunction.  Id. at *8 (“[B]y virtue of their 

distribution agreement, the S&F Defendants were ‘privies’ of AE Tech, did not act 

independently of AE Tech, and were, thus, subject to the original injunction.  See 

Golden State Bottling Co. 414 U.S. at 179, 94 S. Ct. 414 (stating that a purchaser 

acquiring property with knowledge that the wrong enjoined remained unremedied 

is considered in privity for purposes of Rule 65(d)).”).   

As we have explained, privity is a contextual concept.  Synopsys v. Mentor 

Graphics Corp., IPR2012-00042, Decision to Institute, Paper 16 at 17               

(Feb. 22, 2013).  The facts and circumstances present in Aevoe are not present 

here.  The allegedly infringing products referred to by MCM are not at issue in this 

proceeding.  Thus, we are not persuaded that Aevoe requires that we reconsider our 

decision that MCM has failed to show that HP and Pandigital are privies for 

purposes of this proceeding. 

MCM makes several other arguments relating to the issue of privity and the 

§ 315(b) bar, but does not identify any arguments or evidence that it asserts the 
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Board misapprehended or overlooked.
1
  See Rehearing Req. 9-15; 37 C.F.R. 

§ 42.71(d).  A request for rehearing is not an opportunity to express disagreement 

with a decision.   

MCM’s request for rehearing is denied. 

 

PETITIONER: 

 

Robert L. Hails, Jr. 

T. Cy Walker 

Kenyon & Kenyon, LLP 

rhails@kenyon.com 

cwalker@kenyon.com 

 

PATENT OWNER: 

 

Edward P. Heller, III 

Christopher Brittain 

Alliacense Limited, LLC 

ned@alliacense.com 

chris@alliacense.com 

 

                                           
1
 We agree with MCM that there is a typographical error on page 8 of the 

Decision.  The sentence “Petitioner provides no persuasive evidence that HP could 

have exercised control over Pandigital’s participation in the Texas Action” should 

read “Patent Owner provides no persuasive evidence that HP could have exercised 

control over Pandigital’s participation in the Texas Action.”  Decision 8 (emphases 

added).  However, this does not change the outcome of either the Decision or this 

decision on request for rehearing.  An errata correcting the typographical error will 

be issued simultaneously with this decision.   
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_______________ 
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_______________ 
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v. 

TECHNOLOGY PROPERTIES LIMITED LLC,  

and MCM PORTFOLIO LLC 

Exclusive Licensee and Patent Owner 

_______________ 

 

Case IPR2013-00217 

Patent 7,162,549 

_______________ 

 

 

                                                 ERRATA 

 

There is a typographical error on page 8 of the Decision issued on 

September 10, 2013 as Paper 10.  The sentence “Petitioner provides no persuasive 

evidence that HP could have exercised control over Pandigital’s participation in the 

Texas Action” should read “Patent Owner provides no persuasive evidence that 

HP could have exercised control over Pandigital’s participation in the Texas 

Action.”   

 

       /Amy Kattula/   

       Paralegal Specialist 
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U. S Constitution 

 

Article III 
Section 1. 

The judicial power of the United States, shall be vested in one Supreme Court, and in 
such inferior courts as the Congress may from time to time ordain and establish. The 
judges, both of the supreme and inferior courts, shall hold their offices during good 
behaviour, and shall, at stated times, receive for their services, a compensation, which 
shall not be diminished during their continuance in office. 

Section 2. 

The judicial power shall extend to all cases, in law and equity, arising under this 
Constitution, the laws of the United States, and treaties made, or which shall be made, 
under their authority;--to all cases affecting ambassadors, other public ministers and 
consuls;--to all cases of admiralty and maritime jurisdiction;--to controversies to which 
the United States shall be a party;--to controversies between two or more states;--between 
a state and citizens of another state;--between citizens of different states;--between 
citizens of the same state claiming lands under grants of different states, and between a 
state, or the citizens thereof, and foreign states, citizens or subjects. 

In all cases affecting ambassadors, other public ministers and consuls, and those in which 
a state shall be party, the Supreme Court shall have original jurisdiction. In all the other 
cases before mentioned, the Supreme Court shall have appellate jurisdiction, both as to 
law and fact, with such exceptions, and under such regulations as the Congress shall 
make. 

The trial of all crimes, except in cases of impeachment, shall be by jury; and such trial 
shall be held in the state where the said crimes shall have been committed; but when not 
committed within any state, the trial shall be at such place or places as the Congress may 
by law have directed. 

Section 3. 

Treason against the United States, shall consist only in levying war against them, or in 
adhering to their enemies, giving them aid and comfort. No person shall be convicted of 
treason unless on the testimony of two witnesses to the same overt act, or on confession 
in open court. 

The Congress shall have power to declare the punishment of treason, but no attainder of 
treason shall work corruption of blood, or forfeiture except during the life of the person 
attainted.  
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U.S Constitution 

 

Amendment VII 
In suits at common law, where the value in controversy shall exceed twenty dollars, the 
right of trial by jury shall be preserved, and no fact tried by a jury, shall be otherwise 
reexamined in any court of the United States, than according to the rules of the common 
law. 
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U.S. Code 
Title 35 - PATENTS 
PART III - PATENTS AND PROTECTION OF PATENT RIGHTS 
CHAPTER 31—INTER PARTES REVIEW 

 

§312. Petitions 
(a) Requirements of Petition.—A petition filed under section 311 may be considered only 
if— 

(1) the petition is accompanied by payment of the fee established by the Director 
under section 311; 

(2) the petition identifies all real parties in interest; 

(3) the petition identifies, in writing and with particularity, each claim challenged, the 
grounds on which the challenge to each claim is based, and the evidence that supports 
the grounds for the challenge to each claim, including— 

(A) copies of patents and printed publications that the petitioner relies upon in 
support of the petition; and 

(B) affidavits or declarations of supporting evidence and opinions, if the petitioner 
relies on expert opinions; 

(4) the petition provides such other information as the Director may require by 
regulation; and 

(5) the petitioner provides copies of any of the documents required under paragraphs 
(2), (3), and (4) to the patent owner or, if applicable, the designated representative of 
the patent owner. 

(b) Public Availability.—As soon as practicable after the receipt of a petition under 
section 311, the Director shall make the petition available to the public. 

(Added Pub. L. 106–113, div. B, §1000(a)(9) [title IV, §4604(a)], Nov. 29, 1999, 113 
Stat. 1536, 1501A–568; amended Pub. L. 107–273, div. C, title III, §§13105(a), 
13202(a)(2), (c)(1), Nov. 2, 2002, 116 Stat. 1900–1902; Pub. L. 112–29, §6(a), 
(c)(3)(A)(i), Sept. 16, 2011, 125 Stat. 300, 305.) 

Amendments 

2011—Pub. L. 112–29, §6(a), amended section generally. Prior to amendment, section related to 
determination of issue by Director. 
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Subsec. (a). Pub. L. 112–29, §6(c)(3)(A)(i)(I), substituted "the information presented in the request shows 
that there is a reasonable likelihood that the requester would prevail with respect to at least 1 of the claims 
challenged in the request," for "a substantial new question of patentability affecting any claim of the patent 
concerned is raised by the request," and "A showing that there is a reasonable likelihood that the requester 
would prevail with respect to at least 1 of the claims challenged in the request" for "The existence of a 
substantial new question of patentability". 

Subsec. (c). Pub. L. 112–29, §6(c)(3)(A)(i)(II), substituted "the showing required by subsection (a) has not 
been made," for "no substantial new question of patentability has been raised,". 

2002—Pub. L. 107–273, §13202(c)(1), made technical correction to directory language of Pub. L. 106–
113, which enacted this section. 

Subsec. (a). Pub. L. 107–273, §13202(a)(2)(A), struck out second sentence which read as follows: "On the 
Director's initiative, and at any time, the Director may determine whether a substantial new question of 
patentability is raised by patents and publications." 

Pub. L. 107–273, §13105(a), inserted at end "The existence of a substantial new question of patentability is 
not precluded by the fact that a patent or printed publication was previously cited by or to the Office or 
considered by the Office." 

Subsec. (b). Pub. L. 107–273, §13202(a)(2)(B), struck out ", if any" after "third-party requester". 

Effective Date of 2011 Amendment 

Amendment by section 6(a) of Pub. L. 112–29 effective upon the expiration of the 1-year period beginning 
on Sept. 16, 2011, and applicable to any patent issued before, on, or after that effective date, with 
provisions for graduated implementation, see section 6(c)(2) of Pub. L. 112–29, set out as a note under 
section 311 of this title. 

Pub. L. 112–29, §6(c)(3)(B), (C), Sept. 16, 2011, 125 Stat. 305, provided that: 

"(B) Application.—The amendments made by this paragraph [amending this section and section 313 of this 
title]— 

"(i) shall take effect on the date of the enactment of this Act [Sept. 16, 2011]; and 

"(ii) shall apply to requests for inter partes reexamination that are filed on or after such date of enactment, 
but before the effective date set forth in paragraph (2)(A) of this subsection [set out as a note under section 
311 of this title]. 

"(C) Continued applicability of prior provisions.—The provisions of chapter 31 of title 35, United States 
Code, as amended by this paragraph [amending this section and section 313 of this title], shall continue to 
apply to requests for inter partes reexamination that are filed before the effective date set forth in paragraph 
(2)(A) as if subsection (a) [enacting section 319 of this title and amending this section and sections 312 to 
318 of this title] had not been enacted." 

Effective Date of 2002 Amendment 

Amendment by section 13105(a) of Pub. L. 107–273 applicable with respect to any determination of the 
Director of the United States Patent and Trademark Office that is made on or after Nov. 2, 2002, see 
section 13105(b) of Pub. L. 107–273, set out as a note under section 303 of this title.  
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U.S. Code 
Title 35 - PATENTS 
PART III - PATENTS AND PROTECTION OF PATENT RIGHTS 
CHAPTER 31—INTER PARTES REVIEW 

 

§315. Relation to other proceedings or actions 
(a) Infringer's Civil Action.— 

(1) Inter partes review barred by civil action.—An inter partes review may not be 
instituted if, before the date on which the petition for such a review is filed, the 
petitioner or real party in interest filed a civil action challenging the validity of a claim 
of the patent. 

(2) Stay of civil action.—If the petitioner or real party in interest files a civil action 
challenging the validity of a claim of the patent on or after the date on which the 
petitioner files a petition for inter partes review of the patent, that civil action shall be 
automatically stayed until either— 

(A) the patent owner moves the court to lift the stay; 

(B) the patent owner files a civil action or counterclaim alleging that the petitioner 
or real party in interest has infringed the patent; or 

(C) the petitioner or real party in interest moves the court to dismiss the civil action. 

(3) Treatment of counterclaim.—A counterclaim challenging the validity of a claim of 
a patent does not constitute a civil action challenging the validity of a claim of a patent 
for purposes of this subsection. 

(b) Patent Owner's Action.—An inter partes review may not be instituted if the petition 
requesting the proceeding is filed more than 1 year after the date on which the petitioner, 
real party in interest, or privy of the petitioner is served with a complaint alleging 
infringement of the patent. The time limitation set forth in the preceding sentence shall 
not apply to a request for joinder under subsection (c). 

(c) Joinder.—If the Director institutes an inter partes review, the Director, in his or her 
discretion, may join as a party to that inter partes review any person who properly files a 
petition under section 311 that the Director, after receiving a preliminary response under 
section 313 or the expiration of the time for filing such a response, determines warrants 
the institution of an inter partes review under section 314. 

(d) Multiple Proceedings.—Notwithstanding sections 135(a), 251, and 252, and chapter 
30, during the pendency of an inter partes review, if another proceeding or matter 
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involving the patent is before the Office, the Director may determine the manner in which 
the inter partes review or other proceeding or matter may proceed, including providing 
for stay, transfer, consolidation, or termination of any such matter or proceeding. 

(e) Estoppel.— 

(1) Proceedings before the office.—The petitioner in an inter partes review of a claim 
in a patent under this chapter that results in a final written decision under section 
318(a), or the real party in interest or privy of the petitioner, may not request or 
maintain a proceeding before the Office with respect to that claim on any ground that 
the petitioner raised or reasonably could have raised during that inter partes review. 

(2) Civil actions and other proceedings.—The petitioner in an inter partes review of a 
claim in a patent under this chapter that results in a final written decision under section 
318(a), or the real party in interest or privy of the petitioner, may not assert either in a 
civil action arising in whole or in part under section 1338 of title 28 or in a proceeding 
before the International Trade Commission under section 337 of the Tariff Act of 1930 
that the claim is invalid on any ground that the petitioner raised or reasonably could 
have raised during that inter partes review. 

(Added Pub. L. 106–113, div. B, §1000(a)(9) [title IV, §4604(a)], Nov. 29, 1999, 113 
Stat. 1536, 1501A–569; amended Pub. L. 107–273, div. C, title III, §§13106(a), 
13202(a)(4), (c)(1), Nov. 2, 2002, 116 Stat. 1900–1902; Pub. L. 112–29, §6(a), Sept. 16, 
2011, 125 Stat. 300.) 

References in Text 

Section 337 of the Tariff Act of 1930, referred to in subsec. (e)(2), is classified to section 1337 of Title 19, 
Customs Duties. 

Amendments 

2011—Pub. L. 112–29 amended section generally. Prior to amendment, section related to appeals. 

2002—Pub. L. 107–273, §13202(c)(1), made technical correction to directory language of Pub. L. 106–
113, which enacted this section. 

Subsec. (b). Pub. L. 107–273, §13106(a), reenacted heading without change and amended text generally. 
Prior to amendment, text read as follows: "A third-party requester may— 

"(1) appeal under the provisions of section 134 with respect to any final decision favorable to the 
patentability of any original or proposed amended or new claim of the patent; or 

"(2) be a party to any appeal taken by the patent owner under the provisions of section 134, subject to 
subsection (c)." 

Subsec. (c). Pub. L. 107–273, §13202(a)(4), struck out "United States Code," after "title 28,". 
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Effective Date of 2011 Amendment 

Amendment by Pub. L. 112–29 effective upon the expiration of the 1-year period beginning on Sept. 16, 
2011, and applicable to any patent issued before, on, or after that effective date, with provisions for 
graduated implementation, see section 6(c)(2) of Pub. L. 112–29, set out as a note under section 311 of this 
title. 

Effective Date of 2002 Amendment 

Amendment by section 13106(a) of Pub. L. 107–273 applicable with respect to any reexamination 
proceeding commenced on or after Nov. 2, 2002, see section 13106(d) of Pub. L. 107–273, set out as a note 
under section 134 of this title. 

Estoppel Effect of Reexamination 

Pub. L. 106–113, div. B, §1000(a)(9) [title IV, subtitle F, §4607], Nov. 29, 1999, 113 Stat. 1536, 1501A–
571, provided for estoppel from challenging certain facts determined during inter partes reexamination 
under former section 311 of this title and contained a severability provision.  
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U.S. Code 
Title 35 - PATENTS 
PART III - PATENTS AND PROTECTION OF PATENT RIGHTS 
CHAPTER 31—INTER PARTES REVIEW 

 

§316. Conduct of inter partes review 
(a) Regulations.—The Director shall prescribe regulations— 

(1) providing that the file of any proceeding under this chapter shall be made available 
to the public, except that any petition or document filed with the intent that it be sealed 
shall, if accompanied by a motion to seal, be treated as sealed pending the outcome of 
the ruling on the motion; 

(2) setting forth the standards for the showing of sufficient grounds to institute a 
review under section 314(a); 

(3) establishing procedures for the submission of supplemental information after the 
petition is filed; 

(4) establishing and governing inter partes review under this chapter and the 
relationship of such review to other proceedings under this title; 

(5) setting forth standards and procedures for discovery of relevant evidence, including 
that such discovery shall be limited to— 

(A) the deposition of witnesses submitting affidavits or declarations; and 

(B) what is otherwise necessary in the interest of justice; 

(6) prescribing sanctions for abuse of discovery, abuse of process, or any other 
improper use of the proceeding, such as to harass or to cause unnecessary delay or an 
unnecessary increase in the cost of the proceeding; 

(7) providing for protective orders governing the exchange and submission of 
confidential information; 

(8) providing for the filing by the patent owner of a response to the petition under 
section 313 after an inter partes review has been instituted, and requiring that the 
patent owner file with such response, through affidavits or declarations, any additional 
factual evidence and expert opinions on which the patent owner relies in support of the 
response; 
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(9) setting forth standards and procedures for allowing the patent owner to move to 
amend the patent under subsection (d) to cancel a challenged claim or propose a 
reasonable number of substitute claims, and ensuring that any information submitted 
by the patent owner in support of any amendment entered under subsection (d) is made 
available to the public as part of the prosecution history of the patent; 

(10) providing either party with the right to an oral hearing as part of the proceeding; 

(11) requiring that the final determination in an inter partes review be issued not later 
than 1 year after the date on which the Director notices the institution of a review 
under this chapter, except that the Director may, for good cause shown, extend the 1-
year period by not more than 6 months, and may adjust the time periods in this 
paragraph in the case of joinder under section 315(c); 

(12) setting a time period for requesting joinder under section 315(c); and 

(13) providing the petitioner with at least 1 opportunity to file written comments 
within a time period established by the Director. 

(b) Considerations.—In prescribing regulations under this section, the Director shall 
consider the effect of any such regulation on the economy, the integrity of the patent 
system, the efficient administration of the Office, and the ability of the Office to timely 
complete proceedings instituted under this chapter. 

(c) Patent Trial and Appeal Board.—The Patent Trial and Appeal Board shall, in 
accordance with section 6, conduct each inter partes review instituted under this chapter. 

(d) Amendment of the Patent.— 

(1) In general.—During an inter partes review instituted under this chapter, the patent 
owner may file 1 motion to amend the patent in 1 or more of the following ways: 

(A) Cancel any challenged patent claim. 

(B) For each challenged claim, propose a reasonable number of substitute claims. 

(2) Additional motions.—Additional motions to amend may be permitted upon the 
joint request of the petitioner and the patent owner to materially advance the 
settlement of a proceeding under section 317, or as permitted by regulations prescribed 
by the Director. 

(3) Scope of claims.—An amendment under this subsection may not enlarge the scope 
of the claims of the patent or introduce new matter. 
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(e) Evidentiary Standards.—In an inter partes review instituted under this chapter, the 
petitioner shall have the burden of proving a proposition of unpatentability by a 
preponderance of the evidence. 

(Added Pub. L. 106–113, div. B, §1000(a)(9) [title IV, §4604(a)], Nov. 29, 1999, 113 
Stat. 1536, 1501A–569; amended Pub. L. 107–273, div. C, title III, §13202(c)(1), Nov. 2, 
2002, 116 Stat. 1902; Pub. L. 112–29, §6(a), Sept. 16, 2011, 125 Stat. 302.) 

Amendments 

2011—Pub. L. 112–29 amended section generally. Prior to amendment, section related to certificate of 
patentability, unpatentability, and claim cancellation. 

2002—Pub. L. 107–273 made technical correction to directory language of Pub. L. 106–113, which 
enacted this section. 

Effective Date of 2011 Amendment 

Amendment by Pub. L. 112–29 effective upon the expiration of the 1-year period beginning on Sept. 16, 
2011, and applicable to any patent issued before, on, or after that effective date, with provisions for 
graduated implementation, see section 6(c)(2) of Pub. L. 112–29, set out as a note under section 311 of this 
title. 
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CFR  
Title 37: Patents, Trademarks, and Copyrights  
PART 42—TRIAL PRACTICE BEFORE THE PATENT TRIAL AND APPEAL 
BOARD  
Subpart B—Inter Partes Review  

 

§42.104   Content of petition 
In addition to the requirements of §§42.6, 42.8, 42.22, and 42.24, the petition must set 
forth: 

(a) Grounds for standing. The petitioner must certify that the patent for which review is 
sought is available for inter partes review and that the petitioner is not barred or estopped 
from requesting an inter partes review challenging the patent claims on the grounds 
identified in the petition. 

(b) Identification of challenge. Provide a statement of the precise relief requested for each 
claim challenged. The statement must identify the following: 

(1) The claim; 

(2) The specific statutory grounds under 35 U.S.C. 102 or 103 on which the challenge 
to the claim is based and the patents or printed publications relied upon for each 
ground; 

(3) How the challenged claim is to be construed. Where the claim to be construed 
contains a means-plus-function or step-plus-function limitation as permitted under 35 
U.S.C. 112(f), the construction of the claim must identify the specific portions of the 
specification that describe the structure, material, or acts corresponding to each 
claimed function; 

(4) How the construed claim is unpatentable under the statutory grounds identified in 
paragraph (b)(2) of this section. The petition must specify where each element of the 
claim is found in the prior art patents or printed publications relied upon; and 

(5) The exhibit number of the supporting evidence relied upon to support the 
challenge and the relevance of the evidence to the challenge raised, including 
identifying specific portions of the evidence that support the challenge. The Board 
may exclude or give no weight to the evidence where a party has failed to state its 
relevance or to identify specific portions of the evidence that support the challenge. 

(c) A motion may be filed that seeks to correct a clerical or typographical mistake in the 
petition. The grant of such a motion does not change the filing date of the petition.  
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CFR  
Title 37: Patents, Trademarks, and Copyrights  
PART 41—PRACTICE BEFORE THE PATENT TRIAL AND APPEAL BOARD  
Subpart A—General Provisions  

 

§41.8   Mandatory notices 
(a) In an appeal brief (§§41.37, 41.67, or 41.68) or at the initiation of a contested case 
(§41.101), and within 20 days of any change during the proceeding, a party must identify: 

(1) Its real party-in-interest, and 

(2) Each judicial or administrative proceeding that could affect, or be affected by, the 
Board proceeding. 

(b) For contested cases, a party seeking judicial review of a Board proceeding must file a 
notice with the Board of the judicial review within 20 days of the filing of the complaint 
or the notice of appeal. The notice to the Board must include a copy of the complaint or 
notice of appeal. See also §§1.301 to 1.304 of this title. 
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