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Pursuant to Fed. Cir. Rule 40, Appellant Shoes by Firebug LLC (“Firebug”) 

respectfully submits this petition for panel rehearing.  Firebug respectfully submits 

that rehearing is appropriate and that this Court should remand this proceeding to 

the Patent Trial and Appeal Board (“Board”) for further proceedings consistent with 

the Court’s opinion entered on June 25, 2020 (the “Opinion”).   

INTRODUCTION 

The Opinion recognizes that the Board erred, but found that the Board’s errors 

were harmless.  Respectfully, the Board’s errors were not harmless; instead, they 

threaten Firebug’s ability to continue to innovate and compete in the footwear 

industry.  Indeed, Firebug is a small family-owned entity that competes in an 

industry dominated by multi-national conglomerates, and Firebug’s intellectual 

property protection is essential to its ability to compete in such a commercial 

environment.   Firebug respectfully submits that it should be given the opportunity 

to defend its patents before the Board in view of the Opinion’s finding concerning 

the preamble and with full consideration of the objective evidence of non-

obviousness that the Board failed to consider in reaching its Final Written Decisions. 

POINTS OF LAW OR FACT 
OVERLOOKED OR MISAPPREHENDED BY THE COURT 

Firebug respectfully submits that the panel overlooked and/or 

misapprehended two points, each of which supports vacatur of the Final Written 

Decisions addressed in the Opinion as follows: 
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1. The panel correctly found that the Board erred in its claim construction 

and that the preamble of the ’574 patent limits the claims to require a textile upper.  

Nonetheless, the panel concluded that the claims would be obvious based on a 

footnote included in the Board’s Final Written Decision.  The panel overlooked the 

fact that Firebug did not have the opportunity to address the Board’s footnote finding 

concerning Rosko because it was made for the first time in the Final Written 

Decision, and the petition did not suggest Rosko would meet the preamble.   

2. The panel misapprehended the Board’s Final Written Decisions on the 

issue of nexus.  It is undisputed that the Final Written Decisions did not consider 

two patent licenses or the testimony of Mr. Shanks related to negotiation of those 

licenses and the resulting commercial success and industry praise.  The panel found 

this to be excusable based on the panel’s finding that “the Board alternatively found 

that, even if nexus is presumed, Firebug’s evidence of secondary considerations is 

weak . . . .”  Opinion at 17.  The panel misapprehended the Board’s decision because 

the Board’s finding in that regard applied only to a specific piece of evidence relating 

to commercial success and not the entirety of the Board’s discussion of secondary 

evidence of non-obviousness.  
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ARGUMENT 

I. Vacatur is appropriate in view of this Court’s finding that the preamble 
of claims 1-10 of U.S. Patent No. 9,301,574 is limiting. 

The Opinion finds that the Board erred in determining that the preamble of 

claims 1-10 of the ’574 patent was not limiting:  “Accordingly, rather than merely 

reciting an intended purpose of the claimed invention, we conclude that the preamble 

of claim 1 of the ’574 patent limits the scope of claim 1-10 of the ’574 patent to 

require a textile upper.”  Opinion at 10 (emphasis added).  Nonetheless, the Opinion 

finds that the Board’s claim construction error was “harmless.”  Id. at 11.   

The Opinion notes that the Rosko reference “suggests using a woven, porous 

material in a light diffusing, internally illuminated part of footwear” and that “the 

’574 patent itself acknowledges that textiles have been used in the production of 

footwear ‘over many decades.’”  Id.  The Opinion finds that these two disclosures 

“constitute substantial evidence supporting the Board’s determination that the use of 

a textile light diffusing section would have been obvious.”  Id. 

As Firebug explained in its Reply Brief (Dkt. 23 at 15-16), the grounds set 

forth in the petition and the institution decision did not rely on Rosko as teaching a 

textile shoe that would meet the preamble.  In fact, the Institution Decision states:  

“[W]e conclude that ‘internally illuminated textile footwear’ is not a limitation of 

the subject matter encompassed by any of the challenged claims.”  Stride Ride 

Childrens Group LLC v. Shoes by Firebug LLC, IPR2017-01810, 2018 WL 496076 
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at *6 (PTAB Jan. 19, 2018).  The Board made an identical finding in the Final 

Written Decision.  Appx0015.   

Despite finding that “‘internally illuminated textile footwear’ is not a 

limitation of the subject matter encompassed by any of the challenged claims,” the 

Board included a footnote where it “note[d] that the cited prior art reference, Rosko, 

suggests using a woven, porous material in a light diffusing, internally illuminated 

part of footwear.”  Appx0090, fn. 16.  The Board did not find that Rosko disclosed 

a textile upper as this Court’s construction of the preamble requires.  Nor did the 

Board offer any suggestion as to how the porous material of Rosko (disclosed as an 

internal component of a lighted display panel that can be attached to Rosko’s shoe 

in an alternative embodiment) would be combined with the shoe of Parker, and the 

petition included no suggestion in that regard.  

By making this finding in a footnote in a Final Written Decision after having 

refused to treat the preamble as limiting since the Institution Decision, the Board 

deprived Firebug of the opportunity to address this assertion concerning Rosko.  In 

other words, by making this finding for the first time in a Final Written Decision, 

the Board violated the Administrative Procedure Act and failed to “timely inform 

[Firebug] of the matters of fact and law asserted,” failed to “provide [Firebug] 

opportunity for the submission and consideration of facts and arguments and 

hearing,” and failed to “allow [Firebug] to submit rebuttal evidence . . . .”  In re 
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NuVasive, Inc., 841 F.3d 966, 971 (Fed. Cir. 2016) (internal alterations, citations, 

and quotations omitted).  

The Board made no finding that the ’574 patent’s disclosure of the use of 

textile materials met the preamble.  Any such finding would run afoul of 35 U.S.C. 

§ 311(b) because Firebug’s own patent is not a prior art patent or printed publication.  

In any event, Firebug respectfully submits that it should be given the opportunity to 

address the suggestion that its own patent renders claims 1-10 of the ’574 patent 

obvious before the Board.  To be sure, there is a difference between stating that shoes 

have been made of textiles for years and Appellee carrying its burden to demonstrate 

that it would be obvious to modify the shoe of Parker to include an internally 

illuminated textile upper as this Court’s claim construction requires.      

In this circumstance, Firebug respectfully submits that vacatur is appropriate 

so that Firebug can address the patentability of claims 1-10 of the ’574 patent in view 

of this Court’s holding that the preamble is limiting and requires a textile upper.    

II. Vacatur is appropriate to allow the Board to weigh the totality of 
Firebug’s objective evidence of non-obviousness.   

There is no dispute that the Board did not consider two patent licenses and 

declaration testimony from Ralph Shanks related to Firebug’s presentation of 

objective evidence of non-obviousness.  Nonetheless, the Opinion makes factual 

findings in the first instance concerning the license agreements, which is contrary to 

the Court’s precedent that “[a]ppellate courts review [] judgments; we do not find 
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facts.”  Golden Bridge Tech., Inc. v. Nokia, Inc., 527 F.3d 1318, 1323 (Fed. Cir. 

2008).  Indeed, in evaluating Firebug’s motivation to combine arguments, the 

Opinion finds that “Firebug’s argument improperly asks us to perform fact-finding.”  

Opinion at 15.  Under this reasoning, Firebug respectfully submits that the Board 

should make fact findings in the first instance concerning the licenses—especially in 

view of this Court’s construction of the preamble as requiring a textile upper and the 

presumption of nexus to which Firebug is entitled. 

The Opinion finds that the panel “need not determine whether the Board erred 

in determining that Firebug had not established nexus because the Board 

alternatively found that, even if nexus is presumed, Firebug’s evidence of secondary 

considerations is weak . . . .”  Opinion at 17.  The panel overlooked the fact that the 

Board’s finding in that regard was limited only to Firebug’s assertion that 

$1,300,000 in sales for the fall 2014 season was evidence of commercial success.  

Appx0124.  The Board’s Final Written Decision made no other finding that even if 

nexus is presumed, the totality of Firebug’s secondary evidence was “weak.”  Mr. 

Shanks’ testimony, which the Board failed to consider, demonstrates that a 

presumption of nexus is appropriate (Appx2856) and that presumption applies to all 

of Firebug’s objective evidence of non-obviousness, including industry praise.  

Remand is appropriate for the Board to consider the presumption as to all of 

Firebug’s objective evidence of non-obviousness.      
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The internally illuminated textile upper of Firebug’s commercial product was 

the primary driver for the industry praise and commercial success enjoyed by 

Firebug.  The Opinion confirms that the claims of the ’574 patent claim this feature.  

Firebug respectfully submits that vacatur is appropriate of the Final Written 

Decisions so that the Board can weigh the evidence it failed to consider in the first 

instance.   

III. Firebug’s challenge under Arthrex. 

In an Order dated January 2, 2020, the Court denied Firebug’s motion to 

vacate and remand under Arthrex Inc. v. Smith & Nephew, Inc., 941 F.3d 1320 (Fed. 

Cir. 2019), finding that Firebug forfeited its Appointments Clause challenge.  

Firebug maintains that it did not forfeit its Appointments Clause challenge and 

respectfully notes that several petitions for writ of certiorari have been filed with the 

United States Supreme Court related to Arthrex.  One such petition raises the 

question of whether a party can forfeit a constitutional challenge.  See, e.g.,

https://www.supremecourt.gov/DocketPDF/19/19-

1204/140912/20200406115620203_Arthrex%20541%20petition%20-

%20efile.pdf.   

To the extent the Court is inclined to deny Firebug’s request for rehearing as 

to Grounds I and II, supra, Firebug respectfully submits that it would be appropriate 

to stay issuance of the mandate pending the outcome of the various petitions for writ 
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of certiorari that have been filed with the United States Supreme Court concerning 

Arthrex.   
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