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preliminary injunction. Regardless of whether the procedure Samsung followed comported with
Chinese law, Ericsson had none of the opportunities afforded to Samsung, and as a result would—
but for this Court’s preliminary injunction—»be excluded from bringing causes of action in this
forum where both parties have a significant presence. (Dkt. No. 11 at 1). Additionally, not only
would enforcement of the ASI impede Ericsson’s ability to bring lawful causes of action, it would
unfairly but necessarily put Ericsson in a weaker negotiating position when it comes to cross
licensing its 4G and 5G SEPs to both Samsung and others. Ericsson argues this was the real
motivation behind the ASI. (Dkt. No. 11 at 2). This Court does not disagree.

Conversely, Samsung will not suffer inequitable hardship if litigation proceeds in both
courts. In fact, Samsung’s counsel agreed on the record in this Court that parallel actions are
inevitable. (Dkt. No. 43 at 36:4-10). The United States is both Ericsson’s and Samsung’s largest
market, and both Ericsson and Samsung have large offices, including relevant personnel involved
in these licensing discussions, in the Eastern District of Texas. (Dkt. No. 11 at 1). When asked if
this action was vexatious or oppressive to it, Samsung readily admitted it was not. (Dkt. No. 43 at
76:18-21). Accordingly, the Court finds that Ericsson would suffer inequitable hardship due to the
enforcement of the ASI, while Samsung would not suffer inequitable hardship if this case is
allowed to proceed.

ii. The Foreign Suit’s Ability to Frustrate and Delay the Speedy and Efficient
Determination of the Cause

If unaddressed, the ASI” would frustrate and delay the speedy and efficient determination

of legitimate causes of action before this Court. In fact, the ASI specifically prohibits their

" The Court analyzes the enforcement of the ASI because Ericsson seeks only to enjoin the enforcement of the ASI,
not the entire Chinese Action.
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adjudication. Samsung furnished Ericsson’s Complaint to the Wuhan Court and specifically asked
for an injunction preventing this case from moving forward. (Dkt. Nos. 30-2, 30-3). If the ASl is
given its full effect, it would lay claim to causes of action properly raised in this Court and not
raised in the Chinese Action.

On the other hand, the causes of action here have no implication on the speedy and efficient
determination of the issues raised before the Wuhan Court. The Wuhan Court can continue to
adjudicate the claims that Samsung has brought before it, pursuant to its laws and its rules of civil
procedure. This Court does not intend—nor does it wish—to frustrate or delay the speedy and
efficient determination of the case brought in Wuhan. Without hesitation this Court equally insists
that it be permitted to adjudicate the issues raised here pursuant to its own legitimate jurisdiction
and without interference.

iii. The Extent to Which the Foreign Suit and the Domestic Suit are Duplicative

The Chinese Action and this suit are not duplicative. As the Fifth Circuit has recently
clarified, “the duplicative factor is about legal, not factual, similarity.” MWK, 2020 WL 6572570
at *4 (emphasis in original). Suits are duplicative “where they involve the same or similar legal
bases or identical claims.” 1d. (internal citations omitted). The Chinese Action and this suit may
be factually similar but involve very separate legal questions.® Samsung asks the Wuhan Court to
determine the global licensing terms, including the FRAND royalty rates applicable for Samsung’s
communication products implementing all of Ericsson’s 4G and 5G SEPs. Ericsson, on the other

hand, asks this Court to look at the parties’ pre-suit negotiation conduct and determine whether the

8 Samsung notes that not all causes of action before this Court are enjoined by the ASI. (Dkt. No. 43 at 78:2-7). While
that may be true, the inability for this Court to hear one or many causes of action equally offends the efficient
adjudication of such issues. Ericsson has a right to join “as many claims as it has” in one action. Fed. R. Civ. P. 18(a).
° By recognizing that these two questions are not one and the same, this Court is not commenting on whether it would
or would not be ultimately willing to set a global FRAND rate. The question of whether a global FRAND rate should
be set is not now before this Court.
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parties breached or complied with their mutual FRAND obligations. The Wuhan Court is asked to
provide a number. This Court is asked to evaluate conduct. The legal questions presented to each
Court are different.
C. Threaten the Issuing Court’s In Rem or Quasi In Rem Jurisdiction
This factor is not applicable. Although Ericsson brings claims for patent infringement and
breach of contract, Samsung acknowledges the only claims within the scope of the ASI are
Ericsson’s breach of contract claims. (Dkt. No. 43 at 78:8-11). Breach of contract claims are in
personam actions. See Page v. JPMorgan Chase Bank, N.A., No. 4:13-CV-407-Y, 2013 WL
12198405, at *1 (N.D. Tex. Oct. 30, 2013). As such, this factor is not implicated.
d. Cause Prejudice or Offend Other Equitable Principles
Issuance of an anti-interference injunction in this case will not cause prejudice to Samsung
or offend other equitable principles. Through the ASI, Samsung attempts to prevent Ericsson from
seeking injunctive relief relating to its 4G and 5G SEPs in any tribunal in the world except in the
Wuhan Court. (Dkt. No. 26-9 at 12-13). However, on January 7, 2021, Samsung filed a Complaint
in the United States International Trade Commission seeking injunctive relief against Ericsson for
Ericsson’s 4G and 5G compliant products based on alleged infringement of Samsung’s 4G and 5G
SEPs—seeking the very type of injunctive relief the ASI bars Ericsson from seeking. See Certain

Wireless Communications Equipment and Components Thereof, Inv. No. 337-TA-3522 (Jan. 7,

10 In fact, Ericsson argues that its FRAND obligation is subject to the express condition that Samsung grant a reciprocal
license. (Dkt. No. 30 at 7). Therefore, Ericsson argues, the unilateral relief Samsung seeks in the Chinese Action may
or may not be available. (1d.). Regardless of how this issue plays out on the merits, it demonstrates that it is far from
certain that the question posed to the Wuhan Court will impact or interfere with the issues presented here. The Court
does not currently express an opinion regarding whether any judgment from the Chinese Action would have a res
judicata effect. To the extent, however, the Wuhan Court provides a global FRAND rate for Ericsson’s 4G and 5G
SEPs in isolation, such a rate is unlikely to obviate this Court’s FRAND determinations because the causes of action
here require this Court to consider offers and negotiations for a cross-license in which Samsung would make a
balancing payment that inherently accounts for the value of its own 4G and 5G SEPs and not solely the value of
Ericsson’s 4G and 5G SEPs.
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2021). If Samsung can seek redress of its claims through injunctive relief in the United States, it
would be the height of inequity (and hypocrisy) to allow the ASI to tie Ericsson’s hands from
doing the same.

Additionally, the Court is persuaded that the financially significant penal provisions of the
ASI create an inequitable disparity between the parties which prejudices Ericsson’s right to assert
lawful causes of action. Drawing from the well of its inherent authority, this Court should not
allow Samsung to impose financial penalties against Ericsson for attempting to file the same claims
that Samsung itself has filed without a counterbalance. The issues present before this Court, the
Wuhan Court, the United States International Trade Commission, and elsewhere should be
resolved on the merits and not based on unfair economic leverage gained through litigious
gamesmanship. Equity demands no less.

Furthermore, international comity is not offended by the issuance of an anti-interference
injunction which seeks to preserve the ability for litigation to proceed in parallel. Laker Airways
Ltd. v. Sabena, Belgian World Airlines, 731 F.2d 909, 926-27 (D.C. Cir. 1984). No international
public policy or issue is implicated by this case: Ericsson and Samsung are private parties engaged
in a global commercial struggle. Kaepa, 76 F.3d at 627. This Court is not instructing Samsung that
it cannot continue to prosecute its claims in the Wuhan Court nor is this Court seeking to enjoin
the furtherance of that proceeding. This Court believes it must act for the targeted purpose of
allowing both suits to proceed without interference. Under these circumstances, this Court finds
that an anti-interference injunction in no way threatens notions of international comity.

3. Ericsson’s Requested Relief
Although, under the Unterweser factors, an anti-interference injunction is warranted in this

case, the Court finds that some aspects of Ericsson’s requested relief is too broad. Injunctive relief
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is an extraordinary remedy that should be narrowly tailored to prevent irreparable harm. MWK,
2020 WL 6572570, at *2. Ericsson requests that this Court issue a preliminary anti-interference
injunction ordering Samsung to: (1) not take actions in the Chinese Action that would interfere
with this Court’s jurisdiction over this matter; (2) not take actions in the Chinese Action that would
deprive Ericsson, Inc. and all of its corporate parents, subsidiaries, and affiliates of its right to
assert the full scope of its U.S. patent rights; (3) promptly send documents filed in the Chinese
Action to Ericsson; and (4) withdraw the ASI as to the U.S., or indemnify Ericsson against any
fines levied against Ericsson due to the ASI, or bar Samsung from participating any further in the
Chinese Action unless and until any fine related to the ASI is lifted.

As this Court has previously stated, this Court does not seek to insert itself into matters of
Chinese law or civil procedure, but simply to preserve its jurisdiction over the causes of action
properly before it. Accordingly, the Court declines to order Samsung to withdraw the ASI, bar
Samsung from participating in the Chinese Action, or require Samsung to promptly send
documents filed in the Chinese Action to Ericsson. Although this Court maintains a public docket
equally accessible by electronic means to both parties and the public, it is not for this Court to
require Samsung to operate in a foreign jurisdiction as though it were here. Furthermore, this Court
will not order Samsung to make any formal motion in the Chinese Action or seek to interfere with
it participating therein. That said, this Court affirmatively finds that a tailored indemnification
provision will adequately address this Court’s concern that Samsung may seek the imposition of
substantial fines in the Chinese Action for the purpose of creating economic leverage against
Ericsson to achieve practically what it may not be able to obtain legally. This Court finds that a
narrowly focused indemnification provision will ensure that both proceedings can progress on the

merits without the risk of unbalanced economic pressure being imposed by one party on another.
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IV. CONCLUSION

Accordingly, in light of the foregoing, effective 10:00 a.m. CT, January 11, 2021 and
until the judgment of this Court is final, the Court hereby ORDERS AND ENJOINS Samsung
Electronics Co., Ltd., Samsung Electronics America, Inc., and Samsung Research America to:

(1) Take no action in the Chinese Action that would interfere with this Court’s jurisdiction to
determine whether Ericsson'! or Samsung have met or breached their FRAND obligations
as they relate to both Ericsson and Samsung’s 4G and 5G SEPs, or that would interfere
with any other cause of action before this Court;

(2) Take no action in the Chinese Action that would deprive Ericsson or all of its corporate
parents, subsidiaries, and affiliates of their rights to assert the full scope of their U.S. patent
rights before any Article I11 Court, customs office, or administrative agency in the United
States; and

(3) Jointly and severally indemnify Ericsson from and against any and all fines or other penal
assessments levied against and actually incurred by Ericsson pursuant to the enforcement
of the ASI, either on the motion of Samsung, sua sponte by the Wuhan Court, or otherwise,
as such pertains, and only as such pertains, to actions Ericsson has taken or takes in the
future in the United States to lawfully litigate or adjudicate claims relating to the 4G and
5G SEPs identified or involved in this case.

Pursuant to Fed. R. Civ. P. 65(c), the Court finds that the proper amount of security for this

anti-interference injunction is Zero United States Dollars ($0). See Kaepa, 76 F.3d at 628.

1 Ericsson was previously defined as Ericsson, Inc. and Telefonaktiebolaget LM Ericsson. See infra at 1.
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So ORDERED and SIGNED this 11th day of January, 2021.

/\édkm‘ i fﬁfj‘)—m\‘f)

RODNEY GILS{TRAP
UNITED STATES DISTRICT JUDGE
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IT ISFURTHER ORDERED THAT a preliminary injunction hearing is set for 9:00 a.m.
CT on January 7th, 2021 in Courtroom 106 of the Sam B. Hall, Jr. United States Courthouse in
Marshall, Texas.

Because Samsung is unlikely to suffer harm by continuing to be subject to the jurisdiction
of this Court and by maintaining the status quo, the Court finds that the proper amount of security
under Rule 65(c) is Zero United States Dollars ($0.00).

This Order shall expire on its own terms on January 11, 2021, unless further extended by
Order of this Court.

For good cause shown and upon written application to the Court, this Order may be

extended for a longer period determined by the Court.

So Ordered this

Dec 28, 2020
at 10:00 a.m. CT

2
RODNEY GILi AP é
UNITED STATES DISTRICT JUDGE
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