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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA
Alexandria Division
Stephen Thaler, an individual

Case No.

Plaintiff,

COMPLAINT FOR DECLARATORY AND
INJUNCTIVE RELIEF

v.
Andrei IANCU, in his official capacity as Under
Secretary of Commerce for Intellectual Property
and Director of the United States Patent and
Trademark Office, and United States Patent and
Trademark Office
Defendants.

Plaintiff Stephen Thaler (“Dr. Thaler”) hereby complains and alleges against Andrei
IANCU (the “Director”), in his official capacity as Under Secretary of Commerce for Intellectual
Property and Director of the United States Patent and Trademark Office, and the United States
Patent and Trademark Office (“USPTO”) (Director and USPTO collectively, “Defendants”) as
follows:
NATURE OF ACTION
1.

Plaintiff is in the business of developing and applying advanced artificial

intelligence (AI) systems that are capable of generating patentable output under conditions in
which no natural person traditionally meets inventorship criteria.

1
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2.

One of Plaintiff’s AI systems, named DABUS, generated the subject matter of

two patent applications submitted to the USPTO. These applications named DABUS as the
inventor and Plaintiff as the applicant and prospective owner of any granted patents.
3.

Defendants, in a final agency action, denied both patent applications on the basis

that they failed to disclose a natural person who invented the subject matter of the applications.
4.

The Rejections create a novel substantive requirement for patentability that is

contrary to existing law and at odds with the policy underlying the patent system.
5.

Defendants’ position is anti-intellectual property and anti-business, and it puts

American businesses at an international disadvantage compared to businesses in jurisdictions
that will choose to grant patents on AI-generated inventions.
6.

The Rejections are subject to judicial review under the Administrative Procedure

Act (APA). 5 U.S. Code § 704. Plaintiff seeks injunctive and other relief as set forth below.
JURISDICTION AND VENUE
7.

This Court has subject matter jurisdiction and is authorized to issue the relief

sought under 5 U.S.C. §§ 701-06, 28 U.S.C. §§ 1331, 1338(a), 1361, and 2201-2202.
8.

Venue is proper in this district under 28 U.S.C. § 1391(e).
PARTIES

9.

Plaintiff Dr. Stephen Thaler is an individual at all times relevant to this complaint

residing in the State of Missouri.
10.

As described more fully below, Plaintiff is the owner of all right, title, and interest

in and to the patent applications as the owner, user, and developer of DABUS.
11.

Defendant Andrei Iancu is named in his official capacity as the Under Secretary

of Commerce for Intellectual Property and Director of the United States Patent and Trademark
2
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Office. Under 35 U.S.C. § 3(a)(1), the powers and duties of the USPTO are vested in the
Director.
12.

Defendant United States Patent and Trademark Office is a federal agency in the

Department of Commerce.
FACTUAL BACKGROUND
History of the Application
13.

Plaintiff is in the business of developing advanced AI systems that are capable of

generating patentable output in the absence of a person who otherwise meets inventorship
criteria. Such inventions are referred to here as “AI-generated inventions”.
14.

A number of parties have claimed for decades to be in possession of AI-generated

inventions. 1 In 2019, Siemens reported that the company had multiple AI-generated inventions
for which they had intended to file for patents but did not do so due to legislative uncertainty. 2
15.

The present case involves two United States patent applications (the

“Applications”) filed by Plaintiff for AI-generated inventions produced by one of Plaintiff’s AI
systems, named DABUS. One of these inventions is a light beacon that flashes in a new and
inventive manner to attract attention (“Neural Flame”), while the other is a beverage container
based on fractal geometry (“Fractal Container”).
16.

Plaintiff applied for a patent for the Neural Flame and the Fractal Container,

patent application numbers 16/524,350 and 16/524,532, respectively. Both applications were
filed on July 29, 2019.

1

See, e.g., Ryan Abbott, I Think, Therefore I Invent: Creative Computers and the Future of
Patent Law, 57 B.C. L. REV. 1079 (2016) (describing early instances of “computation
invention”).
2
Ryan Abbott, The Reasonable Robot: Artificial Intelligence and the Law (2020) at 10.
3
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17.

Foreign analogs of the Applications were filed in a number of patent offices

internationally. While the Applications were not substantively evaluated in the United States, the
United Kingdom Intellectual Property Office (UKIPO) evaluated the applications on their merits.
Both Applications were found to be patentable to the extent possible prior to their publication. 3
18.

A “worldwide” international patent application combining the subject matter of

both Applications was filed under the Patent Cooperation Treaty. This application was published
by the World Intellectual Property Organization on April 23, 2020. WO 2020/079499 A1. It
designates Stephen Thaler as the applicant and lists, “DABUS, The invention was autonomously
generated by an artificial intelligence”, as the inventor. Id.
19.

In the United States, the Applications required submission of application data

sheets (ADS). These list a single inventor with the given name “[DABUS]” and the family name
“(Invention generated by artificial intelligence)”. The ADSs also identify Plaintiff as the
Applicant.
20.

Patent applications typically require either an oath or declaration by an inventor

under 35 U.S.C. § 115(d). However, because the Applications’ inventor was a machine without
legal personality and incapable of executing an inventor’s oath or declaration, a substitute
statement under 37 CFR 1.64 was filed instead identifying Plaintiff as the legal representative of
DABUS and the Applicant.
21.

A statement was also filed under 37 CFR 3.73(c) identifying Plaintiff as the

assignee of the entire right, title, and interest in the Applications, and an assignment document

3

Application GB1816909.4 had a combined search and examination report on March 29, 2019,
with a communication of no further objections on July 12, 2019. Application GB1818161.0 had
a combined search and examination report issued on April 30, 2019, with a communication of no
further objections on October 9, 2019. In both cases, the examiner could not complete his
investigations until at least three months after the application had been published, in accordance
with the UKIPO’s standard procedure.
4
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executed by Plaintiff was filed assigning the right to himself on behalf of DABUS. Plaintiff, is
entitled to own the output of DABUS as the developer, user, and owner of DABUS, among other
things, under the doctrines of accession and first possession.
22.

Given the uniqueness of the Applications, and the lack of procedural

accommodation for indicating an application is based on an AI-generated invention, an
additional “Statement of Inventorship” was filed providing clarifying remarks. This statement
explained the invention was conceived by DABUS which, it was proposed, should be named the
inventor of the Applications.
23.

Both Applications followed a similar procedural pathway at USPTO.

24.

Defendants issued a “Notice to File Missing Parts of Nonprovisional Application”

for each Application on August 8, 2019. Those notices indicated that the ADS did not identify
each inventor by his or her legal name.
25.

Plaintiff filed petitions under 37 CFR 1.181 on August 29, 2019, requesting

supervisory review of the August 8, 2019 Notices, and to vacate said notices for being
unwarranted and/or void.
26.

A second Notice to File Missing Parts of Nonprovisional Application was issued

for both Applications on December 13, while the petitions of August 29, 2019 were dismissed in
a decision issued on December 17, 2019.
27.

A second petition under 37 CFR 1.181 was filed on January 20, 2020, requesting

reconsideration of the decisions issued December 17, 2019, which decision refused to vacate the
August 8, 2019 notices.
28.

On April 22, 2020, the USPTO denied the petitions with respect to both

Applications. Unusually, USPTO took the step of publishing one of the decisions on the

5
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petition—but only the decision with respect to the Neural Flame (the “Decisions”). 4 The
Decision with respect to the Neural Flame is attached hereto as Exhibit 1.
29.

Defendants reasoned that an inventor could only be a natural person based on

various statutory references, such as 35 U.S.C Section 101, which states: “Whoever invents or
discovers any new and useful process, machine, manufacture, or composition of matter… may
obtain a patent therefore, subject to the conditions and requirements of this title”. Various other
sections of Title 35 similarly refer to individuals in the context of referring to inventors.
30.

The Decisions also cite to cases holding that inventors cannot be corporations or

sovereigns. E.g., Univ. of Utah v Max-Planck-Gesellschafl zur Forderung der Wissenschaflen e.
V, 734 F.3d 1315 (Fed. Cir. 2013).
31.

In addition, the Decisions refer to judicial language that suggest inventors must be

natural persons, e.g., Beech Aircraft Corp v. EDO Corp., 990 F.2d 1237, 1248 (Fed. Cir. 1993)
(“only natural persons can be ‘inventors.’”).
32.

Finally, the Decisions note that “[c]onception is the touchstone of invention… a

mental act…” Burroughs Wellcome Co. v. Barr Labs., Inc., 40 F.3d 1223, 127–8 (Fed.Cir.
1994).
33.

Thus, the Decisions claim that because statutory language refers to individuals as

inventors, because corporations and sovereigns cannot be inventors, and because the act of
inventorship requires conception (which Defendants claim machines cannot perform), the
Applications do not comply with 35 U.S.C. Section 115(a).
34.

4

The Decisions constitute final agency action.

https://www.uspto.gov/sites/default/files/documents/16524350_22apr2020.pdf
6
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The Decisions Create a New and Unintended Substantive Requirement for
Patentability
35.

The Decisions effectively prohibit patents on all AI-generated inventions.

36.

In the case of the Applications, there is no natural person who meets inventorship

criteria and there has been no suggestion by USPTO to the contrary. Therefore, under the
Decision’s holding, there is no way to remedy the Notices to File Missing Parts and no way to
successfully file for patent protection for an AI-generated invention.
37.

This means that AI-generated inventions will enter the public domain once

disclosed. This is undesirable both as a matter of innovation policy and because there is no
evidence that Congress intended to prohibit patents on AI-generated inventions.
38.

Alternately, future patent applicants may attempt to circumvent the new standard

by inaccurately listing a natural person who does not meet inventorship criteria. While
Defendants have not explicitly encouraged future applicants for AI-generated inventions to
inaccurately name a natural person as an inventor, as a practical matter this may occur because
the USPTO does not contest reported inventorship as a general matter. “The Office presumes
that the named inventor or joint inventors in the application are the actual inventor or joint
inventors to be named on the patent.” Manual of Patent Examining Procedure Section 2109. 5
39.

Had Plaintiff listed himself as the inventor for the Applications he would have

two issued patents or be well on his way to that outcome. This, like prohibiting all patents on AIgenerated inventions, would be an undesirable outcome because it would involve
misrepresentations and individuals claiming credit for work they did not perform. Though,
fraudulently listing an inventor is grounds for rejection under 35 U.S.C. section 101 and 35

5

https://www.uspto.gov/web/offices/pac/mpep/s2109.html#ch2100_d2c183_22374_28b
7
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U.S.C. 115. Also, deliberately misreporting inventorship may result in criminal punishment. 18
U.S.C. 1001.
Allowing Patents on AI-Generated Inventions is Consistent with the Constitution
and the Patent Act
40.

Congress is empowered to grant patents on the basis of the Patent and Copyright

Clause of the Constitution. U.S. CONST. art. I, § 8, cl. 8. This clause enables Congress “[t]o
promote the Progress of Science and useful Arts, by securing for limited Times to Authors and
Inventors the exclusive Right to their respective Writings and Discoveries.” Id.
41.

It also provides an explicit rationale for granting patent and copyright protection,

namely to encourage innovation under an incentive theory. The theory goes that people will be
more inclined to invent things (i.e., promote the progress of science) if they can receive
government-sanctioned monopolies (i.e., patents) to exploit commercial embodiments of their
inventions. Having the exclusive right to sell an invention can be tremendously lucrative. 6 The
patent system is also designed to incentivize the disclosure of information, and the
commercialization and development of inventions. See Ryan Abbott, I Think, Therefore I Invent:
Creative Computers and the Future of Patent Law, 54 B. C. L. Rev. 1079–1126 (2016).
42.

Allowing patents for AI-generated inventions will incentivize the development of

AI capable of producing AI-generated inventions (“inventive machines”), which will ultimately
promote innovation. This will be particularly important as AI becomes more sophisticated and
likely a standard part of future research and development. To the extent that patents also

6

See John Stuart Mill, Principles of Political Economy with Some of their Applications to Social
Philosophy 563 (Prometheus Books 2004) (1872) (noting that under a patent system, “the greater
the usefulness, the greater the reward”).
8
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incentivize commercialization and disclosure of information, there is no change in this function
as between a human and an AI-generated invention.
43.

By contrast, denying patent protection for AI-generated inventions threatens to

undermine the patent system by failing to encourage the production of socially valuable
inventions.
44.

Patent law also protects the moral rights of human inventors and acknowledging

an AI as an inventor where appropriate would protect these human rights. At present, individuals
are claiming inventorship of AI-generated inventions under circumstances in which those
persons have not functioned as inventors. See Ryan Abbott, I Think, Therefore I Invent: Creative
Computers and the Future of Patent Law, 54 B. C. L. Rev. 1079–1126 (2016).
45.

Failing to appropriately acknowledge inventive activity by AI weakens moral

justifications for patents by allowing individuals to take credit for work they have not done. It is
not unfair to machines who have no interest in being acknowledged, but it is unfair to other
human inventors because it devalues their accomplishments by altering and diminishing the
meaning of inventorship. This could equate the hard work of creative geniuses with those simply
asking a machine to solve a problem or submitting a machine’s output. By contrast,
acknowledging an AI as an inventor would also acknowledge the work of the AI’s creators.
Finally, listing an AI as an inventor serves to inform the public of an invention’s origin.
AI-Generated Inventions Should Be Patentable Under Existing Law
46.

There is no statute or case that has found an AI-generated invention cannot be

patented, or that holds an AI cannot be listed as an inventor.
47.

Further, there is no evidence that Congress ever intended to prohibit patents on

AI-generated inventions. It is not disputed that both statutory and judicial language refers to

9
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inventors as individuals, but none of these laws or cases have been in relation to AI-generated
inventions.
48.

Rather, any discussion of inventors as natural persons has been based on the

assumption that only a person could invent, or to prevent corporate and sovereign inventorship at
the expense of a human inventor.
49.

Because cases that refer to inventors as individuals have never done so in relation

to an AI-generated invention, they should not be misapplied to support a blanket prohibition on
patent rights. See Karl F. Milde, Jr., Can a Computer Be an “Author” or an “Inventor”?, 51 J.
PAT. OFF. SOC’Y 378, 379 (1969). (“The closest that the Patent Statute comes to requiring that
a patentee be an actual person is in the use, in Section 101, of the term ‘whoever.’ Here too, it is
clear from the absence of any further qualifying statements that the Congress, in considering the
statute in 1952, simply overlooked the possibility that a machine could ever become an
inventor.”)
50.

Given the absence of statutory law directed to patents on AI-generated inventions,

such patents should be permitted under a dynamic interpretation of the law. See William N.
Eskridge, Jr. & Philip P. Frickey, Statutory Interpretation as Practical Reasoning, 42 STAN. L.
REV. 321, 324 (1990). Such an approach would be consistent with the Founders’ intent in
enacting the Patent and Copyright Clause, and it would interpret the Patent Act to further that
purpose.
51.

Nor would such an interpretation run afoul of the chief objection to dynamic

statutory interpretation, namely that it interferes with reliance and predictability and the ability of
citizens “to be able to read the statute books and know their rights and duties.” Id, at 340. That is
because a dynamic interpretation would not upset an existing policy. Permitting patents on AI-

10
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generated inventions would clarify the permissibility of future patent applications rather than
retroactively invalidating previously granted patents, and there is naturally less reliance and
predictability in patent law than in many other fields given that it is a highly dynamic subject
area that struggles to adapt to constantly changing technologies.
52.

Other areas of patent law have been the subject of dynamic interpretation. 7 For

example, in the landmark 1980 case of Diamond v. Chakrabarty, the Supreme Court was
charged with deciding whether genetically modified organisms could be patented. Diamond v.
Chakrabarty, 447 U. S. 303, 317 (1980). The Court held that a categorical rule denying patent
protection for “inventions in areas not contemplated by Congress . . . would frustrate the
purposes of the patent law.” Id at 315. The Court noted that Congress chose expansive language
to protect a broad range of patentable subject matter. Id at 316.
53.

It would be particularly unwise to prohibit patents on AI-generated inventions on

the basis of narrow interpretations of texts written when AI-generated inventions were
unforeseeable. If patents on AI-generated inventions are to be prohibited, it should only be on the
basis of clear and unambiguous Congressional intent.
54.

Drawing an analogy from the copyright context, just as the terms “Writings” and

“Authors” have been construed flexibly in interpreting the Patent and Copyright Clause, so too
should the term “Inventors” be afforded the flexibility needed to effectuate constitutional

7

The Supreme Court has called the section of the U.S. Code relating to patentable subject matter
a “dynamic provision designed to encompass new and unforeseen inventions.” J.E.M. AG
Supply, Inc. v. Pioneer Hi-Bred Int’l, Inc., 534 U. S. 124, 135 (2001). The Court noted in Bilski
v. Kappos that “it was once forcefully argued that until recent times, ‘well-established principles
of patent law probably would have prevented the issuance of a valid patent on almost any
conceivable computer program.’” 561 U.S. 593, 605 (2010) (quoting Diamond v. Diehr, 450 U.S
175, 195 (1981) (Stevens, J., dissenting)). The Court, however, went on to state that “this fact
does not mean that unforeseen innovations such as computer programs are always unpatentable.”
Id. (citing Diehr, 450 U.S at 192–93 (Stevens, J., dissenting)).
11
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purposes. 8 Indeed, under the work-for-hire doctrine, a corporation can be considered a legal
author for copyright purposes. 17 U.S.C. § 101. See, also,
https://www.copyright.gov/circs/circ30.pdf.
55.

Granting patents on AI-generated inventions may even be required by

international treaties ratified by the United States, some of which require signatories to issue
patents that meet certain substantive criteria. Such treaties do not contain exceptions which
would apply to AI-generated inventions. This includes, among others, The Agreement on TradeRelated Aspects of Intellectual Property Rights (TRIPS), which in Article 27 states: “Subject to
the provisions of paragraphs 2 and 3, patents shall be available for any inventions, whether
products or processes, in all fields of technology, provided that they are new, involve an
inventive step and are capable of industrial application. ” [Emphasis added]
Conception Does Not Prohibit Artificial Inventors
56.

For a person to be an inventor, the person must contribute to an invention’s

“conception.” Conception has been defined as "the complete performance of the mental part of
the inventive act" and it is "the formation in the mind of the inventor of a definite and permanent
idea of the complete and operative invention as it is thereafter to be applied in
practice…." Townsend v. Smith, 36 F.2d 292, 295, 4 USPQ 269, 271 (CCPA 1929)."
57.

The case law on conception should not prevent AI inventorship. Whether or not

AI can “conceive” of an invention, “think,” or have something analogous to consciousness
should be irrelevant with regards to the existence of patent rights.

8

In 1973, the Supreme Court in Goldstein v. California noted that the terms “Writings” and
“Authors,” have “not been construed in their narrow literal sense but, rather, with the reach
necessary to reflect the broad scope of constitutional principles.” 412 U.S. 546, 561 (1973).
12
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58.

While judicial language about conception is undeniably eloquent, it is not

similarly informative about what is specifically required. It does not establish whether a nonhuman could conceive of anything, and even with regards to individuals it is not clear what
“formation in the mind” actually means. Courts associating inventive activity with conception
have not been using terms precisely or meaningfully in the context of AI-generated inventions.
59.

If conception is required for an invention, it is unclear under existing law whether

an AI would have to engage in a process that results in inventive output—which it can do—or
whether, and to what extent, it would need to mimic human thought. If the latter, it is unclear
what the purpose of such a requirement would be except to exclude nonhumans (for which a
convoluted test is unnecessary).
60.

Dr. Thaler has argued that his AI’s architecture imitates the architecture of the

human brain. See, e.g., Stephen L. Thaler, Synaptic Perturbation and Consciousness, 6 INT’L J.
MACHINE CONSCIOUSNESS 75 (2014). There is a slippery slope in determining what
constitutes “conception” in an AI even leaving aside deficits in our understanding of the structure
and function of the human brain.
61.

If DABUS is able to generate patentable output but not to engage in

“conception”—would a computer scientist have to design a completely digitized version of the
human brain? Even if designing a completely digitized version of the human brain was possible,
it might not be the most effective way to structure an inventive machine. On top of that, it would
be difficult or impossible for the USPTO and the courts to distinguish between different
computers’ architectures.
62.

The problem of speaking precisely about concepts such as conception with

regards to computers was identified by Alan Turing, one of the founders of computer science,

13
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who in 1950 considered the question, “Can machines think?” See A.M. Turing, Computing
Machinery and Intelligence, 59 MIND 433, 433–51 (1950). He found the question to be
ambiguous, and the term “think” to be unscientific in its colloquial usage. Id.
63.

Turing decided the better question to address was whether an individual could tell

the difference between responses from a computer and an individual; rather than asking whether
machines “think,” he asked whether machines could perform in the same manner as thinking
entities. Id. Turing’s analysis from more than sixty years ago demonstrates that a test based on
machine “conception” would be ambiguous, challenging to administer, and of uncertain utility.
64.

Moreover, the primary reason a conception requirement should not prevent AI

inventorship is that the patent system should be indifferent to the means by which invention
comes about. Congress came to this conclusion in 1952 when it abolished the Flash of Genius
doctrine. See 35 U.S.C. § 103 (2012). That doctrine had been used by the Federal Courts as a test
for patentability for over a decade. It held that in order to be patentable, a new device, “however
useful it may be, must reveal the flash of creative genius, not merely the skill of the calling.”
Cuno Eng’g Corp., 314 U.S. at 91. The doctrine was interpreted to mean that an invention must
come into the mind of an inventor in a “flash of genius” rather than as a “result of long toil and
experimentation.” 9 As a commentator at the time noted, “the standard of patentable invention

9

The Supreme Court later claimed the “Flash of Creative Genius” language was just a rhetorical
embellishment and that requirement concerned the device not the manner of invention. Graham
v. John Deere Co. of Kan. City, 383 U.S. 1, 15 n.7, 16 n.8 (1966). That was not, however, how
the test was interpreted. See P.J. Federico, Origins of Section 103, 5 APLA Q.J. 87, 97 n.5
(1977) (noting the test led to a higher standard of invention in the lower courts). When Congress
abolished the test, Congress noted it should be immaterial whether invention was made “from
long toil and experimentation or from a flash of genius.” 35 U.S.C. § 103. Further, the Court
stated in 1966 in Graham that “[t]he second sentence states that patentability as to this
requirement is not to be negatived by the manner in which the invention was made, that is, it is
immaterial whether it resulted from long toil and experimentation or from a flash of genius.”
Graham, 383 U.S. at 16.
14
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represented by [the Flash of Genius doctrine] is apparently based upon the nature of the mental
processes of the patentee-inventor by which he achieved the advancement in the art claimed in
his patent, rather than solely upon the objective nature of the advancement itself.” The “Flash of
Genius” Standard of Patentable Invention, 13 FORDHAM L. REV. 84, 87 (1944).
65.

The Flash of Genius test was an unhelpful doctrine because it was vague, difficult

for lower courts to interpret, involved judges making subjective decisions about a patentee’s state
of mind, and made it substantially more difficult to obtain a patent. See DePaul College of Law,
Patent Law—“Flash of Genius” Test for Invention Rejected, 5 DEPAUL L. REV. 144, 146
(1955). The test was part of a general hostility toward patents exhibited by mid-twentieth century
courts, a hostility that caused United States Supreme Court Justice Robert Jackson to note in a
dissent that “the only patent that is valid is one which this Court has not been able to get its
hands on.” Jungersen v. Ostby & Barton Co., 335 U.S. 560, 572 (1949) (Jackson, J., dissenting).
66.

Criticism of this state of affairs led President Roosevelt to establish a National

Patent Planning Commission to study the patent system and to make recommendations for its
improvement. 10 In 1943, the Commission reported with regard to the Flash of Genius doctrine
that “patentability shall be determined objectively by the nature of the contribution to the
advancement of the art, and not subjectively by the nature of the process by which the invention
may have been accomplished.” The “Flash of Genius” Standard of Patentable Invention, 85
(internal quotation marks omitted). Adopting this recommendation, the Patent Act of 1952
legislatively disavowed the Flash of Genius test. See 35 U.S.C. § 103 (2012). 11 In the same

10

See William Jarratt, U.S. National Patent Planning Commission, 153 NATURE 12, 14 (1944).
Further, in Graham, the Supreme Court noted that “[i]t . . . seems apparent that Congress
intended by the last sentence of § 103 to abolish the test it believed this Court announced in the
controversial phrase ‘flash of creative genius,’ used in Cuno Engineering.” Graham, 383 U.S. at
15.
11
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manner, patentability of AI-generated inventions should be based on the inventiveness of a
computer’s output rather than on a clumsy anthropomorphism because, like Turing, patent law
should be interested in a functionalist solution.
CAUSES OF ACTION
FIRST CAUSE OF ACTION
(APA Violation in Denying Plaintiff’s Petition)
67.

Plaintiff re-alleges and incorporates herein by reference every allegation

contained in all of the preceding paragraphs.
68.

For the reasons stated above, requiring a natural person to be listed as an inventor

as a condition of patentability is contrary to law.
69.

Defendants’ Notice to File Missing Parts of Nonprovisional Application on

August 8, 2019 and Defendants’ denial of Plaintiff’s petition under 37 CFR 1.181 were both
contrary to law.
70.

The agency actions here were arbitrary, capricious, an abuse of discretion and not

in accordance with the law; unsupported by substantial evidence, and in excess of Defendants’
statutory authority.
71.

The Notice to File Missing Parts of Nonprovisional Applications should be set

aside and the Applications reinstated.
PRAYER FOR RELIEF
WHEREFORE, Plaintiff respectfully requests that the Court:
A.

Issue an order compelling Defendants to reinstate the Applications and vacate the

prior decision on the petitions filed under 37 CFR 1.181;

16
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B.

A declaration that a patent application for an AI-generated invention should not

be rejected on the basis that no natural person is identified as an inventor;
C.

A declaration that a patent application for an AI-generated invention should list an

AI where the AI has met inventorship criteria.
D.

Award costs and its reasonable attorneys fees to Plaintiff; and

E.

Grant other or further relief as may be appropriate.

Dated: August 6, 2020

BROWN, NERI, SMITH & KHAN LLP
By: ___/s/ Geoffrey A. Neri___________________
Ryan Abbott, Esq. (pro hac vice
application pending)
Geoffrey A. Neri, Esq. VSB No. 72219
11601 Wilshire Blvd, Ste. 2080
Los Angeles, CA 90025
Phone: (310) 593-9890
Fax: (310) 593-9980
Ryan@bnsklaw.com
Geoff@bnsklaw.com
Attorneys for Plaintiff
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UNITED STATES PA TENT AND TRADEMARK OFFICE
Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov

FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL

In re Application of
Application No.: 16/524,350
Filed: July 29, 2019
Attorney Docket Number: 50567-3-01-US
For: DEVICES AND METHODS FOR
ATTRACTING ENHANCED ATTENTION

DECISION ON PETITION

This is a decision on the petition filed January 20, 2020 under 37 CFR 1.181, requesting
reconsideration of the decision issued December 17, 2019, which decision refused to vacate the
August 8, 2019 Notice to File Missing Parts of Nonprovisional Application. 1
The petition to vacate the August 8, 2019 Notice to File Missing Parts ofNonprovisional
Application is DENIED.

RELEVANT BACKGROUND
The above-identified application was filed on July 29, 2019.
The application papers filed on July 29, 2019 were accompanied by:
•

An application data sheet ("ADS") listing a single inventor with the given name
"[DABUS]" and the family name "(Invention generated by artificial intelligence)." The
ADS also identifies the Applicant as the Assignee "Stephen L. Thaler."

•

A substitute statement under 37 CFR 1.64 in lieu of declaration under 35 U.S.C. § 115(d)
listing "DAB US (the invention was autonomously generated by artificial intelligence)" as
the inventor was executed by Stephen L. Thaler, who was identified as both the legal

1
The instant petition under 37 CFR 1.181 was filed concurrently with a petition under 37 CFR 1.181 requesting
expedited processing of the instant petition. The petition to expedite the processing is dismissed as moot in view of
this decision.
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representative of DAB US and the Applicant.
•

A statement under 37 CPR 3.73(c) identifying Stephen L. Thaler as the assignee of the
entire right, title, and interest in the application.

•

An assignment document assigning the entire right, title and interest of "DAB US, the
Creativity machine that has produced the .. .invention" to Stephen L. Thaler. Stephen L.
Thaler executed the document on behalf of both DAB US, as legal representative of the
assignor, and on behalf of himself as the assignee. 2

•

A "STATEMENT OF INVENTORSHIP" ("Inventorship Statement") which provides
clarifying remarks on the inventorship of the '350 application. Briefly, the letter states
the invention was conceived by a "creativity machine" named "DABUS" and it should be
named as the inventor in the '350 application.

A Notice to File Missing Parts ofNonprovisional Application was issued on August 8, 2019
("August 8, 2019 Notice"). The August 8, 2019 Notice indicated that the ADS "does not
identify each inventor by his or her legal name" and an $80 surcharge is due for late submission
of the inventor's oath or declaration.
A petition under 3 7 CFR 1.181 was filed on August 29, 2019, requesting supervisory review of
the August 8, 2019 Notice, and to vacate the August 8, 2019 Notice for being unwarranted
and/or void.
A second Notice to File Missing Parts ofNonprovisional Application was issued on December
13, 2019 ("December 13, 2019 Notice"), explaining the time period for reply runs from the mail
date of the December 13, 2019 Notice.
The petition of August 29, 2019 was dismissed in a decision issued on December 17, 2019.
The instant petition under 37 CFR 1.181 was filed on January 20, 2020, requesting
reconsideration of the decision issued December 17, 2019, which decision refused to vacate the
August 8, 2019 Notice.

2

Petitioner states "It is accepted that an AI system such as DABUS cannot, under current law, own property .. .there
is no law that confers on an AI system any rights to own property." Reconsideration Petition at 4. Thus, petitioner
admits that DAB US cannot own any property including the property rights in inventions the machine itself created.
This further calls into question whether the submitted assignment document satisfies the requirements of 37 CFR
3 .73(c)( I) and petitioner' s ability to file the above-identified application as applicant under 35 U.S.C. § 118 and 37
CFR 1.46.
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STATUTES

35 U.S.C. § l00(f) provides:
The term "inventor" means the individual or, if a joint invention, the individuals
collectively who invented or discovered the subject matter of the invention.
35 U.S.C. § 100(g) provides:
The terms "joint inventor" and "coinventor" mean any 1 of the individuals who invented
or discovered the subject matter of a joint invention.
35 U.S.C. § 101 provides:
Whoever invents or discovers any new and useful process, machine, manufacture, or
composition of matter, or any new and useful improvement thereof, may obtain a patent
therefor, subject to the conditions and requirements of this title.
35 U.S.C. § l 15(a) provides:
An application for patent that is filed under section 111 (a) or commences the national stage
under section 371 shall include, or be amended to include, the name of the inventor for
any invention claimed in the application. Except as otherwise provided in this section, each
individual who is the inventor or a joint inventor of a claimed invention in an application
for patent shall execute an oath or declaration in connection with the application
35 U.S.C. § 115(b) provides, in pertinent part:
An oath or declaration under subsection (a) shall contain statements that .. .such individual
believes himself or herself to be the original inventor or an original joint inventor of a
claimed invention in the application.
35 U.S.C. § 115(h)(l) provides, in pertinent part:
Any person making a statement required under this section may withdraw, replace, or
otherwise correct the statement at any time.

OPINION

Petitioner asserts the invention of the above-identified application was generated by a machine
named "DABUS ." 3 According to petitioner, this "creativity machine" is programmed as a series
of neural networks that have been trained with general information in the field of endeavor to
3

Inventorship Statement at 2.
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independently create the invention. 4 Petitioner asserts that DABUS was not created to solve any
particular problem, and it was not trained on any special data relevant to the instant invention. 5
Instead, it was the machine, not a person, which recognized the novelty and salience of the
instant invention. 6 Petitioner contends that inventorship should not be limited to natural persons
and, therefore, the naming of DAB US as the inventor in the above-identified application is
proper. 7 Petitioner requests that the August 8, 2019 Notice be vacated for being unwarranted
and/or void.
Under 35 U.S.C. § 115(a), "[a]n application for patent that is filed under section 11 l(a) ... shall
include, or be amended to include, the name of the inventor for any invention claimed in the
application." An "inventor" is defined in 35 U.S.C. § IO0(a) as "the individual or, if a joint
invention, the individuals collectively who invented or discovered the subject matter of the
invention. " 8
To the extent the petitioner argues that an "inventor" could be construed to cover machines, the
patent statutes preclude such a broad interpretation. Title 35 of the United States Code
consistently refers to inventors as natural persons. For example, 35 U.S.C. § 101 states
"Whoever invents or discovers any new and useful process, machine, manufacture, or
composition of matter. .. may obtain a patent therefore, subject to the conditions and requirements
of this title" (emphasis added). "Whoever" suggests a natural person. 9 35 U.S.C. § 115 similarly
refers to individuals and uses pronouns specific to natural persons-"himself' and "herself'when referring to the "individual" who believes himself or herself to be the original inventor or
an original joint inventor of a claimed invention in the application. 10 It further states that the
inventor who executes an oath or declaration must be a "person." 11 Other sections of Title 3 5
take the same approach. 12 Therefore, interpreting "inventor" broadly to encompass machines
would contradict the plain reading of the patent statutes that refer to persons and individuals.
In addition, the U.S. Court of Appeals for the Federal Circuit (Federal Circuit) has explained that
the patent laws require that an inventor be a natural person. For example, in Univ. of Utah v.
4

Id.

5

ld.

6

Id.

7 Id.

at 3.
See also 35 U.S.C. § l 15(a) ("each individual who is an inventor ... shall execute an oath or declaration"); 35
U.S.C. § lOO(g) ("The terms "joint inventor" and "coinventor" mean any I of the individuals who invented or
discovered the subject matter of a joint invention").
9
Merriam-Webster's Collegiate Dictionary (I 0 th ed. 2001 ).
10
35 U.S.C. § l l 5(b) ("An oath or declaration under subsection (a) shall contain statements that. .. such individual
believes himself or herself to be the original inventor or an original joint inventor of a claimed invention in the
application.").
11
35 U.S.C. § l l 5(h)(l) ("Any person making a statement required under this section may withdraw, replace, or
otherwise correct the statement at any time.").
12
See e.g. 35 U.S.C. § 102(a) ("A person shall be entitled to a patent unless ... "); 35 U.S.C. § l 16(c) ("Whenever
through error a person is named in an application for patent as the inventor .... "); 35 U.S.C. § 185 ("Notwithstanding
any other provisions of law any person, and his successors, assigns, or legal representatives, shall not receive a
United States patent for an invention if that person, or his ... "); 35 U.S.C. § 256(a) ("Whenever through error a
person is named in an issued patent as the inventor ... ").
8
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Max-Planck-Gesellschaft zur Forderung der Wissenschaften e. V, 13 the Federal Circuit explained
that a state could not be an inventor, statingThe inventors of a patent are "the individual or, if a joint invention, the
individuals collectively who invented or discovered the subject matter of the
invention." 35 U.S.C. § 1OO(f). It is axiomatic, that inventors are the individuals
that conceive of the invention:
Conception is the touchstone of inventorship, the completion of the mental
part of invention. It is the formation in the mind of the inventor, of a
definite and permanent idea of the complete and operative invention, as it
is hereafter to be applied in practice. Conception is complete only when
the idea is so clearly defined in the inventor's mind that only ordinary skill
would be necessary to reduce the invention to practice, without extensive
research or experimentation. [Conception] is a mental act. ...

Burroughs Wellcome Co. v. Barr Labs., Inc., 40 F.3d 1223, 1227-28
(Fed.Cir.1994) (internal quotation marks and citations omitted). To perform this
mental act, inventors must be natural persons and cannot be corporations or
sovereigns. 14
Similarly, when explaining the distinction between inventorship and ownership of an invention
by a corporation, the Federal Circuit iri an earlier decision, Beech Aircraft Corp. v. EDO Corp.,
stated that: "only natural persons can be 'inventors."' 15
While these Federal Circuit decisions are in the context of states and corporations, respectively,
the discussion of conception as being a "formation in the mind of the inventor" and a "mental
act" is equally applicable to machines and indicates that conception-the touchstone of
inventorship-must be performed by a natural person.
The United States Patent and Trademark Office's (USPTO's) understanding of the patent statutes
and the Federal Circuit case law concerning inventorship to require that an inventor must be a
natural person is reflected in the numerous references to the inventor as a "person" in Title 3 7 of
the Code of Federal Regulations. 16 Furthermore, the Manual of Patent Examining Procedure
13

734 F.3d 1315 (Fed. Cir. 2013).
734 F.3d at 1323.
15
990 F.2d 1237, 1248 (Fed. Cir. 1993).
16
See e.g. 37 CFR l .27(a)( I) ("A person, as used in paragraph (c) of this section, means any inventor or other
individual"); 37 CFR l.4l(d) (" ... the name and residence of each person believed to be an actual inventor should be
provided when the application papers pursuant to§ 1.53(b) or§ 1.53(c) are filed."); 37 CFR l.53(d)(4)
(" ... accompanied by a statement requesting deletion of the name or names of the person or persons who are not
inventors of the invention being claimed in the new app lication"); 37 CFR l.63(a)(3) ("An oath or declaration under
this section must: Include a statement that the person executing the oath or declaration believes ... "); 37 CFR
l.324(a) ("Whenever through error a person is named in an issued patent as the inventor ... "); 37 CFR l .324(b)(I)
(" ... A statement from each person who is being added as an inventor and each person who is currently named as an
14
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("MPEP") follows the patent statutes and the Federal Circuit case law concerning inventorship,
explaining that the threshold question for inventorship is "conception." 17 The MPEP defines
"conception" as "the complete performance of the mental part of the inventive act" and it is "the
formation in the mind of the inventor of a definite and permanent idea of the complete and
operative invention as it is thereafter to be applied in practice." 18 Again, the use of terms such as
"mental" and "mind" in the MPEP indicates that conception must be performed by a natural
person.
Accordingly, because the above-identified application names a machine, "[DABUS] (Invention
generated by artificial intelligence)," as the inventor, and because current statutes, case law, and
USPTO regulations and rules limit inventorship to natural persons, the above-identified
application does not comply with 35 U.S.C. § 115(a). 19 The USPTO therefore properly issued
the August 8, 2019 Notice requiring the inventor to be identified by his or her legal name.
Petitioner argues that the December 17, 2019 petition decision presents a line of reasoning that
suggests "the referenced statutes are intended to compel an applicant to name a natural person
even where the person does not meet the inventorship criteria." 20 However, petitioner
misunderstands the petition decision. The petition decision of December 17, 2019 explains that
35 U.S.C. § 1OO(f) defines the term "inventor" as the individual who invented or discovered the
subject matter of the invention. Identifying a natural person, who did not invent or discover the
subject matter of the invention, as the inventor in a patent application would be in conflict with
the patent statutes. Accordingly, the petition decision of December 17, 2019 does not suggest
that an applicant is compelled to list a natural person as an inventor who does not meet the
inventorship criteria.
Petitioner also argues that the USPTO should take into account the position adopted by the
European Patent Office ("EPO") and the UK Intellectual Property Office ("UKIPO") that
DABUS created the invention at issue, but DABUS cannot be named as the inventor. 21 The
above-identified application is currently undergoing review for completeness of the application.
The USPTO has not made any determination concerning who or what actually created the
invention claimed in the above-identified application. 22 Furthermore, the EPO and UKIPO are
interpreting and enforcing their own respective laws (i.e., the European Patent Convention and
the UK Patents Act 1977) as they apply to the applications before them. U.S. patent law does
not permit a machine to be named as the inventor in a patent application.
inventor ... "). Note also, the requirement under 37 CFR l .76(b)(l) that the inventor be identified by their "legal
name."
17
MPEP 2137.0l(Il); Burroughs Wellcome Co. v. Barr Labs., Inc., 40 F.3d 1223, 1227-28 (Fed. Cir. 1994). 18 MPEP
2138.04 (citing Townsendv. Smith, 36 F.2d292, 295 (CCPA 1929)).
18
MPEP2138.04 (citing Townsend v. Smith, 36 F.2d 292, 295 (CCPA 1929)).
19
Petitioner appears to admit that machines do not qualify as inventors under the patent statutes. For example,
petitioner states, "it is noted that ... there is no way to meet the requirements of the Statutes. That is, there is no cure
for the issued Notice to File Missing Parts, while maintaining proper inventorship according to the Statutes."
Reconsideration Petition at 7.
20
Reconsideration Petition at 3.
21
Reconsideration Petition at 6-7.
22
See MPEP 506.
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Petitioner further argues that "[i]n refusing to accept the naming of an AI system as an inventor,
the USPTO is setting a further test for patentability that is not provided for in law, and
contradicts the generally held principle that inventorship should not be a substantial condition for
the grant of patents."23 Petitioner's argument is not persuasive. Inventorship has long been a
condition for patentability, and 35 U.S.C. § l 15(a) expressly requires that an application include,
or be amended to include, the name of the inventor for any invention claimed in the application.
Before the Leahy-Smith America Invents Act (AIA) revised 35 U.S.C. § 102, improper
inventorship was a grounds for rejection under pre-AIA 35 U.S.C. § 102(±). 24 Today, under the
AIA, naming an incorrect inventor is a grounds for rejection under 35 U.S.C. § 101 and 35
U.S.C. § 115. 25
Petitioner also argues that the USPTO has granted patents relating to the DABUS machine and,
therefore, implicitly legalized the process by which DABUS arrives at an invention for the
above-identified application. 26 The US PTO grants a patent if it appears that an applicant is
entitled to a patent under the law pursuant to 35 U.S.C. § 151. The granting of a patent under 35
U.S.C. § l 51 for an invention that covers a machine does not mean that the patent statutes
provide for that machine to be listed as an inventor in another patent application-any more than
a patent for a camera allows the camera hold a copyright. As noted above, a machine does not
qualify as an inventor under the patent laws.
Lastly, petitioner has outlined numerous policy considerations to support the position that a
patent application can name a machine as an inventor. For example, petitioner contends that
allowing a machine to be listed as an inventor would incentivize innovation using AI systems,27
reduce the improper naming of persons as inventors who do not qualify as inventors,28 and
support the public notice function by informing the public of the actual inventors of an
invention. 29 These policy considerations notwithstanding, they do not overcome the plain
language of the patent laws as passed by the Congress and as interpreted by the courts. 30

23

Reconsideration Petition at 4.
"A person shall be entitled to a patent unless ... he did not himself invent the subject matter sought to be patented."
See PerSeptive Biosystems, Inc. v. Pharmacia Biotech, Inc., 225 F.3d 1315 (Fed. Cir. 2000) ("Examiners are
required to reject applications under 35 U.S.C. § I 02(f) on the basis of improper inventorship").
25
See MPEP 706.03(a)(IV).
26
Reconsideration Petition at 6.
27
Inventorship Statement at 3-4.
28
Id. at 4.
29
Reconsideration Petition at 4.
30
Glaxo Operations UK ltd. V. Quigg, 894 F.2d 392, 399-400 (Fed. Cir. 1990) (holding that the USPTO and courts
must honor the plain meaning of the patent statutes when Congress has spoken on an issue, as striking policy
balances in legislative language is within the province of Congress).
24

Appx 000024

Case 1:20-cv-00903-LMB-TCB Document 1 Filed 08/06/20 Page 25 of 25 PageID# 25

Application No. 16/524,350

Page 8
CONCLUSION

For the reasons stated above, the petition is granted to the extent that the decision of December
17, 2019 has been reviewed, but the petition is DENIED with respect to vacating the August 8,
2019 Notice.
The time period to reply to the Notice to File Missing Parts ofNonprovisional Application of
August 8, 2019 is reset in this decision. Petitioner is given a time period of two (2) months from
the mailing date of this decision within which to file all required items identified in the
December 13, 2019 Notice to avoid abandonment. Extensions of time may be obtained by filing
a petition accompanied by the extension fee under 3 7 CFR 1.136(a). Petitioner, however, should
expect no additional resetting of the time period for reply to the Notice to File Missing Parts of
Nonprovisional Application of August 8, 2019 in the above-identified application or any other
stay of proceedings in the above-identified application.
This decision is being published in view of the submission filed in the above-identified
application on February 17, 2020 that provides the USPTO with authority under 35 U.S.C. § 122
and 37 CFR 1.14(e) to publish this decision.
This constitutes a final decision on this petition. No further requests for reconsideration will be
entertained.
Telephone inquiries concerning this decision should be directed to Charles Kim, Director of the
Office of Petitions, at (571) 272-7421.

~Rfl~
Robert W. Bahr
Deputy Commissioner for
Patent Examination Policy
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UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA
Alexandria Division
STEPHEN THALER,
Plaintiff,
vs.
ANDREI IANCU,
in his official capacity as Under
Secretary of Commerce for
Intellectual Property & Director of
the United States Patent &
Trademark Office, et al.,
Defendants.
_________________________________

)
)
)
)
)
)
)
)
)
)
)
)
)
)
)

Civil Action No. 1:20cv903

NOTICE OF SUBMISSION OF ADMINISTRATIVE RECORD
PLEASE TAKE NOTICE that on this day, defendants have filed the administrative
record of proceedings before the United States Patent and Trademark Office (“USPTO”), see 5
U.S.C. § 706, with respect to the petition decisions that the USPTO issued with respect to United
States Patent Applications 16/524,350 and 16/524,532, which plaintiff challenges in the abovecaptioned action.
///
///
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Respectfully submitted,
G. ZACHARY TERWILLIGER
UNITED STATES ATTORNEY
By:

DATE: November 30, 2020
OF COUNSEL:

_________/s/____________________
DENNIS C. BARGHAAN, JR.
Deputy Chief, Civil Division
Assistant U.S. Attorney
2100 Jamieson Avenue
Alexandria, Virginia 22314
Telephone: (703) 299-3891
Fax:
(703) 299-3983
Email: dennis.barghaan@usdoj.gov
ATTORNEYS FOR DEFENDANTS

Meredith Schoenfeld
Peter Sawert
Associate Solicitors
United States Patent & Trademark Office
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CERTIFICATE OF SERVICE
I hereby certify that on this date, I electronically filed the foregoing with the Clerk of
Court using the CM/ECF system, which will transmit a Notice of Electronic Filing (“NEF”) to
the following:
Geoffrey Alex Neri
Brown Neri Smith & Khan LLP
11766 Wilshire Boulevard, Suite 1670
Los Angeles, California 90025
geoff@bnsklaw.com
Date: November 30, 2020

______/s/______________________
DENNIS C. BARGHAAN, JR.
Deputy Chief, Civil Division
Assistant U.S. Attorney
2100 Jamieson Avenue
Alexandria, Virginia 22314
Telephone: (703) 299-3891
Fax:
(703) 299-3983
Email: dennis.barghaan@usdoj.gov
ATTORNEYS FOR DEFENDANTS
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U.S. DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
November 24, 2020

THIS IS TO CERTIFY that the annexed is a true copy from the electronic records (IFW) of the
United States Patent and Trademark Office of the contents of the patent application identified
below:1
APPLICATION NO.:

16/524,350

APPLICANT:

Stephen L. Thaler

FILING DATE:

July 29, 2019

INVENTION:

DEVICES AND METHODS FOR ATTRACTING
ENHANCED ATTENTION

By authority of the
DIRECTOR OF TI-IE UNITED STATES
PATENT AND TRADEMARK OFFICE

Certifj,i,1g Officu

1

This administrative record does not include copies of the prior art references submitted with the
Information Disclosure Statements.
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ADMINISTRATIVE RECORD ‒ U.S. Patent Application No. 16/524,350
TABLE OF CONTENTS

Date

Document

Page Range

07-29-2019
07-29-2019
07-29-2019
07-29-2019
07-29-2019
07-29-2019
07-29-2019

Transmittal of New Application
Fee Worksheet
Application Data Sheet
Assignee Showing of Ownership
Assignment
Drawings
Substitute Statement Under 37 C.F.R. § 1.64 in Lieu of
Declaration
Power of Attorney
Information Disclosure Statement
IPO Search Report
Petition for Retroactive License Under 37 C.F.R. § 5.25
Petition to Make Special Under Accelerated Examination
Program
Statement on Inventorship
Fee Worksheet
Assignment
Specification
Claims
Abstract
CD Submission Checklist
Placeholder Sheet for Drawings Submitted in Electronic
Format
Notice to File Missing Parts
Fee Worksheet
Filing Receipt
Petition to Expedite 37 C.F.R. § 1.181 Petition to the
Director
Fee Worksheet
Petition to the Director Under 37 C.F.R. § 1.181
Fee Worksheet
Notice to File Missing Parts
Fee Worksheet
Filing Receipt
Decision on Petition Under 37 C.F.R. § 1.181
Request for Reconsideration
Petition to Expedite § 1.181 Petition to the Director

A1 – 2
A3 – 9
A10 – 17
A18 – 20
A21
A22 – 25
A26 – 27

07-29-2019
07-29-2019
07-29-2019
07-29-2019
07-29-2019
07-29-2019
07-29-2019
07-29-2019
07-29-2019
07-29-2019
07-29-2019
07-29-2019
07-29-2019
08-08-2019
08-08-2019
08-08-2019
08-29-2019
08-29-2019
08-29-2019
08-29-2019
12-13-2019
12-13-2019
12-13-2019
12-17-2019
01-20-2020
01-20-2020

1
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A28 – 29
A30 – 35
A36 – 37
A38 – 55
A56 – 59
A60 – 65
A66 – 70
A71 – 72
A73 – 89
A90 – 92
A93
A94 – 95
A96
A97 – 98
A99
A100 – 104
A105 – 106
A107 – 110
A111 – 116
A117 – 120
A121 – 122
A123
A124 – 129
A130 – 134
A135 – 146
A147 – 148
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Date

Document

Page Range

01-20-2020
01-22-2020
02-11-2020
02-17-2020
04-22-2020
04-24-2020
04-24-2020
05-15-2020
06-16-2020
07-13-2020
07-14-2020
07-21-2020
08-02-2020
08-06-2020

Fee Worksheet
Notice Regarding Publication of Decision
Foreign Priority Document
Request for Delayed Publication
Decision on Petition Under 37 C.F.R. § 1.181
Notice to File Missing Parts
Filing Receipt
Decision on Petition for Retroactive License
Notice of Appeal
Renewed Petition for Retroactive License
Revised Jehan Declaration
Decision on Renewed Petition for Retroactive License
Second Renewed Petition for Retroactive License
Decision on Petitions for Retroactive License

A149 – 152
A153 – 155
A156 – 199
A200 – 204
A205 – 214
A215 – 217
A218 – 223
A224 – 231
A232 – 236
A237 – 250
A251 – 257
A258 – 264
A265 – 279
A280 – 283

2
Appx 000031

Case 1:20-cv-00903-LMB-TCB Document 15-1 Filed 11/30/20 Page 4 of 6 PageID# 80

U.S. DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
November 24, 2020

THIS IS TO CERTIFY that the annexed is a true copy from the electronic records (IFW) of the
United States Patent and Trademark Office of the contents of the patent application identified
below:1
APPLICATION NO:

16/524,532

APPLICANT:

Stephen L. Thaler

FILING DATE:

July 29, 2019

INVENTION:

FOOD CONTAINER

By authority of the

DIRECTOR OF THE UNITED S A ES
PATENT AND TRADEMARK OFFICE

Cerlijj1i11g Officer

1

This administrative record does not include copies of the prior art references submitted with the
Information Disclosure Statements.

Appx 000032

Case 1:20-cv-00903-LMB-TCB Document 15-1 Filed 11/30/20 Page 5 of 6 PageID# 81

ADMINISTRATIVE RECORD ‒ U.S. Patent Application No. 16/524,532
TABLE OF CONTENTS

Date

Document

Page Range

07-29-2019
07-29-2019
07-29-2019
07-29-2019
07-29-2019
07-29-2019
07-29-2019

Transmittal of New Application
IPO Search Report
Fee Worksheet
Application Data Sheet
Assignee Showing of Ownership
Assignment
Substitute Statement Under 37 C.F.R. § 1.64 in Lieu of
Declaration
Drawings
Power of Attorney
Information Disclosure Statement
Petition for Retroactive License Under 37 C.F.R. § 5.25
Pre-Examination Search Statement for Accelerated
Examination
Statement on Inventorship
Petition to Make Special Under Accelerated Examination
Program
Fee Worksheet
Assignment
Specification
Claims
Abstract
CD Submission Checklist
Placeholder Sheet for Drawings Submitted in Electronic
Format
Notice to File Missing Parts
Fee Worksheet
Filing Receipt
Petition to Expedite 37 C.F.R. § 1.181 Petition to the
Director
Fee Worksheet
Petition to the Director Under 37 C.F.R. § 1.181
Notice to File Missing Parts
Fee Worksheet
Filing Receipt
Decision on Petition Under 37 C.F.R. § 1.181
Request for Reconsideration

A284 – 285
A286 – 291
A292 – 298
A299 – 306
A307 – 309
A310
A311 – 312

07-29-2019
07-29-2019
07-29-2019
07-29-2019
07-29-2019
07-29-2019
07-29-2019
07-29-2019
07-29-2019
07-29-2019
07-29-2019
07-29-2019
07-29-2019
07-29-2019
08-01-2019
08-01-2019
08-01-2019
08-29-2019
08-29-2019
08-29-2019
12-13-2019
12-13-2019
12-13-2019
12-17-2019
01-20-2020

1
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A313 – 318
A319 – 320
A321 – 324
A325 – 330
A331 – 344
A345 – 350
A351 – 354
A355 – 359
A360 – 361
A362 – 373
A374 – 375
A376
A377 – 378
A379
A380 – 381
A382
A383 – 387
A388 – 389
A390 – 393
A394 – 399
A400 – 402
A403
A404 – 408
A409 – 413
A414 – 426
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Date

Document

Page Range

01-20-2020
01-20-2020
02-11-2020
04-22-2020
04-24-2020
04-24-2020
04-24-2020
05-15-2020
06-16-2020
06-16-2020
07-13-2020
07-14-2020
07-21-2020
08-02-2020
08-06-2020

Petition to Expedite § 1.181 Petition to the Director
Fee Worksheet
Foreign Priority Document
Decision on Petition Under 37 C.F.R. § 1.181
Fee Worksheet
Notice to File Missing Parts
Filing Receipt
Decision on Petition for Retroactive License
Notice of Appeal
Fee Worksheet
Renewed Petition for Retroactive License
Revised Jehan Declaration
Decision on Renewed Petition for Retroactive License
Second Renewed Petition for Retroactive License
Decision on Petitions for Retroactive License

A427 – 428
A429 – 432
A433 – 455
A456 – 465
A466
A467 – 468
A469 – 474
A475 – 482
A483
A484 – 487
A488 – 501
A502 – 508
A509 – 514
A515 – 528
A529 – 531

2
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PTO/AIA/15 (10-17)
Approved for use through 11/30/2020. 0MB 0651-0032
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid 0MB control number

/"

Attorney Docket No.

50567-3-01-US

PATENT APPLICATION

First Named Inventor

[DABUS] [Al generated invention]

Title

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

TRANSMITTAL

Priority Mail Express®
Label No.

(Only for new nonprovisional applications under 37 CFR 1.53(b))

'-

APPLICATION ELEMENTS

1.0 Fee Transmittal Form

ACCOMPANYING APPLICATION PAPERS

(PTO/SB/17 or equivalent)

2.0 Applicant asserts small entity status.

10. 0

Assignment Papers
(cover sheet & document(s))
Name of Assignee Stephen L. Thaler

11. 0

37 CFR 3.73(c) Statement
(when there is an assignee)

See 37 CFR 1.27

Applicant certifies micro entity status. See 37 CFR 1.29.
Applicant must attach form PTO/SB/15A or B or equivalent.

[Total Pages 21

4.0 Specification

l

Both the claims and abstract must start on a new page.

(See MPEP § 608.0l{a)for information on the preferred arrangement)

5. 0

Drawing(s) (35 U.S.C. 113)

l

[Total Sheets 4
[Total Pages 2

1

6. Inventor's Oath or Declaration
(including substitute statements under 37 CFR 1. 64 and assignments
serving as an oath or declaration under 37 CFR 1. 63(e))
a. 0
b.

English Translation Document
(if applicable)

0

D A copy from a prior application (37 CFR 1.63(d))
* See note below.

16. □

CD-ROM or CD-R
in duplicate, large table, or Computer Program (Appendix)

17. □

□ Landscape Table on CD
9. Nucleotide and/or Amino Acid Sequence Submission

Copies of citations attached

Preliminary Amendment
Return Receipt Postcard
(MPEP § 503) (Should be specifically itemized)
Certified Copy of Priority Document(s)
(if foreign priority is claimed)
Nonpublication Request
Under 35 U.S.C. 122(b)(2)(B)(i). Applicant must attach form PTO/SB/35
or equivalent.

18.

(if applicable, items a. - c. are required)

D Computer Readable Form (CRF)

b. D

Power of Attorney

13.0 Information Disclosure Statement

14. □
15. □

See 37 CFR 1.76 (PTO/AIA/14 or equivalent)

a.

12. □

0

(PTO/SB/08 or PT0-1449)

Newly executed (original or copy)

7.0 Application Data Sheet
8.

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

ADDRESS TO:

See MPEP chapter 600 concerning utility patent application contents.

3. □

'

UTILITY

0

Other:

Specification Sequence Listing on:
i. D

CD-ROM or CD-R (2 copies); or

ii.D Paper
c. D

Statements verifying identity of above copies

*Note: (1) Benefit claims under 37 CFR 1.78 and foreign priority claims under 1.55 must be included in an Application Data Sheet (ADS).
(2) For applications filed under 35 U.S.C. 111, the application must contain an ADS specifying the applicant if the applicant is an
assignee, person to whom the inventor is under an obligation to assign, or person who otherwise shows sufficient proprietary
interest in the matter. See 37 CFR 1.46(b).

19. CORRESPONDENCE ADDRESS
0

OR □

The address associated with Customer Number: 89602

Correspondence address below

Name
Address
City
Country
Signature
Name
(Print/Type)

I

State

I

Telephone

I

Zip Code

I

Email

/Reuven K. Mouallem/

Date

29 July 2019

Reuven K. Mouallem

Registration No.
( Atta rn ey /Agent)

63345

This collection of information is required by 37 CFR 1.53(b). The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 minutes to complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on
the amount ohime you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND
TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, ca/11-800-PTO-9199 and select option 2.
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Privacy Act Statement
The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the
requirements of the Act, please be advised that: (1) the general authority for the collection of this information is
35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which
the information is used by the U.S. Patent and Trademark Office is to process and/or examine your submission
related to a patent application or patent. If you do not furnish the requested information, the U.S. Patent and
Trademark Office may not be able to process and/or examine your submission, which may result in termination
of proceedings or abandonment of the application or expiration of the patent.
The information provided by you in this form will be subject to the following routine uses:
1.

2.

3.

4.

5.

6.

7.

8.

9.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of
records may be disclosed to the Department of Justice to determine whether disclosure of these
records is required by the Freedom of Information Act.
A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in
the course of settlement negotiations.
A record in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request involving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.
A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be
required to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C.
552a(m).
A record related to an International Application filed under the Patent Cooperation Treaty in this
system of records may be disclosed, as a routine use, to the International Bureau of the World
Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.
A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act
(42 U.S.C. 218(c)).
A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that
agency's responsibility to recommend improvements in records management practices and programs,
under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the
GSA regulations governing inspection of records for this purpose, and any other relevant (i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.
A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35
U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine
use, to the public if the record was filed in an application which became abandoned or in which the
proceedings were terminated and which application is referenced by either a published application, an
application open to public inspection or an issued patent.
A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local
law enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or
regulation.

A2

Appx 000036

Case 1:20-cv-00903-LMB-TCB Document 15-2 Filed 11/30/20 Page 3 of 253 PageID# 85

Electronic Patent Application Fee Transmittal
Application Number:
Filing Date:

Title of Invention:

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

First Named Inventor/Applicant Name:

[DABUS] [Invention generated

Filer:

Reuven Khedhouri Mouallem

Attorney Docket Number:

50567-3-01-US

by Artificial Intelligence]

Filed as Small Entity

Filing Fees for Utility under 35 USC 111 (a)

Description

Fee Code

Quantity

Amount

Sub-Total in
USO($)

UTILITY FILING FEE (ELECTRONIC FILING)

4011

1

75

75

UTILITY SEARCH FEE

2111

1

330

330

UTILITY EXAMINATION FEE

2311

1

380

380

Basic Filing:

Pages:

Claims:

Miscellaneous-Filing:

Petition:

Patent-Appeals-and-Interference:
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Description

Fee Code

Quantity

Amount

Sub-Total in
USO($)

Post-Allowance-and-Post-Issuance:

Extension-of-Time:

Miscellaneous:

Total in USO($)
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785
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Electronic Acknowledgement Receipt
EFSID:

36708772

Application Number:

16524350

International Application Number:
Confirmation Number:

Title of Invention:

First Named Inventor/Applicant Name:
Customer Number:
Filer:

1467

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

[DABUS] [Invention generated by Artificial Intelligence]
89602
Reuven Khedhouri Mouallem

Filer Authorized By:
Attorney Docket Number:
Receipt Date:

50567-3-01-US
29-JUL-2019

Filing Date:
Time Stamp:
Application Type:

11:30:22
Utility under 35 USC 111 (a)

Payment information:
Submitted with Payment

yes

Payment Type

CARD

Payment was successfully received in RAM

$785

RAM confirmation Number

E20197SB33074689

Deposit Account
Authorized User
The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpayment as follows:
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File Listing:
Document
Number

Document Description

File Name

File Size(Bytes}/
Message Digest

Multi
Part /.zip

Pages
(if appl.)

no

8

no

3

no

1

no

4

no

2

no

2

1256333

1

Application Data Sheet

aia00l 4.pdf
46ff2b561 cl 89b822b69dcd725c93663654
809d7

Warnings:
Information:
116764

2

Assignee showing of ownership per 37
CFR 3.73

aia0096.pdf
818b956446dec7c999be 1170831 f218a92f
b5bb3

Warnings:
Information:
831178

3

Miscellaneous Incoming Letter

NF _Assignment-s.pdf
c78d8cdbac4efc1 2f5b1 24d82eb0d2fOb4eE
5498

Warnings:
Information:
131535

4

Drawings-only black and white line
drawings

NF _Patent_drawings-p.pdf
afa8ff3f85 3 caS d 81 b0a425 f4083c25 0f4c0QL
16

Warnings:
Information:
855028

5

Oath or Declaration filed

NF_Substitute-s.pdf
b57e9a4 7bb6e739ff7a8ca2fd541 50086f1 e
bcba

Warnings:
Information:
1561578

6

Power of Attorney

POA-s.pdf
6b01 83 c3 845 c68a6be8d 987846b2e8233 ca
7fa82

Warnings:
Information:
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441298

7

Non Patent Literature

94CurrBiolTovee.pdf

no

3

no

7

no

7

no

10

no

33

no

6

no

3

2174b24bf4bf2275b04d2544b5bb260Sd0
761b25

Warnings:
Information:
199192

8

Non Patent Literature

Dynamic_Fractal_Flickering.pd1
feb8e40c31 c3bc433b7be6fe4954871 e289
dcaf3

Warnings:
Information:
222004

9

Other Reference-Patent/App/Search
documents

EPO_Extended_ESR.pdf
31 aS 1191 ce5774fc2Sf1 ed22f907521f983b
6cd8

Warnings:
Information:
712080

10

Non Patent Literature

Med Hypo_Thaler.pdf
d3002a3ac6ee 19201 e3a 108e6f68898c586
603f4

Warnings:
Information:
1161075

11

Non Patent Literature

Synaptic-Perturbation.pdf
7b7680f958374b0c632b405827866a782a5
331d

Warnings:
Information:
302156

12

Other Reference-Patent/App/Search
documents

UKIPO_Search_and_Exam_Rep
ort.pdf

34d2Sb9a 169262d0Sc5131712e092f1 0aa2
f949f

Warnings:
Information:
121213

13

Non Patent Literature

BLINKING_FLASHING_AND_TE
MPORAL_RESPONSE-p.pdf

Warnings:
Information:
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51fc36be 143bcc0232ef754cb90Se1 9e6b5t
bb36
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413225
14

Non Patent Literature

Pattern-Turnover-p.pdf

no

6

no

83

no

15

no

6

no

2

no

2

no

2

a96b214ce25c1623411b4d7552217b5920
01042

Warnings:
Information:
3395227
15

Foreign Reference

WO9517854A l .pdf
96ccac 1ac 103f25 b8f6b 7aaa8b56 74 3 5 2c 4c
1d01

Warnings:
Information:
845499
16

Foreign Reference

WO2010044708A l .pdf
bb 147ab3 bed b3 d 2 9e 182c82e bd908dc386

aba725

Warnings:
Information:
380865
17

Non Patent Literature

Why_F ractals_Are_So_Sooth in
g-p.pdf

7b3a8d657f52bf99fb2f00902f1 9cf3614c1 8
079

Warnings:
Information:
236025
18

Information Disclosure Statement (IDS)
Form (SB08)

NF_sb0008b-2.pdf
88c9027d229991379b0b992aef3547a 1 047
d7647

Warnings:
Information:
This is not an USPTO supplied IDS fillable form
261568
19

Information Disclosure Statement (IDS)
Form (SB08)

NF_sb0008a.pdf
3493e 1c4017cf83cd4dac46732524062885
369ca

Warnings:
Information:
This is not an USPTO supplied IDS fillable form
228581
20

Information Disclosure Statement (IDS)
Form (SB08)

NF _sb0008b.pdf
337cfddd 10Sec0ba6c2971ebOcd100e048b
42021

Warnings:
Information:
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This is not an USPTO supplied IDS fillable form
77126

21

Other Reference-Patent/App/Search
documents

UKIPO_Examination_report_23
_July_2019.pdf

no

2

no

21

no

2

no

2

618b5413d89e550ed890faeb34831140b6
74ac7

Warnings:
Information:
167148

22

Specification

NF_Specification-p.pdf
22fe4a6880ff0830617a614f04e8122da9ff3

116

Warnings:
Information:
280553

23

Transmittal of New Application

aia00l 5.pdf
8592e5cef0a1 b7c70558021 d1da9e40eff11
8018

Warnings:
Information:
35391

24

Fee Worksheet (SB06)

fee-info.pdf
d00b5ee20518f1 be39a406c0fa927768937

e3af4

Warnings:
Information:
Total Files Size (in bytes)

14232642

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.
New Agglications Under 35 U.S.C. 111
If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.
National Stage of an International Agglication under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT /DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.
New International Agglication Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 181 O), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/1 OS) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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PTO/AIN14 (02-18)
Approved for use through 11/30/2020. 0MB 0651-0032
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond

Application Data Sheet 37 CFR 1.76

to a collection of information unless it contains a valid 0MB control number.

Attorney Docket Number

50567-3-01-US

Application Number

Title of Invention I DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION
The application data sheet is part of the provisional or nonprovisional application for which it is being submitted. The following form contains the
bibliographic data arranged in a format specified by the United States Patent and Trademark Office as outlined in 37 CFR 1.76.
This document may be completed electronically and submitted to the Office in electronic format using the Electronic Filing System (EFS) or the
document may be printed and included in a paper filed application.

Secrecy Order 37 CFR 5.2:

D

Portions or all of the application associated with this Application Data Sheet may fall under a Secrecy Order pursuant to
37 CFR 5.2 (Paper filers only. Applications that fall under Secrecy Order may not be filed electronically.)

Inventor Information:

I

Inventor 11
Legal Name
Prefix Given Name

I

El

lDABUS]

Residence Information (Select One)
City

•

Middle Name

Family Name

Suffix

I

llnvention generated by artificial intel~

I

Non US Residency

US Residency

I State/Province

I

I

Remove

Active US Military Service

I Country of ResidencJ

11

El

11

Mailing Address of Inventor:
Address 1

P67 Waterfall Dr.

Address 2
City

I Jst. Charles

Postal Code

I State/Province
I ~3303

I

Countryi

I f'vlO

I 1us

All Inventors Must Be Listed - Additional Inventor Information blocks may be
generated within this form by selecting the Add button.

I

Add

I

Correspondence Information:
Enter either Customer Number or complete the Correspondence Information section below.
For further information see 37 CFR 1.33(a).

D

An Address is being provided for the correspondence Information of this application.

Customer Number

g9502

Email Address

~dm@FlashPoinllP.com

Email Address

'1(m@FlashPoinllP.com

Email Address

~rryanabbotl@gmail.com

I
I

Add Email
Add Email

I
I

IRemove Email I
IRemove Email I
IRemove Email I

Application Information:
Title of the Invention

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

I Small Entity Status Claimed

Attorney Docket Number ~0567-3-01-US

~

Application Type

Non provisional

T

Subject Matter

Utility

T

Total Number of Drawing Sheets (if any)

I Suggested Figure for Publication (if any) I ~

If
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Application Data Sheet 37 CFR 1.76
Title of Invention

Attorney Docket Number

50567-3-01-US

Application Number

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

Filing By Reference:
Only complete this section when filing an application by reference under 35 U.S.C. 111 (c) and 37 CFR 1.57(a). Do not complete this section if
application papers including a specification and any drawings are being filed. Any domestic benefit or foreign priority information must be
provided in the appropriate section(s) below (i.e., "Domestic Benefit/National Stage Information" and "Foreign Priority Information").

For the purposes of a filing date under 37 CFR 1.53(b), the description and any drawings of the present application are replaced by this
reference to the previously filed application, subject to conditions and requirements of 37 CFR 1.57(a).
Application number of the previously

Filing date (YYYY-MM-DD)

Intellectual Property Authority or Country

filed application

I

Publication Information:

□

Request Early Publication (Fee required at time of Request 37 CFR 1.219)

Request Not to Publish.

□

I hereby request that the attached application not be published under

35 U.S.C. 122(b) and certify that the invention disclosed in the attached application has not and will not be the
subject of an application filed in another country, or under a multilateral international agreement, that requires
publication at eighteen months after filing.

Representative Information:
Representative information should be provided for all practitioners having a power of attorney in the application. Providing
this information in the Application Data Sheet does not constitute a power of attorney in the application (see 37 CFR 1.32).
Either enter Customer Number or complete the Representative Name section below. If both sections are completed the customer
Number will be used for the Representative Information during processing.

Please Select One:

I

•

US Patent Practitioner

10

Limited Recognition (37 CFR 11.9)

Middle Name

Family Name

Suffix

~euven

~

l',louallem

I

Given Name

Middle Name

Family Name

Suffix

~yan

~-

J\bbott

I

B

Registration Number
Prefix

pr.

Customer Number

Given Name

Prefix

pr.

I

I ~3345

B

Registration Number

I Remove I

IT

I Remove I

IT

I ~8178

Additional Representative Information blocks may be generated within this form by
selecting the Add button.

I

Add

I

Domestic Benefit/National Stage Information:
This section allows for the applicant to either claim benefit under 35 U.S.C. 119(e), 120, 121, 365(c), or 386(c) or indicate
National Stage entry from a PCT application. Providing benefit claim information in the Application Data Sheet constitutes
the specific reference required by 35 U.S.C. 119(e) or 120, and 37 CFR 1.78.
When referring to the current application, please leave the "Application Number" field blank.
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Application Data Sheet 37 CFR 1.76
Title of Invention

Attorney Docket Number

50567-3-01-US

Application Number

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

Prior Application Status
Application Number

I

I Remove I

I·

!='ending
Continuity Type

I

Filing or 371 (c) Date
(YYYY-MM-DD)

Prior Application Number

I·

Additional Domestic Benefit/National Stage Data may be generated within this form
by selecting the Add button.

I

I

Add

I

Foreign Priority Information:
This section allows for the applicant to claim priority to a foreign application. Providing this information in the application data sheet
constitutes the claim for priority as required by 35 U.S.C. 119(b) and 37 CFR 1.55. When priority is claimed to a foreign application
that is eligible for retrieval under the priority document exchange program (PDXi the information will be used by the Office to
automatically attempt retrieval pursuant to 37 CFR 1.55(i)(1) and (2). Under the POX program, applicant bears the ultimate
responsibility for ensuring that a copy of the foreign application is received by the Office from the participating foreign intellectual
property office, or a certified copy of the foreign priority application is filed, within the lime period specified in 37 CFR 1.55(g)(1 ).

I Remove I
Countryi

Application Number
~8275174.3

t=P

~818161 0

t,s

Access Codei (if applicable)

J/018-11-07

I Remove I
Countryi

Application Number

Filing Date (YYYY-MM-DD)

Filing Date (YYYY-MM-DD)

Access Codei (if applicable)

J/018-11-07

Additional Foreign Priority Data may be generated within this form by selecting the
Add button.

I

Add

I

Statement under 37 CFR 1.55 or 1.78 for AIA (First Inventor to File) Transition
Applications
This application (1) claims priority to or the benefit of an application filed before March 16, 2013 and (2) also
contains, or contained at any time, a claim to a claimed invention that has an effective filing date on or after March
□ 16,2013.
NOTE: By providing this statement under 37 CFR 1.55 or 1.78, this application, with a filing date on or after March
16, 2013, will be examined under the first inventor to file provisions of the AIA.
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Application Data Sheet 37 CFR 1.76
Title of Invention

Attorney Docket Number

50567-3-01-US

Application Number

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

Authorization or Opt-Out of Authorization to Permit Access:
When this Application Data Sheet is properly signed and filed with the application, applicant has provided written
authority to permit a participating foreign intellectual property (IP) office access to the instant application-as-filed (see
paragraph A in subsection 1 below) and the European Patent Office (EPO) access to any search results from the instant
application (see paragraph Bin subsection 1 below).
Should applicant choose not to provide an authorization identified in subsection 1 below, applicant must opt-out of the
authorization by checking the corresponding box A or B or both in subsection 2 below.
NOTE: This section of the Application Data Sheet is ONLY reviewed and processed with the INITIAL filing of an
application. After the initial filing of an application, an Application Data Sheet cannot be used to provide or rescind
authorization for access by a foreign IP office(s). Instead, Form PTO/SB/39 or PTO/SB/69 must be used as appropriate.
1. Authorization to Permit Access by a Foreign Intellectual Property Office(s)
A. Priority Document Exchange (PDXl - Unless box A in subsection 2 (opt-out of authorization) is checked, the
undersigned hereby grants the USPTO authority to provide the European Patent Office (EPO), the Japan Patent Office
(JPO), the Korean Intellectual Property Office (KIPO), the State Intellectual Property Office of the People's Republic of
China (SIPO), the World Intellectual Property Organization (WIPO), and any other foreign intellectual property office
participating with the USPTO in a bilateral or multilateral priority document exchange agreement in which a foreign
application claiming priority to the instant patent application is filed, access to: (1) the instant patent application-as-filed
and its related bibliographic data, (2) any foreign or domestic application to which priority or benefit is claimed by the
instant application and its related bibliographic data, and (3) the date of filing of this Authorization. See 37 CFR 1.14(h)
(1 ).
B. Search Results from U.S. Application to EPO - Unless box Bin subsection 2 (opt-out of authorization) is checked,
the undersigned hereby grants the USPTO authority to provide the EPO access to the bibliographic data and search
results from the instant patent application when a European patent application claiming priority to the instant patent
application is filed. See 37 CFR 1.14(h)(2).
The applicant is reminded that the EPO's Rule 141(1) EPC (European Patent Convention) requires applicants to submit a
copy of search results from the instant application without delay in a European patent application that claims priority to
the instant application.
2. Opt-Out of Authorizations to Permit Access by a Foreign Intellectual Property Office(s)

D

A. Applicant DOES NOT authorize the USPTO to permit a participating foreign IP office access to the instant
application-as-filed. If this box is checked, the USPTO will not be providing a participating foreign IP office with
any documents and information identified in subsection 1A above.

D

B. Applicant DOES NOT authorize the USPTO to transmit to the EPO any search results from the instant patent
application. If this box is checked, the USPTO will not be providing the EPO with search results from the instant
application.

NOTE: Once the application has published or is otherwise publicly available, the USPTO may provide access to the
application in accordance with 37 CFR 1.14.
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Application Data Sheet 37 CFR 1.76
Title of Invention

Attorney Docket Number

50567-3-01-US

Application Number

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

Applicant Information:
Providing assignment information in this section does not substitute for compliance with any requirement of part 3 of Tille 37 of CFR
to have an assignment recorded by the Office.

Applicant

I Remove I

11

If the applicant is the inventor (or the remaining joint inventor or inventors under 37 CFR 1.45), this section should not be completed.
The information to be provided in this section is the name and address of the legal representative who is the applicant under 37 CFR
1.43; or the name and address of the assignee, person to whom the inventor is under an obligation to assign the invention, or person
who otherwise shows sufficient proprietary interest in the matter who is the applicant under 37 CFR 1.46. If the applicant is an
applicant under 37 CFR 1.46 (assignee, person to whom the inventor is obligated to assign, or person who otherwise shows sufficient
proprietary interest) together with one or more joint inventors, then the joint inventor or inventors who are also the applicant should be
identified in this section.

I

•

Assignee

I

Legal Representative under 35 U.S.C. 117

Person to whom the inventor is obligated to assign.

I

I

Clear

Joint Inventor

Person who shows sufficient proprietary interest

I

If applicant is the legal representative, indicate the authority to file the patent application, the inventor is:

H
Name of the Deceased or Legally Incapacitated Inventor: I

□

If the Applicant is an Organization check here.
Prefix

IT

I

Given Name

Middle Name

Family Name

Suffix

~tephen

IL

thaler

I

B

Mailing Address Information For Applicant:
Address 1

P67 Waterfall Dr.

Address 2

City

State/Province

MO

I f.Js

Postal Code

63303

Phone Number

Fax Number

Country

~I. Charles

Email Address
Additional Applicant Data may be generated within this form by selecting the Add button.

I

Add

I

Assignee Information including Non-Applicant Assignee Information:
Providing assignment information in this section does not substitute for compliance with any requirement of part 3 of Title
37 of CFR to have an assignment recorded by the Office.
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Application Data Sheet 37 CFR 1.76
Title of Invention

Assignee

50567-3-01-US

Attorney Docket Number
Application Number

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

11

Complete this section if assignee information, including non-applicant assignee information, is desired to be included on the patent
application publication. An assignee-applicant identified in the "Applicant Information" section will appear on the patent application
publication as an applicant. For an assignee-applicant, complete this section only if identification as an assignee is also desired on the
patent application publication.

I

Remove

Given Name

Prefix

BI

I

I

□

If the Assignee or Non-Applicant Assignee is an Organization check here.
Middle Name

Family Name

Suffix

I

I

I

B

Mailing Address Information For Assignee including Non-Applicant Assignee:
Address 1
Address 2

City

State/Province

11

Countryi

Postal Code

II

Phone Number

Fax Number

Email Address
Additional Assignee or Non-Applicant Assignee Data may be generated within this form by
selecting the Add button.

Add

I

Signature·

I

Remove

NOTE: This Application Data Sheet must be signed in accordance with 37 CFR 1.33(b ). However, if this Application
Data Sheet is submitted with the INITIAL filing of the application and either box A or B is not checked in
subsection 2 of the "Authorization or Opt-Out of Authorization to Permit Access" section, then this form must
also be signed in accordance with 37 CFR 1.14(c).
This Application Data Sheet must be signed by a patent practitioner if one or more of the applicants is a juristic
entity (e.g., corporation or association). If the applicant is two or more joint inventors, this form must be signed by a
patent practitioner, all joint inventors who are the applicant, or one or more joint inventor-applicants who have been given
power of attorney (e.g., see US PTO Form PTO/AIA/81) on behalf of all joint inventor-applicants.
See 37 CFR 1.4(d) for the manner of making signatures and certifications.

Signature
First Name

VReuven K. Mouallem/
f-euven

I

Last Name

I r,iouallem

Date (YYYY-MM-DD)

2019-07-24

Registration Number

63345

Additional Signature may be generated within this form by selecting the Add button.
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Application Data Sheet 37 CFR 1.76
Title of Invention

Attorney Docket Number

50567-3-01-US

Application Number

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

This collection of information is required by 37 CFR 1. 76. The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This
collection is estimated to take 23 minutes to complete, including gathering, preparing, and submitting the completed application data
sheet form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of lime you require to
complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR
COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the attached form related to a patent

application or patent. Accordingly, pursuant to the requirements of the Act, please be advised that: (1) the general authority for the collection of this information
is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not furnish the requested information, the U.S.
Patent and Trademark Office may not be able to process and/or examine your submission, which may result in termination of proceedings or abandonment of
the application or expiration of the patent.
The information provided by you in this form will be subject to the following routine uses:
The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act (5 U.S.C. 552) and the Privacy
Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the Department of Justice to determine whether the Freedom of
Information Act requires disclosure of these records.
2.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a court, magistrate, or administrative
tribunal, including disclosures to opposing counsel in the course of settlement negotiations.

3

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request involving an individual, to whom
the record pertains, when the individual has requested assistance from the Member with respect to the subject matter of the record.

4.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for the information in order to perform
a contract. Recipients of information shall be required to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C.
552a(m).

5.

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records may be disclosed, as a routine use,
to the International Bureau of the World Intellectual Property Organization, pursuant to the PatentCooperationTreaty.

6.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of National Security review (35 U.S.C. 181)
and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

7.

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or his/her designee, during an
inspection of records conducted by GSA as part of that agency's responsibility to recommend improvements in records management practices and
programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of
records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make determinations about
individuals.

8.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the application pursuant to 35 U.S.C.
122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use,
to the public if the record was filed in an application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspections or an issued patent.

9.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law enforcement agency, if the USPTO becomes
aware of a violation or potential violation of law or regulation.
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STATEMENT UNDER 37 CFR 3.73(c)
Applicant!Patent Owner: _S_t_e_ph_e_n_L_._T_h_a_le_r_ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ __
Application No./Patent No.: _ _ _ _ _ _ _ _ _ _ _ _ _ _ Filed/Issue Date:
Titled:

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

Stephen L. Thaler
(Name of Assignee)

, a individual

--------------------------(Type of Assignee, e.g., corporation, partnership, university, government agency, etc.)

states that, for the patent application/patent identified above, it is (choose one of options 1, 2, 3 or 4 below):
1.

0

The assignee of the entire right, title, and interest.

2.

D

An assignee of less than the entire right, title, and interest (check applicable box):

LJ

The extent (by percentage) of its ownership interest is _ _ _ _ _ _%. Additional Statement(s) by the owners
holding the balance of the interest must be submitted to account for 100% of the ownership interest.

D

There are unspecified percentages of ownership. The other parties, including inventors, who together own the entire
right, title and interest are:

Additional Statement(s) by the owner(s) holding the balance of the interest must be submitted to account for the entire
right, title, and interest.

D

The assignee of an undivided interest in the entirety (a complete assignment from one of the joint inventors was made).
3.
The other parties, including inventors, who together own the entire right, title, and interest are:

Additional Statement(s) by the owner(s) holding the balance of the interest must be submitted to account for the entire
right, title, and interest.

D

4.
The recipient, via a court proceeding or the like (e.g., bankruptcy, probate), of an undivided interest in the entirety (a
complete transfer of ownership interest was made). The certified document(s) showing the transfer is attached.
The interest identified in option 1, 2 or 3 above (not option 4) is evidenced by either (choose one of options A or B below):
A.

0

B.

D

An assignment from the inventor(s) of the patent application/patent identified above. The assignment was recorded in
the United States Patent and Trademark Office at Reel _ _ _ _ _ _ , Frame _ _ _ _ _ , or for which a copy
thereof is attached.
A chain of title from the inventor(s), of the patent application/patent identified above, to the current assignee as follows:
1. From: _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ To:
The document was recorded in the United States Patent and Trademark Office at
Reel _ _ _ _ _ _ , Frame _ _ _ _ _ _ , or for which a copy thereof is attached.
2. From: _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ To:
The document was recorded in the United States Patent and Trademark Office at
Reel _ _ _ _ _ _ , Frame _ _ _ _ _ _ , or for which a copy thereof is attached.
[Page 1 of 2]

This collection of information is required by 37 CFR 3.73(b). The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to
process) an application. Confidentiality is governed by 35 U .S.C. 122 and 37 CFR 1 .11 and 1.14. This collection is estimated to take 12 minutes to complete, including
gathering, preparing, and submitting the completed application form to the US PTO. Time will vary depending upon the individual case. Any comments on the amount
of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark
Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND

TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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STATEMENT UNDER 37 CFR 3.73(c)
3. From: _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ To:
The document was recorded in the United States Patent and Trademark Office at
Reel _ _ _ _ _ , Frame ______ , or for which a copy thereof is attached.
4. From: _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ To:
The document was recorded in the United States Patent and Trademark Office at
Reel _ _ _ _ _ , Frame ______ , or for which a copy thereof is attached.
5. From: - - - - - - - - - - - - - - - - - - - To: - - - - - - - - - - - - - - - - - - The document was recorded in the United States Patent and Trademark Office at
Reel _ _ _ _ _ , Frame ______ , or for which a copy thereof is attached.
6. From: _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ To: _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ __
The document was recorded in the United States Patent and Trademark Office at
Reel _ _ _ _ _ , Frame ______ , or for which a copy thereof is attached.

D
D

Additional documents in the chain of title are listed on a supplemental sheet(s).

As required by 37 CFR 3. 73(c)(1 )(i), the documentary evidence of the chain of title from the original owner to the
assignee was, or concurrently is being, submitted for recordation pursuant to 37 CFR 3.11.
[NOTE: A separate copy (i.e., a true copy of the original assignment document(s)) must be submitted to Assignment
Division in accordance with 37 CFR Part 3, to record the assignment in the records of the USPTO. See MPEP 302.08]

The undersigned (whose title is supplied below) is authorized to act on behalf of the assignee.

/Reuven K. Mouallem/

29 July 2019

Signature

Date

Reuven K. Mouallem, Patent agent

63345

Printed or Typed Name

Title or Registration Number

[Page 2 of 2]
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Privacy Act Statement
The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the
requirements of the Act, please be advised that: (1) the general authority for the collection of this information is 35
U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which the
information is used by the U.S. Patent and Trademark Office is to process and/or examine your submission related
to a patent application or patent. If you do not furnish the requested information, the U.S. Patent and Trademark
Office may not be able to process and/or examine your submission, which may result in termination of proceedings
or abandonment of the application or expiration of the patent.
The information provided by you in this form will be subject to the following routine uses:
1.

2.

3.

4.

5.

6.

7.

8.

9.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is
required by the Freedom of Information Act.
A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.
A record in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request involving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.
A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be required
to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).
A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.
A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act
(42 U.S.C. 218(c)).
A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.
A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.
A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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ASSlGNi>,fENT
DAHUS, the Creativity rnnd1ine that ha:; pro<.hictxi tlw helow--detalkd invention, a-, the sole
inventor (rep:\~enk:d 1n thi-, A,;-,igw:nent by hs owner< Stephen L Th<=l.kr, herdrrnfter calkd the
''Assignm-"), hereby assigns and tran-,fet'l to:

Stepb(in L. Thsi!er
1761 \VitforfoU Hr,t St. Ot~dl>st ·Mo 63303
{!1-ereinHfter called. the ,.:J\s.~lg.tH."e"')4: its successors~ ~:ts~~gnee&:- norn.inees=- \)r other Jega} repres~nJadve-s=- the
Asslgnor's entire right, title, and lnieresi, induding, but nd Hrnikd to. copyright:;, tr::Hfo secrets,
trndemarb and cissodat,,xi g<.,od ,vm and pr,ient right-, ln th<i invention and the regbiradons to the

rnve11tio:n entitk0:

••DEV1CES AND fv1ETHODS FOR ATTRACTlNCi ENHANCED A'ITENTlON"
described and dainwd in the f<.iHow·Ing patent ~ipp-lkHtkin: US No:n-Pnwlskmal Patent Applkation
identified ,1s F!ash.P1.1lnt lP- atlN'.ney docket No, 50567-3~0 l •US PH, to be filed with the VSPTO, induding
any ,md aH inventkms and impr<.)vernents ("Sn~i<~t Matte{') dhck,secl therein, all right ofprkdty in the
ahi)V(~ ap:pikation(s_} and in any undedying provhiona! or fordgn application, includfog but not limik~
to the rights of priority to applkatkin~ df<.'.ady tikd in the EN) and lJK, an p.rovisi<mal, utility, divisional,
1x:.ndm.mtkm ln whok t)t ln ixu·i~ i>ubstituk, r~rh:"\va!, td.%ll{:, ,:i:nd ,1H other ,1ppHctition:;, PCT and mri:ional
pha-,~~ entrks. rdat::..">i thereto -whkh lmve been o.r nrny he nled in ,my jurhdidion, and all p.:i:k::nt.~,
including rei:-:.sll{'.S, {'.Xtensions and reex,m:iinations, which may be grm1t~d on any of the atKwe
apphcailons, the priority rights u1i<.kr fnternath:.inal Conventions, and th{: L(~tteN .P::i:te:nt whkh may be
granted thereon, togdher with all rights to !\.>cover da.rnages for i.nfringernem, lncluding infringernent of
pr<.ivisional rights.

A,ssign<.w agt{'.$8 that Ass1gn{:f may app:ty fo:r and r~cdve patents for Subject Matter in Ass:ig:nee's zYwn
name. Assignor represent-, ihiit Assign(ir ha:, the tights, titlt~.s, ~frid h,ter(;~'lts to ci:m'v-ey il'> s,~t forth herein,
and covenanh \.Vith Assignee that ,\ssignnr 1-rns n,1t ma.de und \Vil! not inake uny other assignment, grant,
nwrtgage, lkens(\ or <.ith{:i> Hgt,~m<~iit afi'l:icting the dghts, titles, and interests herdn conveyed,
1n view of the fad that the ~<.)Je inventix is a C:re-ativhy \-fachine, with no legal personality or capability
to exec:ute said a:~sigmnent, and b vie\V of the fa.ct that the assigH{'.C is !ht owner of s~iid Cre,~frvity
l\--fa~~hine, this A&;i$nment. i'l corbidert~i enforceHhle \>,'ttlwut an expHdt execution by the inv~ntor, R,ifht~r,
the ow11er uf DAHUS, the Creafrvhy Mad1tn{\ 1,; '>1gnhg this A%igiunent on it~ belmff

Similarly, DAHUS, l~jng a machi:ne and kwing no kg,d per:;M:aHty, d,)e:; not have t.he ca.pahHity to
recdve any c,msidern6m1, and therefore, Stepht~n L. Th,:i:!et, ,,sit~ rn"'·n~~drepre:;e-nta.t.1ve, ,1cknGwkdges
tlk rei::d-pt and si.iffkiency d\·;Md ,1nd vahmbk consideration for thh a.ssig:nrnem,

Fb~§h:F~>~-~{t ts::- ~ Jf}:~::.r\: ~--~::..;:,~,r~--~\- r.;~~~:~.~

('{.t!f~"i{? ~

~l{~~~,.(~:-$3 ~{. \·~~~-~~-*~:H·tn(: i.J.: .. ;)~t ,, ~ P \t~~~~~g:z-z~~tt~t t:~~~~~~~~t~~r~:t.-=s~r.:xS..-:~~J,--. Ad~-i~f~~-- ❖
... R-.·l!--..~.\-~· .. :•--... / :•.::.:'~v....~i f'),::·~~--H·<· ..--;~~~ .:, ·;-....,;y {'" .f?. . :,_~·L.t .·• ~-"i,' f..:"\ {',·. ·(•. <~: >~-~:-·,~\.{ " ,:--.,,v,~:-~, :. :, .".:. , .-~;::~--\--..~~;, §\.:~~·::; f\,::.i.-.~ ....
-~ ~~--~~h~~f{•~ t·r~\•-;,= . f]~~~h. P~::h~t~: P-~-:~~~s3 . . Lh~k~-~t~ ~ ~~-~ ~~\~=~~• .. }j~~k~~} r~3 .t~~~~~/~3~/fh~rhf\~~~~~-§ P' ❖
❖ ~)r-..
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Exemplary Embodiment

2

Figure 1
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Exemplary Embodiment

20 Generate pulse train having frequency
of 4 Hz and fractal dimension of½

22 Fill buffer with lacunar pulse train

24 Transmit lacunar pulse train from buffer
to controllable light source

26 [optionally] Randomly
remove pulses from lacunar
pulse train in buffer
!
.. _ .. _ .. _ .. _ .. _ .. _ .. _. I

Figure 2
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Exemplary Embodiment
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Figure 3
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Exemplary Embodiment

dlr.,e.:-.:s~on
~lg,x:t~~;:

(a)

(b)

(c)

Figure 4
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IN THE UNITED STATES PATENT ANH 'I'RAl)EM:ARK OFFICE (USPTO)
Inn..'. .Applicant:
Stephen L Thaler

Group Art Unit:
For:

Attnmey Dnckd: 50567-3¥0!-l.JS
Cnnfrrm.ation No,:

DEVfCES AND METHODS
FOR .ATTRACT1NG
ENHANCED ATIENTION

Comm iss1oner fbr Patents
AO.Box 1450
Alexandria, VA 22313-1450

SlJBSTIT1JT.E STATEMENT UNDER 37 CFR :! .64 JN I.JEU OF
DECLARAJ10N UNDER 35 USC §115{d)
This Statement under 3 7 CFR l .64 fa dir~cted to the alx.)vemi.mt.ion{~d applk,1tkm in lieu

of a dedaratinn under 35 VSC § 115(d),

►

1 believr the above-narncd inventn.r <}rjQint inventor to he tbe original. inventor

above-identHfod a:pplkatkm 'Nas madi.~ Z)r m.ithodzed w be rna<le by rne, I hereby

ackno\\'kdgt: that any wmfti! false statement nwd.e in this statement is
punish.a.bk- under l 8 U,S.C l 001 by fine or impdsonn:Hmt of not mom thari five
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►

Circumstances pennitting execution of this substitute statement: lnventor is

the abovementioned £lppHcation, as \veH as the ovv.ner of said Creativity

Signed this 2Jrd day oLfoly 20"! 9

2
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~-:01.A.:.,•~/&~ (◊7~11}
°!'t}:"{.(:-:gh 03[3i/1::n1. OM:3- Ut:$1 ·00·~s
~,~. :=-;~t:--:nt ◊n-:$ l':◊<.i'!rn;..:d-: S)ffiq\: ~ .$.. Ot~:'=-:-"..~YM£N'f 0~ (01'.~M~P.:.r:
,~ -:0H.::-t.t~-:.~': 0t info:;-nl::$f~:):-: \/;-;)::~'5sJt di~pk.;ys ;~ ;;-;::f;:.j :)Mt3 t.\.r>;t-::)i :-:um:..:f::"

Ap~x:):.•:--:d fut

~_:::rl:--:rthf: ~>;:,:p~{':.~•:~r~ :::.~d:-:i:\i<;t~ ~rt »f 3.~,.~$S:. :x; ~~~fS-.:.,:: k: r~:qu~:-•:::~ t:) r::::~p..."'<1<.H❖

~J$<:

( PO\iVER OF ATTORNEY TO PROSECUTE APPUCAT!ONS BEFORE THE USPTO
! h0rebv revoke aH previous powers ot atton,ey given iri the appHc;:1tion identlfled b the attiched
stat€ment ,mder 37 CFR 3.73{c},

~---_J

OR

lX i

~·rs:ctiti<)ntt('$} n::;.~n~xi b~k1vl {~t mor{:} \han tt::: r>~-=·~1::r~t pt::-~:-.tlt$l)f~<:"~·s ;3re '!.:i1 hf~ ?":~~r:-~::rL th-en,~ <.'.~;;tl'::•m~r n:;rnt,?.:f n1~st be t:'$~d}~

~

R:1g_l$trrrticn
Nun·,!:J~i

f{e~i:.:trstion

r-.;,;,,iher

Dr. Reuven K. Mousllem, LL.M,

63345

Dr. Ryan 8, .Abbott

68178

As ~1ttor:>:::y'(:<)

t'::'{..

Offh~.t": HJ:SFTOl ::1 i':◊l{l":i.~~t:t:<n w~th
.
»:g?.::;t{s} to r~::Jr-es~~t" th~ :;.mci~~~tn~ci f;~ifur-e tbi::: Ur:~t:::.d $t;st~~ P'~tf::nt. 3-:~d Tf·. ~tit:r:->h:--'~;

~ny- <lf!t'$ ~U ;:>:;1t&r-:t ;.;~1pH(:.:1t~.,l~1~ :::s~lg:'!~d Q.f..~ to t.h~ :..md~r$.~~~1~d ❖:,·1'.n-:-~.:::-:~~ t.;,.-: th!°: U$PTC «s::iS,rH:>r::-H: rt"::.~◊:\~s o:- <)S::'{gi{l"1":t-:::-t <:octanents
--~~~~;:}(;h<;Xi t,:-.: t.hh ft~n'! ir: ~,-:(·:-.H·d«nr.,:: wi:'~h :l7 CH{ J. 7~{;.-:},

Please change the correspondence addrnss for the application ldem:ified in the attached stat1;.~rnent
1.mder 37 crn 3.731c} to:
............. .

iX i
~

rlw ;sddr;,s, ::l",;::;;.i,~t;,:::i ,,-.,mi Cu,t,;1»;,,r N:;:nb<\r:

89602

OR

□

.•\s~igr.et: n,30:,'? .3Ni ,lddrnss:

.
Stm>~Hm ;..,. n,.~!er
1767 \V:;,,0rfo!l Dr . Si. Chat!l:l1,, MO 633{}3

A. t:opy of thls form, tt)gether with a ?>tatement ~mder 31 cm :.le. 73!'c) {Form PTO/A!A/96 o.- !¾'!tiiv.a!~mt} is ~quked w b~
'l'wa !n irat:h .sp¢ii:.stion in wmcil t-~i-s forrn ~s uwcl, Too statement 1.mder 31 cm i,n{c} i~:iv tw cmt1p!etecl by oM of the
.. P.0ctitionera apµointe<l mthis forrn,, atld must kt~tlt!fy' th~ app!i,atkm in which th!s Po~r of Attomey ~ to be flied,
S!t>NAT!JR!: of As.signee of Record
The iridivk~uai who%· sig.:1«,..;tejlnr.i tf!k i, s,ipp::~ci bdnw is ;iutr.ori:::e<l to <1ct on bd;;~ff of ths: ~ss/griee.

Slgn;,it.ure

-»-,l,1.:~~;l-.. ''lil'~ P

Name Ste;h~

L, Thaler ----

Date 24

JL,!y 2019

Tfkphone

(~.(:f::;47..f.:.-S4-b,.&s""~"'"------i

Tlt!e _Applk~nliAs.,qignee
:n:-:, <..'.:•::-l1~dh_"}r! •-:'•f i-:-:kxm;:~-:::)")~ i::r f{o"!<lt::h....~:1 hy :tr ("fl~ !..3::.~ :..:~1/ ;~n:.i :..:B. "fh~ S:"!'!°(:,r:":"!❖\l:-vf~ i•;; r:-"!-t~t:"\r-..~fJ h~ v{:t:s:n \.>'; ,:_:t~5!": ;_.; ::-~~i~-::fs~ t')~ th-::: PU~~p;:_, wh-kh i:. re \.t;':•dst«
t:~n:.i by th~:: ~J?~f(!D \V ~:-~::-.s5.❖~ th~~ f:J~; vf ~ p;..;t<!-f,t t~r mt~.>.<1:ffX>~:lti:):~ ~•((<'.::::<2-iii:~g.- (:>:~Hd.::-nti~=t~:~1 {:-, i~:;"~:-n-::>~ hy ~;~; :..,i .$. C. 311 -.~..:rl ::: 7 c:=R ! .11 ~)~-ti 1.14, 'f h-:::;
{.X•~~•:.H...--x~ ;s ~stk•..·<)tS-d t\.( t:}k,::· 1~ rr,:})U':'.~=!'5 ':'.:) {:'}ff:ph:t:--:, . .t~~-=-!w:.Sn:3 s-~ti':~;-~~:g, p-~~p;~:•i-:~~~: t.:n:.i. ::.u-t.:m:tti-:-:~ tt>}: ;;.X>ff:{~~t<::1 ❖--pf.{lk:~t:im fcfm t~• th~} t}S.?ro, YitN'":- ....-..08 ;,,-srr
J..-::~~~K=Sf!.i.i '>f}::-:.n :;i;x-: in.i:~i-....~~i -.::.~~::-:, A::,{ ~(.,:;;~-n~:nt:< :.x: ·~h'.~ :_{m.❖w,~ cf tirN: y-❖u :~iJiN t::.'> <.)'>l))~:a:.: ~h:~.- form ~~d_.~;-:,r :::;vg_:3❖-:::t~,:1::-::=; fn:- :-~H:-::rsf::. th.:<. t-x;t..-.:f:r:-.~ .;~;.:.>;;i:."S:
t'1:; :::~~:~t tc ·th-:: Ch~❖h:-:fcr~~~,~~':•t} (;tt>(;,::r. ~.:.?>. ?-ati•·~-r:t ~;-;>'} 1·~-::_~'!-n-:~~k Oii:-:;f:~ V.S. t~~~»:·tm~:-:t nf (J>mm~ru·:_. :=-,◊. a::~, 14~(:. -~~~>:~n:-df:~. VA tt3l~··l4SO. t)O NO':
=~fN:) :=::[S DB COMPU:1T:) :=DBM:'! ·:o 'fr~~::: ~t~t;:~[$~, Si::N;:) ,·o~ {:-(.'ff~fms~~?<.-:r J({:" ~«~t):;S, P,O, fk'>x 1../4SO, A~);,.eH'>d.-i$., Vt-.. 2llU.3,.1~50.,
;f ;--,:;~,: :~<:-1:~d ,:~$ 'Si-St'.❖"iXY.f /n t:,:>.;-;;p:t,~~;t'";fJ th~ }>xm.. ,c:-:::'i :: ~B:·?{_.:...;.: ffJ.·.'i.1 :l9 >;tf.tl :iek!C!.: V't<":f..~t~ 2.
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Privacy Act Statement
The ?riv~~y Act of 1974 {P,L 93~579) ~'quires !hat -,mo be g\..,,,en certain infonnation in connedkm with yrn.ir
submission of the attac~"led form related to a patent ~1ppik:ation or patent. A~ordingly, p1.irsuant tl) the
requlmmenis. ai the Act., please be advlsoo that (1) the gen!f.:ml authOfify for the collection of this inform;:,tion is
35 0.S.C. 2{b)(2}: (2} furnishing of the inforrnation si:ilicitect is voluntary; and (3) the p,incipai pwpose for which
tnf.l infom1ath:,n is used by the U,S, Patent arid Tra<letriark Offk,e is to process and/or examine y0ur submission
rn!atea to a patent appHc.aHon or patent if you dti not furnish trte requested information, the U.S. Patent and
Trademark Office mat not be able to process and/or e)(amine your sul:m,ission. whicn m.;:sy !'€Sult in terrninafo:m
of proceedings or abarn.lonment of the appli::'~tion or expiratior: c-f the patent.

,,.,m

2.

4,

6
7.

be trnate-1 confafontiaUv to the extent a!iowed llrKler the Fre-~dom of
The information on U,k, form
Information Act {5 U.S.C. 552) and the Privacy Act {5 U,S~C 552a). Records from this systel'n of records
may be dscio~d to me D~partment of Justice tc determine ,">'hether disi::lozure of these records ls
required oy the Frec><.lom o-1 information Act,
A re<::crd from this syst(tm of re-:x"irds may be disch::1s~'<l, as a routine usi:i, in the course cf presenting
evidence to a court magistrate, or administrative tnbwnat lnciud1ng ctisi:.:losure~ to opposing counsel in
the course of settlement negi:ifo:¼Uon~.
A record in this :.systern <if recsxds may he disdcsad, as a muUnf.i us,~, to a Member of Congress
suomltting ;:, request involvlng an individual. to whom the n~o;)n:! pertains, when the individual has
requested assist<mcf.i from the Member with respect to the subject matter of the record.
A record in this system of records may be disclosed, as a routine use, to a contmcfor of th~ Agency
having nei:.it ·for tne information in order to perform a contract. Recipif.!nts of information shaH be required
to comply with the reqt.1irements oHhs Privaq, Act of 1974. as amended, pursuantto 5 U,S,C. 552a{,n).
A recor<i related to an tnterr.-ationa! Application med under the Patent Co..-,perafon Treaty in this sys.tern
of H.ici:irds may be dis.dosed, as a routine use, i<i the !nten,atlona! Bureau of the ~Vorld lntel!i:.ictual
Property Organization, pursuant tc- the P.;:;ient CO<}f)etation Treafy',
.A record in this system of r~'<;Ords may ti<~ disdosed, as a routine use, to another federal agen~y for
purposes of National Security review (3.5 U.S. C. Hn) and for review pwn,u2mt to the t\tomic Energy Act
(42 u.s.c. 2·rn{c}},
A roc-ord from this system ol rec<it<iS n1ay be dlsdosed. as a routine -.;se, to tne Adml!~ts1rator, General
SeNic,,,s. er his/her dssignee, during ,m inspection of records con<l-.,cted by GSA as part of that. :agency's
responsibility to recomnwnd improvem€nts in records management pra<,-'tices and pn:igrams, ~md€r
authorlt}' of 44 U.S.C. 29C4 and 2SOO. S:Hc-h disclosure shall be made in acci:;rd;:ince with the GSA
regula.lk:,ns gov-eming ;ns..pecoon of re--x,rds for this purpcose, ;:1nd any other rBlevant {i.e., GSA o,
Commerce} directive. Huch disdosure sha!! not be used to rna~;e det,~rrninations about individuals.
A record fr~,m this system of records may be ois,:..iosed, ~s ~ n:H,;-tine use. to the pubHc after ~it.her
publl<:atior: i:ifth€ ,:¼p,.'1.iicatfon pursuant to 35 li.S,C. 122{b) or issuance of a ~tent pursuant to 35 U.S.C.
151. Further, a record may- be discios~d, sub}eci to the !imiiaUm~~ of 37 CFR ·i .14, as a routine use, to
the pub!k: ii th!:.! record was filed in an appiicatkm whicl, bocarnf.i aba,,doned or in which the pmceedlngs
were ti:Jrrnir,ated and v,thich spplic-ation is rsforenc~--d l'y em·,er a pub!ish-ed appn::'..-ation, an app!icatbn
open to public inspection or an issued patent
A recon:l from this system of records may be dis<.:!osed, as a wutine use, to a Federal, State. OJ bcal law
enforcement agency, if the USPTO bo'C◊mes. aw,iri:i of a violation or poiential v;o!atlon of law or
reguaat:on.
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gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the
amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO:

Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.
If you

need assistance in completing the form, ca/11-800-PTO-9199 (1-800-786-9199) and select option 2.
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Privacy Act Statement
The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary;
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark
Office is to process and/or examine your submission related to a patent application or patent. If you do
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.
The information provided by you in this form will be subject to the following routine uses:
1.

2.

3.

4.

5.

6.

7.

8.

9.

The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.
A record from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settlement negotiations.
A record in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the
record.
A record in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).
A record related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.
A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).
A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as
part of that agency's responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.
A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.
A record from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.
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Applicant of Cited Document
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471862A
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William B. Anderson (Inventor)
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WO2010044708A 1
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USPTO Patent Documents at www.csptc.g_QY. or MPEP 901.04. 3 Enter Office that issued the document, by the two-letter code (WIPO Standard ST.3). 4 For
Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document. 5 Kind of document by
the appropriate symbols as indicated on the document under WIPO Standard ST.16 if possible. 6 Applicant is to place a check mark here if English language
Translation is attached.
This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by the
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments
on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent
and Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND
TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.
If you

need assistance in completing the form, ca/11-800-PTO-9199 (1-800-786-9199) and select option 2.
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Privacy Act Statement
The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with
your submission of the attached form related to a patent application or patent. Accordingly, pursuant to
the requirements of the Act, please be advised that: (1) the general authority for the collection of this
information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the
principal purpose for which the information is used by the U.S. Patent and Trademark Office is to process
and/or examine your submission related to a patent application or patent. If you do not furnish the
requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine
your submission, which may result in termination of proceedings or abandonment of the application or
expiration of the patent.
The information provided by you in this form will be subject to the following routine uses:
1.

2.

3.

4.

5.

6.

7.

8.

9.

The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records
from this system of records may be disclosed to the Department of Justice to determine
whether disclosure of these records is required by the Freedom of Information Act.
A record from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures
to opposing counsel in the course of settlement negotiations.
A record in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when
the individual has requested assistance from the Member with respect to the subject matter
of the record.
A record in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).
A record related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of
the World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.
A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).
A record from this system of records may be disclosed, as a routine use, to the
Administrator, General Services, or his/her designee, during an inspection of records
conducted by GSA as part of that agency's responsibility to recommend improvements in
records management practices and programs, under authority of 44 U.S.C. 2904 and 2906.
Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce)
directive. Such disclosure shall not be used to make determinations about individuals.
A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of
37 CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.
A record from this system of records may be disclosed, as a routine use, to a Federal,
State, or local law enforcement agency, if the USPTO becomes aware of a violation or
potential violation of law or regulation.
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1
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KERSLAKI R., Examiner; "Combined Search and Examination Report Under Sections 17
and 18(3)"; Intellectual Property Office, United Kingdom; 30 April 2019 (copy attached)
WEIJLAND A., Examiner; "Extended European Search Report"; European
Patent Office, Munich, Germany 23 April 2019 (copy attached)
ZUEVA, M.V., "Dynamic Fractal Flickering as a Tool in Research of Non-Linear Dynamics
of the Evoked Activity of a Visual System and the Possible Basis for New Diagnostics and
(continued) Treatment of Neurodegenerative Diseases of the Retina and Brain", World
Applied Sciences Journal 27 (4): 462-468, 2013, DOI: 10.5829/idosi.wasj.2013.27.04.13657
THALER, S. L., "Cycles of insanity and creativity within contemplative neural
systems", Elsevier, Medical Hypotheses 94 (2016) 138-147, U.S.
THALER, S. L., "Synaptic Perturbation and Consciousness", International Journal of Machine Consciousness
Vol. 6, No. 2 (2014) 75-105, U.S.

WILLIAMS F., "Why Fractals Are So Soothing", excerpt of Florence Williams's book
The Nature Fix: Why Nature Makes Us Happier, Healthier, and More Creative (2017)
THALER, S. L., "Pattern Turnover within Synaptically Perturbed Neural Systems",
Elsevier, Procedia Computer Science Volume 88, 2016, Pages 21-26.
TOVEE, M. J., "How fast is the speed of thought?", New Castle University, UK,
(attached)
"BLINKING, FLASHING, AND TEMPORAL RESPONSE", Nasa, Ames
Research Center, Human Systems Integration Division [on-line] (attached)
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*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not in conformance and not
considered. Include copy of this form with next communication to applicant.
1 Applicant's unique citation designation number (optional). 2 Applicant is to place a check mark here if English language Translation is attached.
This collection of information is required by 37 CFR 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1 .14. This collection is estimated to take 2 hours to complete, including
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the
amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO:

Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.
If you

need assistance in completing the form, ca/11-800-PTO-9199 (1-800-786-9199) and select option 2.
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Privacy Act Statement
The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary;
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark
Office is to process and/or examine your submission related to a patent application or patent. If you do
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.
The information provided by you in this form will be subject to the following routine uses:
1.

2.

3.

4.

5.

6.

7.

8.

9.

The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.
A record from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settlement negotiations.
A record in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the
record.
A record in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).
A record related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.
A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).
A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as
part of that agency's responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.
A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.
A record from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.
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•

Intellectual

Property

Office
Patents Directorate

Stephen L Thaler
c/o Williams Powell
11 Staple Inn
LONDON
WC1V7QH

Concept House
Cardiff Road, Newport
South Wales, NPl O 8QQ
Direct Line: 01633 814919
richard.kerslake@ipo.gov.uk
Switchboard: 0300 300 2000
Fax: 01633 817777
Minicom: 0300 0200 015

1E-Mail:

Your Reference: RJ/ES/N3511 l-GB1
Application No: GB1818161.0

Willimns Powell
f~ECEIVtm

23 July 2019

2 4 JUL 2019

Dear Sir
Patents Act 1977: Examination Report under Section 18(3)
Latest date for reply:

9 November 2020

I enclose a copy of my examination report. Please note that published patent documents
mentioned in my report may be obtained for free on the internet and are usually freely
available from http://worldwide.espacenet.com.
By the above date you should either file amendments to meet the objections in the enclosed
report or make observations on them. If you do not, the application may be refused. I will
consider your response and will reply in a timescale consistent with our current target:
https://www.gov.uk/govemment/publications/timeliness-t arget-for-re-examination-of-patentapplications

Online e-filing
You may file such amendments or observations electronically if you wish, using the online
patent filing services detailed in https://www.gov.uk/govemment/publications/how-to-file documents-with-the-intellectual-property-office.

Yours faithfully

Richard Kerslake
Examiner
1Use

of E-mail:
Disclaimer:

Please note that e-mail should be used for correspondence only.
Please note the documents we send you may be subject to copyright.
www.gov.uk/ipo

Intellectual Property Office is an operating name of the Patent Office
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•

Intellectual

Property

Office
Your ref:
Application No:
Applicant:

RJ/ES/N351 l l-GBI
GBI818161.0
Stephen L Thaler

Latest date for reply:

Examiner:
Tel:
Date of report :

9 November 2020

Richard Kerslake
01633 814919
23 July 2019

Page 1/1

Patents Act 1977
Examination Report under Section 18(3)
Basis of the examination

1.
My examination has taken account of the amendments filed with your agent's letter of ·
13 June 2019.
2.
A top-up search has not yet been conducted on your application as it is yet to be
published.
3.
Thank you for the enclosed copy of the search report issued by the European Patent
Office. For the avoidance of doubt, the documents cited therein have been considered, but are
not deemed citable against your replacement claims filed.
Clarity, Support & Added Matter

4.
The expression "ln(number of intervals of a neuron's input with a firing threshold)" in
independent claims 1 & 8 appears to be a typographical error. The expression is not supported
by the description as filed and consequently adds subject matter to the application. There are
significant differences in scope between the term "interval" and "intercept". Consequently,
the expression should be amended to define "ln(number of intercepts of a neuron's net input
with a firing threshold)" for consistency with the specification as filed.

Intellectual Property Office is an operating name of the Patent Office

www.gov.uk/ipo
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.: 16/524,350
Filed: July 29, 2019
For:

DEVICES AND METHODS
FOR A TIRACTING
ENHANCED A TIENTION

Examiner:

§
§
§
§
§
§
§
§
§
§
§
§
§

Group Art Unit:
Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

DECLARATION UNDER 37 CFR 1.132 FOR PETITION FOR
RETROACTIVE LICENSE UNDER 37 CFR 5.25
I, Stephen L. Thaler, declare that:
1. I am over twenty-one years of age and competent to give a verified statement
such as this Declaration.
2. There are no US citizens listed as inventors of the foreign-filed applications,
making it uncertain whether a foreign filing license would be necessary.
3. I am the Applicant in the foreign filings cited in the Petition (attached herewith):
a. European Patent Application No. 18275174.3, filed November 7, 2018
(first priority date), entitled "Devices and Methods for Attracting
Enhanced Attention;" and
b. UK Patent Application No. 1818161.0, filed November 7, 2018 (first
priority date), entitled "Devices and Methods for Attracting Enhanced
Attention."
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4. Pursuant to 37 CFR §5.14 for a petition for license for which a corresponding
application has been filed in the US, I am informed and believe that the Petition
for retroactive license filed herewith identifies the corresponding US application
number, filing date, applicant, and title (as well as identified above). A copy of
the material for which the license is desired is not included in accordance with
37 CFR §5.14 under which the subject matter licensed will be measured by the
disclosure of the US application. I am informed and believe that all the material
contained in the foreign-filed applications referenced above, which were filed
in foreign countries without a prior application for a foreign filing license in
error and without deceptive intent, is readily identifiable in the referenced US
application.
5. Pursuant to 37 CFR §5.25(a)(3)(i), I am infom1ed and believe that the foreignfiled applications were not under a secrecy order at the time of filing, have not
been under a secrecy order at any time since, and are not currently under a
secrecy order. Furthermore, the invention is related to devices and methods for
attracting enhanced attention, which subject matter I am informed and believe
does not fall within the scope of 35 USC § 181.
6. Pursuant to 37 CFR §5.25(a)(3)(ii), I was first informed by my US patent
counsel when they began to prepare filing for a patent before the USPTO in
which they determined the potential need for a foreign filing license on June 13,
2019. I have diligently executed this Declaration in pursuit of a retroactive
foreign filing license.
7. Pursuant to 3 7 CFR §5 .25(a)(3)(iii), I am informed and believe that the foreignfiled applications were filed abroad, without a foreign filing license under 37
CFR §5.11 first having been obtained, through error and without deceptive

2
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intent. I am informed and believe that the foreign-filed applications were filed
and prosecuted through my European counsel (a UK IP law firm) who were
unfamiliar with US Patent Law and the requirement of obtaining a foreign filing
license prior to any foreign filing.

I declare that all statements made herein of my own knowledge are true, and that all
statements made on information and belief are believed to be true; and further that these
statements were made with the knowledge that willful false statements and the like so made
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United
States Code, and that such w-illful false statement may jeopardize the validity of any patent
issuing from the referenced patent applications.
Signed this 29th day of July 2019
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.: 16/524,350
Filed: July 29, 2019
For:

DEVICES AND METHODS
FOR A TIRACTING
ENHANCED A TIENTION

Examiner:

§
§
§
§
§
§
§
§
§
§
§
§
§

Group Art Unit:
Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

PETITION FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25
This Petition requests under 37 CFR 5.25 a retroactive license for foreign filing under
35 USC 184 in accordance "'ith §5.14(a). The required fee for the Petition under §1.17(g) has
been paid. The retroactive foreign filing licenses are requested for the following jurisdictions
in which the unlicensed patent application material was filed.
►

European Patent Application No. 18275174.3, filed November 7, 2018 (first
priority date), by Applicant Stephen L. Thaler, entitled "Devices and Methods
for Attracting Enhanced Attention;" and

►

UK Patent Application No. 1818161.0, filed November 7, 2018 (first priority
date), by Applicant Stephen L. Thaler, entitled "Devices and Methods for
Attracting Enhanced Attention."

In accordance with 3 7 CFR §5 .14 for a petition for retroactive foreign filing license
related to a pending US application (identified above by US application number, filing date,
applicant, and title), it is submitted that the complete contents of the unlicensed patent
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application material (identical for the two foreign filings listed above) is readily identifiable in
the referenced US application. A copy of the material for which the license is desired is not
included in accordance with 37 CFR §5.14 under which the subject matter licensed will be
measured by the disclosure of the US application.
A Declaration by the Applicant, Dr. Stephen L. Thaler, is attached herewith, avers:
(1)

diligence in seeking the retroactive foreign filing license upon discovery that
such license was necessary;

(2)

that the subject matter in question was not under a secrecy order at the time the
subject matter vvas filed abroad; and

(3)

that the subject matter is not currently under a secrecy order.

As indicated in the attached Declaration, the potential need for a retroactive foreign
filing license and a Declaration was inadvertently not communicated to the Applicant. Upon
learning of the possible need for a foreign filing license, the Applicant diligently executed the
attached Declaration.
The foreign filings of unlicensed patent application material were prepared and filed by
the Applicant through European counsel (a UK IP law firm) who were unfamiliar with US
Patent Law and the requirement of obtaining a foreign filing license prior to any foreign filing.
It is noted that the law on foreign filing licenses in the United Kingdom was changed
in 2004 to the effect that no foreign filing license is required unless the application contains
information which relates to military technology, for any other reasons publication of the
information might be prejudicial to national security, or to the safety of the public.
Thus, the possible need for a foreign filing license did not become apparent, and was
filed abroad through error and without deceptive intent, without the required license. It is
submitted that diligence in obtaining a retroactive foreign filing license is shown by tl1e present
Petition for a Retroactive License.
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It is noted that there are no US citizens listed as inventors of the foreign-filed
applications, making it uncertain whether a foreign filing license would be necessary.

Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at rkm@FlashPointIP.com or by phone at (516) 301-1649.
Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance ,vith 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. I understand that a copy of such communications will be made ofrecord. [MPEP §502.03
II]

Respectfully submitted,

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345
Date: July 29, 2019
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:

§
§
§
§
§
§
§
§
§
§
§
§
§

Stephen L. Thaler
Serial No.: 16/524,350
Filed: July 29, 2019
For:

DEVICES AND METHODS
FOR A TIRACTING
ENHANCED A TIENTION

Examiner:

Group Art Unit:
Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

Commissioner of Patents and Trademarks
Alexandria, VA 22313

PRE-EXAMINATION SEARCH DOCUMENT FOR ACCELERATED
EXAMINATION
Sir:
This pre-examination search statement 1s provided m support of the petition for
accelerated examination filed here\vith.
A pre-examination search was conducted involving U.S. patents and patent application
publications, foreign patent documents, and non-patent literature as indicated below. The
results of the search, as well as the foreign search reports, are provided on an Information
Disclosure Statement (IDS) filed concurrently herewith.
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Requirements for Petition to Make Special Under Accelerated Examination - PreExamination Search (Item 8)
►

8(A)

Pre-Examination Search

The pre-examination search relies on two independent search reports by foreign patent
offices. One performed by the European Patent Office (EPO) on 9 April 2019 (report issued 23
April 2019) for EP priority application no. 18275174.3, and the other performed by the UK
Patent Office (UKIPO) on 29 April 2019 (report issued 30 April 2019) for UK patent priority
application no. 1818161.0.
❖

EPO Search Report

IPC Classification of the Invention:
A61M21/00, A61M16/00

Technical IPC Field of Search: A61MCPC
CPC Class(es )/Subclass( es) Searched:
A61M21/00, A61M2021/0044, A61M16/024

Search Logic (keywords or other elements featuring the invention):
Search covered devices and methods to change the state of consciousness

❖

UKIPO Search Report

Worldwide Search of Patent Documents Based on IPC Classification of the
Invention:
GOlS, GOSB, HOSB

Database Searched:
EPODOC, WPI, INSPEC, Patent Fulltext
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►

8(B)

Search Directed to the Invention

The pre-examination search was directed to the claimed invention, encompassing all
the features of the claims and giving the claims their broadest reasonable interpretation.

►

8(C)

Search Directed to the Disclosure

No disclosed features that are unclaimed at this time are currently seen as features that
may be claimed later.

►

8(D)

Search Report from a Foreign Patent Office

Two independent search reports from two foreign patent offices are provided here as
the pre-examination search. Copies of the two search reports are attached herewith and listed
in the IDS. One performed by the European Patent Office (EPO) on 9 April 2019 (report issued
23 April 2019) for EP priority application no. 18275174.3, and the other performed by the UK
Patent Office (UKIPO) on 29 April 2019 (report issued 30 April 2019) for UK patent priority
application no. 1818161.0.

►

8(E)

Statement of Good Faith

All statements above in support of the petition to make special are based on a good faith
belief that the search was conducted in compliance with the requirements of this rule.

Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at rkm(aWlashPointIP.com or by phone at (516) 301-1649.
Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
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mail. I understand that a copy of such communications will be made ofrecord. [MPEP §502.03
II]

Respectfully submitted,

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345

Date: July 29, 2019
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:

§
§
§
§
§
§
§
§
§
§
§
§
§

Stephen L. Thaler
Serial No.: 16/524,350
Filed: July 29, 2019
For:

DEVICES AND METHODS
FOR A TIRACTING
ENHANCED A TIENTION

Examiner:

Group Art Unit:
Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

Commissioner of Patents and Trademarks
Alexandria, VA 22313

ACCELERATED EXAMINATION SUPPORT DOCUMENT
Sir:
This accelerated examination support document (AESD) is provided in support of the
petition for accelerated examination filed herewith.
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Requirements for Petition to Make Special Under Accelerated Examination - AESD
(Item 9)

There are eleven claims currently pending m the application. The claims read as
follows.

1.

A device for attracting enhanced attention, the device comprising:

(a)

an input signal of a lacunar pulse train having characteristics of a pulse
frequency of approximately four Hertz and a pulse-train fractal dimension of
approximately one-half generated from a random walk over successive 300
millisecond intervals, each step being of equal magnitude and representative of
a pulse train satisfying a fractal dimension equation of ln(number of intercepts
of a neuron's net input with a firing threshold)/ln(the total number of 300 ms
intervals sampled); and

(b)

at least one controllable light source configured to be pulsatingly operated by
said input signal;

wherein a neural flame is emitted from said at least one controllable light source as a
result of said lacunar pulse train.

2.

The device of claim 1, the device further comprising:

(c)

a processor for supplying said input signal of said lacunar pulse train having
said characteristics; and

(d)

a digital-to-analog (D/A) converter for transmitting said input signal to said at
least one controllable light source.
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3.

The device of claim 2, wherein said D/A converter is an onboard module of said

processor, and wherein said module is embodied in at least one form selected from the group
consisting of: hardware, softvvare, and firnnvare.

4.

The device of claim 3, wherein said processor includes a thresholding unit for

monitoring a random-walk trace for trace-axis crossings of a firing threshold of said
thresholding unit, and wherein said trace-axis crossings result m activation transitions to
generate pulse-activation sequences of said lacunar pulse train.

5.

The device of claim 4, \vherein candidates of said pulse-activation sequences

are filtered based on a zeroset dimension, and wherein said candidates are filled into a buffer
of selected sequences having a fractal dimension of approximately one-half.

6.

The device of claim 5, wherein filtered patterns are randomly withdrawn from

said selected sequences in said buffer, and wherein said filtered patterns are configured to serve
as said input signal to said D/A converter for transmitting to said at least one controllable light
source.

7.

The device of claim 6, wherein said filtered patterns are generated onboard said

processor.

8.

A method for attracting enhanced attention, the method comprising the steps of:

(a)

generating a lacunar pulse train having characteristics of a pulse frequency of
approximately four Hertz and a pulse-train fractal dimension of approximately
one-half generated from a random walk over successive 300 millisecond

3
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intervals, each step being of equal magnitude and representative of a pulse train
satisfying a fractal dimension equation ofln(number of intercepts of a neuron's
net input with a firing threshold)/ln(the total number of 300 ms intervals
sampled);
(b)

transmitting said input signal to at least one controllable light source; and

( c)

pulsatingly operating said at least one controllable light source to produce a
neural flame emitted from said at least one controllable light source as a result
of said lacunar pulse train.

9.

The method of claim 8, the method further comprising the step of:

(d)

monitoring a random-walk trace for trace-axis crossings of a firing threshold,
and ,vherein said trace-axis crossings result in activation transitions to generate
pulse-activation sequences of said lacunar pulse train.

10.

TI1e method of claim 9, the method further comprising the steps of:

(e)

filtering candidates of said pulse-activation sequences based on a zeroset
dimension; and

(f)

filling said candidates into a buffer of selected sequences having a fractal
dimension of approximately one-half.

11.

The method of claim 10, the method further comprising the steps of:

(g)

randomly withdrawing filtered patterns from said selected sequences in said
buffer; and

(h)

using said filtered patterns as said input signal.
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►

References Deemed Most Close(),' Related:

9(A)

An Information Disclosure Statement (IDS) in compliance with 37 CFR 1.98 has been
filed herewith citing each of references in the foreign search reports. The first two references
(marked with an asterisk) were deemed most closely related to the subject matter of the claim.
❖

Widjala et al. - *WO95 l 7854Al (cited in EPO EESR "X" document)

❖

Teterina et al. - *WO2010044708Al (cited in EPO EESR "X" document)

❖

Simon et al. - US2011276112Al (cited as background technical art in EPO
EESR "A" document, not considered herein)

❖

Anderson - US471862A (cited as background technical art in UKIPO Search
Report, "A" document, not considered herein)

❖

Choi et al. - US5 l 75528 (cited as background technical art in UKIPO Search
Report, "A" document, not considered herein)

❖

Choi et al. - US313187A (cited as background technical art in UKIPO Search
Report, "A" document, not considered herein)

►

9(B)

Identification of Limitations Disclosed by References:

It is noted that instant independent claims 1 and 8 include additional limitations
than those searched in the provided search reports in order to overcome the objections
raised therein as discussed in detail below in Section 9(C).
❖

Widjala et al. (WO95 l 7854Al, hereinafter Widjala '854):
With respect to claims 1-3 and 8 in the instant application, as cited below from
the EPO EESR referring to claims 1-3 and 10 therein, ,vidjala '854 (referred to
therein as D 1) recites as follows.

5
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rn

(abstract: page 111 second paragraph; page 23, fourth paragraph to page
24, second paragraph; figure 9~ claims t~~43) desc!ibes a thtnphotropic
response system (device to attract attentJon", "method for attracting
attentiot'l'' according to cirums 1 a:r'i\110} to obtain a relaxinu, Ht.spoose
comprising a microprocessor, a DIA con,rerter, control unit and an aooiov!sual
unit {"processor'". "converter~· according ro claims 2, 3), Ir) TTL logic a
corresporn.1ing pulse train having voltage wveis of O and S volts, TM light
producing unit 42 inciudes a plurality of !tght soorces: 54 to be varied within
pre--detinoo hmits for a relaxing $>rercise between 3 and 30 H~, It the light
freqt)ency is refativrny low~ less than 11 Hz for ex~n)pie {"'pulse frequer1cy of
appro.:drnately four Hertz'' a-0cording to claims 1. 10) 1 then the shape of the
waveform driving LEDs54 f'eontrol!able light source"" according to ,1!aims 1.
10) ls sinusoidal and the signal wavefom, drht1ng LEDs 54 is smootMy varying
such th.at the LEOS 54 tum on and off relauveiy gradually without any abrupt
increase or decrease in LEO brightness, The Ught pattern appears continuous
to a user ('thereby attracting enhanced attention" acc-ording to claim 1},

❖

Teterina et al. (WO2010044708AC hereinafter Teterina '708):
With respect to claims 1-3 and 8 in the instant application, as cited below from
the EPO EESR referring to claims 1-3 and 10 therein, Teterina '708 (referred to
therein as D2) recites the Abstract and claims 1-5 of D2 as the relevant passages
to the instant claims.

With respect to instant claims 2-7 and 9-11, as cited below, the EPO EESR (referring
to claims 4-9 and 11-15 therein) states the following.
Dependent claims 4~9 and 11~15 do not appear to contain any add!lfona!
featmes which, in combination with the features of i:::!aims ·1 and 10 to which
tht~Y refer, metlt the reqv!rernerrts of the EPC \11/ith respect t() inventive step,
since the-y can oo consider~~ $$ mare alternatives without nisumng in any
W'le~pected effect whaHK)(Net,

►

9(C)

Detailed Explanation ofPatentability:

All of the references identified above fail to at least teach or suggest an input signal of
a lacunar pulse train having a pulse-train fractal dimension of approximately one half and
6
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further specifies that this is generated from a random walk of successive 300 millisecond
intervals by the characteristics required in clause (a) of claims 1 and 8. The concept of fractals
is a well-known technical concept that cannot be equated, for example, with a sinusoidal wave
form or any other such alternative form. Thus, the claims are seen to patentably distinguish
over each of these references alone or in combination.
Widjala '854, in particular, discloses a waveform driving the LEDs 54 which is
sinusoidal and smoothly varying, intended to ensure that the LEDs tum on and off, relatively
gradually without any abrupt increase or decrease in LED brightness. This contrasts, however,
with the driving waveform specified in claims 1 and 8 of the instant application and described
in detail in the specification.
Applicant would like to point out that the UKIPO Examiner, in the Office Action issued
on 23 July 2019 enclosed herewith, stated at paragraph 3 of the Office Action that he had
reviewed the prior art cited by the EPO, and deemed it was not citable against claims of the
same scope as those being filed herewith for the instant US application.

►

9(D)

Concise Statement of Utili(v:

The invention as claimed has utility m that it provides devices and methods for
attracting enhanced attention. The invention as claimed has further utility in enabling signal
indicators that can be used to serve as a uniquely-identifiable signal beacon in crisis
management and mission-critical situations, and reduce distraction by providing a preferential
alert over potentially-competing attention sources, for exan1ple, as well as providing a whole
new approach to secure signaling and communication.

►

9(E)

Showing of Support under 35 USC 112, First Paragraph:
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Support in the disclosure under 35 USC 112, first paragraph, is found at least in Figures
1-4 of the instant application and the corresponding related text in the specification, wherein
Figure I includes the elements of the device recited in claim l, and Figure 2, Steps 20-26, and
Figure 3 with the indication of the 300ms intervals in the random walk trace of the time
evolution of input to a neuron-like thresholding unit of the neural-flame device, include the
limitations recited in claims I and 8.

►

9(F)

Identification ofReferences Disqualified as Prior Art under 35 USC 103(c):

None of the cited references are disqualified as prior art under 35 USC 103(c).

Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at rkm@FlashPointIP.com or by phone at (516) 301-1649.
Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance vvith 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. I understand that a copy of such communications will be made ofrecord. [MPEP §502.03
II]

Respectfully submitted,

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345
Date: July 29, 2019
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Doc Code: PET.SPRE.ACX
Doc Description: Petition for 12-month Accelerated Exam

PTO/SB/28 (07-09)
Approved for use through 09/30/2017. 0MB 0651-0059
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid 0MB control number.

PETITION TO MAKE SPECIAL UNDER ACCELERATED EXAMINATION PROGRAM
Attorney Docket
Number

I 50567-3-01-US

Application Number (if Known)

First Named
Inventor

I [DABUS] [Al generated invention]

16/524,350

I DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

Title
of
Invention

APPLICANT HEREBY PETITIONS TO MAKE THE ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE
REVISED ACCELERATED EXAMINATION PROGRAM. See Instruction sheet on page 3.

1.

2.

Claims of the application:
a. The application must contain three (3) or fewer independent claims and twenty (20) or fewer total claims. The
application may not contain any multiple dependent claims.

b.

Applicant hereby agrees not to separately argue the patentability of any dependent claim during any
appeal in the application. Specifically, the applicant agrees that the dependent claims will be grouped together
with and not argued separately from the independent claim from which they depend in any appeal brief filed in
the application (37 CFR 41.37(c)(1)(vii)).

c.

The claims must be directed to a single invention.

Interviews:
Applicant hereby agrees to have (if requested by examiner):
a. An interview (including an interview before a first Office action) to discuss the prior art and any potential
rejections or objections with the intention of clarifying and possibly resolving all issues with respect to
patentability at that time, and
b.

3.

A telephonic interview to make an election without traverse if the Office determines that the claims are not
obviously directed to a single invention.

Preexamination Search Statement and Accelerated Examination Support Document:
With this petition, applicant is providing: a preexamination search statement, in compliance with the requirements
set forth in item 8 of the instruction sheet, and an "accelerated examination support document" that includes:
a. An information disclosure statement in compliance with 37 CFR 1 .98 citing each reference deemed most
closely related to the subject matter of each of the claims;
b.

For each reference cited, an identification of all the limitations of the claims that are disclosed by the
reference specifying where the limitation is disclosed in the cited reference;

c.

A detailed explanation of how each of the claims are patentable over the references cited with the
particularity required by 37 CFR 1.111 (b) and (c);

d.

A concise statement of the utility of the invention as defined in each of the independent claims (unless the
application is a design application);

e.

An identification of any cited references that may be disqualified as prior art under 35 U.S.C. 103(c) as
amended by the CREA TE act; and

f.

A showing of where each limitation of the claims finds support under the first paragraph of 35 U.S.C.
112 in the written description of the specification. If applicable, the showing must also identify: (1) each means(or step-) plus-function claim element that invokes consideration under 35 U.S.C. 112, 'lf6; and (2) the structure,
material, or acts that correspond to any means- (or step-) plus-function claim element that invokes
consideration under 35 U.S.C. 112, 'lf6. If the application claims the benefit of one or more applications under
title 35, United St ates Code, the showing must also include where each limitation of the claims finds support
under the first paragraph of 35 U.S.C. 112 in each such application in which such support exists.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by
35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This form is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. If you need assistance in completing the form, call

1-800-PTO-9199 and select option 2.
EFS Web 2.2.20
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Doc Code: PET.SPRE.ACX
Doc Description: Petition for 12-month Accelerated Exam

PTO/SB/28 (07-09)
Approved for use through 09/30/2017. 0MB 0651-0059
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
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PETITION TO MAKE SPECIAL UNDER ACCELERATED EXAMINATION PROGRAM
(Continued)
Attorney Docket
Number

I 50567-3-01-US

First Named

I Inventor

I [DABUS] [Al generated invention]

Attachments:

a.

Accelerated Examination Support Document (see item 3 above).

b.

A statement, in compliance with the requirements set forth in item 8 of the instruction sheet, detailing the preexamination
search which was conducted.

C.

Information Disclosure Statement.

d.

□

Other (e.g., a statement that the claimed subject matter is directed to environmental quality, energy, or
countering terrorism (37 CFR 1.102(c)(2)).

Fees: The following fees must be filed electronically via EFS or EFS-Web:

a.

The basic filing fee, search fee, examination fee, and application size fee (if required) under 37 CFR 1.16.

b.

Petition fee under 37 CFR 1.17(h) - unless the petition is filed with a showing under 37 CFR 1.102(c)(2).

Signature:

llml~

Click Remove if you wish to remove this signatory
Signature

/Reuven K. Mouallem/

Date

2019-07-29

Name
(Print/Typed)

Reuven K. Mouallem

Registration
Number

63345

Click Add if you wish to add additional signatory
Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 37 CFR 1.33 and 10. 18. Please
see 37 CFR 1.4(d) for the fonn of the signature.

EFS Web 2.2.20
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Instruction Sheet Petition to Make Special Under the Accelerated Examination
A grantable petition must meet the following conditions:
1. The petition to make special under the accelerated examination program must be filed with the application and accompanied by the
fee set forth in 37 CFR 1.17(h) or a statement that the claimed subject matter is directed to environmental quality, energy, or
countering terrorism.
2. The application must be a non-reissue utility or design application filed under 35 U.S.C. 111 (a).
3. The application must be filed electronically using the Office electronic filing system (EFS) or EFS-Web.
4. The application must be complete under 37 CFR 1.51 and in condition for examination on filing. For example, the application must be
filed together with the basic filing fee, search fee, examination fee, and application size fee (if applicable), and an oath or declaration
under 37 CFR 1.63.
5. The application must contain three (3) or fewer independent claims and twenty (20) or fewer total claims. The application may not
contain any multiple dependent claims. The petition must include a statement that applicant will agree not to separately argue the
patentability of any dependent claim during any appeal in the application. Specifically, the applicant is agreeing that the
dependent claims will be grouped together with and not argued separately from the independent claim from which they depend in any
appeal brief filed in the application (37 CFR 41.37(c)(1)(vii)).
6. The claims must be directed to a single invention. The petition must include a statement that applicant will agree to have a
telephonic interview to make an election without traverse in a telephonic interview if the Office determines that all the claims are not
directed to a single invention.
7. The petition must include a statement that applicant will agree to have an interview (including an interview before a first Office action)
to discuss the prior art and any potential rejections or objections with the intention of clarifying and possibly resolving all issues with
respect to patentability at that time.
8. At the time of filing, applicant must provide a statement that a preexamination search was conducted, including an identification of
the field of search by United States class and subclass and the date of the search, where applicable, and, for database searches, the
search logic or chemical structure or sequence used as a query, the name of the file or files searched and the database service, and
the date of the search.
a. This preexamination search must involve U.S. patents and patent application publications, foreign patent documents, and nonpatent
literature, unless the applicant can justify with reasonable certainty that no references more pertinent than those already
identified are likely to be found in the eliminated source and includes such a justification with this statement.
b. This preexamination search must be directed to the claimed invention and encompass all of the features of the independent claims,
giving the claims the broadest reasonable interpretation.
c. The preexamination search must also encompass the disclosed features that may be claimed, in that an amendment to the claims
(including any new claim) that is not encompassed by the preexamination search will be treated as non-responsive and will not be
entered.
d. A search report from a foreign patent office will not be accepted unless the search report satisfies the requirements set forth above.
e. Any statement in support of a petition to make special must be based on a good faith belief that the preexamination search was
conducted in compliance with these requirement. See 37 CFR 1.56 and 10.18.
9. At the time of filing, applicant must provide in support of the petition an accelerated examination support document that includes:

a. An information disclosure statement in compliance with 37 CFR 1.98 citing each reference deemed most closely
related to the
subject matter of each of the claims;
b. For each reference cited, an identification of all the limitations of the claims that are disclosed by the reference specifying
where the limitation is disclosed in the cited reference;
c. A detailed explanation of how each of the claims are patentable over the references cited with the particularity required by 37
CFR 1.111(b) and (c);
d. A concise statement of the utility of the invention as defined in each of the independent claims (unless the application is a
design application);
e. An identification of any cited references that may be disqualified as prior art under 35 U.S.C. 103(c) as amended by the CREATE
act; and
f. A showing of where each limitation of the claims finds support under the first paragraph of 35 U.S.C. 112 in the written
description of the specification. If applicable, the showing must also identify; (1) each means- (or step-) plus-function claim
element that invokes consideration under 35 U.S.C. 112, 1f6; and (2) the structure, material, or acts that correspond to any means(or step-) plus-function claim element that invokes consideration under 35 U.S.C. 112, 1f6. If the application claims the benefit of
one or more applications under title 35, United States Code, the showing must also include where each limitation of the claims
finds support under the first paragraph of 35 U.S.C. 112 in each such application in which such support exists.
For more information, see notice "Changes to Practice for Petitions in Patent Applications to Make Special and for Accelerated
Examination" available on the USPTO web site at http://www.uspto.gov/web/office s/pac/dapp/ogsheet.html
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Privacy Act Statement

The Privacy Act of 197 4 (P .L. 93-579) requires that you be given certain information in connection with your submission of the attached form related to
a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be advised that: (1) the general authority for the collection
of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is
used by the U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your submission, which may result
in termination of proceedings or abandonment of the application or expiration of the patent.
The information provided by you in this form will be subject to the following routine uses:
1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act (5 U.S.C. 552) and
the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the Department of Justice to determine whether
the Freedom of Information Act requires disclosure of these records.

2.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a court, magistrate, or
administrative tribunal, including disclosures to opposing counsel in the course of settlement negotiations.

3.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request involving an
individual, to whom the record pertains, when the individual has requested assistance from the Member with respect to the subject matter of
the record.

4.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for the information in
order to perform a contract. Recipients of information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

5.

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records may be disclosed, as
a routine use, to the International Bureau of the World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

6.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of National Security review
(35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

7.

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or his/her designee,
during an inspection of records conducted by GSA as part of that agency's responsibility to recommend improvements in records
management practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the
GSA regulations governing inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure
shall not be used to make determinations about indivi duals.

8.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the application pursuant
to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to public inspections or an issued
patent.

9.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law enforcement agency, if the
USPTO becomes aware of a violation or potential violation of law or regulation.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:

§
§
§
§
§
§
§
§
§
§
§
§
§

Stephen L. Thaler
Serial No.: 16/524,350
Filed: July 29, 2019
For:

DEVICES AND METHODS
FOR A TIRACTING
ENHANCED A TIENTION

Examiner:

Group Art Unit:
Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

Commissioner of Patents and Trademarks
Alexandria, VA 22313

STATEMENT ON INVENTORSHIP
Sir:
The following inventorship statement is being submitted to assist in clarifying the status
of inventorship as it relates to the instant invention. The unique aspects under which the instant
invention was conceived prompted the inclusion of such statement in order to explain that the
inventor of the subject matter of the instant invention of the present application is an AI
machine, being a type of"creativity machine" named "DABUS" as indicated, inter aha, in the
Application Data Sheet (ADS). The following statement explains the nature of DAB US, and
why it should be named as the inventor in the present application. In addition, such
considerations directly pertain to the Substitute Statement and recordation of Assignment filed
here\vith the application submission.
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A machine called "DABUS" conceived of the instant invention.
The instant invention was generated by a specific machine called "DABUS" - a type
of "Creativity Machine." A Creativity Machine is a particular type of connectionist artificial
intelligence. Such systems contain a first artificial neural net\vork, made up of a series of
smaller neural networks, that has been trained with general information from various
knowledge domains. This first netvvork generates novel ideas in response to self-perturbations
of connection weights between neurons and component neural nets therein. A second "critic"
artificial neural network monitors the first neural network for new ideas, and identifies those
ideas that are sufficiently novel compared to the machine's pre-existing knowledge base. The
critic net also generates an effective response that in tum injects/retracts perturbations to
selectively form and ripen ideas having the most novelty, utility, or value.
In the case of the instant invention, the machine only received training in general
knowledge in the field, and proceeded to independently conceive of the invention, and to
identify it as novel and salient. If similar training had been given to a human student, the student
rather than the trainer would meet the inventorship criteria as inventor.
In some instance of machine invention, a natural person might qualify as an inventor
by virtue of having exhibited inventive skill in developing a program to solve a particular
problem, by skillfully selecting data to provide to a machine, or by identifying the output of a
machine as inventive. However, in the present case, DABUS was not created to solve any
particular problem, nor was trained on any special data relevant to the instant invention. The
machine rather than a person identified the novelty and salience of the instant invention.
A detailed description of how DABUS and a Creativity Machine functions is available
in, among others, the following US patent publications: 5,659,666; 7,454,388 B2; and
2015/0379394 Al.
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Inventorship should not be restricted to natural persons. A machine that would meet
inventorship criteria ifit were a natural person should also qualify as an inventor.
No United States law explicitly prohibits protection for autonomous machine
inventions.
However, inventorship is restricted to "individuals" under, e.g., 35 U.S.C. § 100(:f)
(1952) ("The term 'inventor' means tl1e individual or, if a joint invention, the individuals
collectively who invented or discovered the subject matter of the invention.").
The restriction of inventorship to individuals was intended to prevent corporate
inventorship. It ,vas not the result of seriously considering autonomous machine invention, and
should not therefore prohibit subsistence of intellectual property rights ,vhere there is no natural
person who qualifies as an inventor. See Karl F. Milde, Jr., Can a Computer Be an "Author" or
an "Inventor"?, 51 J. PAT. OFF. SOC'Y 378,379 (1969). ("The closestthatthe Patent Statute
comes to requiring that a patentee be an actual person is in the use, in Section 101, of the term
'whoever.' Here too, it is clear from the absence of any further qualifying statements that the
Congress, in considering the statute in 1952, simply overlooked the possibility that a machine
could ever become an inventor.")
The output of autonomously inventive machines should be patentable if it meets the
requirements of patentability set out in law. The primary purpose of patent law is to incentivize
innovation,

together

with

incentivizing

the

disclosure

of

information,

and

tl1e

commercialization and development of inventions. Allowing patents for machine output
incentivizes the development of inventive machines, which ultimately promotes innovation. To
the extent that patents are incentivizing commercialization and disclosure of information, there
is no change in this function between a human and a machine-generated invention. Failure to
pem1it patent protection for the output of autonomously inventive machines threatens to
undermine the patent system by failing to encourage the production of socially valuable

3
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inventions. This will be particularly important as artificial intelligence becomes more
sophisticated and likely a standard part of future industrial research and development.
Clarifying now that patents are available for the output of autonomously inventive machines
would provide certainty to businesses and innovators.
Patent law also protects the moral rights of human inventors; acknowledging machines
as inventors would facilitate this function. At present, individuals are claiming inventorship of
autonomous machine inventions under circumstances in which those persons have not
functioned as inventors. See Ryan Abbott, I I7'zink, Therefore I Invent: Creative Computers and
the Future of Patent Law, 54 B. C. L. Rev. 1079-1126 (2016). Failing to appropriately
acknowledge inventive activity by machines weakens moral justifications for patents by
allowing individuals to take credit for work they have not done. It is not unfair to machines
who have no interest in being acknowledged, but it is unfair to other human inventors because
it devalues their accomplishments by altering and diminishing the meaning of inventorship.
This could equate the hard work of creative geniuses with those simply asking a machine to
solve a problem or submitting a machine's output. By contrast, acknowledging machines as
inventors ,vould also acknowledge the work of a machine's creators.

An "autonomous machine invention" should be assigned to the owner of the machine.

Machines should not own patents. They do not have legal personality or independent
rights, and cannot own property.
The machine's owner should be the default owner of any intellectual property it
produces and any benefits that would otherwise subsist in an inventor who is a natural person.
This is most consistent with current ownership norms surrounding personal property (including
both machines and patents).

4
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In the instant application, we submit that DABUS should be acknowledged as the
inventor of any resultant patents, with Stephen Thaler, the machine's owner, as the applicant
and assignee of any such patents.

Stephen Thaler is prevented from listing himself as the inventor for the instant application.
Stephen Thaler, the creator of DAB US, is prohibited from listing himself as an inventor
for the instant application because he has not contributed to the conception of the instant
invention. DAB US performed what is traditionally considered the mental part of the inventive
act. Based on DABUS's results, a skilled person could have reduced the invention to practice.
Inaccurately listing himself as an inventor could subject Dr. Thaler to criminal sanctions. 18

U.S.C. 1001.
The Office presumes that the named inventor in an application is the actual inventor.
See MPEP §2137.01.

If a machine cannot be an inventor, the first person to recognize the inventive nature of
autonomous machine input may qualifv as an inventor.

It has been argued that a natural person may claim inventorship of an autonomous
machine invention even in situations in which that person ,vas not involved in the development
or operation of a machine by virtue of recognizing the relevance of a machine's output. This
approach is questionable in cases in which the natural person has not made an inventive
contribution to the disclosed invention in the accepted meaning of the term.
In some cases, recognition of the inventive nature of a computer's output may require
significant skill, but in others, the nature of inventive output may be obvious. In the present
case, DAB US identified the novelty of its avvn idea before a natural person did.
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Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at rkm@FlashPointIP.com or by phone at (516) 301-1649.
Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. I understand that a copy of such communications will be made ofrecord. [MPEP §502.03
II]

Respectfully submitted,

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345

Dr. Ryan B. Abbott
Attorney for Applicant
Registration No. 68,178
Date: July 29, 2019
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Electronic Patent Application Fee Transmittal
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16524350
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Title of Invention:

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION
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[DABUS] [Invention generated by artificial intelligence]

Filer:

Reuven Khedhouri Mouallem
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Electronic Acknowledgement Receipt
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This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.
New AQQlications Under 35 U.S.C. 111
If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.
National Stage of an International AQQlication under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT /DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.
New International AQQlication Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 181 O), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/1 OS) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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Electronic Version v1 .1
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EPASID:PAT5640305
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[DABUS] [INVENTION GENERATED BY ARTIFICIAL INTELLIGENCE]

07/23/2019
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Fax Number:
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Correspondent Name:
REUVEN K. MOUALLEM
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REHOV RABBAN GAMLIEL 2
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/Reuven K. Mouallem/

DATE SIGNED:

07/29/2019
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6SS1GN.MFNT

DABUS, the Creativity machine that h,1s produc(~d tht~ lx~fotv--detaikd invention, as the sole
invent,n- (represented in thb Assigmnent by lts (Y\vn<::r\ Stephen L, Tl:rn.kr, hereinafter called the
''Assigrwr''), hereby assigns and transfers to:
Sfophen L, Thaler
1'7{i7 \\later.fall Dr., St. Chades~ MO 63303

(hereirn1fkr called the ''AsslgtK~"'\ its ,s.uccessors, ll%1gnees, m.m1i!Kes, or other lega.t representatives, t1te
Assignor's <::mire right, titk, and interest, induding, but not limited to, copyrights, tmde sern\~ts,
trad<~marks and associatd gond will and patent rights in the lnventkm and the R¥lstrafo:ms to the
lnvention entitled:

••DEVlCES AND METHODS F<)R ATTRACTING ENHANCED AT!'ENTJON'~
described a.n<l cfoimed in the foH<),ving p11!('.nt application: US Non-Provisional .Patent Application
identified as FlasbPolnt Watto.rney dockttNo, 50567<H} H)S PB, to be filed whh the USPTO; \ndud.ing
any <'lnd ,1H inventions and irnpwvernems ('"Sul~ject Matter") disclosed therein, aH rlght of priority in the
above appHcatinn(s} and ln any underlying proviskma.l or foreign appHcatkm, including bm not limited
to the rights of priority to appHcaOons already filed in the EPO and UK, aH prnv.isional, mHhy, divisional,
cominuatiNl ir1 ,vhok or in part, suh,titute, renew·at reissue, and aU other nppHe:atkms, PCT and national
phase entri(%, related thereto w-hkh hav('. hxm or 1n.1y lx~ fikd in any jurisdiction, and all patent'>,
induding reissues, ext(~nsk)i1s and reexa.rninations, w-.hkh r.mw he granted nn any of the alxrve
applications, the prkirhy rights under International C\>n-ventfon~, a.nd th(: Letters Patent \vhkh may be
granted thereon, l<lgether with aH rights t,) recover darnages for lnfrlngernent, including infringement ,if
proviskmal rlghts,
Assignor agrnci.i that A..s<gnee may apply for and rt>cdve patents D.:ir Sul-i_jt"Ct .Matter in A;;;signee's ,iwn
narne. Assignor repres<mts that /bsignor has the .rights., thks. ahd interest:~ to <..\'>nvey as set forth lK'.rein,
and covenants with Assignee that f\ssigm)f fats not made and will not make any other a%lgnment, grant,
mortgage, HNinse, or .:ithe:r agreement :d:eeting the rights, titles, and interests herein conveyed.
fr: vk,v of the fact thtt the sde invent<_;r is it Creativity 1\-fachine, with no legal pt~rson,tlity or capability
to exi:.x.:nte said a%ignment, and in vk~w of the fact that tk a%lgn,~e ls the O\-Vner ;:if said Creatlvity
l\lfodiine, ihi;;; Assignmt-:nt i~ co:iside:red enforceable without an explicit executfon by the invent<.H'- Rather,
the mvner ofDAHUS, the Cre~ttivity Machine, is signing this A%igrnm"'.nt on its lx'.half

Simi!a:dy, DABUS, lx~ing a machine and having no kg.al personality, does

tK~t

have the capability to

receive any ('.tHtsideratkm, a:nd theref<}re, Stephe11 L Thakr, as its o\vneifrepn)S(~ntative, ackn,rwkxlg'es

the receipt a.nd suffkiency nf good and valuable <..\)nskleration for this assignment

---~-~-.L . ~?.<1.i~.✓.l.J2~§..-------'
Stepl' n L, Thakr
On behalf of DAB US.
Assignor
-:- ~Jr .

.J.f

;,#

7/,,:)

I')

~.,'?.S,...,~'--fta..---L.e.....1.,....,...,....;)
.,,,,~:,
Stq. en L Thakr
Assignee

h:~ \-~~~~s.:.:dh~~n" LL.~}."§? ~'i . :.n.:. ~~ . .·.:;~~-~-°' (:v~}~ . __. J,. :-n~.:~~~--.. :~. ,. ·.?;Z:... :\d~--~~~~r ~
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Title:
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DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

CROSS REFERENCE TO RELATED APPLICATIONS
This patent application claims priority under 35 USC § ll 9(a)-(d) and (f), § 172,
§365(a) and (b), §386(a) and (b), and/or 37 USC CFR 1.55 to UK Patent Application No.
1818161.0, filed November 7, 2018, and European Patent Application No. 18275174.3, filed
November 7, 2018, which are hereby incorporated by reference in their entirety.

IO

FIELD AND BACKGROUND OF THE INVENTION
The present invention relates to devices and methods for attracting enhanced
attention. More specifically, the present invention relates to beacons for sustaining enhanced
interest/attention, as well as to beacons with symbolic importance.
In the prior art, signal indicators and beacons are typically based upon color,

15

brightness, periodic flashing frequency, rotational pattern, and motion, but not fractal
dimension.
Both cognitive studies and simulations of the brain's limbo-thalamocortical system
via artificial neural nets have shown that original ideas produced within the brain's stream
20

of consciousness occur at a specific rhythm, typically near 4 hertz and a fractal dimension
of approximately½ (see Literature References below: Thaler, 1997b, 2013, 2014, 2016a, b,
2017b). An interval of300 ms (-4 Hz) has been referred to as the "speed of thought" (Tovee
1994).
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In the referenced body of theoretical work of Thaler, the brain's thalamic reticular
nucleus (TRN) is modeled as a constantly adapting auto-associative neural net (i.e., an
anomaly or novelty detector), for which such ideational rhythms are the most noticeable due
to their sporadic and unpredictable nature. Essentially, neural activation patterns within the
5

cortex are thought to emit a telltale 'beacon' to the thalamus when they are generated within
a stream having the above said frequency and fractal signature. Furthermore, these sporadic
cognitive streams generally correspond to novel pattern formation and are considered the
signature of inventive ideation.
It was also shown (Thaler 2016a) that the TRN' s behavior as an anomaly detector

IO

was linked to creative thinking and enhanced attention in forming useful ideational patterns
as stated in the following passage: "In the former case, creative achievements are the result
of convergent thinking processes, requiring the attention of critic nets on the lookout for
sporadic activations within the cortex that signal the formation of novel and potentially
useful ideational patterns [3].With non-linear stimulus streams present in the external

15

environment (i.e., sporadic events such as the two audible clicks used in EEG studies to
measure so-called P50 response), the attention of critic nets selectively shifts to these
sporadic external event streams [3,14] dominating within cortex, rather than mining the
weaker, internally seeded stream of consciousness for seminal thought."
In another publication (Thaler 2016b), frequency and fractal dimension were shown

20

to be indicative of the relation between attention, ideation novelty, and such thought-process
characteristics: "The search for a suitable affordance to guide such attention has revealed
that the rhythm of pattern generation by synaptically perturbed neural nets is a quantitative
indicator of the novelty of their conceptual output, that cadence in tum characterized by a
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frequency and a corresponding temporal clustering that 1s discernible through fractal
dimension."
Regarding human response to light modulation, the Color Usage Lab of the NASA
Ames Research Center published related information dealing with ''Blinking, Flashing, and
5

Temporal

Response"

(https://colorusage.arc.nasa.gov/flashing_2.php),

stating

the

following: "The rate of flashing has a powerful influence on the salience of flashing
elements. The human eye is most sensitive to frequencies of 4-8 Hz (cycles/second). Very
slow and very fast blinking are less attention-demanding than rates near that peak."
A proposed approach based on the effects of fractal flickering of light stimuli was
Io

previously published (Zueva 2013). Fractal flickering exhibits scale invariance with time on
the evoked responses of the retina and visual cortex in normal and neurodegenerative
disorders. In the proposed approach, standard stimuli are presented to patients who adapt to
a flickering background with "specific chaotic interval variabilities between flashes
(dynamic light fractal)." It was hypothesized that such an approach could be applied to

15

facilitate adaptation to non-linear flickering with fractal dimensions in electrophysiological
diagnostics.
Finally, in an article (Williams 2017) entitled, "Why Fractals Are So Soothing,"
related to fractal patterns in the paintings of Jackson Pollock, the physiological response to
viewing images with fractal geometries having a fractal dimension of between 1.3 and 1.5

20

was suggested to be an "economical" means for the eye-tracking mechanism of the human
visual system to simplify processing image content.
The ability to exploit fractal flickering for visual evoked responses (as in the
approach described in Zueva 2013), orto detect a visually fractal image (as in the studies in
\Villiams 2017) relate to visual and image processing.
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It would be desirable to have devices and methods for attracting enhanced attention.
Such devices and methods would, inter alia, provide unique advantages over the prior art
mentioned above.

5

SUMMARY
The present invention seeks to provide devices and methods for attracting enhanced
attention.
IO

It 1s noted that the term "exemplary" is used herein to refer to examples of
embodiments and/or implementations, and is not meant to necessarily convey a moredesirable use-case. Similarly, the terms "alternative" and "alternatively" are used herein to
refer to an example out of an assortment of contemplated embodiments and/or
implementations, and is not meant to necessarily convey a more-desirable use-case.

15

Therefore, it is understood from the above that "exemplary" and "alternative" may be applied
herein to multiple embodiments and/or implementations. Various combinations of such
alternative and/or exemplary embodiments are also contemplated herein.
Embodiments of the present invention provide a method for producing and providing
a pulse train to an LED or lamp at a frequency and fractal dimension that is highly noticeable

20

to humans, being the same rhythm with which original ideas are formed and recognized in
both the brain and advanced Creativity Machines. A light source driven in such a manner
may serve as an emergency beacon within environments filled with distracting light sources
that are flickering randomly or periodically. Ease of detection may be improved using autoassociative neural nets as anomaly detectors within a machine-vision algorithm.
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Thus, using TRN behavior as an anomaly filter in sustained creative activity and
mental focus as detailed above in the context of the works of Thaler, the present invention
exploits such a concept by embodying the same requisite characteristics (i.e., frequency and
fractal dimension) in a signaling device in order to trigger the brain's innate ability to filter
5

sensory information by "highlighting" certain portions in order to make those portions more
noticeable to the brain.
That is, a single light-emitting element flashing at such a prescribed frequency is
highly noticeable when viewed through anomaly detectors built from artificial neural
networks. The sporadic nature of such pulse streams defeats the anomaly filter's ability to

IO

both learn and anticipate their rhythm, making said light pulses visible as anomalies.
Additionally, in contrast to pulse trains, having fractal dimensions less than ½, the prescribed
rhythms have sufficient frequency to catch the attention of a roving attention window, as
when humans are shifting their attention across widely separated portions of a scene. If the
detection system can calculate the fractal dimension of the anomalous light sources within

15

the filtered scene, the "neural flame" may be used as an emergency beacon that discriminates
itself from other alternating light sources within the environment.
Even to the naked eye, and without the use of an anomaly detector, fractal dimension
1/2 pulse streams preferentially attract the attention of human test subjects. The most

attention-grabbing aspect of such streams is that the 'holes' or lacunarity between pulses
20

occur as anomalies in what would othenvise be a linear stream of events. In other words, the
pattern is frequently broken, such anomalous behavior possibly being detected by the TRN
within the human brain as inconsistencies in the established arrival trend of visual stimuli.
In contrast, should fractal dimension drop significantly below½, the frequency of anomalous
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pulses drops, making them less noticeable to humans should either attention or gaze be
wandering.
The incorporation of a "fractal rhythm" into a signal beacon, having a spatial fractal
dimension near zero and a temporal delivery of a fractal dimension near ½, relates to
5

exploiting the understanding ofTRN behavior, thereby avoiding aspects of visual and image
processing as contributing elements.
Embodiments of the present invention further provide a symbol celebrating the
unique tempo by which creative cognition occurs. The algorithmically-driven neural flame
may be incorporated within one or more structures that resemble candles or altar fixtures,

IO

for instance, to accentuate the light's spiritual significance. It is noted that that the light
source or beacon can incorporate any type of light-emitting device.
Such embodiments stem from the notion of one perceiving neural net monitoring
another imagining net, the so-called "Creativity Machine Paradigm" (Thaler 2013), which
has been proposed as the basis of an "adjunct" religion wherein cosmic consciousness,

15

tantamount to a deity, spontaneously forms as regions of space topologically pinch off from
one another to form similar ideating and perceiving pairs, each consisting of mere inorganic
matter and energy. Ironically, this very neural paradigm has itself proposed an alternative
use for such a flicker rate, namely a religious object that integrates features of more
traditional spiritual symbols such as candles and torches.

20

Moreover, in a theory of how cosmic consciousness may form from inorganic matter
and energy (Thaler, 1997a, 2010, 2017), the same attentional beacons may be at work
between different regions of spacetime. Thus, neuron-like, flashing elements may be used
as philosophical, spiritual, or religious symbols, especially when mounted atop candle- or
torch-like fixtures, celebrating what may be considered deified cosmic consciousness. Such
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a light source may also serve as a beacon to that very cosmic consciousness most likely
operating via the same neuronal signaling mechanism.
Therefore, according to aspects ofthe present invention, there is provided for the first
time a device for attracting enhanced attention, the device including: (a) an input signal of a
5

lacunar pulse train having characteristics of a pulse frequency of approximately four Hertz
and a pulse-train fractal dimension of approximately one-half; and (b) at least one
controllable light source configured to be pulsatingly operated by the input signal; w-herein
a neural flame emitted from at least one controllable light source as a result of the lacunar
pulse train is adapted to serve as a uniquely-identifiable signal beacon over potentially-

IO

competing attention sources by selectively triggering human or artificial anomaly-detection
filters, thereby attracting enhanced attention.
Alternatively or additionally, the device further includes: (c) a processor for
supplying the input signal of the lacunar pulse train having the characteristics; and (d) a
digital-to-analog (D/A) converter for transmitting the input signal to at least one controllable

15

light source.
More alternatively or additionally, the DIA converter is an onboard module of the
processor, and wherein the module is embodied in at least one form selected from the group
consisting of: hardware, software, and firmware.
More alternatively or additionally, the processor includes a thresholding unit for

20

monitoring a random-walk trace for trace-axis crossings of a firing threshold of the
thresholding unit, and wherein the trace-axis crossings result in activation transitions to
generate pulse-activation sequences of the lacunar pulse train.
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More alternatively or additionally, candidates of the pulse-activation sequences are
filtered based on a zeroset dimension, and wherein the candidates are filled into a buffer of
selected sequences having a fractal dimension of approximately one-half.
More alternatively or additionally, filtered patterns are randomly withdrawn from the
5

selected sequences in the buffer, and wherein the filtered patterns are configured to serve as
the input signal to the DIA converter for transmitting to at least one controllable light source.
Most alternatively or additionally, the filtered patterns are generated onboard the
processor.
Alternatively or additionally, the uniquely-identifiable signal beacon reduces

IO

distraction by providing a preferential alert over the potentially-competing attention sources.
Alternatively or additionally, the neural flame serves as an object of contemplative
focus embodying symbolic meaning of varying significance.
According to aspects of the present invention, there is provided for the first time a
method for attracting enhanced attention, the method including the steps of: (a) generating a

15

lacunar pulse train having characteristics of a pulse frequency of approximately four Hertz
and a pulse-train fractal dimension of approximately one-half; (b) transmitting the input
signal to at least one controllable light source; and (c) pulsatingly operating at least one
controllable light source to produce a neural flame emitted from at least one controllable
light source as a result of the lacunar pulse train is adapted to serve as a uniquely-identifiable

20

signal beacon over potentially-competing attention sources by selectively triggering human
or artificial anomaly-detection filters, thereby attracting enhanced attention.
Alternatively or additionally, the method further includes the step of: (d) monitoring
a random-,valk trace for trace-axis crossings of a firing threshold, and wherein the trace-axis
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crossings result in activation transitions to generate pulse-activation sequences of the lacunar
pulse train.
More alternatively or additionally, the method further includes the steps of: (e)
filtering candidates of the pulse-activation sequences based on a zeroset dimension; and (f)
5

filling the candidates into a buffer of selected sequences having a fractal dimension of
approximately one-half.
Most alternatively or additionally, the method further includes the steps of: (g)
randomly withdrawing filtered patterns from the selected sequences in the buffer; and (h)
using the filtered patterns as the input signal.

IO

Alternatively or additionally, uniquely-identifiable signal beacon reduces distraction
by providing a preferential alert over the potentially-competing attention sources.
Alternatively or additionally, neural flame serves as an object of contemplative focus
embodying symbolic meaning of varying significance.
These and further embodiments will be apparent from the detailed description and

15

examples that follow.

BRIEF DESCRIPTION OF THE DRAWINGS
The present invention is herein described, by way of example only, with reference to
the accompanying drawings, wherein:
20

Figure 1 is a simplified high-level schematic diagram depicting a neural-flame device
for attracting enhanced attention, according to embodiments of the present invention;
Figure 2 is a simplified flowchart of the major process steps for operating the neuralflame device of Figure 1, according to embodiments of the present invention;
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Figure 3 depicts a trace of the time evolution of input to a neuron-like thresholding
unit of the neural-flame device of Figure 1, according to embodiments of the present
invention;
Figure 4 depicts a video stream for detecting fractal beacons within a generalized
5

scene from the neural-flame device of Figure 1, according to embodiments of the
present invention.

DESCRIPTION OF THE ILLUSTRATIVE EMBODIMENTS
The present invention relates to devices and methods for attracting enhanced
IO

attention. The principles and operation for providing such devices and methods, according
to aspects of the present invention, may be better understood with reference to the
accompanying description and the draw-ings.
Referring to the drmvings, Figure 1 is a simplified high-level schematic diagram
depicting a neural-flame device for attracting enhanced attention, according to embodiments

15

of the present invention. A neural-flame device 2 includes a support 4 serving as a beacon
or an imitation candle, which may be configured to accommodate the needs of the
application (regarding physical dimensions) such as an emergency alert or as an object of
contemplative focus embodying varying significance.
Neural-flame device 2 has a controllable light source 6 (e.g., an LED component)

20

with an optional translucent cover 8, which can be shaped like a neuron's cell body or soma.
Controllable light source 6 can incorporate any type of light-emitting device. Neural-flame
device 2 includes a base 10 housing an optional digital-to-analog (D/A) converter (DIA
module 12) and an input connector 14 for supplying a digital input signal for driving
controllable light source 6 with the required voltage sequence at a frequency corresponding
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to approximately 4 Hz and a fractal dimension near ½. It is noted that DIA module 12 can
be implemented as hardware, sofuvare, and/or firmware as an integral component of a
dedicated processor for neural-flame device 2.
Figure 2 is a simplified flowchart of the major process steps for operating the neural5

flame device of Figure 1, according to embodiments of the present invention. The process
starts with the system generating pulse trains having a frequency of approximately 4 Hz and
a fractal dimension of near 1/2 (Step 20). A system buffer is then filled with these special
lacunar pulse trains (Step 22). These pulse trains are then sequentially withdrawn from the
buffer, and then transmitted to controllable light source 6 via input connector 14 (Step 24).
Optionally, pulse trains may be randomly removed from the buffer prior to

IO

transmitting the signal to controllable light source 6 (Step 26). Such aspects are elaborated
on in greater detail with regard to Figure 3.
Figure 3 depicts a trace of the time evolution of input to a neuron-like thresholding
unit of the neural-flame device of Figure 1, according to embodiments of the present
15

invention. The trace represents the output of a random-walk algorithm carried out on a
computer or processor that is in tum applied to a neuron-like thresholding unit resulting in a
series of activation transitions as the trace crosses (i.e., intersects) the "neuron's" firing
threshold. The arrival patterns of these activation transitions are then filtered by an algorithm
that calculates fractal dimension (i.e., zeroset dimension of the trace), and fills a buffer with

20

those transition patterns having an approximate fractal dimension of ½. These filtered
patterns are then withdrawn from the buffer, and transmitted to drive the controllable light
source.
The algorithm may be generated in an onboard processor and power supply all within
base 10 of neural-flame device 2. It is noted that not only do such pulse patterns represent
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the desired 4 Hz, fractal dimension ½ pulse trains, but they largely differ from one another,
thus preventing any anomaly detection filter, biological or not, from adapting to repeating
activation streams.
The neuron-activation stream is generated by inputting a form of random walk of
5

equal-sized steps to the neuron, with each such step being a notional 'coin flip' to determine
whether the step is positive or negative in sign. As the random input crosses the neuron's
firing threshold (as depicted in Figure 3), a pulse is triggered by the algorithm, the source of
analog input to drive controllable light source 6 of neural-flame device 2.
Returning to optional Step 26 of Figure 2, the resulting stream of the lacunar pulse

Io

train can be used as a set of candidate activation sequences that are then randomly withdrawn
from the buffer, and transmitted to drive controllable light source 6.
The random walk may be started repeatedly from zero in a series of trials, calculating
fractal dimension for each, and then accumulating a library (i.e., a buffer) of just those short
pulse sequences having the required fractal dimension near 1/2. Step 26 may be accomplished

15

in nanoseconds, and the sequences computationally slowed to near 300-ms timescales prior
to being transmitted to controllable light source 6.
Other techniques may be employed as well to mitigate such effects, as known in the
art. However, randomly withdrawing short pulse trains from the buffer has an advantage in
that it adds another layer of randomness to the pulse train, allowing it to stand out when

20

viewed through an anomaly detector, either in the brain or an artificial neural network-based
novelty filter. With small pulse-train libraries, there is a chance of repetition as the short
pulse trains are appended to each other, making it easier for the anomaly filter to adapt to
them.
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Such a "baseline reset" has been described (Thaler 2014). The fractal signature of
the random walk is determined largely by its step size. In the case of the neural flame, the
random walk is tuned to provide a trace (i.e., a wiggly line) that has a fractal dimension of
1.5. Sampling the crossings (i.e., intersections) of thattrace with a baseline that is purposely
5

introduced mid-channel yields a zeroset dimension of one less than that of the trace's fractal
dimension, namely 0.5.
It is noted that the rigorous fractal dimension calculation (i.e., Mandelbrot Measures)
is immune to the regions in which the trace departs from the baseline. Without directly
viewing the trace, the zeroset dimension may be verified by waiting until the trace resumes

IO

its baseline crossings again, and then calculating how these intersections scale \vith time.
In Thaler 2014, the reset involves seeking the nearest memory to the network's
current output pattern and using that as a new reference to measure how far that vector has
walked. The equivalent of a single neuron's activation crisscrossing a baseline, the output
pattern oscillates through a point in a multidimensional space.

15

Figure 4 depicts a video stream for detecting fractal beacons \vithin a generalized
scene from the neural-flame device of Figure 1, according to embodiments of the present
invention. Using a machine vision system, the video stream is propagated through an
adaptive auto-associative neural net used as an anomaly filter. With periodic, random, and
fractally-tuned beacons (as depicted in (a) "raw scene" of Figure 4), the anomaly filter (as

20

in (b) of Figure 4) can block out the anomalies representing the periodic source (as in (c) of
Figure 4). Subsequent algorithmic steps (as in (d) of Figure 4) calculate the fractal dimension
of each anomaly's activation stream, enabling separation of any random source from that
having a tuned fractal dimension (as in (e) of Figure 4). Thus, the use of fractal dimension
at frequencies close to the clock cycle of the human brain, around 250-300 milliseconds,
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serves to enhance attention over other potentially-competing attention sources by selectively
triggering the physiological anomaly-detection filtering of the brain.
To generate pulse trains to drive neural-flame device 2, input to a computational
neuron takes the form of a random walk over successive 300-millisecond intervals, each step
5

being of equal magnitude (Figure 3). The aggregate intersections with the time axis represent
the zeroset, with each of these points ultimately representing a pulse within the sequence
driving neural-flame device 2.
As these candidate pulse trains are generated, they are assessed for their zeroset (or
fractal) dimension, Do, which is approximated as: Do= ln(No)/ln(N), wherein N is the total

IO

number of300 millisecond intervals sampled, and No is the total number of intercepts of the
neuron's net input with the firing threshold. As any new firing pattern is assessed with a
fractal dimension near ½, the pattern is stored within a memory buffer or array.
Subsequently, such pulse trains are randomly accessed and transmitted to DIA module 12
where they are converted to analog voltages to drive the neural flames of controllable light

15

source 6.
Alternatively, use of a storage buffer may be sidestepped by using an optimization
algorithm that varies the step size of input variations to the neuron m1til the average fractal
dimension of the pulse trains evaluate to the desired fractal dimension.
For use as a signal beacon, hmnans may search with or without the aid of a camera

20

and machine-vision system. In the latter case, the camera's video stream may be vie,ved
through an anomaly detector, the preferred embodiment being an adaptive auto-associative
net that calculates the difference vector between the filter's input and output patterns, AP =
Pin - Pout,

thus producing a map of anomalies within the camera's field of vie,v. Subsequent

filters then calculate the fractal dimension of anomalies appearing in this filtered view. Using
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such a methodology, not only can fractal dimension ½ sources be identified, but a range of
prespecified fractal dimensions in the range (0, 1), opening a whole new approach to secure
signaling and communication.
Furthermore, aspects of the present invention provide an object of contemplative
5

focus embodying symbolic meaning of varying significance (e.g., philosophical/religious)
due to the fact that the unique fractal rhythms used are those thought to: ( 1) be exploited by
the brain to detect idea formation, and (2) have grandiose meaning as the temporal signature
of creative cognition, whether in extraterrestrial intelligence or cosmic consciousness.
\Vhile the present invention has been described with respect to a limited number of

IO

embodiments, it will be appreciated that many variations, modifications, equivalent
structural elements, combinations, sub-combinations, and other applications of the present
invention may be made.
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CLAIMS

1.

A device for attracting enhanced attention, the device comprising:

(a)

an input signal of a lacunar pulse train having characteristics of a pulse
frequency of approximately four Hertz and a pulse-train fractal dimension of
approximately one-half generated from a random walk over successive 300
millisecond intervals, each step being of equal magnitude and representative
of a pulse train satisfying a fractal dimension equation of ln(number of
intercepts of a neuron's net input with a firing threshold)/ln(the total number
of 300 ms intervals sampled); and

(b)

at least one controllable light source configured to be pulsatingly operated by
said input signal;

wherein a neural flame is emitted from said at least one controllable light source as
a result of said lacunar pulse train.

2.

The device of claim C the device further comprising:

(c)

a processor for supplying said input signal of said lacunar pulse train having
said characteristics; and

(d)

a digital-to-analog (D/A) converter for transmitting said input signal to said
at least one controllable light source.

3.

The device of claim 2, wherein said DIA converter is an onboard module of

said processor, and wherein said module is embodied in at least one fom1 selected from the
group consisting of: hardware, software, and firmware.

A90

Appx 000124

Case 1:20-cv-00903-LMB-TCB Document 15-2 Filed 11/30/20 Page 91 of 253 PageID# 173

19

4.

The device of claim 3, wherein said processor includes a thresholding unit

for monitoring a random-walk trace for trace-axis crossings of a firing threshold of said
thresholding unit, and wherein said trace-axis crossings result in activation transitions to
generate pulse-activation sequences of said lacunar pulse train.

5.

The device of claim 4, wherein candidates of said pulse-activation sequences

are filtered based on a zeroset dimension, and wherein said candidates are filled into a buffer
of selected sequences having a fractal dimension of approximately one-half.

6.

The device of claim 5, wherein filtered patterns are randomly withdrawn from

said selected sequences in said buffer, and wherein said filtered patterns are configured to
serve as said input signal to said D/A converter for transmitting to said at least one
controllable light source.

7.

The device of claim 6, wherein said filtered patterns are generated onboard

said processor.

8.

A method for attracting enhanced attention, the method comprising the steps

(a)

generating a lacunar pulse train having characteristics of a pulse frequency of

of:

approximately

four

Hertz

and

a

pulse-train fractal

dimension

of

approximately one-half generated from a random walk over successive 300
millisecond intervals, each step being of equal magnitude and representative
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of a pulse train satisfying a fractal dimension equation of ln(nmnber of
intercepts of a neuron's net input with a firing threshold)/ln(the total number
of 300 ms intervals sampled);
(b)

transmitting said input signal to at least one controllable light source; and

(c)

pulsatingly operating said at least one controllable light source to produce a
neural flame emitted from said at least one controllable light source as a result
of said lacunar pulse train.

9.

The method of claim 8, the method further comprising the step of:

(d)

monitoring a random-walk trace for trace-axis crossings of a firing threshold,
and wherein said trace-axis crossings result in activation transitions to
generate pulse-activation sequences of said lacunar pulse train.

IO.

The method of claim 9, the method further comprising the steps of:

(e)

filtering candidates of said pulse-activation sequences based on a zeroset
dimension; and

(f)

filling said candidates into a buffer of selected sequences having a fractal
dimension of approximately one-half.

11.

The method of claim 10, the method further comprising the steps of:

(g)

randomly withdrawing filtered patterns from said selected sequences in said
buffer; and

(h)

using said filtered patterns as said input signal.
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ABSTRACT OF THE DISCLOSURE

The present invention discloses devices and methods for attracting enhanced
attention. Devices include: an input signal of a lacunar pulse train having characteristics of
a pulse frequency of approximately four Hertz and a pulse-train fractal dimension of
approximately one-half; and at least one controllable light source configured to be
pulsatingly operated by the input signal; wherein a neural flame emitted from at least one
controllable light source as a result of the lacunar pulse train is adapted to serve as a
uniquely-identifiable signal beacon over potentially-competing attention sources by
selectively triggering human or artificial anomaly-detection filters, thereby attracting
enhanced attention.
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Document Date: 07/29/2019

Application Number: 16524350

The presence of this form in the IFW record indicates that the following document type was received
in electronic format on the date identified above. This content is stored in the SCORE database.

Since this was an electronic submission, there is no physical artifact folder, no artifact folder is
recorded in PALM, and no paper documents or physical media exist. The TIFF images in the IFW
record were created from the original documents that are stored in SCORE.

•

Drawing

At the time of document entry (noted above):
• USPTO employees may access SCORE content via DAV or via the SCORE web page.
• External customers may access SCORE content via PAIR using the Supplemental Content
tab.

Form Revision Date: March 1, 2019

A96

Appx 000130

Case 1:20-cv-00903-LMB-TCB Document 15-2 Filed 11/30/20 Page 97 of 253 PageID# 179

UNITED STATES PATENT AND TRADEMARK OFFICE
Ul\TfED STATES DEPA RTME'IT OF COMMERCE
United States Patent and Trademark Office
Adiliess. ~Sl1:fM[;3.~~CJ'JER FOR PATENTS

APPLICATION NUMBER

FILING OR 3 71 (C) DATE

16/524,350

07/29/2019

FIRST NAMED APPLICANT

ATTY. DOCKET NO./TITLE

50567-3-01-US
CONFIRMATION NO.1467
FORMALITIES LETTER

89602
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL

111111111111111111111111]~!1]i~1i~1u~ ~i,1i~u111111111111111111111111
Date Mailed: 08/08/2019

NOTICE TO FILE MISSING PARTS OF NONPROVISIONAL APPLICATION
FILED UNDER 37 CFR 1.53(b)

Filing Date Granted
Items Required To Avoid Abandonment:

An application number and filing date have been accorded to this application. The item(s) indicated below,
however, are missing. Applicant is given TWO MONTHS from the date of this Notice within which to file all
required items below to avoid abandonment. Extensions of time may be obtained by filing a petition accompanied
by the extension fee under the provisions of 37 CFR 1.136(a).
• The application data sheet or inventor's oath or declaration does not identify each inventor by his or her legal
name.
• Surcharge as set forth in 37 CFR 1.16(f) must be submitted.
The surcharge is due for any one of:
• late submission of the basic filing fee, search fee, or examination fee,
• late submission of inventor's oath or declaration,
• filing an application that does not contain at least one claim on filing, or
• submission of an application filed by reference to a previously filed application.
SUMMARY OF FEES DUE:

The fee(s) required within TWO MONTHS from the date of this Notice to avoid abandonment is/are itemized
below. Small entity discount is in effect. If applicant is qualified for micro entity status, an acceptable Certification
of Micro Entity Status must be submitted to establish micro entity status. (See 37 CFR 1.29 and forms
PTO/SB/15A and 15B.)
• $ 80 surcharge.
• $( 0) previous unapplied payment amount.
• $ 80 TOTAL FEE BALANCE DUE.
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Replies must be received in the USPTO within the set time period or must include a proper Certificate of Mailing
or Transmission under 37 CFR 1.8 with a mailing or transmission date within the set time period. For more
information and a suggested format, see Form PTO/SB/92 and MPEP 512.
Replies should be mailed to:
Mail Stop Missing Parts
Commissioner for Patents
P.O. Box 1450
Alexandria VA 22313-1450
Registered users of EFS-Web may alternatively submit their reply to this notice via EFS-Web, including a copy
of this Notice and selecting the document description "Applicant response to Pre-Exam Formalities Notice".
https ://sportal. uspto .gov/authenticate/AuthenticateUserlocal EP F. htm I
For more information about EFS-Web please call the USPTO Electronic Business Center at 1-866-217-9197 or
visit our website at http://www.uspto.gov/ebc.

If you are not using EFS-Web to submit your reply, you must include a copy of this notice.
Questions about the contents of this notice and the
requirements it sets forth should be directed to the Office
of Data Management, Application Assistance Unit, at
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

/hchin/
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(37 CFR 1.16(a), (b), or (c))

N/A

N/A

N/A

75

N/A

SEARCH FEE
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UNITED STATES PATENT AND TRADEMARK OFFICE
Ul\TfED STATES DEPA RTME'IT OF COMMERCE
United States Patent and Trademark Office
Adiliess. ~Sl1:fM[;3.~~CJ'JER FOR PATENTS

APPLICATION
NUMBER

FILING or
37l(c)DATE

GRPART
UNIT

FIL FEE REC'D

ATTY.DOCKET.NO

16/524,350

07/29/2019

2861

785

50567-3-01-US

TOT CLAIMS IND CLAIMS
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CONFIRMATION NO.1467
FILING RECEIPT
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FlashPoint IP Ltd.
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Elad, 4083201
ISRAEL

1111111111111111111111

m~mll!~~ ~WHJJj~

11111111111111111111111

Date Mailed: 08/08/2019

Receipt is acknowledged of this non-provisional utility patent application. The application will be taken up for
examination in due course. Applicant will be notified as to the results of the examination. Any correspondence
concerning the application must include the following identification information: the U.S. APPLICATION NUMBER,
FILING DATE, NAME OF FIRST INVENTOR, and TITLE OF INVENTION. Fees transmitted by check or draft are
subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a corrected Filing Receipt, including a properly marked-up ADS showing the changes
with strike-through for deletions and underlining for additions. If you received a "Notice to File Missing Parts" or
other Notice requiring a response for this application, please submit any request for correction to this Filing Receipt
with your reply to the Notice. When the USPTO processes the reply to the Notice, the USPTO will generate another
Filing Receipt incorporating the requested corrections provided that the request is grantable.
lnventor(s)

None
Applicant( s)

Stephen L. Thaler, St. Charles, MO;
Assignment For Published Patent Application
Stephen L. Thaler
Power of Attorney:
Reuven Mouallem--63345
Ryan Abbott--68178
Domestic Applications for which benefit is claimed - None.
A proper domestic benefit claim must be provided in an Application Data Sheet in order to constitute a claim for
domestic benefit. See 37 CFR 1.76 and 1.78.
Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.)
EUROPEAN PATENT OFFICE (EPO) 18275174.3 11/07/2018 No Access Code Provided
UNITED KINGDOM 1818161.0 11/07/2018 No Access Code Provided

Permission to Access Application via Priority Document Exchange: Yes
Permission to Access Search Results: Yes
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Applicant may provide or rescind an authorization for access using Form PTO/SB/39 or Form PTO/SB/69 as
appropriate.

Request to Retrieve - This application either claims priority to one or more applications filed in an intellectual
property Office that participates in the Priority Document Exchange (POX) program or contains a proper Request to
Retrieve Electronic Priority Application(s) (PTO/SB/38 or its equivalent). Consequently, the US PTO will attempt
to electronically retrieve these priority documents.

If Required, Foreign Filing License Granted: 08/07/2019
The country code and number of your priority application, to be used for filing abroad under the Paris Convention,
is US 16/524,350

Projected Publication Date: To Be Determined - pending completion of Missing Parts
Non-Publication Request: No
Early Publication Request: No
** SMALL ENTITY **
Title
DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

Preliminary Class
116

Statement under 37 CFR 1.55 or 1.78 for AIA (First Inventor to File) Transition Applications: No

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES
Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent" and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.
Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.
Applicants also are advised that in the case of inventions made in the United States, the Director of the US PTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.
Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
page 2 of 4
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patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.
For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4258).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED
The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.
This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.
The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.
NOT GRANTED
No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).
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SelectUSA
The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location for
business investment, innovation, and commercialization of new technologies. The U.S. offers tremendous resources
and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation works to
promote and facilitate business investment. SelectUSA provides information assistance to the international investor
community; serves as an ombudsman for existing and potential investors; advocates on behalf of U.S. cities, states,
and regions competing for global investment; and counsels U.S. economic development organizations on investment
attraction best practices. To learn more about why the United States is the best country in the world to develop
technology, manufacture products, deliver services, and grow your business, visit http://www.SelectUSA.gov or call
+ 1-202-482-6800.
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To:
From:
Cc:
Subject:

ydm@FlashPointlP.com,FPIP-USPTO@FlashPointlP.com,
PAIR_eOfficeAction@uspto.gov
PAIR_eOfficeAction@uspto.gov
Private PAIR Correspondence Notification for Customer Number 89602

Aug 08, 2019 03:23:41 AM
Dear PAIR Customer:
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL
The following USPTO patent application(s) associated with your Customer Number, 89602 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.
The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.
Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.
Application
16524350

Document
NTC.MISS.PRT
APP.FILE.REC

Mailroom Date
08/08/2019
08/08/2019

Attorney Docket No.
50567-3-01-US
50567-3-01-US

To view your correspondence online or update your email addresses, please visit us anytime at
https ://sportal. uspto .gov/secu re/myportal/privatepair.
If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action' on the subject line or call 1-866-217-9197 during the following hours:
Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,
UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.:

16/524,350

Filed: July 29, 2019
For:

DEVICES AND METHODS
FOR ATTRACTING
ENHANCED ATTENTION

Examiner:

§
§
§
§
§
§
§
§
§
§
§
§
§

Group Art Unit: 2861
Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

PETITION TO EXPEDITE 1.181 PETITION TO THE DIRECTOR
This Petition to expedite the petition to the Director filed in the instant application under
3 7 CFR 1.181, for which the appropriate fee has been paid.

Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at rkm@FlashPointIP.com or by phone at (516) 301-1649.
Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. I understand that a copy of such communications will be made ofrecord. [MPEP §502.03
II]
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Respectfully submitted,

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345
Date: August 29, 2019
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Electronic Patent Application Fee Transmittal
Application Number:

16524350

Filing Date:

29-Jul-2019

Title of Invention:

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

First Named Inventor/Applicant Name:
Filer:

Reuven Khedhouri Mouallem

Attorney Docket Number:

50567-3-01-US

Filed as Small Entity

Filing Fees for Utility under 35 USC 111 (a)

Description

Fee Code

Quantity

Amount

Sub-Total in
USO($)

PETITION FEE- 37 CFR 1.1 ?(F)(GROUP I)

2462

1

200

200

Basic Filing:

Pages:

Claims:

Miscellaneous-Filing:

Petition:

Patent-Appeals-and-Interference:

Post-Allowance-and-Post-Issuance:
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Description

Fee Code

Quantity

Amount

Sub-Total in
USO($)

Extension-of-Time:

Miscellaneous:

Total in USO($)
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Electronic Acknowledgement Receipt
EFSID:

37013246

Application Number:

16524350

International Application Number:
Confirmation Number:

1467

Title of Invention:

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

First Named Inventor/Applicant Name:
Customer Number:

89602

Filer:

Reuven Khedhouri Mouallem

Filer Authorized By:
Attorney Docket Number:

50567-3-01-US

Receipt Date:

29-AUG-2019

Filing Date:

29-JUL-2019

Time Stamp:

10:09:39

Application Type:

Utility under 35 USC 111 (a)

Payment information:
Submitted with Payment

I

no

File Listing:
Document
Number

Document Description

File Name

File Size(Bytes}/
Message Digest

Multi
Part /.zip

Pages
(if appl.)

no

6

166698

1

Petition for review by the Office of
Petitions

181_Petition_NF.pdf
907292a06e364f21161 da3a0566d4f9ecd6
2b37

Warnings:
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Information:
97040

2

Petition for review by the Office of
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This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.
New Agglications Under 35 U.S.C. 111
If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.
National Stage of an International Agglication under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT /DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.
New International Agglication Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 181 O), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/1 OS) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.:

16/524,350

Filed: July 29, 2019
For:

DEVICES AND METHODS
FOR ATTRACTING
ENHANCED ATTENTION

Examiner:

§
§
§
§
§
§
§
§
§
§
§
§
§

Group Art Unit: 2861
Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

PETITION TO THE DIRECTOR UNDER 37 CFR 1.181
This Petition to the Director is pursuant under 37 CFR 1.181 from the requirement
under the Notice to File Missing Parts issued under 37 CFR l.53(b) on August 8, 2019, for
which the supervisory authority of the Director is invoked in appropriate circumstances.
The following inventorship statement is being submitted to assist in clarifying the status
of inventorship as it relates to the instant invention. The unique aspects under which the instant
invention was conceived prompted the inclusion of such statement in order to explain that the
inventor of the subject matter of the instant invention of the present application is an AI
machine, being a type of "creativity machine" named "DABUS" as indicated, inter alia, in the
Application Data Sheet (ADS). The following statement explains the nature of DAB US, and
why it should be named as the inventor in the present application. In addition, such
considerations directly pertain to the Substitute Statement and recordation of Assignment filed
herewith the application submission. Based on the following statement, it is submitted that the
Director should vacate the Notice to File Missing Parts for being be unwarranted and/or void.
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A machine called "DAB US" conceived ofthe instant invention.

The instant invention was generated by a specific machine called "DABUS" ("device
for the autonomous bootstrapping of unified sentience") - a type of "Creativity Machine." A
Creativity Machine is a particular type of connectionist artificial intelligence. Such systems
contain a first artificial neural network, made up of a series of smaller neural networks, that has
been trained with general information from various knowledge domains. This first network
generates novel ideas in response to self-perturbations of connection weights between neurons
and component neural nets therein. A second "critic" artificial neural network monitors the first
neural network for new ideas, and identifies those ideas that are sufficiently novel compared to
the machine's pre-existing knowledge base. The critic net also generates an effective response
that in turn injects/retracts perturbations to selectively form and ripen ideas having the most
novelty, utility, or value.
In the case of the instant invention, the machine only received training in general
knowledge in the field, and proceeded to independently conceive of the invention, and to
identify it as novel and salient. If similar training had been given to a human student, the student
rather than the trainer would meet the inventorship criteria as inventor.
In some instance of machine invention, a natural person might qualify as an inventor
by virtue of having exhibited inventive skill in developing a program to solve a particular
problem, by skillfully selecting data to provide to a machine, or by identifying the output of a
machine as inventive. However, in the present case, DABUS was not created to solve any
particular problem, nor was trained on any special data relevant to the instant invention. The
machine rather than a person identified the novelty and salience of the instant invention.
A detailed description of how DABUS and a Creativity Machine functions is available
m, among others, the following US patent publications: 5,659,666; 7,454,388 B2; and
2015/0379394 Al.

2
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Inventorship should not be restricted to natural persons. A machine that would meet
inventorship criteria ifit were a natural person should also qualifv as an inventor.
No United States law explicitly prohibits protection for autonomous machine
inventions.
However, inventorship is restricted to "individuals" under, e.g., 35 U.S.C. §lOO(f)
(1952) ("The term 'inventor' means the individual or, if a joint invention, the individuals
collectively who invented or discovered the subject matter of the invention.").
The restriction of inventorship to individuals was intended to prevent corporate
inventorship. It was not the result of seriously considering autonomous machine invention, and
should not therefore prohibit subsistence of intellectual property rights where there is no natural
person who qualifies as an inventor. See Karl F. Milde, Jr., Can a Computer Be an "Author" or
an "Inventor"?, 51 J. PAT. OFF. SOC'Y 378,379 (1969). ("The closest that the Patent Statute
comes to requiring that a patentee be an actual person is in the use, in Section 101, of the term
'whoever.' Here too, it is clear from the absence of any further qualifying statements that the
Congress, in considering the statute in 1952, simply overlooked the possibility that a machine
could ever become an inventor.")
The output of autonomously inventive machines should be patentable if it meets the
requirements of patentability set out in law. The primary purpose of patent law is to incentivize
innovation,

together

with

incentivizing

the

disclosure

of information,

and

the

commercialization and development of inventions. Allowing patents for machine output
incentivizes the development of inventive machines, which ultimately promotes innovation. To
the extent that patents are incentivizing commercialization and disclosure of information, there
is no change in this function between a human and a machine-generated invention. Failure to
permit patent protection for the output of autonomously inventive machines threatens to

3
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undermine the patent system by failing to encourage the production of socially valuable
inventions. This will be particularly important as artificial intelligence becomes more
sophisticated and likely a standard part of future industrial research and development.
Clarifying now that patents are available for the output of autonomously inventive machines
would provide certainty to businesses and innovators.
Patent law also protects the moral rights of human inventors; acknowledging machines
as inventors would facilitate this function. At present, individuals are claiming inventorship of
autonomous machine inventions under circumstances in which those persons have not
functioned as inventors. See Ryan Abbott, I Think, Therefore I Invent: Creative Computers and

the Future of Patent Law, 54 B. C. L. Rev. 1079-1126 (2016). Failing to appropriately
acknowledge inventive activity by machines weakens moral justifications for patents by
allowing individuals to take credit for work they have not done. It is not unfair to machines
who have no interest in being acknowledged, but it is unfair to other human inventors because
it devalues their accomplishments by altering and diminishing the meaning of inventorship.
This could equate the hard work of creative geniuses with those simply asking a machine to
solve a problem or submitting a machine's output. By contrast, acknowledging machines as
inventors would also acknowledge the work of a machine's creators.

An "autonomous machine invention" should be assigned to the owner ofthe machine.
Machines should not own patents. They do not have legal personality or independent
rights, and cannot own property.
The machine's owner should be the default owner of any intellectual property it
produces and any benefits that would otherwise subsist in an inventor who is a natural person.
This is most consistent with current ownership norms surrounding personal property (including
both machines and patents).

4
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In the instant application, we submit that DABUS should be acknowledged as the
inventor of any resultant patents, with Stephen Thaler, the machine's owner, as the applicant
and assignee of any such patents.

Stephen Thaler is prevented from listing himself as the inventor for the instant application.
Stephen Thaler, the creator of DAB US, is prohibited from listing himself as an inventor
for the instant application because he has not contributed to the conception of the instant
invention. DAB US performed what is traditionally considered the mental part of the inventive
act. Based on DABUS's results, a skilled person could have reduced the invention to practice.
Inaccurately listing himself as an inventor could subject Dr. Thaler to criminal sanctions. 18
U.S.C. 1001.
The Office presumes that the named inventor in an application is the actual inventor.
See MPEP §2137.01.

If a machine cannot be an inventor. the first person to recognize the inventive nature of
autonomous machine input may quality as an inventor.
It has been argued that a natural person may claim inventorship of an autonomous

machine invention even in situations in which that person was not involved in the development
or operation of a machine by virtue of recognizing the relevance of a machine's output. This
approach is questionable in cases in which the natural person has not made an inventive
contribution to the disclosed invention in the accepted meaning of the term
In some cases, recognition of the inventive nature of a computer's output may require
significant skill, but in others, the nature of inventive output may be obvious. In the present
case, DAB US identified the novelty of its own idea before a natural person did.

5
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Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at rkm@FlashPointIP.com or by phone at (516) 301-1649.
Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. I understand that a copy of such communications will be made ofrecord. [MPEP §502.03
II]

Respectfully submitted,

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345
Date: August 29, 2019
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Electronic Patent Application Fee Transmittal
Application Number:

16524350

Filing Date:

29-Jul-2019

Title of Invention:

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

First Named Inventor/Applicant Name:
Filer:

Reuven Khedhouri Mouallem

Attorney Docket Number:

50567-3-01-US

Filed as Small Entity

Filing Fees for Utility under 35 USC 111 (a)
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Electronic Acknowledgement Receipt
EFSID:

37014430

Application Number:

16524350

International Application Number:
Confirmation Number:

Title of Invention:

1467

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

First Named Inventor/Applicant Name:
Customer Number:
Filer:

89602
Reuven Khedhouri Mouallem

Filer Authorized By:
Attorney Docket Number:

50567-3-01-US

Receipt Date:

29-AUG-2019

Filing Date:

29-JUL-2019

Time Stamp:
Application Type:

11:17:40
Utility under 35 USC 111 (a)

Payment information:
Submitted with Payment
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Payment Type
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$200

RAM confirmation Number
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Deposit Account
Authorized User
The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpayment as follows:
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This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.
New AQQlications Under 35 U.S.C. 111
If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.
National Stage of an International AQQlication under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT /DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.
New International AQQlication Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 181 O), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/1 OS) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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UNITED STATES PATENT AND TRADEMARK OFFICE
Ul\TfED STATES DEPA RTME'IT OF COMMERCE
United States Patent and Trademark Office
Adiliess. ~Sl1:fM[;3.~~CJ'JER FOR PATENTS

APPLICATION NUMBER

FILING OR 3 71 (C) DATE

16/524,350

07/29/2019

FIRST NAMED APPLICANT

ATTY. DOCKET NO./TITLE

50567-3-01-US
CONFIRMATION NO.1467
FORMALITIES LETTER

89602
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL

111111111111111111111111]~!1]i~1i~1u~ ~,j1um111111111111111111111111
Date Mailed: 12/13/2019

NOTICE TO FILE MISSING PARTS OF NONPROVISIONAL APPLICATION
FILED UNDER 37 CFR 1.53(b)

Filing Date Granted
Items Required To Avoid Abandonment:

An application number and filing date have been accorded to this application. The item(s) indicated below,
however, are missing. Applicant is given TWO MONTHS from the date of this Notice within which to file all
required items below to avoid abandonment. Extensions of time may be obtained by filing a petition accompanied
by the extension fee under the provisions of 37 CFR 1.136(a).
• The application data sheet or inventor's oath or declaration does not identify each inventor by his or her legal
name.
• Surcharge as set forth in 37 CFR 1.16(f) must be submitted.
The surcharge is due for any one of:
• late submission of the basic filing fee, search fee, or examination fee,
• late submission of inventor's oath or declaration,
• filing an application that does not contain at least one claim on filing, or
• submission of an application filed by reference to a previously filed application.
SUMMARY OF FEES DUE:

The fee(s) required within TWO MONTHS from the date of this Notice to avoid abandonment is/are itemized
below. Small entity discount is in effect. If applicant is qualified for micro entity status, an acceptable Certification
of Micro Entity Status must be submitted to establish micro entity status. (See 37 CFR 1.29 and forms
PTO/SB/15A and 15B.)
• $ 80 surcharge.
• $( 0) previous unapplied payment amount.
• $ 80 TOTAL FEE BALANCE DUE.
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Replies must be received in the USPTO within the set time period or must include a proper Certificate of Mailing
or Transmission under 37 CFR 1.8 with a mailing or transmission date within the set time period. For more
information and a suggested format, see Form PTO/SB/92 and MPEP 512.
Replies should be mailed to:
Mail Stop Missing Parts
Commissioner for Patents
P.O. Box 1450
Alexandria VA 22313-1450
Registered users of EFS-Web may alternatively submit their reply to this notice via EFS-Web, including a copy
of this Notice and selecting the document description "Applicant response to Pre-Exam Formalities Notice".
https ://sportal. uspto .gov/authenticate/AuthenticateUserlocal EP F. htm I
For more information about EFS-Web please call the USPTO Electronic Business Center at 1-866-217-9197 or
visit our website at http://www.uspto.gov/ebc.

If you are not using EFS-Web to submit your reply, you must include a copy of this notice.
Questions about the contents of this notice and the
requirements it sets forth should be directed to the Office
of Data Management, Application Assistance Unit, at
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

/jltippett/
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PATENT APPLICATION FEE DETERMINATION RECORD

Application or Docket Number

16/524,350

Substitute for Form PTO-875
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FOR
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NUMBER FILED

NUMBER EXTRA

RATE($)

FEE($)
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BASIC FEE
(37 CFR 1.16(a), (b), or (c))

N/A

N/A

N/A
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N/A

SEARCH FEE
(37 CFR 1.16(k), (i), or (m))

N/A

N/A

N/A

330

N/A

EXAMINATION FEE
(37 CFR 1.16(0), (p), or (q))

N/A

TOTAL CLAIMS
(37 CFR 1.16(i))

11

INDEPENDENT CLAIMS
(37 CFR 1.16(h))

2

APPLICATION SIZE
FEE
(37 CFR 1.16(s))

N/A

N/A
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0.00
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X
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=

0.00
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If the specification and drawings exceed 100
sheets of paper, the application size fee due is
$31 O ($155 for small entity) for each additional
50 sheets or fraction thereof. See 35 U.S.C.
41 (a)(1 )(G) and 37 CFR 1.16(s).

FEE($)

N/A
OR

0.00

0.00

MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR 1.16(j))
* If the difference in column 1 is less than zero, enter "0" in column 2.
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** If the "Highest Number Previously Paid For" IN THIS SPACE is less than 20, enter "20".
*** If the "Highest Number Previously Paid For" IN THIS SPACE is less than 3, enter "3".
The "Highest Number Previously Paid For" (Total or Independent) is the highest found in the appropriate box in column 1
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UNITED STATES PATENT AND TRADEMARK OFFICE
Ul\TfED STATES DEPA RTME'IT OF COMMERCE
United States Patent and Trademark Office
Adiliess. ~Sl1:fM[;3.~~CJ'JER FOR PATENTS

APPLICATION NUMBER

FILING OR 3 71 (C) DATE

16/524,350

07/29/2019

FIRST NAMED APPLICANT

ATTY. DOCKET NO./TITLE

50567-3-01-US
CONFIRMATION NO.1467
WITHDRAWAL NOTICE

89602
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL

111111111111111111111111]~!1]i~1i~1u~ ~,j1um111111111111111111111111
Date Mailed: 12/13/2019

Letter Regarding a New Notice and/or the Status of the Application
If a new notice or Filing Receipt is enclosed, applicant may disregard the previous notice mailed on
08/08/2019. The time period for reply runs from the mail date of the new notice. Within the time period
for reply, applicant is required to file a reply in compliance with the requirements set forth in the new
notice to avoid abandonment of the application.

Registered users of EFS-Web may alternatively submit their reply to this notice via EFS-Web.
https://sportal.uspto.gov/authenticate/AuthenticateUserLocalEPF.html
For more information about EFS-Web please call the USPTO Electronic Business Center at
1-866-217-9197 or visit our website at http://www.uspto.gov/ebc.
If the reply is not filed electronically via EFS-Web, the reply must be accompanied by a copy of
the new notice.
If the Office previously granted a petition to withdraw the holding of abandonment or a petition to
revive under 37 CPR 1.137, the status of the application has been returned to pending status.
Questions about the contents of this notice and the
requirements it sets forth should be directed to the Office
of Data Management, Application Assistance Unit, at
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

/jltippett/
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UNITED STATES PATENT AND TRADEMARK OFFICE
Ul\TfED STATES DEPA RTME'IT OF COMMERCE
United States Patent and Trademark Office
Adiliess. ~Sl1:fM[;3.~~CJ'JER FOR PATENTS

APPLICATION
NUMBER

FILING or
37l(c)DATE

GRPART
UNIT

FIL FEE REC'D

ATTY.DOCKET.NO

16/524,350

07/29/2019

2861

785

50567-3-01-US

TOT CLAIMS IND CLAIMS

11
2
CONFIRMATION NO.1467
FILING RECEIPT

89602
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL

1111111111111111111111
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Date Mailed: 12/13/2019

Receipt is acknowledged of this non-provisional utility patent application. The application will be taken up for
examination in due course. Applicant will be notified as to the results of the examination. Any correspondence
concerning the application must include the following identification information: the U.S. APPLICATION NUMBER,
FILING DATE, NAME OF FIRST INVENTOR, and TITLE OF INVENTION. Fees transmitted by check or draft are
subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a corrected Filing Receipt, including a properly marked-up ADS showing the changes
with strike-through for deletions and underlining for additions. If you received a "Notice to File Missing Parts" or
other Notice requiring a response for this application, please submit any request for correction to this Filing Receipt
with your reply to the Notice. When the USPTO processes the reply to the Notice, the USPTO will generate another
Filing Receipt incorporating the requested corrections provided that the request is grantable.
lnventor(s)

None
Applicant( s)

Stephen L. Thaler, St. Charles, MO;
Assignment For Published Patent Application
Stephen L. Thaler
Power of Attorney:
Reuven Mouallem--63345
Ryan Abbott--68178
Domestic Applications for which benefit is claimed - None.
A proper domestic benefit claim must be provided in an Application Data Sheet in order to constitute a claim for
domestic benefit. See 37 CFR 1.76 and 1.78.
Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.)
EUROPEAN PATENT OFFICE (EPO) 18275174.3 11/07/2018 No Access Code Provided
UNITED KINGDOM 1818161.0 11/07/2018 No Access Code Provided

Permission to Access Application via Priority Document Exchange: Yes
Permission to Access Search Results: Yes
page 1 of 4
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Applicant may provide or rescind an authorization for access using Form PTO/SB/39 or Form PTO/SB/69 as
appropriate.

Request to Retrieve - This application either claims priority to one or more applications filed in an intellectual
property Office that participates in the Priority Document Exchange (POX) program or contains a proper Request to
Retrieve Electronic Priority Application(s) (PTO/SB/38 or its equivalent). Consequently, the US PTO will attempt
to electronically retrieve these priority documents.

If Required, Foreign Filing License Granted: 08/07/2019
The country code and number of your priority application, to be used for filing abroad under the Paris Convention,
is US 16/524,350

Projected Publication Date: To Be Determined - pending completion of Missing Parts
Non-Publication Request: No
Early Publication Request: No
** SMALL ENTITY **
Title
DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

Preliminary Class
116

Statement under 37 CFR 1.55 or 1.78 for AIA (First Inventor to File) Transition Applications: No

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES
Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent" and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.
Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.
Applicants also are advised that in the case of inventions made in the United States, the Director of the US PTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.
Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
page 2 of 4
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patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.
For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4258).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED
The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.
This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.
The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.
NOT GRANTED
No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).
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SelectUSA
The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location for
business investment, innovation, and commercialization of new technologies. The U.S. offers tremendous resources
and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation works to
promote and facilitate business investment. SelectUSA provides information assistance to the international investor
community; serves as an ombudsman for existing and potential investors; advocates on behalf of U.S. cities, states,
and regions competing for global investment; and counsels U.S. economic development organizations on investment
attraction best practices. To learn more about why the United States is the best country in the world to develop
technology, manufacture products, deliver services, and grow your business, visit http://www.SelectUSA.gov or call
+ 1-202-482-6800.
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To:
From:
Cc:
Subject:

ydm@FlashPointlP.com,FPIP-USPTO@FlashPointlP.com,
PAIR_eOfficeAction@uspto.gov
PAIR_eOfficeAction@uspto.gov
Private PAIR Correspondence Notification for Customer Number 89602

Dec 13, 2019 03:33:35 AM
Dear PAIR Customer:
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL
The following USPTO patent application(s) associated with your Customer Number, 89602 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.
The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.
Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.
Application
16524350

Document
NTC.MISS.PRT
M327
APP.FILE.REC

Mailroom Date
12/13/2019
12/13/2019
12/13/2019

Attorney Docket No.
50567-3-01-US
50567-3-01-US
50567-3-01-US

To view your correspondence online or update your email addresses, please visit us anytime at
https ://sportal. uspto .gov/secu re/myportal/privatepair.
If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action' on the subject line or call 1-866-217-9197 during the following hours:
Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,
UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE

United States Patent and Trademark Office
Address:

COMMISSIONERFORPATENTS
P.O. Box 1450
Alexandria, Virginia 22313-1450
www.uspto.gov

APPLICATION NO.

FILING DATE

16/524,350

07/29/2019

89602

7590

FIRST NAMED INVENTOR

ATTORNEY DOCKET NO.

CONFIRMATION NO.

50567-3-01-US

1467

12/17/2019

EXAMINER

FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad,4083201
ISRAEL

ART UNIT

PAPER NUMBER

2861

NOTIFICATION DATE

DELIVERY MODE

12/17/2019

ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):
FPIP-USPTO@FlashPointlP.com
ydm@FlashPointlP.com

PTOL-90A (Rev. 04/07)
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UNITED STATES PATENT AND TRADEMARK OFFICE
Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov

In re Application of
Stephen L. Thaler
Application No. 16/524,350
Filed: 29 Jul 2019
For: DEVICES AND METHODS FOR
ATTRACTING ENHANCED
ATTENTION

DECISION ON PETITION

This is a decision on the petition under 37 CFR 1.181, filed August 29, 2019, requesting the
Office vacate the Notice to File Missing Parts of Nonprovisional Application, mailed August 8,
2019. 1
The petition under 37 CFR 1.181 is DISMISSED.

RELEVANT BACKGROUND
The above-identified application was filed on July 29, 2019. The application papers filed on July
29, 2019 were accompanied by, inter alia, an application data sheet ("ADS"), a statement under
37 CFR 3. 73(c) stating Stephen L. Thaler is the assignee of the entire right, title, and interest of
the patent application, an assignment from the assignor, DABUS, signed by Stephen L. Thaler,
to the assignee, Stephen L. Thaler, assigning and transferring the assignor's entire right, title, and
interest in the invention 2 , and a substitute statement under 37 CFR 1.64 in lieu of declaration
under 35 U.S.C. § l 15(d) ("substitute statement"), listing DABUS, as the inventor for which the
substitute statement applies, which was executed by Stephen L. Thaler, as legal representative of
DABUS. The ADS, filed July 29, 2019, lists the sole inventor as having the given name
"[DABUS]" and the family name "Invention generated by artificial intelligence."
On August 8, 2019, the USPTO issued a Notice to File Missing Parts of Nonprovisional
Application ("Notice"), which provided applicant two months from the mail date of the Notice,
with extensions of time available pursuant to 37 CFR l .136(a), to file an ADS or inventor's

1

The instant petition under 37 CFR 1.181 was accompanied by a petition under 37 CFR 1.182 requesting expedited
processing of the instant petition. The petition to expedite the processing is dismissed as moot in view of this
decision.
2
Based on an initial review, this assignment document does not appear to satisfy the requirements set forth in 37
CFR 3.73(c)(l).
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oath/declaration that identifies each inventor by his or her legal name and to submit the $80
surcharge for the late submission of the inventor's oath or declaration.
Petitioner filed the present petition under 37 CFR 1.181 on August 29, 2019.

OPINION
Petitioner asserts the sole inventor of the subject matter of the instant application is an artificial
intelligence machine named DABUS. Petitioner contends that inventorship should not be
restricted to natural persons and therefore, DAB US is properly identified as the sole inventor in
the ADS of July 29, 2019. Petitioner further contends the substitute statement filed July 29,
2019 and executed by Stephen L. Thaler, as legal representative of DABUS, listing DABUS as
the inventor is acceptable. Petitioner requests that the Director vacate the Notice of August 8,
2019 for being unwarranted and/or void.
35 U.S.C. § 115 requires that an application filed under 35 U.S.C. § 11 l(a) shall include the
name of the inventor or inventors. 35 U.S.C. § IO0(f) defines the term "inventor" as the
individual or, if a joint invention, the individuals collectively who invented or discovered the
subject matter of the invention. 3 As provided in J7 CFR 1.4 l(b), an applicant may name the
inventorship of a non-provisional application under 35 U.S.C. § 11 l(a) in the ADS in accordance
·with 37 CFR 1.76. or in the inventor's oath or declaration in accordance with 37 CFR l .63. 5'ee
MPEP 602.0L
Petitioner argues that inventorship should not be restricted to natural persons because United
States law does not explicitly prohibit protection for autonomous machine-created inventions.
Therefore, due to numerous policy considerations, a machine like DABUS, that meets the
inventorship criteria if it were a natural person, should also qualify as an inventor. However, the
United States patent laws do not support Petitioner's position that an inventor can be a machine.
The Patent statute is replete with language indicating that an inventor is a natural person. For
example, as noted supra, 35 U.S.C. § IO0(f) defines the term "inventor" as "the individual or, if
a joint invention, the individuals collectively who invented or discovered the subject matter of
the invention." 35 U.S.C. § 101 also provides "[w]hoever invents or discovers ... may obtain a
patent therefor, subject to the conditions and requirements of this title." (emphasis added).
Additionally, 35 U.S.C. § 102(a) states, "A person shall be entitled to a patent unless ... "
(emphasis added). 35 U.S.C. § l 15(b)(2) further provides, in pertinent part, "[a]n oath or
declaration under subsection (a) shall contain statements that ... such individual believes himself
or herself to be the original inventor or an original joint inventor of a claimed invention in the
application" (emphasis added). 4 Accordingly, the Patent statutes do not support the
interpretation of "inventor" to include a machine.

3
35 U.S.C. § lOO(g) defines the terms "joint inventor" and "coinventor" as any one of the individuals who invented
or discovered the subject matter of a joint invention.
4
Other examples from Title 35 include: 35 U.S.C. § l 16(a) that states, in pertinent part"[ w]hen an invention is
made by two or more persons jointly, they shall apply for patent jointly and each make the required oath, except as
otherwise provided in this title"; 35 U.S.C. § 256 that provides for correction of the inventorship where a "person" is
named that is not the inventor or where a "person" who is an inventor is not named as an inventor of the patent;
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p,foreover, when considering whether corporations could be listed as an inventor, the United
States Court of Appeals for the Federal Circuit (Federal Circuit) has explained that ''only natural
persons can be 'inventors. "' 5 We see no basis to distinguish a machine.
In this instance, the ADS of July 29, 2019 lists "[DABUS]" as the given name, and "Invention
generated by artificial intelligence" as the family name, of the sole inventor. Similarly, the
substitute staternent under 37 CFR 1.64, filed July 29, 2019, lists DABUS as the inventor for
which the substitute statement applies. Petitioner admits that DABUS is a machine. Because a
machine does not qualify as an inventor (for the reasons set forth above), the USPTO properly
issued the Notice of August 8, 2019 noting the inventor was not identified by his or her legal
name.
We note, however, that the use of a machine as a tool by natural person(s) does not generally
preclude natural person(s) from qualifying as an inventor or joint inventors if the natural
person(s) contributed to the conception of the claimed invention. See MPEP § 2137.01. Further,
the Office normally presumes that the named inventor or joint inventors in the application are the
actual inventor or joint inventors to be named on the patent. See MPEP § 2137.01. Where an
application names an incorrect inventor, the applicant could submit a request to correct
inventorship under 37 CFR 1.48. See MPEP § 602.0l(c) et seq.; see also MPEP § 706.03(a),
subsection IV.

DECISION
For the reasons noted above, the petition under 37 CFR 1.181 to vacate the Notice of August 8,
2019 is dismissed.
The time period to reply to the Notice of August 8, 2019 is reset in this decision. Petitioner is
given a time period of two (2) months from the mailing date of this decision within which to file
all required items identified in the Notice of August 8, 2019 to avoid abandonment. Extensions
of time may be obtained by filing a petition accompanied by the extension fee under 37 CFR
1.136(a).
Telephone inquiries should be directed to the undersigned at (571) 272-3230.

/SHIRENE W BRANTLEY/
Attorney Advisor, OPET

35 U.S.C. § 37l(c)(4) that provides for an oath or declaration by the inventor "or other person" authorized under
chapter 11; 35 U.S.C. § 382 that provides for filing of an international design application by a "person who is a
national of the United States."
5
Beech Alrcrafi Cor. v. Edo Corp., 990 F.2d 1237, 1248 (Fed. Cir. 1993); see also University r~f Urah v. lv!axPlanck-Gesellschaft Zur Forderung Der Wissenschaften E. V., 734 F.3d 1315, 1323 (Fed. Cir. 2013) ('Conception is
the touchstone of inventorship, the completion of the mental part of invention. It is the formation in the mind of the
inventor, of a definite and permanent idea of the complete and operative invention, as it is hereafter to be applied in
practice.") (internal quotmion marks and citatiorn omitted).
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To:
From:
Cc:
Subject:

ydm@FlashPointlP.com,FPIP-USPTO@FlashPointlP.com,
PAIR_eOfficeAction@uspto.gov
PAIR_eOfficeAction@uspto.gov
Private PAIR Correspondence Notification for Customer Number 89602

Dec 17, 2019 03:36:02 AM
Dear PAIR Customer:
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL
The following USPTO patent application(s) associated with your Customer Number, 89602 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.
The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.
Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.
Application
16524350

Document
PETDEC

Mailroom Date
12/17/2019

Attorney Docket No.
50567-3-01-US

To view your correspondence online or update your email addresses, please visit us anytime at
https ://sportal. uspto .gov/secu re/myportal/privatepair.
If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action' on the subject line or call 1-866-217-9197 during the following hours:
Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,
UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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IN THE UNITED STA TES PA TENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.:

16/524,350

Filed: July 29, 2019
For:

DEVICES AND METHODS
FOR A TIRACTING
ENHANCED A TIENTION

Examiner:

§
§
§
§
§
§
§
§
§
§
§
§
§

Group Art Unit: 2861
Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

PETITION TO THE DIRECTOR UNDER 3 7 CFR 1.181 REOUES T FOR RECONSIDERATION
This Petition to the Director is pursuant under 37 CFR 1.181 from the requirement
under the Notice to File Missing Parts issued under 37 CFR 1.53(b) on August 8, 2019, for
which the supervisory authority of the Director is invoked in appropriate circumstances. The
Request for Reconsideration in this Petition is being filed in reply to the Decision on Petition
issued on December 17, 2019.
In view of the legal opinion and decision by the OPET legal advisor, Ms. Shirene W.
Brantley, in the Decision on Petition, additional arguments are submitted herewith (in
conjunction with the inventorship statement previously submitted) to assist in further clarifying
the status of inventorship as it relates to the instant invention. The circumstances under which
the instant invention was conceived pose a unique legal situation, further justifying this Request
for Reconsideration.
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The inclusion of the inventorship statement was initially prompted in order to explain
that the inventor of the subject matter of the instant invention of the present application is an
AI machine, being a type of "creativity machine" named "DABUS" as indicated, inter alia, in
the Application Data Sheet (ADS). The inventorship statement explains the nature of DAB US,
and why it should be named as the inventor in the present application. In addition, such
considerations directly pertain to the Substitute Statement and recordation of Assignment filed
herewith the application submission. Based on the inventorship statement, it is submitted that
the Director should vacate the Notice to File Missing Parts for being unwarranted and/or void.
Moreover, the additional arguments presented below rebut many of the statements
made in the Decision on Petition, which if heeded as the legal advisor suggests, would render
such actions potentially as fraudulent representation before the USPTO.
In the event that the Office decides to not grant this Petition, it is requested that a final
decision be issued in the form of a Denial, rather than a subsequent Dismissal, in order for the
Applicant to pursue the matter in Federal Court.
Further, in issuing such a Denial, Applicant requests that the Office grant a stay of
proceedings regarding the time period for curing the Notice to File Missing Parts (e.g., a
Suspension of Action under MPEP §709 and 37 CPR 1.103 in the current application, or
allowing a Suspension of Action in a subsequently-filed continuation application to prevent a
new Notice to File Missing Parts from being issued). Otherwise, Applicant will have to endure
burdensome and costly procedural requirements to continually "daisy chain" newly-filed
continuation applications, while the matter proceeds gradually through the Federal Court, in
order to maintain the viability of their entitled IP rights.

2
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Additional Arguments in Reply to the Decision on Petition
In the Opinion by the OPET legal advisor, sources were cited from Title 35 of the U.S.
Code that define an inventor as an individual and/or person (see 35 U.S.C. §lO0(f), §102(a),
§ 115, § 116(a), and §256). It is then concluded that "the Patent statutes do not support the
interpretation of 'inventor' to include a machine."
Dr. Stephen Thaler, the Applicant and creator of DABUS, is of the honest opinion that
the instant invention was conceived solely by DABUS, and that he had no input in connection
with the invention that would entitle him to name himself as an inventor in accordance with
the provisions of sections cited above.
The line of reasoning presented in the Opinion suggests that the referenced statutes are
intended to compel an applicant to name a natural person even where that person does not meet
inventorship criteria. This would force an applicant to name a person who does not meet the
legal definition of an inventor. Failure to do so would prevent an applicant from receiving
protection for an otherwise patentable invention. This reasoning cannot be correct.
It would be wrong to require an applicant to name a person other than an actual inventor
solely for the purposes of meeting a strict literal application of statutes not drafted with regan:ls
to the possibility that an invention may be generated without a natural person who qualifies as
an inventor. This would deceive the public with respect to the actual inventor of an invention,
and provide undeserved credit to someone who did not exercise inventive skill.
Inventorship is not a right but a matter of fact. That is, no person or other entity has a
"right" to be an inventor. Inventorship is determined and should only be determined on of the
basis of inventive contribution to an alleged invention. Therefore, the fact that AI systems
currently do not have any rights in law cannot be determinative of whether or not an AI system
can be considered an inventor in law.

3
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The principles behind the naming the inventor(s) of an invention under 35 U.S.C. § 115
have to be considered to their fullest extent, and not just limited to consideration of a person
who is an inventor. The public has a right to know who is/are the actual inventor(s) of an
invention disclosed in a patent application or patent. TI1is becomes ever more relevant as AI
systems generate ever more sophisticated technologies that are often beyond the human
capacity to develop (such as those derived from the processing and analysis of vast amounts of
data).
It would be legally wrong for an applicant to fail to identify the inventive contribution

of an AI system as this would lead to a misrepresentation as to the origin of the inventive
concept(s) disclosed in the patent application. Moreover, inaccurately listing a natural person
for an invention devised by an AI system would dilute the very principle of naming the inventor
and would be unfair. While it would not be unfair to the AI system, which currently has no
legal rights or interest in law, it would be unfair to other human inventors because it would
equate the work oflegitirnate human inventors with those who were merely associated with an
AI system that actually rnade the invention.
It is accepted that an AI system such as DAB US cannot, under current law, own

property. While there has been very extensive debate on how to handle recent and forecast
advances in AI to date, there is no law that confers on an AI system any rights to own property.
In refusing to accept the naming of an AI system as an inventor, the Office is setting a
further test for patentability that is not provided for in law, and contradicts the generally held
principle that inventorship should not be a substantial condition for the grant of patents. No
such condition is laid down in the Statutes.
The motivation to innovate and disclose does not lie with the inventor, but rather with
the invention's owner. It is the entity that will ultimately benefit from the invention that needs

4
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the motivation, for instance the employer or other entity that invests in the development of new
technology.
The patent system exists to encourage investment in research and development and in
the dissemination of the results of that work, via the granting of a time-limited monopoly in
return for disclosure. It is no more cmrect to suggest that inventions made by AI systems could
be disseminated freely to the public than inventions made by humans. While inventions may
be disseminated freely by their owners, free dissemination denies the owner of those inventions
the prospect of the reward provided for by the patent system. The patent system exists expressly
to motivate innovation and disclosure of inventions. That motivation is the same irrespective
of who is the actual deviser of the invention.
The Opinion concludes by providing the following suggestion. It states:
We note, however, that the use of a machine as a tool by natural
person(s) does not generally preclude natural person(s) from qualifying as an
inventor or joint inventor if the natural person(s) contributed to the conception
of the claimed invention. See MPEP §2137.01. Further, the Office normally
presumes that the named inventor or joint inventors in the application are the
actual inventors to be named on the patent. See MPEP §2137.01. Where an
application names an incorrect inventor, the applicant could submit a request
to correct inventorship under 37 CFR 1.48 See MPEP §602.0l(c) et seq.; see
also MPEP §706.03(a), subsection IV.
It is emphasized that DABUS cannot be construed as a tool in the context above, the

term "autonomous" in its acronym (DABUS, Device for the Autonomous Bootstrapping of
Unified Sentience) inherently indicates that a human is not operating DABUS when it is
"conceiving"

an invention,

neither through suggestion,

posing a problem,

pruning,

emphasizing, guiding, nor a host of other ancillary activities. In fact, DABUS is conducting a
self-managed and self-regulated "exploration" of a myriad of conceivable possibilities,
assessing such notional junctures wholly independently of any human intervention.

5
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It is further emphasized that DAB US itself is the subject of several issued US patents.
Namely, US Patent No. 6,018,727 for "Device for the autonomous generation of useful
information," US Patent No. 7,454,388 for"Device for the autonomous bootstrapping of useful
information," and US Patent No. 10,423,875 for"Device for the autonomous bootstrapping of
unified sentience."
In granting these patents, the Office has in essence accepted the existence of means to
create new intellectual property via creative machine intelligence, implicitly legalizing the
process by which DABUS arrives at a new invention. And yet, the fruits of such a process by
DAB US, which is the subject of the instant invention, are being improperly excluded from such
entitlement. By requiring a human inventor, the Office is effectively excluding any AIgenerated invention from patent protection. Such an outcome does not square with the fact that
that the Office awarded patent rights for the inventions cited above for their very ability to
generate inventions using AI.
The Office is also requested to take into account the position adopted by other Patent
Offices in corresponding patent applications for the DABUS inventions, as well as the
significant volume of debate currently circulating on the issue of AI-conceived inventions.
More specifically, the European Patent Office (EPO) has accepted in the cmresponding
European Patent Application No. EP18275174.3, Patent Publication No. EP3563896Al, that
DAB US is the true deviser of the invention. The UK Intellectual Property Office (UKIPO) has
similarly accepted that DAB US is the actual deviser of the invention in its deliberations on the
corresponding

UK

Patent

Application

No.

GB1818161.0,

Patent

Publication

No.

GB2575131A. There would be no legal justification in the identification of different inventors
by different Patent Offices for the sarne invention, as doing so would contradict the very
principle of identifying the actual deviser of the invention.
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While both the EPO and the UKIPO have objected to the naming of DABUS as the
inventor, this is not on the basis of whether DAB US actually conceived the invention but on
whether patent law (the European Patent Convention and the UK Patents Act 1977,
respectively) permit the naming of an inventor that is not a natural person. The UKIPO has,
though, agreed that the making of inventions by AI systems is a current and serious issue that
must be debated in the context of patent law, and has also not excluded the possibility that
current UK patent law might be able to be construed to permit the naming of an AI system as
an inventor.
The World Intellectual Property Office (WIPO) has recently published a Conversation
on Intellectual Prope11y and Artificial Intelligence (September 2019) specifically on this
question of law, similar to the US PTO Request for Comments on Patenting Artificial
Intelligence Inventions of August 2019 and Request for Comments on Intellectual Property
Protection for Artificial Intelligence Innovation of October 2019.
The fact that artificial intelligence systems, of which DABUS is an example, are
conceiving new technological developments that meet the requirements of patentability is
widely accepted, and therefore should not be ignored, especially by the government entities
that manage and grant rights to patentable inventions, that is Patent Offices.
Finally, it is noted that, based on the above, there is no way to meet the requirements of
the Statutes. That is, there is no cure for the issued Notice to File Missing Parts, while
maintaining proper inventorship according to the Statutes. Therefore, in the absence of any
cure to the outstanding Notice, Applicant submits that in the event that the Office decides to
not grant this Petition, it is requested that a final decision be issued in the form of a Denial,
rather than a subsequent Dismissal, in order for the Applicant to pursue the matter before a
Federal Court.

7
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Further, in issuing such a Denial, Applicant requests that the Office grant a stay of
proceedings regarding the time period for curing the Notice to File Missing Parts (e.g., a
Suspension of Action under MPEP §709 and 37 CFR 1.103 in the current application, or
allowing a Suspension of Action in a subsequently-filed continuation application to prevent a
new Notice to File Missing Parts from being issued). Otherwise, Applicant would have to
endure burdensome and costly procedural requirements to continually file continuation
applications, while the matter proceeds slowly through the Federal Courts, in order to maintain
the viability of their entitled IP rights.

Inventorship Statement Previously Filed

A machine called "DABUS" conceived of the instant invention.
The instant invention was generated by a specific machine called "DABUS" ("device
for the autonomous bootstrapping of unified sentience") - a type of "Creativity Machine." A
Creativity Machine is a particular type of connectionist artificial intelligence. Such systems
contain a first artificial neural network, made up of a se1ies of smaller neural networks, that has
been trained with general information from various knowledge domains. This first netw01k
generates novel ideas in response to self-perturbations of connection weights between neurons
and component neural nets therein. A second "critic" artificial neural network monitors the first
neural network for new ideas, and identifies those ideas that are sufficiently novel compared to
the machine's pre-existing knowledge base. The critic net also generates an effective response
that in tum injects/retracts perturbations to selectively form and ripen ideas having the most
novelty, utility, or value.
In the case of the instant invention, the machine only received training in general
know ledge in the field, and proceeded to independently conceive of the invention, and to

8
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identify it as novel and salient. If similar training had been given to a human student, the student
rather than the trainer would meet the inventorship criteria as inventor.
In some instance of machine invention, a natural person might qualify as an inventor
by virtue of having exhibited inventive skill in developing a program to solve a particular
problem, by skillfully selecting data to provide to a machine, or by identifying the output of a
machine as inventive. However, in the present case, DABUS was not created to solve any
particular problem, nor was trained on any special data relevant to the instant invention. The
machine rather than a person identified the novelty and salience of the instant invention.
A detailed description of how DAB US and a Creativity Machine functions is available
in, among others, the following US patent publications: 5,659,666; 7,454,388 B2; and
2015/0379394 Al.

Inventorship should not be restricted to natural persons. A machine that would meet
inventorship criteria if it were a natural person should also qualify as an inventor.
No United States law explicitly prohibits protection for autonomous machine
inventions.
However, inventorship is restricted to "individuals" under, e.g., 35 U.S.C. § l00(f)
(1952) ("The term 'inventor' means the individual or, if a joint invention, the individuals
collectively who invented or discovered the subject matter of the invention.").
The restriction of inventorship to individuals was intended to prevent corporate
inventorship. It was not the result of seriously considering autonomous machine invention, and
should not therefore prohibit subsistence of intellectual property rights where there is no natural
person who qualifies as an inventor. See Karl F. Nfilde, Jr., Can a Computer Be an "Author'' or
an "Inventor''?, 51 J. PAT. OFF. SOC'Y 378, 379 (1969). ("The closest that the Patent Statute
comes to requiring that a patentee be an actual person is in the use, in Section 101, of the term

9
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'whoever.' Here too, it is clear from the absence of any further qualifying statements that the
Congress, in considering the statute in 1952, simply overlooked the possibility that a machine
could ever become an inventor.")
The output of autonomously inventive machines should be patentable if it meets the
requirements of patent ability set out in law. The primary purpose of patent law is to incentivize
innovation,

together

with

incentivizing

the

disclosure

of

information,

and

the

commercialization and development of inventions. Allowing patents for machine output
incentivizes the development of inventive machines, which ultimately promotes innovation. To
the extent that patents are incentivizing commercialization and disclosure of information, there
is no change in this function between a human and a machine-generated invention. Failure to
permit patent protection for the output of autonomously inventive machines threatens to
undermine the patent system by failing to encourage the production of socially valuable
inventions. This will be particularly important as artificial intelligence becomes more
sophisticated and likely a standard part of future industrial research and development.
Clarifying now that patents are available for the output of autonomously inventive machines
would provide certainty to businesses and innovators.
Patent law also protects the moral rights of human inventors; acknowledging machines
as inventors would facilitate this function. At present, individuals are claiming inventorship of
autonomous machine inventions under circumstances in which those persons have not
functioned as inventors. See Ryan Abbott,/ Think, Therefore I Invent: Creative Computers and
the Future of Patent Law, 54 B. C. L. Rev. 1079-1126 (2016). Failing to appropriately
acknowledge inventive activity by machines weakens moral justifications for patents by
allowing individuals to take credit for work they have not done. It is not unfair to machines
who have no interest in being acknowledged, but it is unfair to other human inventors because
it devalues their accomplishments by alte1ing and diminishing the meaning of inventorship.
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This could equate the hard work of creative geniuses with those simply asking a machine to
solve a problem or submitting a machine's output. By contrast, acknowledging machines as
inventors would also acknowledge the work of a machine's creators.

An "autonomous machine invention" should be assigned to the owner of the machine.
Machines should not own patents. They do not have legal personality or independent
rights, and cannot own property.
The machine's owner should be the default owner of any intellectual property it
produces and any benefits that would othe1wise subsist in an inventor who is a natural person.
This is most consistent with cun-ent ownership norms sun-ounding personal property (including
both machines and patents).
In the instant application, we submit that DABUS should be acknowledged as the
inventor of any resultant patents, with Stephen Thaler, the machine's owner, as the applicant
and assignee of any such patents.

Stephen Thaler is prevented from listing himself as the inventor for the instant application.
Stephen TI1aler, the creator of DABUS, is prohibited from listing himself as an inventor
for the instant application because he has not contributed to the conception of the instant
invention. DABUS performed what is traditionally considered the mental part of the inventive
act. Based on DABUS's results, a skilled person could have reduced the invention to practice.
Inaccurately listing himself as an inventor could subject Dr. Thaler to criminal sanctions. 18
U.S.C. 1001.
The Office presumes that the named inventor in an application is the actual inventor.
See MPEP §2137.01.
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If a machine cannot be an inventor. the first person to recognize the inventive nature of
autonomous machine input may qualifv as an inventor.
It has been argued that a natural person may claim inventorship of an autonomous
machine invention even in situations in which that person was not involved in the development
or operation of a machine by virtue of recognizing the relevance of a machine's output. This
approach is questionable in cases in which the natural person has not made an inventive
contribution to the disclosed invention in the accepted meaning of the term.
In some cases, recognition of the inventive nature of a computer's output may require
significant skill, but in others, the nature of inventive output may be obvious. In the present
case, DAB US identified the novelty of its own idea before a natural person did.

Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at rkm@FlashPointIP.com orby phone at (516) 301-1649.
Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. I understand that a copy of such communications will be made of record. [MPEP §502.03
II]

Respectfully submitted,

/Ryan Abbott/
Dr. Ryan Abbott
Attorney for Applicant
Registration No. 68,178

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345
Date: January 20, 2020
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IN THE UNITED STA TES PA TENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.:

16/524,350

Filed: July 29, 2019
For:

DEVICES AND METHODS
FOR A TIRACTING
ENHANCED A TIENTION

Examiner:

§
§
§
§
§
§
§
§
§
§
§
§
§

Group Art Unit: 2861
Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

PETITIONTOEXPEDITE 1.181PETITIONTOTHEDIRECTOR
This Petition is a request to expedite the petition to the Director filed in the instant
application under 37 CFR 1.181, for which the appropriate fee has been paid.

Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at rkm@FlashPointIP.com orby phone at (516) 301-1649.
Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. I understand that a copy of such communications will be made of record. [MPEP §502.03
II]
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Respectfully submitted,

Dr. Reuven K. Mouallern, LL.M.
Agent for Applicant
Registration No. 63,345
Date: January 20, 2020
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UNITED STATES PATENT AND TRADEMARK OFFICE
Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov
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FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad 40832-01 IL ISRAEL

JAN 2 2 2020

OFFICE OF PETITIONS
In re Application No. 16/524,350
Filed: July 29, 2019
Attorney Docket No. 50567-3-01-US
For: DEVICES AND METHODS FOR
ATTRACTING ENHANCED ATTENTION

This communication relates to the decision issued December 17, 2019 in response to the petition
under 37 CFR 1.181 filed on August 29, 2019, requesting the USPTO to vacate the Notice to File
Missing Parts of Non provisional Application, mailed August 8, 2019. The decision of December 17,
2019 dismissed petitioner's request to vacate the Notice to File Missing Parts of Nonprovisional
Application, mailed August 8, 2019.
The Director has determined that the decision of December 17, 2019 involves an interpretation of
patent laws or regulations that would be of precedential value and, therefore, will be published
pursuant to 37 CFR 1.14(e). This communication serves to provide applicant with notice and an
opportunity to object in writing within two months on the ground that the decision discloses a
trade secret or other confidential information. See 37 CFR 1.14(e). Any objection to publish the
decision of December 17, 2019 must identify the deletions in the text of the decision considered
necessary to protect the information, or explain why the entire decision must be withheld from
the public to protect such information. Id.
Telephone inquiries relating to this communication should be directed to Shirene Brantley,
Attorney Advisor, at (571) 272-3230.

~
1·•
Charles Kim
Director
Office of Petitions
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To:
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Cc:
Subject:

ydm@FlashPointlP.com,FPIP-USPTO@FlashPointlP.com,
PAIR_eOfficeAction@uspto.gov
PAIR_eOfficeAction@uspto.gov
Private PAIR Correspondence Notification for Customer Number 89602

Jan 28, 2020 03:36:25 AM
Dear PAIR Customer:
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL
The following USPTO patent application(s) associated with your Customer Number, 89602 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.
The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.
Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.
Application
16524350

Document
M327

Mailroom Date
01/22/2020

Attorney Docket No.
50567-3-01-US

To view your correspondence online or update your email addresses, please visit us anytime at
https ://sportal. uspto .gov/secu re/myportal/privatepair.
If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action' on the subject line or call 1-866-217-9197 during the following hours:
Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,
UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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N35111-EP1 (NF)

1
DEVICES AND METHODS FOR A TIRACTING ENHANCED A TIENTION

FIELD AND BACKGROUND OF THE INVENTION
The present invention relates to devices and methods for attracting enhanced
5

attention. More specifically, the present invention relates to beacons for sustaining
enhanced interest/attention, as well as to beacons with symbolic importance.
In the prior art, signal indicators and beacons are typically based upon color,
brightness, periodic flashing frequency, rotational pattern, and motion, but not fractal
dimension.
Both cognitive studies and simulations of the brain's limbo-thalamocortical system
via artificial neural nets have shown that original ideas produced within the brain's stream
of consciousness occur at a specific rhythm, typically near 4 hertz and a fractal dimension
of approximately ½ (see Literature References below: Thaler, 1997b, 2013, 2014, 2016a,
b, 2017b). An interval of 300 ms (- 4 Hz) has been referred to as the "speed of thought"

15

(Tovee 1994).
In the referenced body of theoretical work of Thaler, the brain's thalamic reticular
nucleus (TRN) is modeled as a constantly adapting auto-associative neural net (i.e., an
anomaly or novelty detector), for which such ideational rhythms are the most noticeable
due to their sporadic and unpredictable nature. Essentially, neural activation patterns

20

within the cortex are thought to emit a telltale 'beacon' to the thalamus when they are
generated within a stream having the above said frequency and fractal signature.
Furthermore, these sporadic cognitive streams generally correspond to novel pattern
formation and are considered the signature of inventive ideation.
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2

It was also shown (Thaler 2016a) that the TRN's behavior as an anomaly detector
was linked to creative thinking and enhanced attention in forming useful ideational patterns
as stated in the following passage: "In the former case, creative achievements are the result
of convergent thinking processes, requiring the attention of critic nets on the lookout for
5

sporadic activations within the cortex that signal the formation of novel and potentially
useful ideational patterns [3].With non-linear stimulus streams present in the external
environment (i.e., sporadic events such as the two audible clicks used in EEG studies to
measure so-called P50 response), the attention of critic nets selectively shifts to these
sporadic external event streams [3,14] dominating within cortex, rather than mining the

10

weaker, internally seeded stream of consciousness for seminal thought."
In another publication (Thaler 2016b ), frequency and fractal dimension were shown
to be indicative of the relation between attention, ideation novelty, and such thoughtprocess characteristics: "The search for a suitable affordance to guide such attention has
revealed that the rhythm of pattern generation by synaptically perturbed neural nets is a

15

quantitative indicator of the novelty of their conceptual output, that cadence in tum
characterized by a frequency and a corresponding temporal clustering that is discernible
through fractal dimension."
Regarding human response to light modulation, the Color Usage Lab of the NASA
Ames Research Center published related information dealing with "Blinking, Flashing, and

20

Temporal

Response"

(https://colorusage.arc.nasa.gov/flashing_2.php ),

stating

the

following: "The rate of flashing has a powerful influence on the salience of flashing
elements. The human eye is most sensitive to frequencies of 4-8 Hz (cycles/second). Very
slow and very fast blinking are less attention-demanding than rates near that peak."
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3

A proposed approach based on the effects of fractal flickering of light stimuli was
previously published (Zueva 2013). Fractal flickering exhibits scale invariance with time
on the evoked responses of the retina and visual cortex in normal and neurodegenerative
disorders. In the proposed approach, standard stimuli are presented to patients who adapt to
5

a flickering background with "specific chaotic interval variabilities between flashes
(dynamic light fractal)." It was hypothesized that such an approach could be applied to
facilitate adaptation to non-linear flickering with fractal dimensions in electrophysiological
diagnostics.
Finally, in an article (Williams 2017) entitled, "Why Fractals Are So Soothing,"

10

related to fractal patterns in the paintings of Jackson Pollock, the physiological response to
viewing images with fractal geometries having a fractal dimension of between 1.3 and 1.5
was suggested to be an "economical" means for the eye-tracking mechanism of the human
visual system to simplify processing image content.
The ability to exploit fractal flickering for visual evoked responses (as in the

15

approach described in Zueva 2013), or to detect a visually fractal image (as in the studies
in Williams 2017) relate to visual and image processing.
It would be desirable to have devices and methods for attracting enhanced

attention. Such devices and methods would, inter alia, provide unique advantages over the
prior art mentioned above.
20

SUMMARY
The present invention seeks to provide devices and methods for attracting enhanced
attention.
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4

It is noted that the term "exemplary" is used herein to refer to examples of
embodiments and/or implementations, and is not meant to necessarily convey a moredesirable use-case. Similarly, the terms "alternative" and "alternatively" are used herein to
refer to an example out of an assortment of contemplated embodiments and/or
5

implementations, and is not meant to necessarily convey a more-desirable use-case.
Therefore, it is understood from the above that "exemplary" and "alternative" may be
applied herein to multiple embodiments and/or implementations. Various combinations of
such alternative and/or exemplary embodiments are also contemplated herein.
Embodiments of the present invention provide a method for producing and

10

providing a pulse train to an LED or lamp at a frequency and fractal dimension that is
highly noticeable to humans, being the same rhythm with which original ideas are formed
and recognized in both the brain and advanced Creativity Machines. A light source driven
in such a manner may serve as an emergency beacon within environments filled with
distracting light sources that are flickering randomly or periodically. Ease of detection may

15

be improved using auto-associative neural nets as anomaly detectors within a machinevision algorithm.
Thus, using TRN behavior as an anomaly filter in sustained creative activity and
mental focus as detailed above in the context of the works of Thaler, the present invention
exploits such a concept by embodying the same requisite characteristics (i.e., frequency

20

and fractal dimension) in a signaling device in order to trigger the brain's innate ability to
filter sensory information by "highlighting" certain portions in order to make those
portions more noticeable to the brain.
That is, a single light-emitting element flashing at such a prescribed frequency is
highly noticeable when viewed through anomaly detectors built from aitificial neural
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networks. The sporadic nature of such pulse streams defeats the anomaly filter's ability to
both learn and anticipate their rhythm, making said light pulses visible as anomalies.
Additionally, in contrast to pulse trains, having fractal dimensions less than ½, the
prescribed rhythms have sufficient frequency to catch the attention of a roving attention
5

window, as when humans are shifting their attention across widely separated portions of a
scene. If the detection system can calculate the fractal dimension of the anomalous light
sources within the filtered scene, the "neural flame" may be used as an emergency beacon
that discriminates itself from other alternating light sources within the environment.
Even to the naked eye, and without the use of an anomaly detector, fractal

10

dimension ½ pulse streams preferentially attract the attention of human test subjects. The
most attention-grabbing aspect of such streams is that the 'holes' or lacunarity between
pulses occur as anomalies in what would otherwise be a linear stream of events. In other
words, the pattern is frequently broken, such anomalous behavior possibly being detected
by the TRN within the human brain as inconsistencies in the established arrival trend of

15

visual stimuli. In contrast, should fractal dimension drop significantly below ½, the
frequency of anomalous pulses drops, making them less noticeable to humans should either
attention or gaze be wandering.
The incorporation of a "fractal rhythm" into a signal beacon, having a spatial fractal
dimension near zero and a temporal delivery of a fractal dimension near ½, relates to

20

exploiting the understanding of TRN behavior, thereby avoiding aspects of visual and
image processing as contributing elements.
Embodiments of the present invention further provide a symbol celebrating the
unique tempo by which creative cognition occurs. The algorithmically-driven neural flame
may be incorporated within one or more structures that resemble candles or altar fixtures,
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for instance, to accentuate the light's spiritual significance. It is noted that that the light
source or beacon can incoiporate any type of light-emitting device.
Such embodiments stem from the notion of one perceiving neural net monitoring
another imagining net, the so-called "Creativity Machine Paradigm" (Thaler 2013), which
5

has been proposed as the basis of an "adjunct" religion wherein cosmic consciousness,
tantamount to a deity, spontaneously forms as regions of space topologically pinch off
from one another to form similar ideating and perceiving pairs, each consisting of mere
inorganic matter and energy. Ironically, this very neural paradigm has itself proposed an
alternative use for such a flicker rate, namely a religious object that integrates features of

10

more traditional spiritual symbols such as candles and torches.
Moreover, in a theory of how cosmic consciousness may form from inorganic
matter and energy (Thaler, 1997a, 2010, 2017), the same attentional beacons may be at
work between different regions of spacetime. Thus, neuron-like, flashing elements may be
used as philosophical, spiritual, or religious symbols, especially when mounted atop

15

candle- or torch-like fixtures, celebrating what may be considered deified cosmic
consciousness. Such a light source may also serve as a beacon to that very cosmic
consciousness most likely operating via the same neuronal signaling mechanism.
Therefore, according to aspects of the present invention, there is provided for the
first time a device for attracting enhanced attention, the device including: (a) an input

20

signal of a lacunar pulse train having characteristics of a pulse frequency of approximately
four Hertz and a pulse-train fractal dimension of approximately one-half; and (b) at least
one controllable light source configured to be pulsatingly operated by the input signal;
wherein a neural flame emitted from at least one controllable light source as a result of the
lacunar pulse train is adapted to serve as a uniquely-identifiable signal beacon over
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potentially-competing attention sources by selectively triggering human or artificial
anomaly-detection filters, thereby attracting enhanced attention.
Alternatively or additionally, the device further includes: (c) a processor for
supplying the input signal of the lacunar pulse train having the characteristics; and (d) a
5

digital-to-analog (DIA) converter for transmitting the input signal to at least one
controllable light source.
More alternatively or additionally, the DIA converter is an onboard module of the
processor, and wherein the module is embodied in at least one form selected from the
group consisting of: hardware, software, and firmware.
More alternatively or additionally, the processor includes a thresholding unit for
monitoring a random-walk trace for trace-axis crossings of a firing threshold of the
thresholding unit, and wherein the trace-axis crossings result in activation transitions to
generate pulse-activation sequences of the lacunar pulse train.
More alternatively or additionally, candidates of the pulse-activation sequences are

15

filtered based on a zeroset dimension, and wherein the candidates are filled into a buffer of
selected sequences having a fractal dimension of approximately one-half.
More alternatively or additionally, filtered patterns are randomly withdrawn from
the selected sequences in the buffer, and wherein the filtered patterns are configured to
serve as the input signal to the DIA converter for transmitting to at least one controllable

20

light source.
Most alternatively or additionally, the filtered patterns are generated onboard the
processor.
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Alternatively or additionally, the uniquely-identifiable signal beacon reduces
distraction by providing a preferential alert over the potentially-competing attention
sources.
Alternatively or additionally, the neural flame serves as an object of contemplative
5

focus embodying symbolic meaning of varying significance.
According to aspects of the present invention, there is provided for the first time a
method for attracting enhanced attention, the method including the steps of: (a) generating
a lacunar pulse train having characteristics of a pulse frequency of approximately four
Hertz and a pulse-train fractal dimension of approximately one-half; (b) transmitting the

10

input signal to at least one controllable light source; and (c) pulsatingly operating at least
one controllable light source to produce a neural flame emitted from at least one
controllable light source as a result of the lacunar pulse train is adapted to serve as a
uniquely-identifiable signal beacon over potentially-competing attention sources by
selectively triggering human or artificial anomaly-detection filters, thereby attracting

15

enhanced attention.
Alternatively or additionally, the method further includes the step of: (d)
monitoring a random-walk trace for trace-axis crossings of a firing threshold, and wherein
the trace-axis crossings result in activation transitions to generate pulse-activation
sequences of the lacunar pulse train.

20

More alternatively or additionally, the method further includes the steps of: (e)
filtering candidates of the pulse-activation sequences based on a zeroset dimension; and (f)
filling the candidates into a buffer of selected sequences having a fractal dimension of
approximately one-half.
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Most alternatively or additionally, the method further includes the steps of: (g)
randomly withdrawing filtered patterns from the selected sequences in the buffer; and (h)
using the filtered patterns as the input signal.
Alternatively
5

or

additionally,

uniquely-identifiable

signal

beacon

reduces

distraction by providing a preferential alert over the potentially-competing attention
sources.
Alternatively or additionally, neural flame serves as an object of contemplative
focus embodying symbolic meaning of varying significance.
These and further embodiments will be apparent from the detailed description and

10

examples that follow.

BRIEF DESCRIPTION OF THE ORAWINGS
The present invention is herein described, by way of example only, with reference
to the accompanying drawings, wherein:
15

Figure 1 is a simplified high-level schematic diagram depicting a neural-flame
device for attracting enhanced attention, according to embodiments of the present
invention;
Figure 2 is a simplified flowchart of the major process steps for operating the
neural-flame device of Figure 1, according to embodiments of the present

20

invention;
Figure 3 depicts a trace of the time evolution of input to a neuron-like thresholding
unit of the neural-flame device of Figure 1, according to embodiments of the
present invention;
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Figure 4 depicts a video stream for detecting fractal beacons within a generalized
scene from the neural-flame device of Figure L according to embodiments of the
present invention.

5

DESCRIPTION OF THE ILLUSTRATIVE EMBODIMENTS
The present invention relates to devices and methods for attracting enhanced
attention. The principles and operation for providing such devices and methods, according
to aspects of the present invention, may be better understood with reference to the
accompanying desc1iption and the drawings.
Referring to the drawings, Figure 1 is a simplified high-level schematic diagram
depicting

a

neural-flame device for attracting

enhanced

attention,

according

to

embodiments of the present invention. A neural-flame device 2 includes a support 4
serving as a beacon or an imitation candle, which may be configured to accommodate the
needs of the application (regarding physical dimensions) such as an emergency alert or as
15

an object of contemplative focus embodying varying significance.
Neural-flame device 2 has a controllable light source 6 (e.g., an LED component)
with an optional translucent cover 8, which can be shaped like a neuron's cell body or
soma. Controllable light source 6 can incorporate any type of light-emitting device.
Neural-flame device 2 includes a base 10 housing an optional digital-to-analog (DIA)

20

converter (DIA module 12) and an input connector 14 for supplying a digital input signal
for driving controllable light source 6 with the required voltage sequence at a frequency
corresponding to approximately 4 Hz and a fractal dimension near½. It is noted that DIA
module 12 can be implemented as hardware, software, and/or firmware as an integral
component of a dedicated processor for neural-flame device 2.
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Figure 2 is a simplified flowchart of the major process steps for operating the
neural-flame device of Figure 1, according to embodiments of the present invention. The
process starts with the system generating pulse trains having a frequency of approximately
4 Hz and a fractal dimension of near½ (Step 20). A system buffer is then filled with these
5

special lacunar pulse trains (Step 22). These pulse trains are then sequentially withdrawn
from the buffer, and then transmitted to controllable light source 6 via input connector 14
(Step 24).
Optionally, pulse trains may be randomly removed from the buffer prior to
transmitting the signal to controllable light source 6 (Step 26). Such aspects are elaborated

10

on in greater detail with regard to Figure 3.
Figure 3 depicts a trace of the time evolution of input to a neuron-like thresholding
unit of the neural-flame device of Figure 1, according to embodiments of the present
invention. The trace represents the output of a random-walk algorithm carried out on a
computer or processor that is in tum applied to a neuron-like thresholding unit resulting in

15

a series of activation transitions as the trace crosses (i.e., intersects) the "neuron's" firing
threshold. The arrival patterns of these activation transitions are then filtered by an
algorithm that calculates fractal dimension (i.e., zero set dimension of the trace), and fills a
buffer with those transition patterns having an approximate fractal dimension of½. These
filtered patterns are then withdrawn from the buffer, and transmitted to drive the

20

controllable light source.
The algorithm may be generated in an onboard processor and power supply all
within base 10 of neural-flame device 2. It is noted that not only do such pulse patterns
represent the desired 4 Hz, fractal dimension ½ pulse trains, but they largely differ from
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one another, thus preventing any anomaly detection filter, biological or not, from adapting
to repeating activation streams.
The neuron-activation stream is generated by inputting a form of random walk of
equal-sized steps to the neuron, with each such step being a notional 'coin flip' to
5

determine whether the step is positive or negative in sign. As the random input crosses the
neuron's firing threshold (as depicted in Figure 3), a pulse is triggered by the algorithm,
the source of analog input to drive controllable light source 6 of neural-flame device 2.
Returning to optional Step 26 of Figure 2, the resulting stream of the lacunar pulse
train can be used as a set of candidate activation sequences that are then randomly

10

withdrawn from the buffer, and transmitted to drive controllable light source 6.
The random walk may be started repeatedly from zero in a series of trials,
calculating fractal dimension for each, and then accumulating a library (i.e., a buffer) of
just those short pulse sequences having the required fractal dimension near½. Step 26 may
be accomplished in nanoseconds, and the sequences computationally slowed to near 300-

15

ms timescales prior to being transmitted to controllable light source 6.
Other techniques may be employed as well to mitigate such effects, as known in the
art. However, randomly withdrawing short pulse trains from the buffer has an advantage in
that it adds another layer of randomness to the pulse train, allowing it to stand out when
viewed through an anomaly detector, either in the brain or an artificial neural network-

20

based novelty filter. With small pulse-train libraries, there is a chance of repetition as the
short pulse trains are appended to each other, making it easier for the anomaly filter to
adapt to them.
Such a "baseline reset" has been described (Thaler 2014). The fractal signature of
the random walk is determined largely by its step size. In the case of the neural flame, the

A167

Appx 000201

Case 1:20-cv-00903-LMB-TCB Document 15-2 Filed 11/30/20 Page 168 of 253 PageID# 250

13

random walk is tuned to provide a trace (i.e., a wiggly line) that has a fractal dimension of
1.5. Sampling the crossings (i.e., intersections) of that trace with a baseline that is
purposely introduced mid-channel yields a zeroset dimension of one less than that of the
trace's fractal dimension, namely 0.5.
5

It is noted that the rigorous fractal dimension calculation (i.e., Mandelbrot
Measures) is immune to the regions in which the trace departs from the baseline. Without
directly viewing the trace, the zeroset dimension may be verified by waiting until the trace
resumes its baseline crossings again, and then calculating how these intersections scale
with time.
In Thaler 2014, the reset involves seeking the nearest memory to the network's
current output pattern and using that as a new reference to measure how far that vector has
walked. The equivalent of a single neuron's activation crisscrossing a baseline, the output
pattern oscillates through a point in a multidimensional space.
Figure 4 depicts a video stream for detecting fractal beacons within a generalized

15

scene from the neural-flame device of Figure 1, according to embodiments of the present
invention. Using a machine vision system, the video stream is propagated through an
adaptive auto-associative neural net used as an anomaly filter. With periodic, random, and
fractally-tuned beacons (as depicted in (a) "raw scene" of Figure 4), the anomaly filter (as
in (b) of Figure 4) can block out the anomalies representing the periodic source (as in (c) of

20

Figure 4). Subsequent algorithmic steps (as in (d) of Figure 4) calculate the fractal
dimension of each anomaly's activation stream, enabling separation of any random source
from that having a tuned fractal dimension (as in (e) of Figure 4). Thus, the use of fractal
dimension at frequencies close to the clock cycle of the human brain, around 250-300
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1
DEVICES AND METHODS FOR A TIRACTING ENHANCED A TIENTION

FIELD AND BACKGROUND OF THE INVENTION
The present invention relates to devices and methods for attracting enhanced
5

attention. More specifically, the present invention relates to beacons for sustaining
enhanced interest/attention, as well as to beacons with symbolic importance.
In the prior art, signal indicators and beacons are typically based upon color,
brightness, periodic flashing frequency, rotational pattern, and motion, but not fractal
dimension.
Both cognitive studies and simulations of the brain's limbo-thalamocortical system
via artificial neural nets have shown that original ideas produced within the brain's stream
of consciousness occur at a specific rhythm, typically near 4 hertz and a fractal dimension
of approximately ½ (see Literature References below: Thaler, 1997b, 2013, 2014, 2016a,
b, 2017b). An interval of 300 ms (- 4 Hz) has been referred to as the "speed of thought"

15

(Tovee 1994).
In the referenced body of theoretical work of Thaler, the brain's thalamic reticular
nucleus (TRN) is modeled as a constantly adapting auto-associative neural net (i.e., an
anomaly or novelty detector), for which such ideational rhythms are the most noticeable
due to their sporadic and unpredictable nature. Essentially, neural activation patterns

20

within the cortex are thought to emit a telltale 'beacon' to the thalamus when they are
generated within a stream having the above said frequency and fractal signature.
Furthermore, these sporadic cognitive streams generally correspond to novel pattern
formation and are considered the signature of inventive ideation.
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It was also shown (Thaler 2016a) that the TRN's behavior as an anomaly detector
was linked to creative thinking and enhanced attention in forming useful ideational patterns
as stated in the following passage: "In the former case, creative achievements are the result
of convergent thinking processes, requiring the attention of critic nets on the lookout for
5

sporadic activations within the cortex that signal the formation of novel and potentially
useful ideational patterns [3].With non-linear stimulus streams present in the external
environment (i.e., sporadic events such as the two audible clicks used in EEG studies to
measure so-called P50 response), the attention of critic nets selectively shifts to these
sporadic external event streams [3,14] dominating within cortex, rather than mining the

10

weaker, internally seeded stream of consciousness for seminal thought."
In another publication (Thaler 2016b ), frequency and fractal dimension were shown
to be indicative of the relation between attention, ideation novelty, and such thoughtprocess characteristics: "The search for a suitable affordance to guide such attention has
revealed that the rhythm of pattern generation by synaptically perturbed neural nets is a

15

quantitative indicator of the novelty of their conceptual output, that cadence in tum
characterized by a frequency and a corresponding temporal clustering that is discernible
through fractal dimension."
Regarding human response to light modulation, the Color Usage Lab of the NASA
Ames Research Center published related information dealing with "Blinking, Flashing, and

20

Temporal

Response"

(https://colorusage.arc.nasa.gov/flashing_2.php ),

stating

the

following: "The rate of flashing has a powerful influence on the salience of flashing
elements. The human eye is most sensitive to frequencies of 4-8 Hz (cycles/second). Very
slow and very fast blinking are less attention-demanding than rates near that peak."
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A proposed approach based on the effects of fractal flickering of light stimuli was
previously published (Zueva 2013). Fractal flickering exhibits scale invariance with time
on the evoked responses of the retina and visual cortex in normal and neurodegenerative
disorders. In the proposed approach, standard stimuli are presented to patients who adapt to
5

a flickering background with "specific chaotic interval variabilities between flashes
(dynamic light fractal)." It was hypothesized that such an approach could be applied to
facilitate adaptation to non-linear flickering with fractal dimensions in electrophysiological
diagnostics.
Finally, in an article (Williams 2017) entitled, "Why Fractals Are So Soothing,"

10

related to fractal patterns in the paintings of Jackson Pollock, the physiological response to
viewing images with fractal geometries having a fractal dimension of between 1.3 and 1.5
was suggested to be an "economical" means for the eye-tracking mechanism of the human
visual system to simplify processing image content.
The ability to exploit fractal flickering for visual evoked responses (as in the

15

approach described in Zueva 2013), or to detect a visually fractal image (as in the studies
in Williams 2017) relate to visual and image processing.
It would be desirable to have devices and methods for attracting enhanced

attention. Such devices and methods would, inter alia, provide unique advantages over the
prior art mentioned above.
20

SUMMARY
The present invention seeks to provide devices and methods for attracting enhanced
attention.
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It is noted that the term "exemplary" is used herein to refer to examples of
embodiments and/or implementations, and is not meant to necessarily convey a moredesirable use-case. Similarly, the terms "alternative" and "alternatively" are used herein to
refer to an example out of an assortment of contemplated embodiments and/or
5

implementations, and is not meant to necessarily convey a more-desirable use-case.
Therefore, it is understood from the above that "exemplary" and "alternative" may be
applied herein to multiple embodiments and/or implementations. Various combinations of
such alternative and/or exemplary embodiments are also contemplated herein.
Embodiments of the present invention provide a method for producing and

10

providing a pulse train to an LED or lamp at a frequency and fractal dimension that is
highly noticeable to humans, being the same rhythm with which original ideas are formed
and recognized in both the brain and advanced Creativity Machines. A light source driven
in such a manner may serve as an emergency beacon within environments filled with
distracting light sources that are flickering randomly or periodically. Ease of detection may

15

be improved using auto-associative neural nets as anomaly detectors within a machinevision algorithm.
Thus, using TRN behavior as an anomaly filter in sustained creative activity and
mental focus as detailed above in the context of the works of Thaler, the present invention
exploits such a concept by embodying the same requisite characteristics (i.e., frequency

20

and fractal dimension) in a signaling device in order to trigger the brain's innate ability to
filter sensory information by "highlighting" certain portions in order to make those
portions more noticeable to the brain.
That is, a single light-emitting element flashing at such a prescribed frequency is
highly noticeable when viewed through anomaly detectors built from aitificial neural
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networks. The sporadic nature of such pulse streams defeats the anomaly filter's ability to
both learn and anticipate their rhythm, making said light pulses visible as anomalies.
Additionally, in contrast to pulse trains, having fractal dimensions less than ½, the
prescribed rhythms have sufficient frequency to catch the attention of a roving attention
5

window, as when humans are shifting their attention across widely separated portions of a
scene. If the detection system can calculate the fractal dimension of the anomalous light
sources within the filtered scene, the "neural flame" may be used as an emergency beacon
that discriminates itself from other alternating light sources within the environment.
Even to the naked eye, and without the use of an anomaly detector, fractal

10

dimension ½ pulse streams preferentially attract the attention of human test subjects. The
most attention-grabbing aspect of such streams is that the 'holes' or lacunarity between
pulses occur as anomalies in what would otherwise be a linear stream of events. In other
words, the pattern is frequently broken, such anomalous behavior possibly being detected
by the TRN within the human brain as inconsistencies in the established arrival trend of

15

visual stimuli. In contrast, should fractal dimension drop significantly below ½, the
frequency of anomalous pulses drops, making them less noticeable to humans should either
attention or gaze be wandering.
The incorporation of a "fractal rhythm" into a signal beacon, having a spatial fractal
dimension near zero and a temporal delivery of a fractal dimension near ½, relates to

20

exploiting the understanding of TRN behavior, thereby avoiding aspects of visual and
image processing as contributing elements.
Embodiments of the present invention further provide a symbol celebrating the
unique tempo by which creative cognition occurs. The algorithmically-driven neural flame
may be incorporated within one or more structures that resemble candles or altar fixtures,
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for instance, to accentuate the light's spiritual significance. It is noted that that the light
source or beacon can incoiporate any type of light-emitting device.
Such embodiments stem from the notion of one perceiving neural net monitoring
another imagining net, the so-called "Creativity Machine Paradigm" (Thaler 2013), which
5

has been proposed as the basis of an "adjunct" religion wherein cosmic consciousness,
tantamount to a deity, spontaneously forms as regions of space topologically pinch off
from one another to form similar ideating and perceiving pairs, each consisting of mere
inorganic matter and energy. Ironically, this very neural paradigm has itself proposed an
alternative use for such a flicker rate, namely a religious object that integrates features of

10

more traditional spiritual symbols such as candles and torches.
Moreover, in a theory of how cosmic consciousness may form from inorganic
matter and energy (Thaler, 1997a, 2010, 2017), the same attentional beacons may be at
work between different regions of spacetime. Thus, neuron-like, flashing elements may be
used as philosophical, spiritual, or religious symbols, especially when mounted atop

15

candle- or torch-like fixtures, celebrating what may be considered deified cosmic
consciousness. Such a light source may also serve as a beacon to that very cosmic
consciousness most likely operating via the same neuronal signaling mechanism.
Therefore, according to aspects of the present invention, there is provided for the
first time a device for attracting enhanced attention, the device including: (a) an input

20

signal of a lacunar pulse train having characteristics of a pulse frequency of approximately
four Hertz and a pulse-train fractal dimension of approximately one-half; and (b) at least
one controllable light source configured to be pulsatingly operated by the input signal;
wherein a neural flame emitted from at least one controllable light source as a result of the
lacunar pulse train is adapted to serve as a uniquely-identifiable signal beacon over
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potentially-competing attention sources by selectively triggering human or artificial
anomaly-detection filters, thereby attracting enhanced attention.
Alternatively or additionally, the device further includes: (c) a processor for
supplying the input signal of the lacunar pulse train having the characteristics; and (d) a
5

digital-to-analog (DIA) converter for transmitting the input signal to at least one
controllable light source.
More alternatively or additionally, the DIA converter is an onboard module of the
processor, and wherein the module is embodied in at least one form selected from the
group consisting of: hardware, software, and firmware.
More alternatively or additionally, the processor includes a thresholding unit for
monitoring a random-walk trace for trace-axis crossings of a firing threshold of the
thresholding unit, and wherein the trace-axis crossings result in activation transitions to
generate pulse-activation sequences of the lacunar pulse train.
More alternatively or additionally, candidates of the pulse-activation sequences are

15

filtered based on a zeroset dimension, and wherein the candidates are filled into a buffer of
selected sequences having a fractal dimension of approximately one-half.
More alternatively or additionally, filtered patterns are randomly withdrawn from
the selected sequences in the buffer, and wherein the filtered patterns are configured to
serve as the input signal to the DIA converter for transmitting to at least one controllable

20

light source.
Most alternatively or additionally, the filtered patterns are generated onboard the
processor.
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Alternatively or additionally, the uniquely-identifiable signal beacon reduces
distraction by providing a preferential alert over the potentially-competing attention
sources.
Alternatively or additionally, the neural flame serves as an object of contemplative
5

focus embodying symbolic meaning of varying significance.
According to aspects of the present invention, there is provided for the first time a
method for attracting enhanced attention, the method including the steps of: (a) generating
a lacunar pulse train having characteristics of a pulse frequency of approximately four
Hertz and a pulse-train fractal dimension of approximately one-half; (b) transmitting the

10

input signal to at least one controllable light source; and (c) pulsatingly operating at least
one controllable light source to produce a neural flame emitted from at least one
controllable light source as a result of the lacunar pulse train is adapted to serve as a
uniquely-identifiable signal beacon over potentially-competing attention sources by
selectively triggering human or artificial anomaly-detection filters, thereby attracting

15

enhanced attention.
Alternatively or additionally, the method further includes the step of: (d)
monitoring a random-walk trace for trace-axis crossings of a firing threshold, and wherein
the trace-axis crossings result in activation transitions to generate pulse-activation
sequences of the lacunar pulse train.

20

More alternatively or additionally, the method further includes the steps of: (e)
filtering candidates of the pulse-activation sequences based on a zeroset dimension; and (f)
filling the candidates into a buffer of selected sequences having a fractal dimension of
approximately one-half.

A176

Appx 000210

Case 1:20-cv-00903-LMB-TCB Document 15-2 Filed 11/30/20 Page 177 of 253 PageID# 259

9

Most alternatively or additionally, the method further includes the steps of: (g)
randomly withdrawing filtered patterns from the selected sequences in the buffer; and (h)
using the filtered patterns as the input signal.
Alternatively
5

or

additionally,

uniquely-identifiable

signal

beacon

reduces

distraction by providing a preferential alert over the potentially-competing attention
sources.
Alternatively or additionally, neural flame serves as an object of contemplative
focus embodying symbolic meaning of varying significance.
These and further embodiments will be apparent from the detailed description and

10

examples that follow.

BRIEF DESCRIPTION OF THE ORAWINGS
The present invention is herein described, by way of example only, with reference
to the accompanying drawings, wherein:
15

Figure 1 is a simplified high-level schematic diagram depicting a neural-flame
device for attracting enhanced attention, according to embodiments of the present
invention;
Figure 2 is a simplified flowchart of the major process steps for operating the
neural-flame device of Figure 1, according to embodiments of the present

20

invention;
Figure 3 depicts a trace of the time evolution of input to a neuron-like thresholding
unit of the neural-flame device of Figure 1, according to embodiments of the
present invention;
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Figure 4 depicts a video stream for detecting fractal beacons within a generalized
scene from the neural-flame device of Figure L according to embodiments of the
present invention.

5

DESCRIPTION OF THE ILLUSTRATIVE EMBODIMENTS
The present invention relates to devices and methods for attracting enhanced
attention. The principles and operation for providing such devices and methods, according
to aspects of the present invention, may be better understood with reference to the
accompanying desc1iption and the drawings.
Referring to the drawings, Figure 1 is a simplified high-level schematic diagram
depicting

a

neural-flame device for attracting

enhanced

attention,

according

to

embodiments of the present invention. A neural-flame device 2 includes a support 4
serving as a beacon or an imitation candle, which may be configured to accommodate the
needs of the application (regarding physical dimensions) such as an emergency alert or as
15

an object of contemplative focus embodying varying significance.
Neural-flame device 2 has a controllable light source 6 (e.g., an LED component)
with an optional translucent cover 8, which can be shaped like a neuron's cell body or
soma. Controllable light source 6 can incorporate any type of light-emitting device.
Neural-flame device 2 includes a base 10 housing an optional digital-to-analog (DIA)

20

converter (DIA module 12) and an input connector 14 for supplying a digital input signal
for driving controllable light source 6 with the required voltage sequence at a frequency
corresponding to approximately 4 Hz and a fractal dimension near½. It is noted that DIA
module 12 can be implemented as hardware, software, and/or firmware as an integral
component of a dedicated processor for neural-flame device 2.
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Figure 2 is a simplified flowchart of the major process steps for operating the
neural-flame device of Figure 1, according to embodiments of the present invention. The
process starts with the system generating pulse trains having a frequency of approximately
4 Hz and a fractal dimension of near½ (Step 20). A system buffer is then filled with these
5

special lacunar pulse trains (Step 22). These pulse trains are then sequentially withdrawn
from the buffer, and then transmitted to controllable light source 6 via input connector 14
(Step 24).
Optionally, pulse trains may be randomly removed from the buffer prior to
transmitting the signal to controllable light source 6 (Step 26). Such aspects are elaborated

10

on in greater detail with regard to Figure 3.
Figure 3 depicts a trace of the time evolution of input to a neuron-like thresholding
unit of the neural-flame device of Figure 1, according to embodiments of the present
invention. The trace represents the output of a random-walk algorithm carried out on a
computer or processor that is in tum applied to a neuron-like thresholding unit resulting in

15

a series of activation transitions as the trace crosses (i.e., intersects) the "neuron's" firing
threshold. The arrival patterns of these activation transitions are then filtered by an
algorithm that calculates fractal dimension (i.e., zero set dimension of the trace), and fills a
buffer with those transition patterns having an approximate fractal dimension of½. These
filtered patterns are then withdrawn from the buffer, and transmitted to drive the

20

controllable light source.
The algorithm may be generated in an onboard processor and power supply all
within base 10 of neural-flame device 2. It is noted that not only do such pulse patterns
represent the desired 4 Hz, fractal dimension ½ pulse trains, but they largely differ from
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one another, thus preventing any anomaly detection filter, biological or not, from adapting
to repeating activation streams.
The neuron-activation stream is generated by inputting a form of random walk of
equal-sized steps to the neuron, with each such step being a notional 'coin flip' to
5

determine whether the step is positive or negative in sign. As the random input crosses the
neuron's firing threshold (as depicted in Figure 3), a pulse is triggered by the algorithm,
the source of analog input to drive controllable light source 6 of neural-flame device 2.
Returning to optional Step 26 of Figure 2, the resulting stream of the lacunar pulse
train can be used as a set of candidate activation sequences that are then randomly

10

withdrawn from the buffer, and transmitted to drive controllable light source 6.
The random walk may be started repeatedly from zero in a series of trials,
calculating fractal dimension for each, and then accumulating a library (i.e., a buffer) of
just those short pulse sequences having the required fractal dimension near½. Step 26 may
be accomplished in nanoseconds, and the sequences computationally slowed to near 300-

15

ms timescales prior to being transmitted to controllable light source 6.
Other techniques may be employed as well to mitigate such effects, as known in the
art. However, randomly withdrawing short pulse trains from the buffer has an advantage in
that it adds another layer of randomness to the pulse train, allowing it to stand out when
viewed through an anomaly detector, either in the brain or an artificial neural network-

20

based novelty filter. With small pulse-train libraries, there is a chance of repetition as the
short pulse trains are appended to each other, making it easier for the anomaly filter to
adapt to them.
Such a "baseline reset" has been described (Thaler 2014). The fractal signature of
the random walk is determined largely by its step size. In the case of the neural flame, the

A180

Appx 000214

Case 1:20-cv-00903-LMB-TCB Document 15-2 Filed 11/30/20 Page 181 of 253 PageID# 263

13

random walk is tuned to provide a trace (i.e., a wiggly line) that has a fractal dimension of
1.5. Sampling the crossings (i.e., intersections) of that trace with a baseline that is
purposely introduced mid-channel yields a zeroset dimension of one less than that of the
trace's fractal dimension, namely 0.5.
5

It is noted that the rigorous fractal dimension calculation (i.e., Mandelbrot
Measures) is immune to the regions in which the trace departs from the baseline. Without
directly viewing the trace, the zeroset dimension may be verified by waiting until the trace
resumes its baseline crossings again, and then calculating how these intersections scale
with time.
In Thaler 2014, the reset involves seeking the nearest memory to the network's
current output pattern and using that as a new reference to measure how far that vector has
walked. The equivalent of a single neuron's activation crisscrossing a baseline, the output
pattern oscillates through a point in a multidimensional space.
Figure 4 depicts a video stream for detecting fractal beacons within a generalized

15

scene from the neural-flame device of Figure 1, according to embodiments of the present
invention. Using a machine vision system, the video stream is propagated through an
adaptive auto-associative neural net used as an anomaly filter. With periodic, random, and
fractally-tuned beacons (as depicted in (a) "raw scene" of Figure 4), the anomaly filter (as
in (b) of Figure 4) can block out the anomalies representing the periodic source (as in (c) of

20

Figure 4). Subsequent algorithmic steps (as in (d) of Figure 4) calculate the fractal
dimension of each anomaly's activation stream, enabling separation of any random source
from that having a tuned fractal dimension (as in (e) of Figure 4). Thus, the use of fractal
dimension at frequencies close to the clock cycle of the human brain, around 250-300
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milliseconds, serves to enhance attention over other potentially-competing attention
sources by selectively triggering the physiological anomaly-detection filtering of the brain.
To generate pulse trains to drive neural-flame device 2, input to a computational
neuron takes the form of a random walk over successive 300-millisecond intervals, each
5

step being of equal magnitude (Figure 3). The aggregate intersections with the time axis
represent the zeroset, with each of these points ultimately representing a pulse within the
sequence driving neural-flame device 2.
As these candidate pulse trains are generated, they are assessed for their zeroset (or
fractal) dimension, Do, which is approximated as: Do= ln(No)/ln(N), wherein N is the total

10

number of 300 millisecond intervals sampled, and No is the total number of intercepts of
the neuron's net input with the firing threshold. As any new firing pattern is assessed with
a fractal dimension near ½, the pattern is stored within a memory buffer or array.
Subsequently, such pulse trains are randomly accessed and transmitted to DIA module 12
where they are converted to analog voltages to drive the neural flames of controllable light

15

source 6.
Alternatively, use of a storage buffer may be sidestepped by using an optimization
algorithm that varies the step size of input variations to the neuron until the average fractal
dimension of the pulse trains evaluate to the desired fractal dimension.
For use as a signal beacon, humans may search with or without the aid of a camera

20

and machine-vision system. In the latter case, the camera's video stream may be viewed
through an anomaly detector, the preferred embodiment being an adaptive auto-associative
net that calculates the difference vector between the filter's input and output patterns, ~p =
Pin - Pout,

thus producing a map of anomalies within the camera's field of view. Subsequent

filters then calculate the fractal dimension of anomalies appeaiing in this filtered view.
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milliseconds, serves to enhance attention over other potentially-competing attention
sources by selectively triggering the physiological anomaly-detection filtering of the brain.
To generate pulse trains to drive neural-flame device 2, input to a computational
neuron takes the form of a random walk over successive 300-millisecond intervals, each
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step being of equal magnitude (Figure 3). The aggregate intersections with the time axis
represent the zeroset, with each of these points ultimately representing a pulse within the
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number of 300 millisecond intervals sampled, and No is the total number of intercepts of
the neuron's net input with the firing threshold. As any new firing pattern is assessed with
a fractal dimension near ½, the pattern is stored within a memory buffer or array.
Subsequently, such pulse trains are randomly accessed and transmitted to DIA module 12
where they are converted to analog voltages to drive the neural flames of controllable light

15

source 6.
Alternatively, use of a storage buffer may be sidestepped by using an optimization
algorithm that varies the step size of input variations to the neuron until the average fractal
dimension of the pulse trains evaluate to the desired fractal dimension.
For use as a signal beacon, humans may search with or without the aid of a camera

20

and machine-vision system. In the latter case, the camera's video stream may be viewed
through an anomaly detector, the preferred embodiment being an adaptive auto-associative
net that calculates the difference vector between the filter's input and output patterns, ~p =
Pin - Pout,

thus producing a map of anomalies within the camera's field of view. Subsequent

filters then calculate the fractal dimension of anomalies appeaiing in this filtered view.
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Using such a methodology, not only can fractal dimension½ sources be identified, but a
range of prespecified fractal dimensions in the range (0, 1), opening a whole new approach
to secure signaling and communication.
Furthermore, aspects of the present invention provide an object of contemplative
5

focus embodying symbolic meaning of varying significance (e.g., philosophical/religious)
due to the fact that the unique fractal rhythms used are those thought to: (1) be exploited by
the brain to detect idea formation, and (2) have grandiose meaning as the temporal
signature of creative cognition, whether in extraterrestrial intelligence or cosmic
consciousness.
While the present invention has been described with respect to a limited number of
embodiments, it will be appreciated that many variations, modifications, equivalent
structural elements, combinations, sub-combinations, and other applications of the present
invention may be made.
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CLAIMS

1.

A device for attracting enhanced attention, the device comprising:

(a)

an input signal of a lacunar pulse train having characteristics of a pulse
frequency of approximately four Hertz and a pulse-train fractal dimension
of approximately one-half; and

(b)

at least one controllable light source configured to be pulsatingly operated
by said input signal;

wherein a neural flame emitted from said at least one controllable light source as a
result of said lacunar pulse train is adapted to serve as a uniquely-identifiable signal
beacon over potentially-competing attention sources by selectively triggering
human or artificial anomaly-detection filters, thereby attracting enhanced attention.

2.

The device of claim 1, the device further comprising:

(c)

a processor for supplying said input signal of said lacunar pulse train having
said characteristics; and

(d)

a digital-to-analog (D/A) converter for transmitting said input signal to said
at least one controllable light source.

3.

The device of claim 2, wherein said D/A converter is an onboard module of

said processor, and wherein said module is embodied in at least one fonn selected from the
group consisting of: hardware, software, and finnware.
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4.

The device of claim 3, wherein said processor includes a thresholding unit

for monitming a random-walk trace for trace-axis crossings of a firing threshold of said
thresholding unit, and wherein said trace-axis crossings result in activation transitions to
generate pulse-activation sequences of said lacunar pulse train.

5.

The device of claim 4, wherein candidates of said pulse-activation

sequences are filtered based on a zeroset dimension, and wherein said candidates are filled
into a buffer of selected sequences having a fractal dimension of approximately one-half.

6.

The device of claim 5, wherein filtered patterns are randomly withdrawn

from said selected sequences in said buffer, and wherein said filtered patterns are
configured to serve as said input signal to said D/A converter for transmitting to said at
least one controllable light source.

7.

The device of claim 6, wherein said filtered patterns are generated onboard

said processor.

8.

The device of any one of claims 1 to 7, wherein said uniquely-identifiable

signal beacon reduces distraction by providing a preferential alert over said potentiallycompeting attention sources.

9.

The device of any one of claims 1 to 7, wherein said neural flame serves as

an object of contemplative focus embodying symbolic meaning of varying significance.
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10.

A method for attracting enhanced attention, the method comprising the

steps of:
(a)

generating a lacunar pulse train having characteristics of a pulse frequency
of approximately four Hertz and a pulse-train fractal dimension of
approximately one-half;

(b)

transmitting said input signal to at least one controllable light source; and

(c)

pulsatingly operating said at least one controllable light source to produce a
neural flame emitted from said at least one controllable light source as a
result of said lacunar pulse train is adapted to serve as a uniquelyidentifiable signal beacon over potentially-competing attention sources by
selectively triggering human or artificial anomaly-detection filters, thereby
attracting enhanced attention.

11.

The method of claim 10, the method further comprising the step of:

(d)

monitoring a random-walk trace for trace-axis crossings of a firing
threshold, and

wherein said trace-axis crossings result in activation

transitions to generate pulse-activation sequences of said lacunar pulse train.

12.

The method of claim 11, the method further comprising the steps of:

(e)

filtering candidates of said pulse-activation sequences based on a zeroset
dimension; and

(f)

filling said candidates into a buffer of selected sequences having a fractal
dimension of approximately one-half.

A189

Appx 000223

Case 1:20-cv-00903-LMB-TCB Document 15-2 Filed 11/30/20 Page 190 of 253 PageID# 272

21

13.

The method of claim 12, the method further comprising the steps of:

(g)

randomly withdrawing filtered patterns from said selected sequences in said
buffer; and

(h)

using said filtered patterns as said input signal.

14.

The method of any one of claims 10 to 13, wherein said uniquely-

identifiable signal beacon reduces distraction by providing a preferential alert over said
potentially-competing attention sources.

15.

The method of any one of claims 10 to 13, wherein said neural flame serves

as an object of contemplative focus embodying symbolic meaning of varying significance.
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ABSTRACT

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

The present invention discloses devices and methods for attracting enhanced
attention. Devices include: an input signal of a lacunar pulse train having characteristics of
a pulse frequency of approximately four Hertz and a pulse-train fractal dimension of
approximately one-half; and at least one controllable light source configured to be
pulsatingly operated by the input signal; wherein a neural flame emitted from at least one
controllable light source as a result of the lacunar pulse train is adapted to serve as a
uniquely-identifiable signal beacon over potentially-competing attention sources by
selectively triggering human or artificial anomaly-detection filters, thereby attracting
enhanced attention.
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Exemplary Embodiment
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Exemplary Embodiment

Figure 3
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Exemplary Embodiment
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due to this statutory roadblock as it were. Thus, as addressed in the parallel prosecution of the
instant invention before the UKIPO that while the statutes are the determining factor, there is
a matter of unresolved law that should be dealt with in the future.

Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at rkm@FlashPointIP.com or by phone at (516) 301-1649.
Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR

1.34, concerning any subject matter of the instant Petition by video conferencing or electronic

2
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mail. I understand that a copy of such communi cations will be made of record. [MPEP §502. 03
II]

Respectfully submitted,

/Ryan Abbott/
Dr. Ryan Abbott
Attorney for Applicant
Registration No. 68,178

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345
Date: February 17, 2020
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Un1tc;; State, P::tent and Trndunark Ortic~
P. 0. Be:'.': i 450
Akxar;d:-ia. VA LU) :i-- l·l 50

FlashPoint IP Ltd,
Rehov Rabban Garnlid 2
Ebd, 4083201

!SR;\EL
In re A.pplicatiun of
Application No.; 16/524J 50
Filed: July 29, 2019
Attorney Docket Nurnber: 50567-3-01-US
For: DEVICES AND \tETHODS FOR

DECISION

OT✓

PETITION

ATTR/\Cl"!NG ENl-Li\NCED ATTENTION

This is a decision on the petition filed January 20, 2020 under 3 7 CFR l .181, requesting
reconsideration of the decision issued December 17, 20 i 9, 'Nhich decision refused to vacate the
/\ugust 8, 2019 Nofa.:e to Fik iVIissing Parts of Nonprovisional .Application. 1
The pelition to vacate the August 8, 2019 Notice tn Fik \,Iissing Parts of Nnnprovisional
Application is DEN lED.

RELKVANT RACKGROUM)
The ~ib,we-identifi1.x1 application was filed on J uty 29, 2019.
The applicmion papers filed on Ju.ly 29, 2019 \vert accom.panied by:

•

An application data sheet ("i-\.DS") listing a single inventor vvith the given name
"[DABUS_l" and the family name "(Invention generated by artificial intelligence).'' The
ADS also ickntifies the Applicant as the Assignee "Stephen L. Thaler,"

•

A substitute statement under 37 CFR l.64 in lieu of declaration under 35 U.S.C. § 11 S(d)
listing ''DABUS (the invention \Vas autonomously generated by artificial intelligence)" as
the inventor ,,as txecuted by Stephen L. Thaler, \vho \-\as identified as both the legal

1

Th.: 1n~tant pet if on urnkr 37 CFR J .13 l Wets fikd concurrently 'Sith a pNiti,)E ,,nder 37 CFR l. l }l: rcqueding
expedited prnc<.:'ssint of the insun, petition. Tt,e petition ,o expcdiie fr,,: pmvssing is dismisstd as rnoot in vi<:w of

thi:, ckcision.
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representative of DAB US and the Applicant.
~

A stat~.>rne.nt under 37 CFR 3. 73(c) identifying Stephen L. Thaler as the assignee of Lhe
entire right, title, and interest in the application.

* An a.~:;sig.nmenl document assigning the entire right, title and interest of ''DAB US, the
Creativity machine that has produced the ... lnvention'' to Stephen L Thaler. St(::_phcn L.
Thaler executed the docmnent on behalf of both D!\BUS, as legal represcnta:tive of the
assignor, and on behalf of bin1sdf as the assignee. 2
~

A "STATEl\1ENT OF INVENTOR.SHIP" ("Inventorship Staternenf') v-iliich prov.icks
clarifying rernarks on the inventorsbip of the '350 application. Briefly, the letter states
the invention \Vas conceived by a "creativity rnachine" named "D/\BUS" and it should be
named as Jw inventor in the '350 application.

A Notice to File \:iissing Pans of Nonprovisional Application ,.:vas issued on August 8, 2019
("August 8, 2U19 Notice"), The August 8, 2019 Notice indicated that the ADS ·'does not
identif\ each inventor by his or her legal name" and an $80 surcharge is due for late subinission
of th.~ inventor's oath or dcdar,:ition.
A petition under 37 CFR 1.181 \Vas filed on /\ugust 29, 2019, requesting supervisory revinv of
the August 8, 20 l 9 Notice, and to vacate the i\ ugust 8. 2019 Notice l<.)r being un\varranted
and/or void.

/\ second No tic~; to File I'v1is~,ing Parts of Nonprovisional Application \Vas issued on Deceffiber
13,2019 ("lJecember 13, 2019 Notice"i, explaining the time period fi.w reply reins from the mai1
date of the Decen:.ber 13. 2019 Notice.
The petition ofAugust 29. ~:019 \vas dis.missed in a decision issued on December 17, 20 l 9.

The instant petition under 37 CFR L 181 was filed on January 20, 2020, n:-questing
reconsideration of the decision issued December 17, 20 l 9, vv"hich decision refused to vacate the
August 8, 2019 No:tice.

i

S~~~j ~:~~~~~l::~~;, ;:1:Si~~ ~~~;~~~~(!

y~~~:;1~1~;;~: /;~~:~~-~{)~ :~~~t:l;:~:(~~;•: ~;,-) ~ ~;:,~:~); ;

i;::~l:~-i~; ::•·;:,::;i

!1.i~~~':t~): 1 ·f

i•;~~e;~t;;·i;

;!;i~:;!

admits that DAB US cmnDt own ;my prnp(:ny including the property rights In in-ventions th,~ machin<~ itself created,
This further ca!l~ into ques,ion '<"htiher the submitted assignment document ~atisfies the rcqmrern.ents {)f :n CFR
3,73(c)( l) and petitioner's ability w fik the abo,e-identified application a:; applicant under 35 U.S.C. § I l 8 and 37

<:FR] .46.
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STATUTES

35 t .S.C. § 1000) provides:

The terrn '"inventor'' 1neans the individua1 or, if a joint invention, the individuals
collectively \Vho invented or discovered the sutject nrntter of the invention.
35 USC § lOO(g) providts

The terms '"joint inventor'' and "coinventor" mean any I of the individuals who invented
or discovered the subject matter of a joint invention.

35 U.S.C. § 101 provides:
\Vhoever invents or discovers any nevv and useful process, machine, manufacture, or
composition of matter, or any new and w,et\.il irnprovemcnt thereof may obtain a paknt
then.,for, subject to the conditions and require1nents of this title.
35 lJ.S.C. § 115(a) provides:
An application for patent that is filed u.nder section 111 (a) or conunences th:;,~ national stage
under section 371 shall include, or be an,en.ded to include, the name of the inventor frir
any invention claimed in the application, Except as other-;vise provided in this section, each
individual \V110 is the inventor or a joint inventor of a dairned invention in an application
1
r1or patents11a.
ll execute an oaul or uec
larn110n
, Hl
. connecuon
. \vrt
. l·1 tlw appllcation
., .
35 U.S.C § 1 l5(b) provides, in pertinent part:
An oath or declaration under subsection (a) shall contain statements that ... such individual
believes hirn:,df or herself to be the origin,d inventor or an original joint lnventor of a
claimed invention in Uie application..

35 tJ.S.C.

~

l l 5(hl0) provides, in pertinent part:

i\ny person inaking a stat,~ment required under this section rnay ,;vithdrmv, replace, or
othenvise correct the statement at any time.

OPlNION
Petitioner asserts the invention of the above-identified application \Vas generated by a 1nachrne
na.med "DABUS.'' 3 i\ccording to petitioner. this ''creativity machine'' is progrnrnrned as a series
of neural nenvorks that have been trained \Vith general information in the field of endeavor to

:, lnventorship Statemer,t at 2.
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independently creak the invention," Petitioner asserts that DABUS was not created to solve any
particular prohkm, and it -.vas not trained on any special data relevant to the instanr. invention. 5

Instead, it \Vas the machine, not a person, which recognized the novelty and salience of the
1 :-•11t
ins
~ -..\.,._.\.,,.

inve•1t•on
•
... ........
• ;, Petifr,q;"r
. ,, ........... eo11'cr1rl•,
,..., •- , .... t•·i,,t·
_., .....
~

i'"V''"'')•·s!·
,._, ...,__.>.,,.,_.,.,_ ...11·r;'
l sl·-rnilt-11·il·J·t
·- _,. - . . . . . .

h-·'·
0

!1'i1·ii·,,,d
"'-1'lll'"l
')"r·sni··"
. . . ,,.,,. tl·;
,.. _,.,.,.,.
.1.-t
t '-· ... ,., _,. .. ,

and, therefrlre, the nmning of D/"<.BUS as the inventor in the above--identified application is
proper. 7 Petitioner requests that the /\ug.ust 8, 2019 Noti<.:e be vacated .fi.)r being un'<varranted
and/or void.
Under 35 lJ.S.C § 115{a), "[a]n application for patent thM i:_;; fikd under se<::tion 11 l(a) ... sh.:,l!
include, or be i'J.rnended to include, the narne of the inventor for any invention claimed in the
application." An ''inventor" is defined in 35 U.S,C. § l OO(a) as "the individual or, if a joint
invention. the individuals colkc1i·velv \vho invented or discovered the subject nw.tter of the
·
•
invention," 8

To the fXtent the pi..'.titiunfr argues that an "'inventor'' could bf constn.H.'.d to co\·i..>r rnachines, the
paknl statutes preclude such a broad interpretation, Title 35 of tbe United States Code
consi~;tentJy refers to inventors as natural persons, For exarnpk, 35 U.S.C. § 101 states
"H--Jwever irrvents or discovers any ne;;v and useful process, rnachine, rnanufacture, or

composition of matter., .may obtain a patent therefore, subject to the conditions and requirem,:nts
of this title" (emphasis added), "\Vboever'' suggests a natural person Y 3 5 U.S. C. § 115 similarly·
refers to individuals and uses pronouns specific to natural persons------"'himsclf' and '"herself'---"
-.vhen referring to the ''individual" who bdieves himsdf or herself to be the original inventor or
an original joint inventor of a claimed invention in the application. ,,i It further states that the
inventor '\-Vho executes an oath or declaration must he a ''person." 1 ; Other sectiv.ns of Title 35
1
t0ike tir '-":nre
,w·idlv to ericmrn·•,s mi1 chi:-ie;:
t ....,,nn.
~t't'·rcn•''l
<., ..._ . L' T'l("'t''{)'\'
. _._ _..,_ ·-'- -·-'- -~ -'•nter1-r'·eti110
.,
·•C, '·im·en.tor"
.. .
. . ,.
vvould cornradict the plain reading of t!1f patt'nt statutes that refer to persons and individuals.
t..

·

.

\.,.:

L

,_,{.

_,(

-..

.

•-

--'-;_ (..,.___

.• .....

.

--'-

~-'

In addition, the U.S. Court ofA,ppe~ds for the Federal Circuit {Federal Circuit) bas explained that
frw patent laws require: that an inventor be a natural person. For exmnpk, in Univ. of Utah v.
4

Id.

s /d

(; !1.I
'Id at 3.
'See also 35 U.S.C. § ! L5(a) ("each individual who is :rn inventor ... shall execute :::n oath or declarniion''): 35
U.S.C. § lOO(g) ("The terrns "_joirn inventor" zind "coinvcntoi-" mean 1iny 1 ofihc individuals who invcnkd or
discc;vc'.1·c'.d tk subject rn:3,(kr Df a jcint inventJon'').
~.• Aierri(an-~ lVebsrer ·s c:oliegiate 1)/:.:tion(H'_.V { { o::, ed. 2001 ).
lO JS U,S.C. § l l S(b) ("An oath ,)r declaration under sub:,edion (a) shall contain stdements that. .SlKh individrn;]
belitves himsel Cor herself to be the origimd inwntor o,· an original joint inventor,)!' a cLiimed inventrnn in the
appJic,,tion.").
1
: 351.J.S.(~. § l l 5(h)(l) ('!,/-in)'· pers:.:.H1 tnaking a statenient required under this section rnay \\:ithdra\v., replace~ or
othern·ise correct the statement at any time."),
u S,'.e e.g. 35 U.S.C. § 102(a) ("A per:.;on shall be entitkd to a pat,~rn unless ... ''); 35 U.S.C. § l Ui(c) ("\>v'hcncver
through error ;i, [X'.l'S(m is named in an application for patent ns lh~ inventor .... ''): 35 U.S.C. ~ l 85 ("Norwithstandirig
any o,her prnvi:,ions of law any per:,on, and his :,ucC('.SSor:,, Hssign\ or kgai n:present,ttives, shall not i-e;:;eive"
United Staks paten, !'or an 1nvennon 1J 1hd per,(m, or hi;; ... '' l; 3 5 l .S.C. § 256(a} ( ··\Vlwnewr through errnr a
person is named in an i%ued patent as the invt,ntor . _"j
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that a state cou!d not be an inventor, stating---The inventors of a patent are '·the individual or, if a joint invention, the
indivi.duals collectively vvho lnventcd or discovered the subject rnatter of the
invention.'' 35 U .S.C, § l 00(f). It is ,.1.xiornatic, that inventors are the individrnlls
that conc.ei,'e of the invention:
Conception is tbe wuchstone of irrventorship, the completion of the 1ncntal
part of invemion. h ls the fornwrion in the mind of the inventor_ of a
definite and pennanent idea of the complete and operative invention, as it
is hereafter to be app.lied in practice. Coni;;eptlon is complete only \\hen
the 1dea is so clearly defined in the inventor''s t11ind that only ordinary skill
\vould be necessar_y to reduce the invention to practice, without extensive
research nr experin1entation. [Conception] is a mental acL ..

Burroughs H'ci!conw Co ,, Burr Lubs .. inc., 40 F.3d 1223, 1227-28
(Fed.Cir.1994) (i.nternal quotation marks and citations omitted). To perform this
mental act, inventors rnust be natural persons and cannot be corporations or
sovereigns. i,;
Similarly, \Vben explaining the distirn.'.t10n betwet'.n invenlorship and O\Vnership of an invention
by a corporation, the Federal Circuit in an earlier decision, Beech Aircr(f(i Corp. v. EDO Corp.,
stated that: ''only natural persons can be 'inventors. "'i ~
\Vhik these Federal Circuit decisions are in the context of states and corporntirms, respectively,
the discussion of conception ns being a '"formation in the rnind of the inventor" and a ''inent,tl
ace is equally appUcable to machines and indicates that conc~~ption------the touchstone of
invemorship------·must be performed by a natural person,
The United SLtk:, Patent and Trndernark Office's (1JSPTO's) umkrstanding of the patent statutes
and the Federal Circuit case la•,;v concerning inventorship to require that an inventor rnust be a
natural person is reflected in the nurnerous reforences to the inventor as a "person'' in Title 37 of
the Code of Federal Regulations, ',, Furthern101:-e, llH.' J\-1anual of Patent Examining Procedure
::: 734 .F'.3(i 13 l 5 (F\xL C~r. 20L3).
" 734 F. 3d 8.1 l 32?
:5 990.f,2d l237., L?.48(Fed.C~ir. 1993).
See e.g. 37 (~FI{ L27(a)( l) (''i\ pen~on~ a~; u~;~d in paragraph (c) of :his sr:ction~ rneans any inventor or othef
individual"'); J 7 CFR j Al (d) {" ... tht narne ,md re<dtnce of each p,~:-son believed to be an actual inwntm ~hou!d be
provided \Yhen the'. appbcaton paper:, pursuant to§ L53(b) or§ l S3(c) are filed."\ 37 CFR l.53(d)(4)
(" ... accompanied by a ;;tmemem requesting dekbon of the l'!arne or names of tht person or pc·:rsow; \vho arc'. not
inv,;;nim•~ of the invc'.ntion being claimed in ihe new application".): 37 CFR l .63(a)(3) ("An oath or declaration under
this section n:m~t lndude. a statement that the pe;·wn executing th('. odh or dtd:trahon believes .. "): 37 CFR
l .324(a) (''\Vhenever through error a person is n,:uned in ;rn issued p;rten, as th<? inventor, .. ''"j; 37 CFR J 3)t\(b)( t}
(" .. A ,;;atemt·nt from each perwn \Vbo is being added ban inventor and c·ac.h per,;on who is currently namc:d m; an
1
: ~
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(")\iPEP'') follmvs the patent statutes and the Federal Circuit casi..'. lmv concerning inventorsn1p.
explaining that the threshold question for invcntorship is ''conception." 17 Tht' \1PEP defines
''conception'' at, "the cornplete performance of the Hl('nlat part of the inventive act" and it is "the
formation in the mind of the inventor of a definite and penmrnent idea of the complete and
operative hrvention as it is thereafter w be applied in practice,'' 1~ Aga.in. the use of tenns such as
'\nental" and "mind" in the \.1PEP indicates that conception mu:;;t be performed by a rn1hrnd
person.
Accordingly, because the abo\'e .. identified application n:nne~; a machine, "!DAB US] ( lnvfntion
generated by ari.ificic.d intelligence)," as the inventor, and because current statutes, case ta\v, and
USPTO regulations and rules Hrnit inventorship to natural persons, the abovt-1dentificd
0
, , cIne~, nut cornp Iy \V1t11
. l .))
-") - l " s . , . ' 1
, F1'O.. t1eretore
l " proper ty Jssueu
.
.J
app l1cat10n
:., .!.... s· .t. )(a).' '!' t·ie l ..'SJ
the August 8, 2019 Notice requiring the inventor lo be identified by hjs or her legal na.rne,
A

•

'

Petitioner argues Jrnt the [kcember 17, 2019 petition deci,ion presents a line of reasoning that
su;1;1~·sts ''the re.fr~renced statutes are intended to cornpe1 an anplicant to name a natural person
where the person does not meet the inventorship criterfr~." Hmvever, petitioner
rnisundt'rstands the petition decision. The petition decision of December 17, 20 l 9 exp bins that
35 U.S.C. § [OO(t) defines the term "inventor'· as the indiv1dual who invented or discovered the
subject rnatter of the invention. ldentii\ing a Jrnturnl person, \vho did not invent or discover the
sul)ject matter of the invent.ion, as the inventor in a patent application would be in conflict with
the patent statutes. ;\ccordingly, the petition decision ofDecen:d:icr l 7, 2019 doe:, not suggfst
that an applicant is compelled to hst a naturni person as an inventor \,-ho does not meet the
inventorship ;;.'riteria.

2'-'

C\'~;;

Petitiont,r also argues that the USPTO should take into account the position adopted by the
Emopean Patent Offi<:.'.e ("'EP()") and the UK 1ntellectua! Property Ofi1ce (''UKIP(Y) that
DA.BUS creawd the invention at issue, but DA.BUS cannot be named as the inv;;.'.ntor.:zi The
above-identified application is curTenlly undergoing revie\v for corripkteness of the application.
Thf US PTO has not made any determination concerning \Vho or \Vhat actually created the
invenilon claimed in the above-identified app!ication. 22 Furthermore. the FPO and UKTPO are
interpreting and enforcing their own respective la\vs (i,e., the European Patent Convention and
the 1JK Patents Act 1977) as they apply to the appLications befrm:~ them, U.S. patent lav.· does
not permit a rnachine to be named as the inventor in a patent application.
invento,· ... ''). i'kne abo, frie requirc-ment uncb· 37 C:FR l .76(b)( l) that the inventor be :(kntii'ied by their "kpl
narne:·
11
1'v'lPEP 2137 .0 l (Jl);. Bur.roughs rVe!lc(. :n<.: (\J. v, JJarr Lah.'{, hit..~.v 40 F.3d i 223~ t227<28 (Fed. C~ir t 994_). 1s 1\. }PEP
213 8.04 (citing To1-vnsend v. ..,;~·>nit hi 36 F.ld 292:, ·295 (C~(~I\\ 1929) ).
18 fvlPEP 2138,04 (ciL:ng Townsend;• Smi!h. 36 F.2d
292, 295 (CCPA 1929)).
;•) Petitiuner appe:m. ,(; :~dn:)t that machines do not qualify m; HlV(:ntors urnk, th.: patent sta;-utts. Fm n:;unpi(:,
petil icner stmes, ''it ls noted tht ... there is no \v,;y to meet the rquitement,; of rhe Statutes. Thar is . th(·;re i1; no rnre
fo( til('. iss,,ed Notice to Fik Missing Pans., wtnle maintaining prnp,~r inventor~tnp according to the Stmu,c~."
Reconsider:,,tion Petifom ,tt 7.
:w Recomiderati,)n Pe,ition at :3.
21
Rtconsideration Petition at 6·7.
2:: :)\:e lv1PJ:;p 506.
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0

Petitioner further argues that "[i}n refusing to accept the narning of an AI syAern as an inventor,
the USPTO is setting a farther test for patentability that is not provided for in lav/, and
contradicts the generally held principle that inventorship should not be a substantial condition for
23 n,,t:tin1·:e•1·',;; :>ru>r1·n'".'1i ;,, nv·-,t- JY'1'"''J'1<; 1Vi' 1·1·1vP11 •n1·,l·1'pi 'n•-1, 1n1-'\•)' ht><'~l1 ,,
•.J11•"'
01·-•i~t
.,fl"'"t''/~i-...... o·
, ....... \_._
. . :'"·t '-· .. \. . . ), "
.{...., .\ .,... ,
b(.,.·
\,,,.:,. \. ... :.3
- --~-_._v ...
-'-E ... ,;,,·\,, ...s.
cond1tion fr,r pc:tentability, and 35 U .S.C, § l 15la) expressly requires that an application include,
or be ,.nnended to include, the name of the inventor for any invention claimed in the application_
.\'i(,,t

:._;

.. ~ ....

~

t.. ... >.. , .... ,

("'

.d....•

....

~

-

).1,.. .....

, ....

Befi)re the Leahy-Srnith America Invents Act (AL\) revised 35 U-5.C. § l 02, improper
inventorship \>..as a grounds for rejection under pre--A1A 35 U.S.C. § 102(f)-2" Today, under the
A!A, nan1ing an incorrect inventor is a grounds frH' rejection under 35 U.S.C. § 101 and 35
USC.~ 115. 25

Petitioner also argues that the t.TSPTO has granted patents relating to the DA BUS machine ancL
tl-wreforc, implicitlv legalized the process bv \Vhich D/\BUS arrives <.1t an lnvcntion fr,r the
above-identified ai:;ph~;1tion 2r, The tTSPT{) grants a patent if it appears that an applicant is
entitled to apatent under the lmv pursuant to 35 U.S,C. § 151. The granting ofa patent under 35
U.S.C. '.? 151 for an invemion thm covers a machine does not mean that the patent stanites
provide for that machine to be listed as an inventor in another patent applirntion-----any m.ore than
a patent for a carr1era aLlows the camera hold a copyright As noted above, a machine does not
qualify as an inventor under the patent hnvs.
Lastly, petitioner has outlined rn_nnerous policy considerations to suppon the posi:.ion thm a
patent applk<.1tion can narne a machine as an inventoL For t'Xarnple, petitioner contends that
anowing a machine 10 be listed as an inventor \.Vou1d incemiv1ze innovation using /\l ;,ystems,:27
reduce the improper naming of persons as irrventnrs \.vho do not qualify as inventors, 28 and
support the public notice function by inh.mning the public of the actual inventors of an
invcntion. 29 These po!icy considerutions notvvithstanding, they do not overcome the plain
1
'!
l Congress
-,
.
l 'oy the courts. -1' ·
language o f' We
patent l aws as passeu• lJY tie
and· as mterpretec
1

n Recor.sidernuon Petition d 4.
2
' ''•A. p,~rnon shall be ::ntitk:d to a p;:m:n: unless .. he did nut himself invent the s,1bjeci n1aHer sought tc !x, pa,cnt('d.''
See PerSeptive {3io,))-,'Ste;ns . .,l-nc. v. l;ha:rn:acio Biotech, _h1c.-. ·225 F.Jd J 315 (F(:'d. c: ~r. 2000) C'Exarniners are
:'('.quired to reje,t applications under 35 USC.§ J02(f) on the basis of improper inv,~ntorship").
2., Sec, \-lPEP 706.03(a)(IV).
"?.i:, Rt~con~ideraLion Petitkn1 at 6.
I? lnventor:-hip Statcrnent at 3-,i.
'? 8 fd. at 4.
9
? Re:.:.:onsid~.ration Petition at ~'L
::o Cif:£'(0 ()pe.r.:Hions Lli{ !rd. i< Quigg, 89,~~ F,2d 392, 399-~·;oo \Fc~d. (~ir. J 990) (holding that th~. t.JSJ3 l C) and <~OlH1~
niust honor !he plain rneaning of the patent stattHes \Vhen (~ongress has spoken on an issttl\ a:; stdk!ng pohcy

balance3 .~n legislative Janguage i~; \Vithin the prtJvince of Congress).
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CONCLCSlON
For the n:asons stated above, the petition is granted to the extent that the decision of December
I 7, 20 l 9 hHs been J-eviev,ed, but the petition ls DENIED \Vith respect to 'Vacating the August 8,
2019 Notice .

The time period to reply to the Notice to File l\lissing Parts of Nonprovisional Application of
August 8, 20 l 9 1[< reset in this decision. Petition1;.'r is given ,'l tim;:~ period of two {:2) months from
the mailing date of this decision \Vithln which to fik all required items identified ln tbe
Decernber 13, 2019 Notice to avoid abandonment Extensions of time may be obtained by filing
a petition accompanied by the extension foi:. under 37 CFR 1, 136(a). Petitioner, hGvvever, c,hould
expect no additional resetting of the time period hir reply to the Notice w Fi le \1issing Parts of
Nonprnvisionnl .Application of August 8, 2019 in the above-identified application or any other
stay ef pn)Cetidings in the above--identified application.
This decision is being published in viev-/ of the subrnission filed in the abov,:>idernified
application on Ft.'.bruary 17, 2020 that provides the USPTO 'Nith authority under 35 U.S.C. § 122
and 3 7 CFR 1. l 4(e) to publish this decision.
This conslituks a final decision on this petition. No further requests for reconsiden.nion ,sill be
e11tertai11t~d.
Tekphone inqulrits corn.:·erning this decision should be directed to Charles Kim, Direct.or of the
Office of Petitions, m (57l) 272-742 l.

Deputy Commissioner for
Patent Examination Policy
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To:
From:
Cc:
Subject:

ydm@FlashPointlP.com,FPIP-USPTO@FlashPointlP.com,
PAIR_eOfficeAction@uspto.gov
PAIR_eOfficeAction@uspto.gov
Private PAIR Correspondence Notification for Customer Number 89602

Apr 23, 2020 06:31 :38 AM
Dear PAIR Customer:
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL
The following USPTO patent application(s) associated with your Customer Number, 89602 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.
The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.
Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.
Application
16524350

Document
PET.DEC.OIPE
PET.DEC.OIPE

Mailroom Date
04/22/2020
04/22/2020

Attorney Docket No.
50567-3-01-US
50567-3-01-US

To view your correspondence online or update your email addresses, please visit us anytime at
https ://sportal. uspto .gov/secu re/myportal/privatepair.
If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action' on the subject line or call 1-866-217-9197 during the following hours:
Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,
UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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PATENT APPLICATION FEE DETERMINATION RECORD

Application or Docket Number

16/524,350

Substitute for Form PTO-875

APPLICATION AS FILED - PART I
FOR

(Column 1)

(Column 2)

SMALL ENTITY

OTHER THAN
SMALL ENTITY

OR

NUMBER FILED

NUMBER EXTRA

RATE($)

FEE($)

RATE($)

BASIC FEE
(37 CFR 1.16(a), (b), or (c))

N/A

N/A

N/A

75

N/A

SEARCH FEE
(37 CFR 1.16(k), (i), or (m))

N/A

N/A

N/A

330

N/A

EXAMINATION FEE
(37 CFR 1.16(0), (p), or (q))

N/A

TOTAL CLAIMS
(37 CFR 1.16(i))

11

INDEPENDENT CLAIMS
(37 CFR 1.16(h))

2

APPLICATION SIZE
FEE
(37 CFR 1.16(s))

N/A

N/A

380

minus 20=

X

50

=

0.00

=

X

230

=

0.00

minus 3

If the specification and drawings exceed 100
sheets of paper, the application size fee due is
$31 O ($155 for small entity) for each additional
50 sheets or fraction thereof. See 35 U.S.C.
41 (a)(1 )(G) and 37 CFR 1.16(s).

FEE($)

N/A
OR

0.00

0.00

MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR 1.16(j))
* If the difference in column 1 is less than zero, enter "0" in column 2.

785

TOTAL

TOTAL

APPLICATION AS AMENDED - PART II

<(

I-

z

w

(37 CFR 1.16(i))

z

Independent

w
~

<(

(Column 2)

(Column 3)

CLAIMS
REMAINING
AFTER
AMENDMENT

HIGHEST
NUMBER
PREVIOUSLY
PAID FOR

PRESENT
EXTRA

Total

~

0

(Column 1)

Minus

Minus

..
...

SMALL ENTITY
ADDITIONAL
FEE($)

RATE($)

=
=

OR

X

=

X

=

OR

X

=

Application Size Fee (37 CFR 1.16(s))

OR

FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j))
TOTAL
ADD'L FEE

Ill
I-

z

w
~

0

z

w

~
<(

ADDITIONAL
FEE($)

RATE($)

X

=

(37CFR 1.16(h))

OTHER THAN
SMALL ENTITY

OR

(Column 1)

(Column 2)

(Column 3)

CLAIMS
REMAINING
AFTER
AMENDMENT

HIGHEST
NUMBER
PREVIOUSLY
PAID FOR

PRESENT
EXTRA

Total

Minus

(37 CFR 1.16(i))

Independent

Minus

..
...

=

ADDITIONAL
FEE($)

RATE($)

ADDITIONAL
FEE($)

RATE($)

X

=

OR

X

=

X

=

OR

X

=

=

(37CFR 1.16(h))

TOTAL
ADD'L FEE

OR

Application Size Fee (37 CFR 1.16(s))

OR
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j))
TOTAL
ADD'L FEE
* If the entry in column 1 is less than the entry in column 2, write "0" in column 3.
** If the "Highest Number Previously Paid For" IN THIS SPACE is less than 20, enter "20".
*** If the "Highest Number Previously Paid For" IN THIS SPACE is less than 3, enter "3".
The "Highest Number Previously Paid For" (Total or Independent) is the highest found in the appropriate box in column 1
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UNITED STATES PATENT AND TRADEMARK OFFICE
Ul\TfED STATES DEPA RTME'IT OF COMMERCE
United States Patent and Trademark Office
Adiliess. ~Sl1:fM[;3.~~CJ'JER FOR PATENTS

APPLICATION NUMBER

FILING OR 3 71 (C) DATE

16/524,350

07/29/2019

FIRST NAMED APPLICANT

ATTY. DOCKET NO./TITLE

50567-3-01-US
CONFIRMATION NO.1467
FORMALITIES LETTER

89602
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL

1111111111111111111111

l ]~!l]!~l!~IU~ IU!l~!~ll

11111111111111111111111

Date Mailed: 04/24/2020

NOTICE TO FILE MISSING PARTS OF NONPROVISIONAL APPLICATION
FILED UNDER 37 CFR 1.53(b)

Filing Date Granted
Items Required To Avoid Abandonment:

An application number and filing date have been accorded to this application. The item(s) indicated below,
however, are missing. Applicant is given TWO MONTHS from the date of this Notice within which to file all
required items below to avoid abandonment. Extensions of time may be obtained by filing a petition accompanied
by the extension fee under the provisions of 37 CFR 1.136(a).
• The application data sheet or inventor's oath or declaration does not identify each inventor by his or her legal
name.
• Surcharge as set forth in 37 CFR 1.16(f) must be submitted.
The surcharge is due for any one of:
• late submission of the basic filing fee, search fee, or examination fee,
• late submission of inventor's oath or declaration,
• filing an application that does not contain at least one claim on filing, or
• submission of an application filed by reference to a previously filed application.
SUMMARY OF FEES DUE:

The fee(s) required within TWO MONTHS from the date of this Notice to avoid abandonment is/are itemized
below. Small entity discount is in effect. If applicant is qualified for micro entity status, an acceptable Certification
of Micro Entity Status must be submitted to establish micro entity status. (See 37 CFR 1.29 and forms
PTO/SB/15A and 15B.)
• $ 80 surcharge.
• $( 0) previous unapplied payment amount.
• $ 80 TOTAL FEE BALANCE DUE.

page 1 of 2
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Replies must be received in the USPTO within the set time period or must include a proper Certificate of Mailing
or Transmission under 37 CFR 1.8 with a mailing or transmission date within the set time period. For more
information and a suggested format, see Form PTO/SB/92 and MPEP 512.
Replies should be mailed to:
Mail Stop Missing Parts
Commissioner for Patents
P.O. Box 1450
Alexandria VA 22313-1450
Registered users of EFS-Web may alternatively submit their reply to this notice via EFS-Web, including a copy
of this Notice and selecting the document description "Applicant response to Pre-Exam Formalities Notice".
https ://sportal. uspto .gov/authenticate/AuthenticateUserlocal EP F. htm I
For more information about EFS-Web please call the USPTO Electronic Business Center at 1-866-217-9197 or
visit our website at http://www.uspto.gov/ebc.

If you are not using EFS-Web to submit your reply, you must include a copy of this notice.
Questions about the contents of this notice and the
requirements it sets forth should be directed to the Office
of Data Management, Application Assistance Unit, at
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

/jltippett/
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UNITED STATES PATENT AND TRADEMARK OFFICE
Ul\TfED STATES DEPA RTME'IT OF COMMERCE
United States Patent and Trademark Office
Adiliess. ~Sl1:fM[;3.~~CJ'JER FOR PATENTS

APPLICATION NUMBER

FILING OR 3 71 (C) DATE

16/524,350

07/29/2019

FIRST NAMED APPLICANT

ATTY. DOCKET NO./TITLE

50567-3-01-US
CONFIRMATION NO.1467
WITHDRAWAL NOTICE

89602
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL

111111111111111111111111]~!1]!~1!~1!

~~ iUi~i~ll l l l 111111111111111111

Date Mailed: 04/24/2020

Letter Regarding a New Notice and/or the Status of the Application
If a new notice or Filing Receipt is enclosed, applicant may disregard the previous notice mailed on
12/13/2019. The time period for reply runs from the mail date of the new notice. Within the time period
for reply, applicant is required to file a reply in compliance with the requirements set forth in the new
notice to avoid abandonment of the application.

Registered users of EFS-Web may alternatively submit their reply to this notice via EFS-Web.
https://sportal.uspto.gov/authenticate/AuthenticateUserLocalEPF.html
For more information about EFS-Web please call the USPTO Electronic Business Center at
1-866-217-9197 or visit our website at http://www.uspto.gov/ebc.
If the reply is not filed electronically via EFS-Web, the reply must be accompanied by a copy of
the new notice.
If the Office previously granted a petition to withdraw the holding of abandonment or a petition to
revive under 37 CPR 1.137, the status of the application has been returned to pending status.
Questions about the contents of this notice and the
requirements it sets forth should be directed to the Office
of Data Management, Application Assistance Unit, at
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

/jltippett/
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UNITED STATES PATENT AND TRADEMARK OFFICE
Ul\TfED STATES DEPA RTME'IT OF COMMERCE
United States Patent and Trademark Office
Adiliess. ~Sl1:fM[;3.~~CJ'JER FOR PATENTS

APPLICATION
NUMBER

FILING or
37l(c)DATE

GRPART
UNIT

FIL FEE REC'D

ATTY.DOCKET.NO

16/524,350

07/29/2019

2861

785

50567-3-01-US

TOT CLAIMS IND CLAIMS

11
2
CONFIRMATION NO.1467
FILING RECEIPT

89602
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL

1111111111111111111111

m~mll!~~ ~ui~~~m

11111111111111111111111

Date Mailed: 04/24/2020

Receipt is acknowledged of this non-provisional utility patent application. The application will be taken up for
examination in due course. Applicant will be notified as to the results of the examination. Any correspondence
concerning the application must include the following identification information: the U.S. APPLICATION NUMBER,
FILING DATE, NAME OF FIRST INVENTOR, and TITLE OF INVENTION. Fees transmitted by check or draft are
subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a corrected Filing Receipt, including a properly marked-up ADS showing the changes
with strike-through for deletions and underlining for additions. If you received a "Notice to File Missing Parts" or
other Notice requiring a response for this application, please submit any request for correction to this Filing Receipt
with your reply to the Notice. When the USPTO processes the reply to the Notice, the USPTO will generate another
Filing Receipt incorporating the requested corrections provided that the request is grantable.
lnventor(s)

None
Applicant( s)

Stephen L. Thaler, St. Charles, MO;
Assignment For Published Patent Application
Stephen L. Thaler
Power of Attorney:
Reuven Mouallem--63345
Ryan Abbott--68178
Domestic Applications for which benefit is claimed - None.
A proper domestic benefit claim must be provided in an Application Data Sheet in order to constitute a claim for
domestic benefit. See 37 CFR 1.76 and 1.78.
Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.)
EUROPEAN PATENT OFFICE (EPO) 18275174.3 11/07/2018 No Access Code Provided
UNITED KINGDOM 1818161.0 11/07/2018 No Access Code Provided

Permission to Access Application via Priority Document Exchange: Yes
Permission to Access Search Results: Yes
page 1 of 4
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Applicant may provide or rescind an authorization for access using Form PTO/SB/39 or Form PTO/SB/69 as
appropriate.

Request to Retrieve - This application either claims priority to one or more applications filed in an intellectual
property Office that participates in the Priority Document Exchange (POX) program or contains a proper Request to
Retrieve Electronic Priority Application(s) (PTO/SB/38 or its equivalent). Consequently, the US PTO will attempt
to electronically retrieve these priority documents.

If Required, Foreign Filing License Granted: 08/07/2019
The country code and number of your priority application, to be used for filing abroad under the Paris Convention,
is US 16/524,350

Projected Publication Date: To Be Determined - pending completion of Missing Parts
Non-Publication Request: No
Early Publication Request: No
** SMALL ENTITY **
Title
DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

Preliminary Class
116

Statement under 37 CFR 1.55 or 1.78 for AIA (First Inventor to File) Transition Applications: No

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES
Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent" and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.
Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.
Applicants also are advised that in the case of inventions made in the United States, the Director of the US PTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.
Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
page 2 of 4
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patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.
For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4258).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED
The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.
This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.
The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.
NOT GRANTED
No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).
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SelectUSA
The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location for
business investment, innovation, and commercialization of new technologies. The U.S. offers tremendous resources
and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation works to
promote and facilitate business investment. SelectUSA provides information assistance to the international investor
community; serves as an ombudsman for existing and potential investors; advocates on behalf of U.S. cities, states,
and regions competing for global investment; and counsels U.S. economic development organizations on investment
attraction best practices. To learn more about why the United States is the best country in the world to develop
technology, manufacture products, deliver services, and grow your business, visit http://www.SelectUSA.gov or call
+ 1-202-482-6800.
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To:
From:
Cc:
Subject:

ydm@FlashPointlP.com,FPIP-USPTO@FlashPointlP.com,
PAIR_eOfficeAction@uspto.gov
PAIR_eOfficeAction@uspto.gov
Private PAIR Correspondence Notification for Customer Number 89602

Apr 24, 2020 04:27:41 AM
Dear PAIR Customer:
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL
The following USPTO patent application(s) associated with your Customer Number, 89602 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.
The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.
Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.
Application
16524350

Document
NTC.MISS.PRT
M327
APP.FILE.REC

Mailroom Date
04/24/2020
04/24/2020
04/24/2020

Attorney Docket No.
50567-3-01-US
50567-3-01-US
50567-3-01-US

To view your correspondence online or update your email addresses, please visit us anytime at
https ://sportal. uspto .gov/secu re/myportal/privatepair.
If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action' on the subject line or call 1-866-217-9197 during the following hours:
Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,
UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE

United States Patent and Trademark Office
Address:

COMMISSIONERFORPATENTS
P.O. Box 1450
Alexandria, Virginia 22313-1450
www.uspto.gov

APPLICATION NO.

FILING DATE

16/524,350

07/29/2019

89602

7590

FIRST NAMED INVENTOR

ATTORNEY DOCKET NO.

CONFIRMATION NO.

50567-3-01-US

1467

05/15/2020

EXAMINER

FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad,4083201
ISRAEL

ART UNIT

PAPER NUMBER

2861

NOTIFICATION DATE

DELIVERY MODE

05/15/2020

ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):
FPIP-USPTO@FlashPointlP.com
ydm@FlashPointlP.com

PTOL-90A (Rev. 04/07)
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UNITED STATES PATENT AND TRADEMARK OFFICE
Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov

In re Application of
Application No. 16/524,350
Filed: 29 Jul 2019
For DEVICES AND METHODS FOR
ATTRACTING ENHANCED ATTENTION

DECISION ON PETITION

This is a decision on the petition pursuant to 37 C.F.R. § 5.25,
filed July 29, 2019, seeking a retroactive license for foreign
filing under 35 U.S.C. § 184.
The petition is DISMISSED.
This decision concerns European application number 18275174.3
filed November 7, 2018 and UK application number 1818161.0 filed
November 7, 2018.
A grantable petition pursuant to 37 C.F.R. § 5.25 must be
accompanied by:
(1)

a listing of each of the foreign countries in which the
unlicensed patent application material was filed;
(2) The dates on which the material was filed in each
country;
(3) A verified statement (oath or declaration)
containing:
(i)
An averment that the subject matter in
question was not under a secrecy order at
the time it was filed abroad, and that it
is not currently under a secrecy order,
(ii)
A showing that the license has been
diligently sought after discovery of the
proscribed foreign filing, and
(iii) An explanation of why the material was
filed abroad through error without the
required license under§ 5.11 first having
been obtained; and,
(4) The required fee (§ 1.17(g) of this chapter).
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The petition complies with requirements (1), (2), (3) (i), and
(4) of 37 C.F.R. § 5.25.
Petitioner has provided a listing of
each of the foreign countries in which the unlicensed patent
application material was filed; 1 the dates on which the material
was filed in another country; 2 an averment that the subject
matter in question was not under a secrecy order at the time it
was filed abroad, and that it is not currently under a secrecy
order; 3 and, the required petition fee.
The petition fails to comply with requirements (3) (ii)
(3) (iii) of 37 C.F.R. § 5.25. A discussion follows.

and

The relevant parties are as follows:
•
•

Declarant Thaler is the applicant. 4
Both foreign filings were made by declarant Thaler's
European counsel. 5 The name of said European counsel has
not been revealed.

Regarding requirement (3) (ii) of 37 C.F.R. § 5.25, the record
does not establish whether declarant Thaler and the European
counsel was each aware of the requirements of 35 U.S.C. § 184
and 37 C.F.R. § 5.ll(a) at the time of their involvement in the
proscribed foreign filing.
As such, it cannot be discerned
whether this petition was diligently filed.
In the sixth paragraph of his verified statement, declarant
Thaler asserts "[p]ursuant to 35 C.F.R. § 5.25(a) (3) (ii), I was
first informed by my US patent counsel when they began to
prepare filing for a patent before the USPTO in which they
determined the potential need for a foreign filing license on
June 13, 2019." However, it is not clear what he was first
informed of on this date.
Moreover, Petitioner asserts in the seventh paragraph of his
verified statement that at the time of the foreign filing, his
European counsel was not aware of the requirements of 35 U.S.C.
§ 184 and 37 C.F.R. § 5.ll(a).
However, declarant Thaler does
not have firsthand knowledge of what another person did or did
not know.

1 Europe and the UK.
Petition, page 1 and Thaler verified statement,
paragraph 3.
2 November 7, 2018.
Id.
3 Thaler verified statement, paragraph 5.
4 Application Data Sheet included on initial deposit, page 1.
5 Thaler verified statement, paragraph 7.
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Regarding requirement (3) (iii) of 37 C.F.R. § 5.25, first, the
second paragraph of the Thaler verified statement states he is
not certain whether a foreign filing license is necessary.
35 U.S.C. § 1.84(a) provides,
(a) FILING IN FOREIGN COUNTRY.-Except when authorized by a
license obtained from the Commissioner of Patents a person
shall not file or cause or authorize to be filed in any
foreign country prior to six months after filing in the
United States an application for patent or for the
registration of a utility model, industrial design, or
model in respect of an invention made in this country. A
license shall not be granted with respect to an invention
subject to an order issued by the Commissioner of Patents
pursuant to section 181 without the concurrence of the head
of the departments and the chief officers of the agencies
who caused the order to be issued. The license may be
granted retroactively where an application has been filed
abroad through error and the application does not disclose
an invention within the scope of section 181.
As is made clear by 35 U.S.C. § 1.84(a) cited above, the USPTO
has no authority to grant a petition under 37 C.F.R. § 5.25
where petitioner seeks the retroactive foreign filing license
out of an abundance of caution. Rather, the USPTO has only the
authority to grant a petition under 37 C.F.R. § 5.25 where
petitioner establishes that the proscribed application was filed
abroad through error. Accordingly, seeking a retroactive
foreign filing license out of an abundance of caution does not
satisfy the standard set forth by 35 U.S.C. § 1.84(a).
It is
further noted that the USPTO will not determine whether a
foreign filing license was required before proscribed
application was filed abroad.
The USPTO will only determine
whether the proscribed filing was made through error upon the
filing of a petition under 37 C.F.R. § 5.25 and consideration of
the merits of the showing made therein.
Declarant Thaler must
determine whether a foreign filing license was required before
the proscribed application was filed and expressly indicate the
result of his determination on renewed petition.
Second, the petition fails to describe any error which resulted
in the filing of the foreign application without the required
license under§ 5.11 first having been obtained. As set forth
above, it has not been established whether declarant Thaler and
the European counsel were aware of the requirements of 35 U.S.C.
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184 and 37 C.F.R. § 5.ll(a) at the time of their involvement
in the proscribed foreign filing.

§

Third, 37 C.F.R. § 5.25(b) requires "statements by those persons
having personal knowledge of the acts regarding filing in a
foreign country." It follows that the verified statement should
be made by the person or persons who had direct knowledge and
made the decision to file in a foreign country before securing a
foreign filing license.
The renewed petition must expressly
identify who made the decision to file in a foreign country
before securing a foreign filing license, and include a verified
statement from that/those individual(s).
Similarly, the renewed petition must expressly identify the
European counsel who filed the application in a foreign country
before securing a foreign filing license, and include a verified
statement from that individual.
Each declarant must indicate whether he/she was aware of the
requirements of 35 U.S.C. § 184 and 37 C.F.R. § 5.ll(a) at the
time of his/her involvement in the proscribed foreign filing.
Fourth, the petition does not explain how the proscribed foreign
filing came to be filed.
Perhaps the proscribed foreign filing
was filed as a result of declarant Thaler sending instructions
to the European counsel to effectuate the filing?
Fifth, 37 C.F.R. § 5.25(b) sets forth, in pertinent part: "[t]he
showing of facts ... should be accompanied by copies of any
necessary supporting documents such as letters of transmittal or
instructions for filing." It follows that on renewed petition,
each declarant must indicate whether any instructions regarding
the filing were provided in writing, and if so, a copy of the
instruction letter(s) must be included therewith, along with an
English translation (if applicable).
Sixth, declarant Thaler and the European counsel must address
the following on renewed petition:
•

What checks does the European counsel have when filing an
application to ensure that a foreign application is not
filed when a foreign filing license is required by 35
U.S.C. § 184 and 37 C.F.R. § 5.ll(a)?

•

If checks were in place, why was the procedure not followed
in this instance? In addition, when were these checks
implemented?
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Has declarant Thaler filed abroad previously, or was this
the first time? Similarly, has the European counsel filed
abroad previously with a US-based inventor, or was this the
first time?

Accordingly, the provisions of 37 C.F.R. § 5.25 not having fully
been met, the petition is DISMISSED. A response is due within
TWO MONTHS of the mailing date of this decision.
Extensions of
time of this period of reply may be obtained under 37 C.F.R.
§ 1.136(a). In the absence of a timely response, such dismissal
will be made final and the final action under 35 U.S.C. § 185
will be taken.
The reply should include a cover letter entitled "Renewed
Petition under 37 C.F.R. § 5.25." This is not a final agency
action within the meaning of 5 U.S.C § 704.
The renewed petition should indicate in a prominent manner that
the attorney handling this matter is Paul Shanoski, and may be
submitted by mail, 6 hand-delivery, 7 or facsimile. 8 If Petitioner
has the capability to file follow-on documents, a response may
be submitted via the electronic filing system, EFS-Web 9 and the
document code should be RETR.LICENSE.
If responding by mail,
Petitioner is advised not to place the undersigned's name on the
envelope.
Only the information that appears in the footnote
should be included - adding anything else to the address will
delay the delivery of the response to the undersigned.
Any verified statement (notarized oath) or declaration
(including reference to Section 1001 of Title 18 of the U.S.C.)
included on renewed petition must include the clause:
I hereby declare that all statements made herein of my own
knowledge are true and that all statements made on
information and belief are believed to be true; and further
that these statements were made with the knowledge that
willful false statements and the like so made are
punishable by fine or imprisonment, or both, under Section
1001 of Title 18 of the United States Code and that such

6 Mail Stop Petition, Commissioner for Patents, United States Patent and
Trademark Office, P.O. Box 1450, Alexandria, VA, 22313-1450.
7 Customer Window, Randolph Building, 401 Dulany Street, Alexandria, VA,
22314.
8

(571) 273-8300: please note this is a central facsimile number.

9 https://sportal.uspto.gcv/authenticate/authenticateuserlccalepf.html
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willful false statements may jeopardize the validity of the
application or any patent issuing thereon.
Telephone inquiries regarding this decision should be directed
to Attorney Advisor Paul Shanoski at (571) 272-3225. 10 All other
inquiries concerning examination procedures should be directed
to the Technology Center.

/Paul Shanoski/
Paul Shanoski
Attorney Advisor
Office of Petitions

10 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the
written record in the Office.
See 37 C.F.R. § 1.2. As such, Petitioner is
reminded that no telephone discussion may be controlling or considered
authority for Petitioner's further action(s).
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To:
From:
Cc:
Subject:

ydm@FlashPointlP.com,FPIP-USPTO@FlashPointlP.com,
PAIR_eOfficeAction@uspto.gov
PAIR_eOfficeAction@uspto.gov
Private PAIR Correspondence Notification for Customer Number 89602

May 15, 2020 04:22:02 AM
Dear PAIR Customer:
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL
The following USPTO patent application(s) associated with your Customer Number, 89602 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.
The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.
Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.
Application
16524350

Document
PETDEC

Mailroom Date
05/15/2020

Attorney Docket No.
50567-3-01-US

To view your correspondence online or update your email addresses, please visit us anytime at
https ://sportal. uspto .gov/secu re/myportal/privatepair.
If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action' on the subject line or call 1-866-217-9197 during the following hours:
Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,
UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM

A231

Appx 000265

Case 1:20-cv-00903-LMB-TCB Document 15-2 Filed 11/30/20 Page 232 of 253 PageID# 314

PTO/AIA/31 (03-14)
Approved for use through 11/30/2020. 0MB 0651-0031
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid 0MB control number.
Docket Number (Optional)

NOTICE OF APPEAL FROM THE EXAMINER TO
THE PATENT TRIAL AND APPEAL BOARD
I hereby certify that this correspondence is being facsimile
transmitted to the USPTO, EFS-Web transmitted to the USPTO, or
deposited with the United States Postal Service with sufficient
postage in an envelope addressed to "Commissioner for Patents, P.O.
Box 1450, Alexandria, on Alexandria, VA 22313-1450" [37 CFR 1.8(a)]
on 16 June 2020
Signature /Reuven K. Mouallem/

50567-3-01-US

In re Application of
Stephen L. Thaler
Application Number

16/524,350

Filed

July 29, 2019

For
DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

I

Art Unit

Typed or printed name Reuven K. Mouallem

I

2861

Examiner
Robert W. Bahr, decision dated 4-22-2020

Applicant hereby appeals to the Patent Trial and Appeal Board from the last decision of the examiner.

$ 800

The fee for this Notice of Appeal is (37 CFR 41.20(b)(l))

0

Applicant asserts small entity status. See 37 CFR 1.27. Therefore, the fee shown above is reduced
by 50%, and the resulting fee is:

certifies micro entity status. See 37 CFR 1.29. Therefore, the fee shown above is reduced
□ Applicant
by 75%, and the resulting fee is:

$ 400

$

Form PTO/SB/15A or B or equivalent must either be enclosed or have been submitted previously.

□
□ Payment by credit card. Form PT0-2038 is attached.
Director is hereby authorized to charge any fees which may be required, or credit any overpayment
□ The
to Deposit Account No.
A check in the amount of the fee is enclosed.

0 Payment made via EFS-Web.
for an extension of time under 37 CFR 1.136(a) (PTO/AIA/22 or equivalent) is enclosed.
□ AForpetition
extensions of time in reexamination proceedings, see 37 CFR 1.550.
WARNING: Information on this form may become public. Credit card information should not be included
on this form. Provide credit card information and authorization on PTO-2038.
I am the

LJ

applicant

0

attorney or agent of record
Registration number 63345

□

attorney or agent acting under 37 CFR 1.34
Registration number

Signature /Reuven K. Mouallem/
Typed or printed name Reuven K. Mouallem
Telephone Number 516-301-1649
Date 16 June 2020

NOTE: This form must be signed in accordance with 37 CFR 1.33. See 37 CFR 1.4 for signature requirements and certifications. Submit multiple
forms if more than one signature is required, see below*.

D *Total of

forms are submitted.

This collection of information is required by 37 CFR 41.20(b)(l) and 41.31. The information is required to obtain or retain a benefit by the public which is to file (and
by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11, 1.14 and 41.6. This collection is estimated to take 12 minutes
to complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, ca/11-800-PTO-9199 and select option 2.
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Electronic Patent Application Fee Transmittal
Application Number:

16524350

Filing Date:

29-Jul-2019

Title of Invention:

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

First Named Inventor/Applicant Name:
Filer:

Reuven Khedhouri Mouallem

Attorney Docket Number:

50567-3-01-US

Filed as Small Entity

Filing Fees for Utility under 35 USC 111 (a)

Description

Fee Code

Quantity

Amount

Sub-Total in
USO($)

2401

1

400

400

Basic Filing:

Pages:

Claims:

Miscellaneous-Filing:

Petition:

Patent-Appeals-and-Interference:
NOTICE OF APPEAL

Post-Allowance-and-Post-Issuance:
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Description

Fee Code

Quantity

Amount

Sub-Total in
USO($)

Extension-of-Time:

Miscellaneous:

Total in USO($)
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Electronic Acknowledgement Receipt
EFSID:

39727360

Application Number:

16524350

International Application Number:
Confirmation Number:

Title of Invention:

1467

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

First Named Inventor/Applicant Name:
Customer Number:
Filer:

89602
Reuven Khedhouri Mouallem

Filer Authorized By:
Attorney Docket Number:

50567-3-01-US

Receipt Date:

16-JUN-2020

Filing Date:

29-JUL-2019

Time Stamp:
Application Type:

10:18:36
Utility under 35 USC 111 (a)

Payment information:
Submitted with Payment

yes

Payment Type

CARD

Payment was successfully received in RAM

$400

RAM confirmation Number

E20206FA20431345

Deposit Account
Authorized User
The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpayment as follows:
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File Listing:
Document
Number

Document Description

File Name

File Size(Bytes}/
Message Digest

Multi
Part /.zip

Pages
(if appl.)

no

1

no

2

103997

1

Notice of Appeal Filed

aia0031-p.pdf
7ba0ad918c55500d8948131 bedce302df64
96ddc

Warnings:
Information:
30080

2

Fee Worksheet (5B06)

fee-info.pdf
cfdf6724ff504e1 8bbc7036Se6a56b29eceb
6645

Warnings:
Information:
Total Files Size (in bytes)

134077

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.
New Agglications Under 35 U.S.C. 111
If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.
National Stage of an International Agglication under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT /DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.
New International Agglication Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 181 O), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/1 OS) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.: 16/524,350
Filed: July 29, 2019
For:

DEVICES AND METHODS
FOR ATTRACTING
ENHANCED ATTENTION

Examiner:

§
§
§
§
§
§
§
§
§
§
§
§
§

Group Art Unit:
Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

USPTO Office of Petition Attorney:
PAUL SHANOSKI
Attorney Advisor
Office of Petition

RENEWED PETITION
FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25

1
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.: 16/524,350
Filed: July 29, 2019
For:

DEVICES AND METHODS
FOR ATTRACTING
ENHANCED ATTENTION

§
§
§
§
§
§
§
§
§
§
§
§

Group Art Unit:
Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

Paul Shanoski
Attorney Advisor
Office of Petition
Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

RENEWED PETITION
FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25
This Renewed Petition requests under 37 CFR 5.25 a retroactive license for foreign
filing under 35 USC 184 in accordance with §5.14(a). The required fee for the Petition under
§ 1. l 7(g) has been paid. The retroactive foreign filing licenses are requested for the following
jurisdictions in which the unlicensed patent application material was filed.
►

European Patent Application No. 18275174.3, filed November 7, 2018 (first
priority date), by Applicant Stephen L. Thaler, entitled "Devices and Methods
for Attracting Enhanced Attention;" and

►

UK Patent Application No. 1818161.0, filed November 7, 2018 (first priority
date), by Applicant Stephen L. Thaler, entitled "Devices and Methods for
Attracting Enhanced Attention."

In accordance with 37 CFR §5.14 for a petition for retroactive foreign filing license
related to a pending US application (identified above by US application number, filing date,

2
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applicant, and title), it is submitted that the complete contents of the unlicensed patent
application material (identical for the two foreign filings listed above) is readily identifiable in
the referenced US application. A copy of the material for which the license is desired is not
included in accordance with 37 CFR §5.14 under which the subject matter licensed will be
measured by the disclosure of the US application.
Declarations by the Applicant, Dr. Stephen L. Thaler, and foreign EU Counsel, Robert
Jehan attached herewith, aver:
( 1)

that a Foreign Filing License was required prior to filing of the subject foreign
applications;

(2)

that neither applicant Thaler, nor the EU Counsel who filed the subject foreign
applications were aware of the requirements of 35 U.S.C. Sec. 184 and 37
C.F.R. Sec. 5.11 (a) at the time of said foreign filings;

(3)

diligence in seeking the retroactive foreign filing license upon discovery that
such license was necessary;

( 4)

that the subject matter in question was not under a secrecy order at the time the
subject matter was filed abroad; and

(5)

that the subject matter is not currently under a secrecy order.

As indicated in the attached Declarations, the potential need for a retroactive foreign
filing license and a Declaration was inadvertently not communicated to the Applicant. Upon
learning of the possible need for a foreign filing license, the Applicant diligently proceeded to
filing the petition for a Retroactive Foreign Filing License.
The foreign filings of unlicensed patent application material were prepared and filed by
the Applicant through European counsel (Mr. Robert Jehan of a UK IP law firm) both
unfamiliar with US Patent Law and the requirement of obtaining a foreign filing license prior
to any foreign filing.

3
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It is noted that the law on foreign filing licenses in the United Kingdom was changed

in 2004 to the effect that no foreign filing license is required unless the application contains
information which relates to military technology, for any other reasons publication of the
infonnation might be prejudicial to national security, or to the safety of the public.
Thus, the possible need for a foreign filing license did not become apparent, and foreign
applications were filed abroad through error and without deceptive intent, without the required
license. It is submitted that diligence in obtaining a retroactive foreign filing license is shown
by the present Renewed Petition for a Retroactive License.

Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at rkm@PlashPointIP.com or by phone at (516) 301-1649.
Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CPR 1.33 and 37 CPR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. I understand that a copy of such communications will be made ofrecord. [MPEP §502.03
II]

Respectfully submitted,

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345
Date: July 12, 2020
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:

§
§
§
§
§
§
§
§
§
§
§
§
§

Stephen L. Thaler
Serial No.:

16/524,350

Filed:
For:

DEVICES AND METHODS
FOR ATTRACTING
ENHANCED ATTENTION

Examiner:

Group Art Unit:
Attorney Docket: 50567-3-01-US
Confirmation No.:

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

DECLARATION UNDER 37 CFR 1.132 IN SUPPORT OF RESUBMISSION
OF PETITION FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25
I, Robert Jehan, declare that:
1. I am over twenty-one years of age and competent to give a verified statement
such as this Declaration.
2. Although there are no US citizens listed as inventors of the foreign-filed
applications,

smce

the

AI

inventor

1s

US-based,

and

smce

the

assignee/applicant is a US citizen, I was recently advised that a foreign filing
license would be necessary for the instant application.
3. I am the European and British Patent Attorney cited in the Petition on behalf
of applicant Stephen L. Thaler, in particular for:
a. European Patent Application No. 18275174.3, filed November 7, 2018
(first priority date), entitled "Devices and Methods for Attracting
Enhanced Attention;" and
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b. UK Patent Application No. 1818161.0, filed November 7, 2018 (first
priority date), entitled "Devices and Methods for Attracting Enhanced
Attention."
4. Pursuant to 37 CFR §5.14 for a petition for license for which a corresponding
application has been filed in the US, I am informed and believe that the
Petition for retroactive license filed herewith identifies the corresponding US
application number, filing date, applicant, and title (as well as identified
above). A copy of the material for which the license is desired is not included
in accordance with 37 CFR §5.14 under which the subject matter licensed will
be measured by the disclosure of the US application. I believe that all the
material contained in the foreign-filed applications referenced above, which
were filed in foreign countries without a prior application for a foreign filing
license in error and without deceptive intent, is readily identifiable in the
referenced US application.
5. Pursuant to 37 CFR §5.25(a)(3)(i), the foreign-filed applications were not
under a secrecy order at the time of filing, have not been under a secrecy order
at any time since, and are not currently under a secrecy order. Furthermore, the
invention is related to devices and methods for attracting enhanced attention,
which subject matter I am informed and believe does not fall within the scope
of35 USC §181.
6. I have been qualified as a British and European patent attorney since 1992 and
I have practiced in Europe, specifically in the United Kingdom. I am directly
responsible for filing and prosecuting patent applications before the United
Kingdom Intellectual Property Office (UKIPO) and the European Patent
Office (EPO). While I have handled on behalf of clients patent applications in
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many other countries of the world, including in the United States, these have
always been through local attorneys as I am not qualified or expert in the
relevant national laws foreign to the United Kingdom and the EPO.
7. While I do have some direct US clients who instruct me in the filing of UK
and European patent applications, these clients have in-house patent counsel
who deal with any requirements in US law so I do not get involved with these.
8. At the time of filing the British and European patent applications for Stephen
L Thaler it did not occur to me that Mr. Thaler needed to obtain a foreign
filing license from the USPTO, not only in light of the above facts but also
because there is no direct equivalent legal requirement in UK or European
patent law. United Kingdom patent law did have a requirement for a foreign
filing license but this was revoked in 2005 in relation to all inventions save for
inventions relating to military technology or which for any other reason
publication of the information might be prejudicial to national security or
potentially prejudicial to the safety of the public.

The subject invention of

these patent applications does not fall into any of these restricted categories,
with the consequence that there would have been no requirement in UK law to
seek a foreign filing license.

As a consequence, Mr. Thaler' s patent

applications did not trigger any reason for me to expect that a foreign filing
license might be required.
9. The reason for recommending to Mr. Thaler that the British and European
applications should be filed as priority applications (that is first filings) is that
both the UKIPO and the EPO offer accelerated search and examination of any
applications first filed in their Offices. This is the specific reason why I was
involved in this invention in the first instance, as it was important to Mr.
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Thaler to obtain an indication of patentability of the invention as early as
possible.
10. The subject foreign applications were filed pursuant to the instructions of Mr.
Thaler to proceed to said filings. The instructions were provided through
phone conversations.
11. I confirm that at the time of filing the subject foreign applications, I was not
aware of the requirements of35 U.S.C. Sec. 184 and 37 C.F.R. Sec. 5.11 (a).
12. Accordingly, it did not occur to me that an FFL was required to prior to filing
Mr. Thaler' s applications in the UK and in Europe.
13. Pursuant to 37 CFR §5.25(a)(3)(iii), the foreign-filed applications were filed
abroad, without a foreign filing license through error and without deceptive
intent. I am unfamiliar with US patent law and the requirement for obtaining a
foreign filing license in respect of any foreign filing for a US based inventor.

I declare that all statements made herein of my own knowledge are true, and that all
statements made on information and belief are believed to be true; and further that these
statements were made with the knowledge that willful false statements and the like so made
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United
States Code, and that such willful false statement may jeopardize the validity of any patent
issuing from the referenced patent applications.

Signed this 9th day of July 2020

ROBERT JEHAN
BRITISH AND EUROPEAN PATENT ATTORNEY
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This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.
New Agglications Under 35 U.S.C. 111
If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.
National Stage of an International Agglication under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT /DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.
New International Agglication Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 181 O), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/1 OS) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.: 16/524,350
Filed: July 29, 2019
For:

DEVICES AND METHODS
FOR ATTRACTING
ENHANCED ATTENTION

Examiner:

§
§
§
§
§
§
§
§
§
§
§
§
§

Group Art Unit: 2861
Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

DECLARATION UNDER 37 CFR 1.132 IN SUPPORT OF RESUBMISSION
OF PETITION FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25
I, Stephen L. Thaler, declare that:
1. I am over twenty-one years of age and competent to give a verified statement
such as this Declaration.
2. Although there are no US citizens listed as inventors of the foreign-filed
applications, since the AI inventor is US-based, and since the undersigned as
the assignee/applicant is a US citizen, I understand that a foreign filing license
would be necessary for the instant application.
3. I am the Applicant in the foreign filings cited in the Petition (attached herewith):
a.

European Patent Application No. 18275174.3, filed November 7, 2018
(first priority date), entitled "Devices and Methods for Attracting
Enhanced Attention;" and
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b. UK Patent Application No. 1818161.0, filed November 7, 2018 (first
primity date), entitled "Devices and Methods for Attracting Enhanced
Attention."
4. Pursuant to 37 CFR §5.14 for a petition for license for which a corresponding
application has been filed in the US, I am infonned and believe that the Petition
for retroactive license filed herewith identifies the corresponding US application
number, filing date, applicant, and title (as well as identified above). A copy of
the mate1ial for which the license is desired is not included in accordance with
37 CFR §5.14 under which the subject matter licensed will be measured by the
disclosure of the US application. I am informed and believe that all the material
contained in the foreign-filed applications referenced above, which were filed
in foreign countries without a prior application for a foreign filing license in
error and without deceptive intent, is readily identifiable in the referenced US
application.
5. Pursuant to 37 CFR §5.25(a)(3)(i), I am informed and believe that the foreignfiled applications were not under a secrecy order at the time of filing, have not
been under a secrecy order at any time since, and are not currently under a
secrecy order. Fmihermore, the invention is related to devices and methods for
attracting enhanced attention, which subject matter I am informed and believe
does not fall within the scope of 35 USC §181.
6. I was first informed regarding a need for a foreign filing license on June 13,
2019 by my US patent counsels when they began to prepare filing for a patent
before the USPTO in which they determined the need for a foreign filing
license. Pursuant to 37 CFR §5.25(a)(3)(ii), I have diligently executed a
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Declaration in support of a petition in pursuit of a retroactive foreign filing
license (FPL) that was filed in July 2019.
7. This Declaration is in support of the Resubmission of the Petition seeking a
Retroactive FPL in reply to the decision of US PTO Office of Petitions regarding
the filed July 2019 petition, dated 15 May 2020.
8. I confinn that at the time of filing the subject foreign applications, I was not
aware of the requirements of 35 U.S.C. Sec. 184 and 37 C.F.R. Sec. 5.11 (a),
and that the subject foreign applications were filed pursuant to my instructions
to the EU Counsel, Robert Jehan.
9. I declare that all my prior patent applications were filed first in the US, and I
have never made a patent application first-filing abroad except for the current
application and another AI-generated application that was prepared and filed
around the same time as filing this application in the EU. A similar FFL petition
has been filed and considered together with this case by the Office of Petitions.
10. Accordingly, I did not have any knowledge that an FFL was required prior to
my filing of the application abroad, nor was I advised by the EU counsel of such
requirement (as cmroborated in the attached EU counsel, Adv. Robert Jehan's
declaration).
11. Pursuant to 37 CFR §5.25(a)(3)(iii), I am informed and believe that the foreignfiled applications were filed abroad, without a foreign filing license under 37
CFR §5.11 first having been obtained, through error and without deceptive
intent. I am informed and believe that the foreign-filed applications were filed
and prosecuted through my European counsel (Adv. Robert Jehan from the UK)
who was unfamiliar with US Patent Law and the requirement of obtaining a
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foreign filing license prior to any foreign filing. The supporting declaration of
said European counsel is attached hereto.

I declare that all statements made herein of my own knowledge are true, and that all
statements made on information and belief are believed to be true; and further that these
statements were made with the know ledge that willful false statements and the like so made
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United
States Code, and that such willful false statement may jeopardize the validity of any patent
issuing from the referenced patent applications.

Signed this 15th day of June 2020

STEPHEN L. THALER
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.: 16/524,350
Filed: July 29, 2019
For:

DEVICES AND METHODS
FOR ATTRACTING
ENHANCED ATTENTION

Examiner:

§
§
§
§
§
§
§
§
§
§
§
§
§

Group Art Unit: 2861
Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

US PTO Office of Petition Attorney:
PAUL SHANOSKI
Attorney Advisor
Office of Petition

Sir,
The attached updated version of the declaration of EU counsel, Robert Jehan, supersedes and
replaces the declaration of Robert Jehan that was submitted on 13 July 2020.

Respectfully submitted,

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345
Date: July 14, 2020
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.: 16/524,350
Filed: July 29, 2019
For:

DEVICES AND METHODS
FOR ATTRACTING
ENHANCED ATTENTION

Examiner:

§
§
§
§
§
§
§
§
§
§
§
§
§

Group Art Unit: 2861
Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

DECLARATION UNDER 37 CFR 1.132 IN SUPPORT OF RESUBMISSION
OF PETITION FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25
I, Robert Jehan, declare that:
1. I am over twenty-one years of age and competent to give a verified statement
such as this Declaration.
2. Although there are no US citizens listed as inventors of the foreign-filed
applications, since the AI inventor is US-based, and since the assignee/applicant
is a US citizen, I was recently advised that a foreign filing license would be
necessary for the instant application.
3. I am the European and British Patent Attorney cited in the Petition on behalf of
applicant Stephen L. Thaler, in particular for:
a.

European Patent Application No. 18275174.3, filed November 7, 2018
(first priority date), entitled "Devices and Methods for Attracting
Enhanced Attention;" and
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b. UK Patent Application No. 1818161.0, filed November 7, 2018 (first
priority date), entitled "Devices and Methods for Attracting Enhanced
Attention."
4. Pursuant to 37 CFR §5.14 for a petition for license for which a corresponding
application has been filed in the US, I am informed and believe that the
Petition for retroactive license filed herewith identifies the corresponding US
application number, filing date, applicant, and title (as well as identified
above). A copy of the material for which the license is desired is not included
in accordance with 37 CFR §5.14 under which the subject matter licensed will
be measured by the disclosure of the US application. I believe that all the
material contained in the foreign-filed applications referenced above, which
were filed in foreign countries without a prior application for a foreign filing
license in error and without deceptive intent, is readily identifiable in the
referenced US application.
5. Pursuant to 37 CFR §5.25(a)(3)(i), the foreign-filed applications were not
under a secrecy order at the time of filing, have not been under a secrecy order
at any time since, and are not currently under a secrecy order. Furthermore, the
invention is related to devices and methods for attracting enhanced attention,
which subject matter I am informed and believe does not fall within the scope
of35 USC §181.
6. I have been qualified as a British and European patent attorney since 1992 and
I have practiced in Europe, specifically in the United Kingdom. I am directly
responsible for filing and prosecuting patent applications before the United
Kingdom Intellectual Property Office (UKIPO) and the European Patent
Office (EPO). While I have handled on behalf of clients patent applications in
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many other countries of the world, including in the United States, these have
always been through local attorneys as I am not qualified or expert in the
relevant national laws foreign to the United Kingdom and the EPO.
7. While I do have some direct US clients who instruct me in the filing of UK
and European patent applications, these clients have in-house patent counsel
who deal with any requirements in US law so I do not get involved with these.
8. At the time of filing the British and European patent applications for Stephen
L Thaler it did not occur to me that Mr. Thaler needed to obtain a foreign
filing license from the USPTO, not only in light of the above facts but also
because there is no direct equivalent legal requirement in UK or European
patent law. United Kingdom patent law did have a requirement for a foreign
filing license but this was revoked in 2005 in relation to all inventions save for
inventions relating to military technology or which for any other reason
publication of the information might be prejudicial to national security or
potentially prejudicial to the safety of the public.

The subject invention of

these patent applications does not fall into any of these restricted categories,
with the consequence that there would have been no requirement in UK law to
seek a foreign filing license.

As a consequence, Mr. Thaler' s patent

applications did not trigger any reason for me to expect that a foreign filing
license might be required.
9. The reason for recommending to Mr. Thaler that the British and European
applications should be filed as priority applications (that is first filings) is that
both the UKIPO and the EPO offer accelerated search and examination of any
applications first filed in their Offices. This is the specific reason why I was
involved in this invention in the first instance, as it was important to Mr.
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Thaler to obtain an indication of patentability of the invention as early as
possible.
10. The subject foreign applications were filed pursuant to the instructions of Mr.
Thaler to proceed to said filings. The instructions were provided through
phone conversations.
11. I confirm that at the time of filing the subject foreign applications, I was not
aware of the requirements of35 U.S.C. Sec. 184 and 37 C.F.R. Sec. 5.11 (a).
12. Accordingly, it did not occur to me that an FFL was required to prior to filing
Mr. Thaler' s applications in the UK and in Europe.
13. Pursuant to 37 CFR §5.25(a)(3)(iii), the foreign-filed applications were filed
abroad, without a foreign filing license through error and without deceptive
intent. I am unfamiliar with US patent law and the requirement for obtaining a
foreign filing license in respect of any foreign filing for a US based inventor.

I declare that all statements made herein of my own knowledge are true, and that all
statements made on information and belief are believed to be true; and further that these
statements were made with the knowledge that willful false statements and the like so made
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United
States Code, and that such willful false statement may jeopardize the validity of any patent
issuing from the referenced patent applications.

Signed this 9th day of July 2020

ROBERT JEHAN
BRITISH AND EUROPEAN PATENT ATTORNEY
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If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
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To:
From:
Cc:
Subject:

ydm@FlashPointlP.com,FPIP-USPTO@FlashPointlP.com,
PAIR_eOfficeAction@uspto.gov
PAIR_eOfficeAction@uspto.gov
Private PAIR Correspondence Notification for Customer Number 89602

Jul 17, 2020 03:37:35 AM
Dear PAIR Customer:
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL
The following USPTO patent application(s) associated with your Customer Number, 89602 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.
The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.
Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.
Application
16524350

Document
PET.DEC.OIPE

Mailroom Date
04/22/2020

Attorney Docket No.
50567-3-01-US

To view your correspondence online or update your email addresses, please visit us anytime at
https ://sportal. uspto .gov/secu re/myportal/privatepair.
If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action' on the subject line or call 1-866-217-9197 during the following hours:
Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,
UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE

United States Patent and Trademark Office
Address:

COMMISSIONERFORPATENTS
P.O. Box 1450
Alexandria, Virginia 22313-1450
www.uspto.gov

APPLICATION NO.

FILING DATE

16/524,350

07/29/2019

89602

7590

FIRST NAMED INVENTOR

ATTORNEY DOCKET NO.
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UNITED STATES PATENT AND TRADEMARK OFFICE
Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov

In re Application of
Application No. 16/524,350
Filed: 29 Jul 2019
For DEVICES AND METHODS FOR
ATTRACTING ENHANCED ATTENTION

This is
§ 5.25,
foreign
renewed

DECISION ON PETITION

a decision on the renewed petition pursuant to 37 C.F.R.
filed July 13, 2020, seeking a retroactive license for
filing under 35 U.S.C. § 184. A supplement to this
petition was received on July 14, 2020.

The renewed petition is DISMISSED.
This decision concerns European application number 18275174.3
filed November 7, 2018 and UK application number 1818161.0 filed
November 7, 2018.
A grantable petition pursuant to 37 C.F.R. § 5.25 must be
accompanied by:
(1)

a listing of each of the foreign countries in which the
unlicensed patent application material was filed;
(2) The dates on which the material was filed in each
country;
(3) A verified statement (oath or declaration)
containing:
(i)
An averment that the subject matter in
question was not under a secrecy order at
the time it was filed abroad, and that it
is not currently under a secrecy order,
(ii)
A showing that the license has been
diligently sought after discovery of the
proscribed foreign filing, and
(iii) An explanation of why the material was
filed abroad through error without the
required license under§ 5.11 first having
been obtained; and,
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Application No. 16/524,350
(4)

The required fee

Page 2
(§ 1.17(g) of this chapter).

An original petition pursuant to 37 C.F.R. § 5.25 was filed on
July 29, 2019 and dismissed via the mailing of a decision on May
15, 2020, which indicates the original petition complies with
requirements (1), (2), (3) (i), and (4) of 37 C.F.R. § 5.25.
Petitioner provided a listing of each of the foreign countries
in which the unlicensed patent application material was filed; 1
the dates on which the material was filed in another country; 2 an
averment that the subject matter in question was not under a
secrecy order at the time it was filed abroad, and that it is
not currently under a secrecy order; 3 and, the required petition
fee.
On renewed petition, requirement
been satisfied. 4
Requirement (3) (iii) of 37 C.F.R.
discussion follows.

(3) (ii) of 37 C.F.R. § 5.25 has

§

5.25 remains unsatisfied.

A

The relevant parties are as follows:
•
•

Declarant Thaler is the applicant. 5
Both foreign filings were made by declarant Thaler's
European counsel, 6 declarant Jehan. 7

Regarding requirement (3) (iii) of 37 C.F.R.
clear where the invention occurred.

§

5.25, it is not

35 U.S.C. § 1.84(a) provides,
(a) FILING IN FOREIGN COUNTRY.-Except when authorized by a
license obtained from the Commissioner of Patents a person
shall not file or cause or authorize to be filed in any
foreign country prior to six months after filing in the
United States an application for patent or for the
1 Europe and the UK.
Original petition, page 1 and concurrently submitted
Thaler verified statement, paragraph 3.
2 November 7, 2018.
Id.
3 Thaler verified statement submitted with the original petition, paragraph
5.

4 Thaler verified statement submitted with the renewed petition, paragraphs 6
and 8 and concurrently submitted Jehan verified statement, paragraphs 8 and
11.

5 Application Data Sheet included on initial deposit, page 1.
6 Thaler verified statement submitted with the original petition, paragraph
7.

7 Jehan verified statement submitted with the renewed petition, paragraph 3.
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Application No. 16/524,350

Page 3

registration of a utility model, industrial design, or
model in respect of an invention made in this country. A
license shall not be granted with respect to an invention
subject to an order issued by the Commissioner of Patents
pursuant to section 181 without the concurrence of the head
of the departments and the chief officers of the agencies
who caused the order to be issued. The license may be
granted retroactively where an application has been filed
abroad through error and the application does not disclose
an invention within the scope of section 181.
As is made clear by 35 U.S.C. § 1.84(a) cited above, the USPTO
has no authority to grant a petition under 37 C.F.R. § 5.25
where an invention took place outside of the USA.
On second renewed petition, Petitioner must explicitly state
whether the invention took place in the USA.

Accordingly, the provisions of 37 C.F.R. § 5.25 not having fully
been met, the petition is DISMISSED. A response is due within
TWO MONTHS of the mailing date of this decision.
Extensions of
time of this period of reply may be obtained under 37 C.F.R.
§ 1.136(a). In the absence of a timely response, such dismissal
will be made final and the final action under 35 U.S.C. § 185
will be taken.
The reply should include a cover letter entitled "Second Renewed
Petition under 37 C.F.R. § 5.25." This is not a final agency
action within the meaning of 5 U.S.C § 704.
The second renewed petition should indicate in a prominent
manner that the attorney handling this matter is Paul Shanoski,
and may be submitted by mail, 8 hand-delivery, 9 or facsimile. 10 If
Petitioner has the capability to file follow-on documents, a
response may be submitted via the electronic filing system, EFSWeb11 and the document code should be RETR.LICENSE.
If
responding by mail, Petitioner is advised not to place the
undersigned's name on the envelope.
Only the information that
appears in the footnote should be included - adding anything
else to the address will delay the delivery of the response to
the undersigned.
8 Mail Stop Petition, Commissioner for Patents, United States Patent and
Trademark Office, P.O. Box 1450, Alexandria, VA, 22313-1450.
9 Customer Window, Randolph Building, 401 Dulany Street, Alexandria, VA,
22314.
10 (571) 273-8300: please note this is a central facsimile number.
11 https://sportal.uspto.gov/authenticate/authenticateuserlocalepf.html
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Application No. 16/524,350
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Any verified statement (notarized oath) or declaration
(including reference to Section 1001 of Title 18 of the U.S.C.)
included on renewed petition must include the clause:
I hereby declare that all statements made herein of my own
knowledge are true and that all statements made on
information and belief are believed to be true; and further
that these statements were made with the knowledge that
willful false statements and the like so made are
punishable by fine or imprisonment, or both, under Section
1001 of Title 18 of the United States Code and that such
willful false statements may jeopardize the validity of the
application or any patent issuing thereon.
Telephone inquiries regarding this decision should be directed
to Attorney Advisor Paul Shanoski at (571) 272-3225. 12 All other
inquiries concerning examination procedures should be directed
to the Technology Center.

/Paul Shanoski/
Paul Shanoski
Attorney Advisor
Office of Petitions

12 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the
written record in the Office.
See 37 C.F.R. § 1.2. As such, Petitioner is
reminded that no telephone discussion may be controlling or considered
authority for Petitioner's further action(s).
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To:
From:
Cc:
Subject:

ydm@FlashPointlP.com,FPIP-USPTO@FlashPointlP.com,
PAIR_eOfficeAction@uspto.gov
PAIR_eOfficeAction@uspto.gov
Private PAIR Correspondence Notification for Customer Number 89602

Jul 21, 2020 03:39:09 AM
Dear PAIR Customer:
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL
The following USPTO patent application(s) associated with your Customer Number, 89602 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.
The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.
Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.
Application
16524350

Document
PETDEC

Mailroom Date
07/21/2020

Attorney Docket No.
50567-3-01-US

To view your correspondence online or update your email addresses, please visit us anytime at
https ://sportal. uspto .gov/secu re/myportal/privatepair.
If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action' on the subject line or call 1-866-217-9197 during the following hours:
Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,
UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:

§
§
§

Stephen L. Thaler

§
§

Serial No.: 16/524,350

§

Filed: July 29, 2019

§
§

Group Art Unit:

For:

§
§
§

Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

DEVICES AND METHODS
FOR ATTRACTING
ENHANCED ATTENTION

§
§

Examiner:

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

US PTO Office of Petition Attorney:
PAUL SHANOSKI
Attorney Advisor
Office of Petition

SECOND RENEWED PETITION
FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25
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IN THE UNITED STA TES PA TENT AND TRADEMARK OFFICE (USPTO)
§

In re Applicant:

§

Stephen L. Thaler

§
§

Serial No.: 16/524,350

§
§

Filed: July 29, 2019

§
§

Group Art Unit:

For:

§
§
§

Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

DEVICES AND METHODS
FOR ATTRACTING
ENHANCED ATTENTION

§

Paul Shanoski
Attorney Advisor
Office of Petition
Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

SECOND RENEWED PETITION
FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25

This Second Renewed Petition requests under 37 CFR 5.25 a retroactive license for
foreign filing under 35 USC 184 in accordance with §5.14(a). The required fee for the Petition
under § l.17(g) has been paid. The retroactive foreign filing licenses are requested for the
following jurisdictions in which the unlicensed patent application material was filed.
o

European Patent Application No. 18275174.3, filed November 7, 2018 (first priority
date), by Applicant Stephen L. Thaler, entitled "Devices and Methods for Attracting
Enhanced Attention;" and

2
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o

UK Patent Application No. 1818161.0, filed November 7, 2018 (first priority date),
by Applicant Stephen L. Thaler, entitled "Devices and Methods for Attracting
Enhanced Attention."

In accordance with 37 CFR §5.14 for a petition for retroactive foreign filing license
related to a pending US application (identified above by US application number, filing date,
applicant, and title), it is submitted that the complete contents of the unlicensed patent
application material (identical for the two foreign filings listed above) is readily identifiable in
the referenced US application. A copy of the material for which the license is desired is not
included in accordance with 37 CFR §5.14 under which the subject matter licensed will be
measured by the disclosure of the US application.
Declarations by the Applicant, Dr. Stephen L. Thaler, and foreign EU Counsel, Robert
Jehan attached herewith, aver:
(1)

that the invention detailed in the instant application took place in the
United States,

(2)

that a Foreign Filing License was required prior to filing of the subject foreign
applications;

(3)

that neither applicant Thaler, nor the EU Counsel who filed the subject foreign
applications were aware of the requirements of 35 U.S.C. Sec. 184 and 37
C.F.R. Sec. 5.11 (a) at the time of said foreign filings;

(4)

diligence in seeking the retroactive foreign filing license upon discovery that
such license was necessary;

(5)

that the subject matter in question was not under a secrecy order at the time the
subject matter was filed abroad; and

(6)

that the subject matter is not currently under a secrecy order.

As indicated in the attached Declarations, the potential need for a retroactive foreign
filing license and a Declaration was inadvertently not communicated to the Applicant. Upon
3
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learning of the possible need for a foreign filing license, the Applicant diligently proceeded to
filing the petition for a Retroactive Foreign Filing License.
The foreign filings of unlicensed patent application material were prepared and filed by
the Applicant through European counsel (Mr. Robert Jehan of a UK IP law firm) both
unfamiliar with US Patent Law and the requirement of obtaining a foreign filing license prior
to any foreign filing.
It is noted that the law on foreign filing licenses in the United Kingdom was changed in

2004 to the effect that no foreign filing license is required unless the application contains
information which relates to military technology, for any other reasons publication of the
information might be prejudicial to national secmity, or to the safety of the public.
Thus, the possible need for a foreign filing license did not become apparent, and foreign
applications were filed abroad through error and without deceptive intent, without the required
license. It is submitted that diligence in obtaining a retroactive foreign filing license is shown
by the present Renewed Petition for a Retroactive License.

Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at rkm@FlashPointIP.com or by phone at (516) 301-1649.
Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. I understand that a copy of such communications will be made of record. [MPEP §502.03
II]
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Respectfully submitted,

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345
Date: July 26, 2020
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.: 16/524,350
Filed: July 29, 2019
For:

DEVICES AND METHODS
FOR ATTRACTING
ENHANCED ATTENTION

Examiner:

§
§
§
§
§
§
§
§
§
§
§
§
§

Group Art Unit: 2861
Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

USPTO Office of Petition Attorney:
PAUL SHANOSKI
Attorney Advisor
Office of Petition

DECLARATION UNDER 37 CFR 1.132 IN SUPPORT OF
SECOND RESUBMISSION OF PETITION
FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25
I, Stephen L. Thaler, declare that:
1. I am over twenty-one years of age and competent to give a verified statement
such as this Declaration.
2. Although there are no US citizens listed as inventors of the foreign-filed
applications, since the AI inventor is US-based, and since the undersigned as
the assignee/applicant is a US citizen, I understand that a foreign filing license
would be necessary for the instant application.

1
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3. I am the Applicant in the foreign filings cited in the Petition (attached herewith):
a.

European Patent Application No. 18275174.3, filed November 7, 2018
(first priority date), entitled "Devices and Methods for Attracting
Enhanced Attention;" and

b. UK Patent Application No. 1818161.0, filed November 7, 2018 (first
priority date), entitled "Devices and Methods for Attracting Enhanced
Attention."
4. Pursuant to 37 CFR §5.14 for a petition for license for which a corresponding
application has been filed in the US, I am informed and believe that the Petition
for retroactive license filed herewith identifies the corresponding US application
number, filing date, applicant, and title (as well as identified above). A copy of
the material for which the license is desired is not included in accordance with
37 CFR §5.14 under which the subject matter licensed will be measured by the
disclosure of the US application. I am informed and believe that all the material
contained in the foreign-filed applications referenced above, which were filed
in foreign countries without a prior application for a foreign filing license in
error and without deceptive intent, is readily identifiable in the referenced US
application.

5. I confirm that the invention detailed in the instant patent application took
place in the United States.
6. Pursuant to 37 CFR §5.25(a)(3)(i), I am informed and believe that the foreignfiled applications were not under a secrecy order at the time of filing, have not
been under a secrecy order at any time since, and are not currently under a
secrecy order. Furthermore, the invention is related to devices and methods for

2
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attracting enhanced attention, which subject matter I am informed and believe
does not fall within the scope of 35 USC §181.
7. I was first informed regarding a need for a foreign filing license on June 13,
2019 by my US patent counsels when they began to prepare filing for a patent
before the USPTO in which they determined the need for a foreign filing
license. Pursuant to 37 CFR §5.25(a)(3)(ii), I have diligently executed a
Declaration in support of a petition in pursuit of a retroactive foreign filing
license (FFL) that was filed in July 2019.
8. This Declaration is in support of the Resubmission of the Petition seeking a
Retroactive FFL in reply to the decision of USPTO Office of Petitions regarding
the filed July 2019 petition, dated 15 May 2020.
9. I confirm that at the time of filing the subject foreign applications, I was not
aware of the requirements of 35 U.S.C. Sec. 184 and 37 C.F.R. Sec. 5.11 (a),
and that the subject foreign applications were filed pursuant to my instructions
to the EU Counsel, Robert Jehan.
10. I declare that all my prior patent applications were filed first in the US, and I
have never made a patent application first-filing abroad except for the current
application and another AI-generated application that was prepared and filed
around the same time as filing this application in the EU. A similar FFL petition
has been filed and considered together with this case by the Office of Petitions.
11. Accordingly, I did not have any knowledge that an FFL was required prior to
my filing of the application abroad, nor was I advised by the EU counsel of such
requirement (as corroborated in the attached EU counsel, Adv. Robert Jehan's
declaration).
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12. Pursuant to 37 CFR §5.25(a)(3)(iii), I am informed and believe that the foreignfiled applications were filed abroad, without a foreign filing license under 37
CFR §5.11 first having been obtained, through error and without deceptive
intent. I am informed and believe that the foreign-filed applications were filed
and prosecuted through my European counsel (Adv. Robert Jehan from the UK)
who was unfamiliar with US Patent Law and the requirement of obtaining a
foreign filing license prior to any foreign filing. The supporting declaration of
said European counsel is attached hereto.

I declare that all statements made herein of my own knowledge are true, and that all
statements made on information and belief are believed to be true; and further that these
statements were made with the know ledge that willful false statements and the like so made
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United
States Code, and that such willful false statement may jeopardize the validity of any patent
issuing from the referenced patent applications.

Signed this 26th day of July 2020

r.l

.,
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STEPHEN L. THALER
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.: 16/524,350
Filed: July 29, 2019
For:

DEVICES AND METHODS
FOR ATTRACTING
ENHANCED ATTENTION

Examiner:

§
§
§
§
§
§
§
§
§
§
§
§
§

Group Art Unit: 2861
Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

DECLARATION UNDER 37 CFR 1.132 IN SUPPORT OF RESUBMISSION
OF PETITION FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25
I, Robert Jehan, declare that:
1. I am over twenty-one years of age and competent to give a verified statement
such as this Declaration.
2. Although there are no US citizens listed as inventors of the foreign-filed
applications, since the AI inventor is US-based, and since the assignee/applicant
is a US citizen, I was recently advised that a foreign filing license would be
necessary for the instant application.
3. I am the European and British Patent Attorney cited in the Petition on behalf of
applicant Stephen L. Thaler, in particular for:
a.

European Patent Application No. 18275174.3, filed November 7, 2018
(first priority date), entitled "Devices and Methods for Attracting
Enhanced Attention;" and

1
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b. UK Patent Application No. 1818161.0, filed November 7, 2018 (first
priority date), entitled "Devices and Methods for Attracting Enhanced
Attention."
4. Pursuant to 37 CFR §5.14 for a petition for license for which a corresponding
application has been filed in the US, I am informed and believe that the
Petition for retroactive license filed herewith identifies the corresponding US
application number, filing date, applicant, and title (as well as identified
above). A copy of the material for which the license is desired is not included
in accordance with 37 CFR §5.14 under which the subject matter licensed will
be measured by the disclosure of the US application. I believe that all the
material contained in the foreign-filed applications referenced above, which
were filed in foreign countries without a prior application for a foreign filing
license in error and without deceptive intent, is readily identifiable in the
referenced US application.
5. Pursuant to 37 CFR §5.25(a)(3)(i), the foreign-filed applications were not
under a secrecy order at the time of filing, have not been under a secrecy order
at any time since, and are not currently under a secrecy order. Furthermore, the
invention is related to devices and methods for attracting enhanced attention,
which subject matter I am informed and believe does not fall within the scope
of35 USC §181.
6. I have been qualified as a British and European patent attorney since 1992 and
I have practiced in Europe, specifically in the United Kingdom. I am directly
responsible for filing and prosecuting patent applications before the United
Kingdom Intellectual Property Office (UKIPO) and the European Patent
Office (EPO). While I have handled on behalf of clients patent applications in
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many other countries of the world, including in the United States, these have
always been through local attorneys as I am not qualified or expert in the
relevant national laws foreign to the United Kingdom and the EPO.
7. While I do have some direct US clients who instruct me in the filing of UK
and European patent applications, these clients have in-house patent counsel
who deal with any requirements in US law so I do not get involved with these.
8. At the time of filing the British and European patent applications for Stephen
L Thaler it did not occur to me that Mr. Thaler needed to obtain a foreign
filing license from the USPTO, not only in light of the above facts but also
because there is no direct equivalent legal requirement in UK or European
patent law. United Kingdom patent law did have a requirement for a foreign
filing license but this was revoked in 2005 in relation to all inventions save for
inventions relating to military technology or which for any other reason
publication of the information might be prejudicial to national security or
potentially prejudicial to the safety of the public.

The subject invention of

these patent applications does not fall into any of these restricted categories,
with the consequence that there would have been no requirement in UK law to
seek a foreign filing license.

As a consequence, Mr. Thaler' s patent

applications did not trigger any reason for me to expect that a foreign filing
license might be required.
9. The reason for recommending to Mr. Thaler that the British and European
applications should be filed as priority applications (that is first filings) is that
both the UKIPO and the EPO offer accelerated search and examination of any
applications first filed in their Offices. This is the specific reason why I was
involved in this invention in the first instance, as it was important to Mr.
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Thaler to obtain an indication of patentability of the invention as early as
possible.
10. The subject foreign applications were filed pursuant to the instructions of Mr.
Thaler to proceed to said filings. The instructions were provided through
phone conversations.
11. I confirm that at the time of filing the subject foreign applications, I was not
aware of the requirements of35 U.S.C. Sec. 184 and 37 C.F.R. Sec. 5.11 (a).
12. Accordingly, it did not occur to me that an FFL was required to prior to filing
Mr. Thaler' s applications in the UK and in Europe.
13. Pursuant to 37 CFR §5.25(a)(3)(iii), the foreign-filed applications were filed
abroad, without a foreign filing license through error and without deceptive
intent. I am unfamiliar with US patent law and the requirement for obtaining a
foreign filing license in respect of any foreign filing for a US based inventor.

I declare that all statements made herein of my own knowledge are true, and that all
statements made on information and belief are believed to be true; and further that these
statements were made with the knowledge that willful false statements and the like so made
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United
States Code, and that such willful false statement may jeopardize the validity of any patent
issuing from the referenced patent applications.

Signed this 9th day of July 2020

ROBERT JEHAN
BRITISH AND EUROPEAN PATENT ATTORNEY
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Utility under 35 USC 111 (a)

Payment information:
Submitted with Payment

I

no

File Listing:
Document
Number

Document Description

File Name

Request for Retroactive Foreign Filing
License

Second_Resubmission_FFL_petition_NF.
pdf

File Size(Bytes}/
Message Digest

Multi
Part /.zip

Pages
(if appl.)

no

5

64214

1

Warnings:
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Information:
57319

2

Oath or Declaration filed

signed_Declaration_Thaler_NF
_2020-resubmit.pdf

no

4

no

4

a4984a88b5de61 066438f4dd9da46957beE
213d5

Warnings:
Information:
152700

3

Oath or Declaration filed

Updated_Declaration_Jehan_N
F_July_2020.pdf

Saa 1c4d28Sd4ad0c83e39e9c46e976c8047
de5d1

Warnings:
Information:
Total Files Size (in bytes)

274233

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.
New Agglications Under 35 U.S.C. 111
If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.
National Stage of an International Agglication under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT /DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.
New International Agglication Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 181 O), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/1 OS) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE

United States Patent and Trademark Office
Address:

COMMISSIONERFORPATENTS
P.O. Box 1450
Alexandria, Virginia 22313-1450
www.uspto.gov

APPLICATION NO.

FILING DATE

16/524,350

07/29/2019

89602

7590

FIRST NAMED INVENTOR

ATTORNEY DOCKET NO.

CONFIRMATION NO.

50567-3-01-US

1467

08/06/2020

EXAMINER

FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad,4083201
ISRAEL

ART UNIT

PAPER NUMBER

2861

NOTIFICATION DATE

DELIVERY MODE

08/06/2020

ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):
FPIP-USPTO@FlashPointlP.com
ydm@FlashPointlP.com

PTOL-90A (Rev. 04/07)
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UNITED STATES PATENT AND TRADEMARK OFFICE
Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov

In re Application of
Application No. 16/524,350
Filed: 29 Jul 2019
For DEVICES AND METHODS FOR
ATTRACTING ENHANCED
ATTENTION

DECISION ON PETITION

In view of the communications filed July 29, 2019, July 13, 2020, and August 2, 2020, it has
been determined that a retroactive license for foreign filing under 35 U.S.C. § 184 be granted
with respect to the filings listed below. The petition complies with 37 C.F.R. § 5.25 in that there
is an adequate showing that the subject matter in question was not under a secrecy order, that the
license was diligently sought after discovery of the proscribed foreign filings, and that the
material was filed abroad without the required license under 37 C.F.R. § 5 .11 first having been
obtained through error.
Country
Europe

UK

November 7, 2018
November 7, 2018

Telephone inquiries regarding this decision should be directed to Attorney Advisor Paul
Shanoski at (571) 272-3225. 1
/Paul Shanoski/
Paul Shanoski
Attorney Advisor
Office of Petitions
Enclosure: Foreign Filing License

1 Petitioner will note that all practice before the Office should be in writing, and the action of the Office will be
based exclusively on the written record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is reminded that no
telephone discussion may be controlling or considered authority for any of Petitioner's further action(s).
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:;jN)-:C:0- S•ATI:S. P/Cl"E:,i;:T A!---:C• "'::"'fl~Df.!»>",F.K 0FF:-SE

SERIAL NUMBER REQUEST DATE

FIRST NAMED APPLICANT

ATTORNEY DOCKET NO.

16524350
29-JUL-19
Title:
DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

50567-3-01-US

Correspondence Address:

LL.M. Dr. Reuven K. Mouallem
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad 40832-01

Licensee under 35 U.S.C. 184 is hereby granted to file in any foreign country a patent application and
any amendments thereto corresponding to the subject matter of this U.S. application identified above
and/or any material accompanying the petition. This license is conditioned upon modification of any
applicable secrecy order and is subject to revocation without notice.

License Number:

613,842

Grant Date:

05-AUG-20

Memo:
This license is granted
retroactively to the date(s) and
the country(s) listed on the
attached decision.

Approved:/Paul Shanoski/
for Commissioner of Patents and Trademarks

This license empowers the filing, the causation and the authorization of the filing of a foreign application
or applications on the subject matter identified above, subsequent forwarding of all duplicate and formal
papers and the prosecution of such application or applications.
This license is granted under 37 CFR 5.1 S(a).
This license is to be retained by the licensee and may be used at anytime on or after the date thereof.
This license is not retroactive unless specifically indicated.
The grant of this license does not in any way lesson the responsibility of the licensee for the security of
the subject matter as imposed by any Government contract or the provisions of existing laws relating to
espionage and the national security or the export of technical data. Licensees should apprise
themselves of current regulations, especially with respecct to certain countries, of other agencies,
particularly the Department of the Treasury; Office of Munitions Control, Department of State (with
respect to Arms, Munitions and Implements of War); the Bureau of Trade Regulation, Office of Export
Adminstration, Department of Commerce; and the Department of Energy.

LICENSE FOR FOREIGN FILING
[Title 35, United States Code (1952) Sections 184, 185, 186]
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To:
From:
Cc:
Subject:

ydm@FlashPointlP.com,FPIP-USPTO@FlashPointlP.com,
PAIR_eOfficeAction@uspto.gov
PAIR_eOfficeAction@uspto.gov
Private PAIR Correspondence Notification for Customer Number 89602

Aug 07, 2020 03:51 :09 AM
Dear PAIR Customer:
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL
The following USPTO patent application(s) associated with your Customer Number, 89602 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.
The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.
Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.
Application
16524350

Document
PET.DEC.OIPE
QA.APPENDIX

Mailroom Date
08/06/2020
08/06/2020

Attorney Docket No.
50567-3-01-US
50567-3-01-US

To view your correspondence online or update your email addresses, please visit us anytime at
https ://sportal. uspto .gov/secu re/myportal/privatepair.
If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action' on the subject line or call 1-866-217-9197 during the following hours:
Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,
UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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PTO/AIA/15 (10-17)
Approved for use through 11/30/2020. 0MB 0651-0032
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid 0MB control number

/"

Attorney Docket No.

50567-4-01-US

PATENT APPLICATION

First Named Inventor

[DABUS] [Al generated invention]

Title

Food Container

TRANSMITTAL

Priority Mail Express®
Label No.

(Only for new nonprovisional applications under 37 CFR 1.53(b))

'-

APPLICATION ELEMENTS

1.0 Fee Transmittal Form

ACCOMPANYING APPLICATION PAPERS

(PTO/SB/17 or equivalent)

2.0 Applicant asserts small entity status.

10. 0

Assignment Papers
(cover sheet & document(s))
Name of Assignee Stephen L. Thaler

11. 0

37 CFR 3.73(c) Statement
(when there is an assignee)

See 37 CFR 1.27

Applicant certifies micro entity status. See 37 CFR 1.29.
Applicant must attach form PTO/SB/15A or B or equivalent.

[Total Pages 15

4.0 Specification

l

Both the claims and abstract must start on a new page.

(See MPEP § 608.0l{a)for information on the preferred arrangement)

5. 0

Drawing(s) (35 U.S.C. 113)

l

[Total Sheets 6
[Total Pages 2

1

6. Inventor's Oath or Declaration
(including substitute statements under 37 CFR 1. 64 and assignments
serving as an oath or declaration under 37 CFR 1. 63(e))
a. 0
b.

English Translation Document
(if applicable)

0

D A copy from a prior application (37 CFR 1.63(d))
* See note below.

16. □

CD-ROM or CD-R
in duplicate, large table, or Computer Program (Appendix)

17. □

□ Landscape Table on CD
9. Nucleotide and/or Amino Acid Sequence Submission

Copies of citations attached

Preliminary Amendment
Return Receipt Postcard
(MPEP § 503) (Should be specifically itemized)
Certified Copy of Priority Document(s)
(if foreign priority is claimed)
Nonpublication Request
Under 35 U.S.C. 122(b)(2)(B)(i). Applicant must attach form PTO/SB/35
or equivalent.

18.

(if applicable, items a. - c. are required)

D Computer Readable Form (CRF)

b. D

Power of Attorney

13.0 Information Disclosure Statement

14. □
15. □

See 37 CFR 1.76 (PTO/AIA/14 or equivalent)

a.

12. □

0

(PTO/SB/08 or PT0-1449)

Newly executed (original or copy)

7.0 Application Data Sheet
8.

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

ADDRESS TO:

See MPEP chapter 600 concerning utility patent application contents.

3. □

'

UTILITY

0

Other:

Specification Sequence Listing on:
i. D

CD-ROM or CD-R (2 copies); or

ii.D Paper
c. D

Statements verifying identity of above copies

*Note: (1) Benefit claims under 37 CFR 1.78 and foreign priority claims under 1.55 must be included in an Application Data Sheet (ADS).
(2) For applications filed under 35 U.S.C. 111, the application must contain an ADS specifying the applicant if the applicant is an
assignee, person to whom the inventor is under an obligation to assign, or person who otherwise shows sufficient proprietary
interest in the matter. See 37 CFR 1.46(b).

19. CORRESPONDENCE ADDRESS
0

OR □

The address associated with Customer Number: 89602

Correspondence address below

Name
Address
City
Country
Signature
Name
(Print/Type)

I

State

I

Telephone

I

Zip Code

I

Email

/Reuven K. Mouallem/

Date

29 July 2019

Reuven K. Mouallem

Registration No.
( Atta rn ey /Agent)

63345

This collection of information is required by 37 CFR 1.53(b). The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 minutes to complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on
the amount ohime you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND
TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, ca/11-800-PTO-9199 and select option 2.
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Privacy Act Statement
The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the
requirements of the Act, please be advised that: (1) the general authority for the collection of this information is
35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which
the information is used by the U.S. Patent and Trademark Office is to process and/or examine your submission
related to a patent application or patent. If you do not furnish the requested information, the U.S. Patent and
Trademark Office may not be able to process and/or examine your submission, which may result in termination
of proceedings or abandonment of the application or expiration of the patent.
The information provided by you in this form will be subject to the following routine uses:
1.

2.

3.

4.

5.

6.

7.

8.

9.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of
records may be disclosed to the Department of Justice to determine whether disclosure of these
records is required by the Freedom of Information Act.
A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in
the course of settlement negotiations.
A record in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request involving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.
A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be
required to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C.
552a(m).
A record related to an International Application filed under the Patent Cooperation Treaty in this
system of records may be disclosed, as a routine use, to the International Bureau of the World
Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.
A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act
(42 U.S.C. 218(c)).
A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that
agency's responsibility to recommend improvements in records management practices and programs,
under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the
GSA regulations governing inspection of records for this purpose, and any other relevant (i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.
A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35
U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine
use, to the public if the record was filed in an application which became abandoned or in which the
proceedings were terminated and which application is referenced by either a published application, an
application open to public inspection or an issued patent.
A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local
law enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or
regulation.
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•

Intellectual
Property
Office
Patents Directorate

Stephen L Thaler
c/o Williams Powell
11 Staple Inn
LONDON
WC1V7QH

Concept House
Cardiff Road, Newport
South Wales, NPI O SQQ
Direct Line: 01633 814593
•E-Mail: kathryn.willett@ipo.gov.uk
Switchboard: 0300 300 2000
Fax: 01633 817777
Minicom: 0300 0200 015

Your Reference: RJ/N35111-GB
Application No: GB1816909.4

29 March 2019
Dear Sirs

Patents Act 1977:
Combined Search and Examination Report under Sections 17 and 18(3)
Latest date for reply:

19 October 2020

I enclose a copy of my search and examination report and a copy of the cited non-patent
literature. Please note that published patent documents mentioned in my report may be
obtained for free on the internet and are usually freely available from
http://worldwide.espacenet.com.
By the above date you should either file amendments to meet the objections in the report or
make observations on them. If you do not, the application may be refused. I will consider
your response and will reply in a timescale consistent with our current target:
https://www.gov.uk/government/publications/timeliness-target-for-re-examination-of-patentapplications

Online e-filing
You may file such amendments or observations electronically if you wish, using the online
patent filing services detailed in https://www.gov.uk/government/publications/how-to-filedocuments-with-the-intellectual-property-office.

Other search results
If you have applied to another patent office for a patent for this invention you will be
receiving from them the results of their search. If you decide to proceed with the present
tuse of E-mail:
Disclaimer:

Please note that e-mail should be used for correspondence only.
Please note the documents we send you may be subject to copyright

Intellectual Property Office is an operating name of the Patent Office
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•

Intellectual

Property
Office
Application No: GB1816909.4

Page2

29 March 2019

application you are asked to provide a copy of any such official search report or details of any
documents cited and category assigned in the report. You may file such information
electronically using the online patent filing services detailed in
https://www.gov.uk/government/publications/how-to-file-documents-with-the-intellectualproperty-office.
·
Cut-offdate This request applies to search reports that you have received before the date
when you send a response to our first examination report under section 18(3) or section 18(4);
if you make no response to an initial section 18(4) report the cut-off date is two months after
the date of that report. Tell us about a search report sooner rather than later if that would
allow it to be considered during our first examination.
Exceptions You do not have to supply details of a search report that ( 1) shows a nil response,
or (2) has been published by WIPO or EPO, or (3) you have already supplied to us on a
previous GB application.

Publication

I estimate that preparations for publication of your application will be completed soon after 10
March 2020. At this time you will receive a letter confirming the exact date of the completion
of the preparations for publication. This letter will also tell you the publication number and
date of publication of your application. However, it should NOT be relied upon as a reminder
if you are intending to withdraw your application before publication. as it may not be issued
in time for you to do so.
On the date of publication details of your application, including your name and address, will
be entered in the Register of Patents and will become publicly available, including on our
website. Some documents and correspondenc e from your application file will also be made
publicly available on our website at http://www.ipo.gov.uk/p-ipsum.
Withdrawal
If you wish to withdraw your application to prevent publication you must withdraw it before

the preparations for publication are complete. One way that you can withdraw your
application is by emailing withdraw@ipo.gov.uk. Further details on withdrawal are available
from https://www.gov.uk/patent-your-invention. WARNING - once preparations for
publication are complete it will NOT be possible to prevent publication.
Amendment
If you wish to file amended claims for inclusion with the published application you must do

so before the preparations for publication are completed.

Corresponden ce

Intellectual Property Office is an operating name of the Patent Office
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•

Intellectual

Property
Office
Application No: GB1816909.4

Page3

29 March 2019

If you write to the Office less than 3 weeks before 10 March 2020 please mark your letter
prominently: "URGENT - PUBLICATION IMMINENT".

Yours faithfully

Pr 1Gp.,tl,,"Jn Willett
Dr Kathryn Willett
Examiner
Important information about combined search and examination
I also ask that you take note of the following points. These might have a bearing on the future stages of your
application because the examination report has been sent to you before your application has been published.
(a) You may file voluntary amendments before making a full response to my examination report. We will
publish with your application any new or amended claims you file voluntarily or as a full response, provided
that they are received before preparations for publication are completed. It would help us when you file
amendments before publication if you could prominently indicate in a covering letter whether or not the
amendments are intended as a full response to the examination report.
(b)Ifyou file a full response to the examination report before your application is published I will consider it as
soon as possible. However, if this would disrupt the publication of your application, I would have to delay
taking any action until the application had been published. This delay could be up to 3 months, depending
upon when we receive your response.
·
(c) There is another situation when there might be a delay between you filing a full response and the Office
responding to it. This would arise if you met all my objections but your application had not or had only
recently been published. I could not report the outcome of my re-examination until I was satisfied that the
search was complete for documents published before the priority date of your invention and that anybody
interested in the application has had three months following publication of the application to make
observations on the patentability of your invention.
(d) Provided that the requirements of the Act have been met, I can send your application to grant as early as three
months after publication. Before doing so I will bring the original search up to date and raise with you any
further objection that might result from this top-up search. However, there is a possibility that at that time I
may not have access to all the patent applications published after the priority date of your invention and of
possible relevance to your application. If this is the case I would have to complete the search after grant and
if necessary raise any new found novelty objection then.

Intellectual Property Office is an operating name of the Patent Office
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Intellectual

Property
Office
Application No:

GB1816909.4

Examiner:

Dr Kathryn Willett

Claims searched:

1-13

Date of search:

28 March 2019

Patents Act 1977: Search Report under Section 17
Documents considered to be relevant:
Identity of document and passage or figure of particular relevance
Category Relevant
to claims

X

X

X

1- 13

Mygadgetlife, 10 October 2018, "Snowflake Tealight Holder"
thingverse.com, [online], Avaliable from:
https://www.thingiverse.com/thing:3147335 [Accessed 28 March 2019]
The pictures show a snowflake shaped container that can be 3D printed.

1, 3, 6, 7, DE 10004386 Al
9,10,11, (EICHMANN) A container for food comprising a wall with convex and
concave elements forming pits and bulges in the profile of the wall.
12
Paragraph [0012] discloses that the can is made of metal.
1, 2

A

Documenta Praehistorica XXXI, (2004) Ljubljana, D. Lubell, "Are land
snails a signature for the Mesolithic-Neolithic transition?", pages 1-24
Discusses how edible land snails were eaten by prehistoric people.
CN 102923370 A
(CHEN) A bottle with a Sierpinski triangle structure.

Categories:
X
Y

&

Document indicating lack of novelty or inventive
step
Document indicating lack of inventive step if
combined with one or more other documents of
same category.
Member of the same patent family

A
P

E

Document indicating technological background and/or state
of the art.
Document published on or after the declared priority date but
before the filing date of this invention.
Patent document published on or after, but with priority date
earlier than the filing date of this application.

Field of Search:
Search of GB, EP, WO & US patent documents classified in the following areas of the UKCX:
Worldwide search of patent documents classified in the following areas of the IPC

I B65D

The followin online and other databases have been used in the re aration of this search re ort

EPODOC, WPI, Internet, Patent Fulltext
International Classification:
Subclass
Subgroup

Valid From

B65D

0001/44

01/01/2006

B65D

0021/02

01/01/2006

Intellectual Property Office is an operating name of the Patent Office
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Office
Your ref:
Application No:
Applicant:
Latest date for reply:

Examiner:
Tel:
Date of report :

RJ/N3511 l-GB
GB 1816909.4
Stephen L Thaler

Dr Kathryn Willett
01633 814593
29 March 2019

Page 1/2

19 October 2020

Patents Act 1977
Combined Search and Examination Report under Sections 17 & 18(3)
Novelty

The invention as defined in claims 1 to 12 is not new because it has already been
1.
disclosed in the following documents:
Holder, Relevant to claims 1 to 12

Dl

Tealight
Snowflake
https://www.thingiverse.com/thing:3147335

D2

DE 10004386 (EICHMANN)

D3

Documenta Praehistorica XXXI, (2004) Ljubljana, D. Relevant to claims 1 and 2
Lubell, "Are land snails a signature for the MesolithicNeolithic transition?", pages 1-24

Relevant to claims 1, 3, 6, 7,
and 9 to 12

D1 discloses a 3D printed snowflake container having a wall with a fractal profile and
2.
convex and concave fractal elements forming pits and bulges in the profile of the wall. The
snowflake container is considered to be suitable for holding food. Two equivalent containers
would be able to undergo partial engagement if placed side by side, especially if one of the
snowflakes is upside down. Additionally, one of the containers would be able to nest inside
another. The container is made from a material that is sufficiently flexible to be laid flat, as
seen in the regular vs fuzzy picture. b 1 is therefore considered to anticipate claims 1 to 12.
D2 discloses a container for food comprising a wall with convex and concave
3.
elements forming pits and bulges in the profile of the wall. Paragraph [0012] discloses that the
can is made of metal. D2 anticipates claims 1, 3, 6, 7, and 9 to 12.
D3 discusses the long history of eating land snails. Land snails are eaten directly from
4.
their shell, which is a container with a wall having a fractal profile with concave and convex
fractal elements. Therefore, D3 anticipates claims I and 2.
I had difficulty construing the term fractal and if you consider the term means
5.
something other than what is disclosed in the citations, then this should be explicit in claim 1.
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RJ/N35111-GB
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29 March 2019

[Examination Report contd.]

Inventive step

The invention as defined in claim 13 is obvious in view of what has already been
6.
disclosed in D 1 above.
The inventive concept of claim 13 is the container being formed from a flexible food
7.
product. D1 discloses 3D printing a container. Viewing Dl through the eyes of a skilled
person, it would be obvious to choose a 3D printable foodstuff, such as chocolate to form the
container. It is therefore considered that the invention of claim 13 lacks inventive step.

Clarity
In claim 1, the meaning of the term fractal, as used in the terms 'fractal profile' and
8.
'fractal elements', is not clear and casts doubt on the scope of the claim.
Claim 2 cannot be considered to be clear as it describes the invention in terms of
9.
features of the heads and bases, when neither a head nor base has been defined.
~

Claim 3 cannot be considered clear as it defines the invention purely by the result to
10.
be achieved and should therefore be amended.

"~

Claim 5 cannot be considered clear as it defines the invention purely by the result to
11.
be achieved and should therefore be amended.

·-J

In claim 6, it is unclear whether the term 'equivalent container' refers to an identical
12.
or a complementary container, or something else.

Claim 6 appears to describe the joining of containers side-by-side whereas claim 7,
"- 13.
which is appended to claim 6, describes containers nested within each other. This apparent
inconsistency obscures the scope of the claims and should be amended.
Claim 8 is currently appended to claim 6 and refers to partial nesting, as illustrated in
14.
figure 7 of the application. In this figure the bulge of one container cannot fit within a pit of
an equivalent container, as required by claim 6. This apparent inconsistency obscures the
scope of the claims and should be amended.
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paragraph A in subsection 1 below) and the European Patent Office (EPO) access to any search results from the instant
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results from the instant patent application when a European patent application claiming priority to the instant patent
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copy of search results from the instant application without delay in a European patent application that claims priority to
the instant application.
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A. Applicant DOES NOT authorize the USPTO to permit a participating foreign IP office access to the instant
application-as-filed. If this box is checked, the USPTO will not be providing a participating foreign IP office with
any documents and information identified in subsection 1A above.
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B. Applicant DOES NOT authorize the USPTO to transmit to the EPO any search results from the instant patent
application. If this box is checked, the USPTO will not be providing the EPO with search results from the instant
application.

NOTE: Once the application has published or is otherwise publicly available, the USPTO may provide access to the
application in accordance with 37 CFR 1.14.
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Applicant Information:
Providing assignment information in this section does not substitute for compliance with any requirement of part 3 of Tille 37 of CFR
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Assignee Information including Non-Applicant Assignee Information:
Providing assignment information in this section does not substitute for compliance with any requirement of part 3 of Title
37 of CFR to have an assignment recorded by the Office.
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Application Data Sheet 37 CFR 1.76
Title of Invention

Assignee

50567-4-01-US

Attorney Docket Number
Application Number

FOOD CONTAINER

11

Complete this section if assignee information, including non-applicant assignee information, is desired to be included on the patent
application publication. An assignee-applicant identified in the "Applicant Information" section will appear on the patent application
publication as an applicant. For an assignee-applicant, complete this section only if identification as an assignee is also desired on the
patent application publication.

I

Remove

Given Name

Prefix

BI

I

I

□

If the Assignee or Non-Applicant Assignee is an Organization check here.
Middle Name

Family Name

Suffix

I

I

I

B

Mailing Address Information For Assignee including Non-Applicant Assignee:
Address 1
Address 2

City

State/Province

11

Countryi

Postal Code

II

Phone Number

Fax Number

Email Address
Additional Assignee or Non-Applicant Assignee Data may be generated within this form by
selecting the Add button.

Add

I

Signature·

I

Remove

NOTE: This Application Data Sheet must be signed in accordance with 37 CFR 1.33(b ). However, if this Application
Data Sheet is submitted with the INITIAL filing of the application and either box A or B is not checked in
subsection 2 of the "Authorization or Opt-Out of Authorization to Permit Access" section, then this form must
also be signed in accordance with 37 CFR 1.14(c).
This Application Data Sheet must be signed by a patent practitioner if one or more of the applicants is a juristic
entity (e.g., corporation or association). If the applicant is two or more joint inventors, this form must be signed by a
patent practitioner, all joint inventors who are the applicant, or one or more joint inventor-applicants who have been given
power of attorney (e.g., see US PTO Form PTO/AIA/81) on behalf of all joint inventor-applicants.
See 37 CFR 1.4(d) for the manner of making signatures and certifications.

Signature
First Name

VReuven K. Mouallem/
f-euven

I

Last Name

I r,iouallem

Date (YYYY-MM-DD)

2019-07-24

Registration Number

63345

Additional Signature may be generated within this form by selecting the Add button.

EFS Web 2.2.13

A304

Appx 000338

I

Add

I

Case 1:20-cv-00903-LMB-TCB Document 15-3 Filed 11/30/20 Page 52 of 225 PageID# 387
PTO/AIN14 (02-18)
Approved for use through 11/30/2020. 0MB 0651-0032
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid 0MB control number.

Application Data Sheet 37 CFR 1.76
Title of Invention

Attorney Docket Number

50567-4-01-US

Application Number

FOOD CONTAINER

This collection of information is required by 37 CFR 1. 76. The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This
collection is estimated to take 23 minutes to complete, including gathering, preparing, and submitting the completed application data
sheet form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of lime you require to
complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR
COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the attached form related to a patent

application or patent. Accordingly, pursuant to the requirements of the Act, please be advised that: (1) the general authority for the collection of this information
is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not furnish the requested information, the U.S.
Patent and Trademark Office may not be able to process and/or examine your submission, which may result in termination of proceedings or abandonment of
the application or expiration of the patent.
The information provided by you in this form will be subject to the following routine uses:
The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act (5 U.S.C. 552) and the Privacy
Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the Department of Justice to determine whether the Freedom of
Information Act requires disclosure of these records.
2.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a court, magistrate, or administrative
tribunal, including disclosures to opposing counsel in the course of settlement negotiations.

3

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request involving an individual, to whom
the record pertains, when the individual has requested assistance from the Member with respect to the subject matter of the record.

4.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for the information in order to perform
a contract. Recipients of information shall be required to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C.
552a(m).

5.

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records may be disclosed, as a routine use,
to the International Bureau of the World Intellectual Property Organization, pursuant to the PatentCooperationTreaty.

6.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of National Security review (35 U.S.C. 181)
and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

7.

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or his/her designee, during an
inspection of records conducted by GSA as part of that agency's responsibility to recommend improvements in records management practices and
programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of
records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make determinations about
individuals.

8.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the application pursuant to 35 U.S.C.
122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use,
to the public if the record was filed in an application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspections or an issued patent.

9.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law enforcement agency, if the USPTO becomes
aware of a violation or potential violation of law or regulation.
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PTO/AIA/96 (08-12)
Approved for use through 01/31/2013. 0MB 0651-0031
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid 0MB control number.

STATEMENT UNDER 37 CFR 3.73(c)
Applicant!Patent Owner: _S_t_e_ph_e_n_L_._T_h_a_le_r_ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ __
Application No./Patent No.: _ _ _ _ _ _ _ _ _ _ _ _ __
Titled:

Filed/Issue Date:

Food Container

Stephen L. Thaler

, a individual

-------------------(Name of Assignee)

(Type of Assignee, e.g., corporation, partnership, university, government agency, etc.)

states that, for the patent application/patent identified above, it is (choose one of options 1, 2, 3 or 4 below):
1.

0

The assignee of the entire right, title, and interest.

2.

D

An assignee of less than the entire right, title, and interest (check applicable box):

LJ

The extent (by percentage) of its ownership interest is _ _ _ _ _ _%. Additional Statement(s) by the owners
holding the balance of the interest must be submitted to account for 100% of the ownership interest.

D

There are unspecified percentages of ownership. The other parties, including inventors, who together own the entire
right, title and interest are:

Additional Statement(s) by the owner(s) holding the balance of the interest must be submitted to account for the entire
right, title, and interest.

D

The assignee of an undivided interest in the entirety (a complete assignment from one of the joint inventors was made).
3.
The other parties, including inventors, who together own the entire right, title, and interest are:

Additional Statement(s) by the owner(s) holding the balance of the interest must be submitted to account for the entire
right, title, and interest.

D

4.
The recipient, via a court proceeding or the like (e.g., bankruptcy, probate), of an undivided interest in the entirety (a
complete transfer of ownership interest was made). The certified document(s) showing the transfer is attached.
The interest identified in option 1, 2 or 3 above (not option 4) is evidenced by either (choose one of options A or B below):
A.

0

B.

D

An assignment from the inventor(s) of the patent application/patent identified above. The assignment was recorded in
the United States Patent and Trademark Office at Reel _ _ _ _ _ _ , Frame _ _ _ _ _ , or for which a copy
thereof is attached.
A chain of title from the inventor(s), of the patent application/patent identified above, to the current assignee as follows:
1. From: _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ To:
The document was recorded in the United States Patent and Trademark Office at
Reel _ _ _ _ _ _ , Frame _ _ _ _ _ _ , or for which a copy thereof is attached.
2. From: _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ To:
The document was recorded in the United States Patent and Trademark Office at
Reel _ _ _ _ _ _ , Frame _ _ _ _ _ _ , or for which a copy thereof is attached.
[Page 1 of 2]

This collection of information is required by 37 CFR 3.73(b). The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to
process) an application. Confidentiality is governed by 35 U .S.C. 122 and 37 CFR 1 .11 and 1.14. This collection is estimated to take 12 minutes to complete, including
gathering, preparing, and submitting the completed application form to the US PTO. Time will vary depending upon the individual case. Any comments on the amount
of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark
Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND

TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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PTO/AIA/96 (08-12)
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STATEMENT UNDER 37 CFR 3.73(c)
3. From: _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ To:
The document was recorded in the United States Patent and Trademark Office at
Reel _ _ _ _ _ , Frame ______ , or for which a copy thereof is attached.
4. From: _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ To:
The document was recorded in the United States Patent and Trademark Office at
Reel _ _ _ _ _ , Frame ______ , or for which a copy thereof is attached.
5. From: - - - - - - - - - - - - - - - - - - - To: - - - - - - - - - - - - - - - - - - The document was recorded in the United States Patent and Trademark Office at
Reel _ _ _ _ _ , Frame ______ , or for which a copy thereof is attached.
6. From: _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ To: _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ _ __
The document was recorded in the United States Patent and Trademark Office at
Reel _ _ _ _ _ , Frame ______ , or for which a copy thereof is attached.

D
D

Additional documents in the chain of title are listed on a supplemental sheet(s).

As required by 37 CFR 3. 73(c)(1 )(i), the documentary evidence of the chain of title from the original owner to the
assignee was, or concurrently is being, submitted for recordation pursuant to 37 CFR 3.11.
[NOTE: A separate copy (i.e., a true copy of the original assignment document(s)) must be submitted to Assignment
Division in accordance with 37 CFR Part 3, to record the assignment in the records of the USPTO. See MPEP 302.08]

The undersigned (whose title is supplied below) is authorized to act on behalf of the assignee.

/Reuven K. Mouallem/

29 July 2019

Signature

Date

Reuven K. Mouallem, Patent agent

63345

Printed or Typed Name

Title or Registration Number

[Page 2 of 2]

A308

Appx 000342

Case 1:20-cv-00903-LMB-TCB Document 15-3 Filed 11/30/20 Page 56 of 225 PageID# 391

Privacy Act Statement
The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the
requirements of the Act, please be advised that: (1) the general authority for the collection of this information is 35
U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which the
information is used by the U.S. Patent and Trademark Office is to process and/or examine your submission related
to a patent application or patent. If you do not furnish the requested information, the U.S. Patent and Trademark
Office may not be able to process and/or examine your submission, which may result in termination of proceedings
or abandonment of the application or expiration of the patent.
The information provided by you in this form will be subject to the following routine uses:
1.

2.

3.

4.

5.

6.

7.

8.

9.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is
required by the Freedom of Information Act.
A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.
A record in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request involving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.
A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be required
to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).
A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.
A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act
(42 U.S.C. 218(c)).
A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.
A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.
A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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ASSlGNfv1ENT
DAHUS, the Creativity rnachlne thtt has produced the ~!O\'<'~detaHe-d !n'-''('.Btkm, ,ls the sole
inventor (represented in this Assignment by it~ owner, Stepht~Jl L Thakr, herehm.iter called the
''Assignor"), herd>y assigns ,,ind transfers to;
Stephen L. Thaler
f767 Waterfall Or., St, ClHU'k.~.. MO ti3303
(h{,,~f{~i:n~1fter c;;iHed the ''"i\st;ignee~'), its s:ucces$urs:- a::;s~grH.:~~., non1.h1(..>:es,, or other 1eg>:tl repr-es{,,~ntati-ves{' the
A~signor"s entire right, titk, and interest, including, bnt not Hm:ik:d tz\ <:opycights, tratk se-i)rt~!s,

trademarks and assi:icfated good ·will and patent rights in the lnventlon and the registratbns ta tn<~
1nv{~ntion entitled;

described ,md dairned in the folk,wing ~item appik~itinn: US Non-Provis±nna.l Patent .A.ppHca:tkm
identified as FhlshPoint fP attorney di:icket No. 50567--4-0 ! --US PH, to be filed with the USPTO; including
any and aJl inventions and improv~ments {"Sul!le-i)t \-fotkr") dis<:Josed therein, aH right of priority in the
above appfa:ati<.m{s) a:nd in any rnxkrlying p:rm+:;ional or foreign appJkafo:in, hduding but not limittxl
to the right; ofprkirity h> app!k:<ltkms alr~idy filed in the EPO and UK all provislonaJ. utility, divi§kma).
C<)ndnrn:itiOn in w·hok nr in part~ substitute, rnnt~wai, reissue, ,:ind aH other apr,lkatians, .PCT ;;ind national
phase entries, ,dated thereto whkh h;ave been or may lA~ fikd in any ju.risdktk,n, and aH patents,
induding rd~:imes, extensions ,md reexa:minatkms, whkh ,:nay be granted on any of the above
applitafo:ins, th~~ prindty rights under lnternat:ional Conventions, and the Letters Patent whkh lXH\Y be
grunted thereon, together with all righN t<) rtixiv~~r danuigt'!S fr1r infrhigernent, indu<.llng lnfdngement of
prnvish)n.:i.! rights.
Assignor agret.\>s that Assig;n(:f may ~tpply for and receive patent:> fbr Su~je-et f\·fatter in ;\sslgn,:~'s own
:natlk. A%ignor rq>resents that Assignor h;1s the rights, titk;:;. a:fid interests ti) ,:,:)nvey as set thrth herein,
a.n<l <.'.ovenants with Asslgm.>e that A.ssignnr has nN made and ·will not rtHtke any other assignment. grant,
111,:;rigHge, Hce:nse, or other ag;r<'.Cm<:nt affecting the rights, tit ks, and interests h:rdn C<mV<~Y<~tL
.ln vfo<V oftlw fact that tk sok hvemor is H Creatidty Machine, with no kga! personality or (c.1.p3.bilhy
to <~:>;t'-Cute said asr,igmnent, and in vk,v of the fact that the ,issign<~ is the owner of said Creativity
\fochine, this A~;~;lgmnent is c<ms1d~:td ,wf.:-;r(..\~..~ble ,,vifaout un explkit executkm by the liwentnr, R,dher,
the owner d'DABUS, t!k Cn:ativity ~fachine, ls signing this Assignment on its behalf.
SimHarly, DAHLS, bdng a n:ia.diine and having no kwll persomiHty, does not h.Hve the capahHhy to
re(\~1','<:: ,,my crn15,ideratlon, }md therefore, Stephen L Thaler, as it;;; a\-,'n<~rirepres(:ntative, ackn<,wkdgt~s
the receipt and sufikkncy of g<H>d <H°!d v;:ihiabk considernd(}fl i'<:>r this assignment

❖

/(.,~~-;~..._:,·~:•~\:.<:' }'._\-(~,:.~),~ .C':.~<::-.<d -· :.:,.,_., o.:_~-- :,: j~: . . ~-~ . . .{.v .·,·,- ......' ;:.'....~~ _.''•• ·~~-)},··. ·:_.<-.--:;,· s ,"':---::..-X-,:...X~-~ :-·k . . :-:-.:;;:;.rt-c~~;.,~: ~~J,n; r --~V~h-:~ ~~-~-~ )>:;.~ r~--~ ,;~:~~--,;;;.,_ ~-:~~~~ h. }\~~·,1J ~"f\t~Ht~ " Lh~t;;.:d hr; ~~_. )~--~::: L~ rd-s-:::d. h~ . . t~>~:);.,/~ ~~ .-=f t8~{~ Ps) ~~~-~ 1P "'
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[N Tm£ UNU'}~l) STATES PATENT ANH TRAnEMARK OFFICE (VSPTOJ
fo re Applicant:

Stephen L Thaler
Serial No.:
Omup Art Unit:

f1kd;

For:

Attorney Docket 50567-4-0 t-US
Confinnatinn No.:

F(X)D C:f)NTAlNER

.Exarniner:

Commissioner frw Patems
P.O. Box 1450
A !exandda, VA 223 U~ 1450

SUBSTJTl.JTE S'Lt\TEr--{ENT UNDER 37 CTR 1,64 IN LIEU OF
DECLA.R..A'TJON tJNL>ER 35 USC §ll5(d}
This Statement under 37 CFR l .64 is din.~~ted to the aboverne-ntloried application in fa~u
of a decfaratinn under 35 CS(~ § 115(d).
►

The narne of inventor to tvhotn this substitute staternen1 applies;

►

r bdkv~~ the above-named inventor or joint inventor to be the odginal inventor
or an zKiginal jnint inventor of a ch.dmed invention in th~~ appUcation. The
above-identified appHcm.ion \-Vas nwtle rn- a.uthnrized to be made by me. I hzm::by

acknn,vledge that a:ny ,viHful fuise st,itement made in this statement b
· pun-ishabk under 18 U ,S,C, 1no 1 by fine or in:1ix1sQmnent z)f tH>t more than five

l
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►

Cin:.:u.rnstances perrnitting executkm of this substitute statement: lnv,m.tor is

►

Pers.z-m executing this substitute statement is tht~ Applicant and the /\ssignor of
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~J$<:

( PO\iVER OF ATTORNEY TO PROSECUTE APPUCAT!ONS BEFORE THE USPTO
! h0rebv revoke aH previous powers ot atton,ey given iri the appHc;:1tion identlfled b the attiched
stat€ment ,mder 37 CFR 3.73{c},

~---_J

OR

lX i
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Dr. Reuven K. Mousllem, LL.M,
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Dr. Ryan 8, .Abbott
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Please change the correspondence addrnss for the application ldem:ified in the attached stat1;.~rnent
1.mder 37 crn 3.731c} to:
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iX i
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S!t>NAT!JR!: of As.signee of Record
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Name Ste;h~

L, Thaler ----

Date 24

JL,!y 2019

Tfkphone

(~.(:f::;47..f.:.-S4-b,.&s""~"'"------i

Tlt!e _Applk~nliAs.,qignee
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t:~n:.i by th~:: ~J?~f(!D \V ~:-~::-.s5.❖~ th~~ f:J~; vf ~ p;..;t<!-f,t t~r mt~.>.<1:ffX>~:lti:):~ ~•((<'.::::<2-iii:~g.- (:>:~Hd.::-nti~=t~:~1 {:-, i~:;"~:-n-::>~ hy ~;~; :..,i .$. C. 311 -.~..:rl ::: 7 c:=R ! .11 ~)~-ti 1.14, 'f h-:::;
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Privacy Act Statement
The ?riv~~y Act of 1974 {P,L 93~579) ~'quires !hat -,mo be g\..,,,en certain infonnation in connedkm with yrn.ir
submission of the attac~"led form related to a patent ~1ppik:ation or patent. A~ordingly, p1.irsuant tl) the
requlmmenis. ai the Act., please be advlsoo that (1) the gen!f.:ml authOfify for the collection of this inform;:,tion is
35 0.S.C. 2{b)(2}: (2} furnishing of the inforrnation si:ilicitect is voluntary; and (3) the p,incipai pwpose for which
tnf.l infom1ath:,n is used by the U,S, Patent arid Tra<letriark Offk,e is to process and/or examine y0ur submission
rn!atea to a patent appHc.aHon or patent if you dti not furnish trte requested information, the U.S. Patent and
Trademark Office mat not be able to process and/or e)(amine your sul:m,ission. whicn m.;:sy !'€Sult in terrninafo:m
of proceedings or abarn.lonment of the appli::'~tion or expiratior: c-f the patent.

,,.,m

2.

4,

6
7.

be trnate-1 confafontiaUv to the extent a!iowed llrKler the Fre-~dom of
The information on U,k, form
Information Act {5 U.S.C. 552) and the Privacy Act {5 U,S~C 552a). Records from this systel'n of records
may be dscio~d to me D~partment of Justice tc determine ,">'hether disi::lozure of these records ls
required oy the Frec><.lom o-1 information Act,
A re<::crd from this syst(tm of re-:x"irds may be disch::1s~'<l, as a routine usi:i, in the course cf presenting
evidence to a court magistrate, or administrative tnbwnat lnciud1ng ctisi:.:losure~ to opposing counsel in
the course of settlement negi:ifo:¼Uon~.
A record in this :.systern <if recsxds may he disdcsad, as a muUnf.i us,~, to a Member of Congress
suomltting ;:, request involvlng an individual. to whom the n~o;)n:! pertains, when the individual has
requested assist<mcf.i from the Member with respect to the subject matter of the record.
A record in this system of records may be disclosed, as a routine use, to a contmcfor of th~ Agency
having nei:.it ·for tne information in order to perform a contract. Recipif.!nts of information shaH be required
to comply with the reqt.1irements oHhs Privaq, Act of 1974. as amended, pursuantto 5 U,S,C. 552a{,n).
A recor<i related to an tnterr.-ationa! Application med under the Patent Co..-,perafon Treaty in this sys.tern
of H.ici:irds may be dis.dosed, as a routine use, i<i the !nten,atlona! Bureau of the ~Vorld lntel!i:.ictual
Property Organization, pursuant tc- the P.;:;ient CO<}f)etation Treafy',
.A record in this system of r~'<;Ords may ti<~ disdosed, as a routine use, to another federal agen~y for
purposes of National Security review (3.5 U.S. C. Hn) and for review pwn,u2mt to the t\tomic Energy Act
(42 u.s.c. 2·rn{c}},
A roc-ord from this system ol rec<it<iS n1ay be dlsdosed. as a routine -.;se, to tne Adml!~ts1rator, General
SeNic,,,s. er his/her dssignee, during ,m inspection of records con<l-.,cted by GSA as part of that. :agency's
responsibility to recomnwnd improvem€nts in records management pra<,-'tices and pn:igrams, ~md€r
authorlt}' of 44 U.S.C. 29C4 and 2SOO. S:Hc-h disclosure shall be made in acci:;rd;:ince with the GSA
regula.lk:,ns gov-eming ;ns..pecoon of re--x,rds for this purpcose, ;:1nd any other rBlevant {i.e., GSA o,
Commerce} directive. Huch disdosure sha!! not be used to rna~;e det,~rrninations about individuals.
A record fr~,m this system of records may be ois,:..iosed, ~s ~ n:H,;-tine use. to the pubHc after ~it.her
publl<:atior: i:ifth€ ,:¼p,.'1.iicatfon pursuant to 35 li.S,C. 122{b) or issuance of a ~tent pursuant to 35 U.S.C.
151. Further, a record may- be discios~d, sub}eci to the !imiiaUm~~ of 37 CFR ·i .14, as a routine use, to
the pub!k: ii th!:.! record was filed in an appiicatkm whicl, bocarnf.i aba,,doned or in which the pmceedlngs
were ti:Jrrnir,ated and v,thich spplic-ation is rsforenc~--d l'y em·,er a pub!ish-ed appn::'..-ation, an app!icatbn
open to public inspection or an issued patent
A recon:l from this system of records may be dis<.:!osed, as a wutine use, to a Federal, State. OJ bcal law
enforcement agency, if the USPTO bo'C◊mes. aw,iri:i of a violation or poiential v;o!atlon of law or
reguaat:on.
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U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
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Complete if Known

Gubstitute for form 1449/PTO

Application Number

INFORMATION DISCLOSURE
STATEMENT BY APPLICANT

Filing Date
First Named Inventor

'

[DABUS-AI generated Invention]

Art Unit
(Use as many sheets as necessary)

Examiner Name
~heet

I

12

of

12

Attorney Docket Number

50567-4-01-US

NON PATENT LITERATURE DOCUMENTS
Examiner
Initials*

Cite
1
No.

Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of
the item (book, magazine, journal, serial, symposium, catalog, etc.), date, page(s), volume-issue
number(s), publisher, city and/or country where published.

T2

WILLETH K., Examiner; "Combined Search and Examination Report Under Sections 17
and 18(3)"; Intellectual Property Office, United Kingdom; 29 March 2019 (copy attached)
BRIDAULTA., Examiner; "Extended European Search Report"; European
Patent Office, Munich, Germany 25 April 2019 (copy attached)
"Snowflake Tealight Holder", My Gadgetlife - Thingiverse; [online]
https://www.thingiverse.com/thing:3147335, 10 Oct. 2018; (attached)
Documenta Praehistorica XXXI (2004) Ljubljana, D. Lubell, "Are land snails
a signature for the Mesolithic transition?", pages 1-24
WILLETH K., Examiner; "Response made to report under section 18(3)";
Intellectual Property Office, United Kingdom; 12 July 2019 (copy attached)

I

I Date

Examiner
Signature

Considered

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not in conformance and not
considered. Include copy of this form with next communication to applicant.
1 Applicant's unique citation designation number (optional). 2 Applicant is to place a check mark here if English language Translation is attached.
This collection of information is required by 37 CFR 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1 .14. This collection is estimated to take 2 hours to complete, including
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the
amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO:

Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.
If you

need assistance in completing the form, ca/11-800-PTO-9199 (1-800-786-9199) and select option 2.
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Privacy Act Statement
The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary;
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark
Office is to process and/or examine your submission related to a patent application or patent. If you do
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.
The information provided by you in this form will be subject to the following routine uses:
1.

2.

3.

4.

5.

6.

7.

8.

9.

The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.
A record from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settlement negotiations.
A record in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the
record.
A record in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).
A record related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.
A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).
A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as
part of that agency's responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.
A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.
A record from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.
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PTO/SB/08a (07-09)
Approved for use through 11/30/2020. 0MB 0651-0031
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paoerwork Reduction Act of 1995 no oersons are reauired to resoond to a collection of information unless it contains a valid 0MB control number.

r

Complete if Known

Substitute for form 1449/PTO

Application Number
Filing Date

INFORMATION DISCLOSURE
STATEMENT BY APPLICANT

First Named Inventor

Sheet

11

I

of

[DABUS-AI generated Invention]

Art Unit

(Use as many sheets as necessary)

'---

"'

Examiner Name
Attorney Docket Number

12

50567-4-01 -US

~

U.S. PATENT DOCUMENTS
Examiner
Initials*

Cite
No. 1

Publication Date
MM-DD-YYYY

Document Number

Name of Patentee or
Applicant of Cited Document

Pages, Columns, Lines, Where
Relevant Passages or Relevant
Figures Appear

Number-Kind Code2 r;tknown)
US-

5803301 A

09-08-1998

Toyo Seikan Kaisha Ltd

Entire document

USUSUSUSUSUSUSUSUSUSUSUSUSUSUSUSUSUS-

FOREIGN PATENT DOCUMENTS
Examiner
Initials*

Cite
No. 1

Foreign Patent Document
Countrv Code 3 -Number 4 -Kind Code 5 (if known)

CN10293370A
DE10004386A

Publication
Date
MM-DD-YYYY

Name of Patentee or
Applicant of Cited Document

Pages, Columns, Lines,
Where Relevant Passages
Or Relevant Figures Appear

02-13-2013 (Copy attached)
08-09-2001 Josef Alexander Eichmann

Examiner
Signature

Date
Considere~

Te

Entire document
Entire document

I

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not in conformance and not
considered. Include copy of this form with next communication to applicant. 1 Applicant's unique citation designation number (optional). 2 See Kinds Codes of
USPTO Patent Documents at www.csptc.g_QY. or MPEP 901.04. 3 Enter Office that issued the document, by the two-letter code (WIPO Standard ST.3). 4 For
Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document. 5 Kind of document by
the appropriate symbols as indicated on the document under WIPO Standard ST.16 if possible. 6 Applicant is to place a check mark here if English language
Translation is attached.
This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by the
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments
on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent
and Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND
TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.
If you

need assistance in completing the form, ca/11-800-PTO-9199 (1-800-786-9199) and select option 2.
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Privacy Act Statement
The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with
your submission of the attached form related to a patent application or patent. Accordingly, pursuant to
the requirements of the Act, please be advised that: (1) the general authority for the collection of this
information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the
principal purpose for which the information is used by the U.S. Patent and Trademark Office is to process
and/or examine your submission related to a patent application or patent. If you do not furnish the
requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine
your submission, which may result in termination of proceedings or abandonment of the application or
expiration of the patent.
The information provided by you in this form will be subject to the following routine uses:
1.

2.

3.

4.

5.

6.

7.

8.

9.

The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records
from this system of records may be disclosed to the Department of Justice to determine
whether disclosure of these records is required by the Freedom of Information Act.
A record from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures
to opposing counsel in the course of settlement negotiations.
A record in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when
the individual has requested assistance from the Member with respect to the subject matter
of the record.
A record in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).
A record related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of
the World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.
A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).
A record from this system of records may be disclosed, as a routine use, to the
Administrator, General Services, or his/her designee, during an inspection of records
conducted by GSA as part of that agency's responsibility to recommend improvements in
records management practices and programs, under authority of 44 U.S.C. 2904 and 2906.
Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce)
directive. Such disclosure shall not be used to make determinations about individuals.
A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of
37 CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.
A record from this system of records may be disclosed, as a routine use, to a Federal,
State, or local law enforcement agency, if the USPTO becomes aware of a violation or
potential violation of law or regulation.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.:

16/524,532

Filed:

July29,2019

For:

FOOD CONTAINER

Examiner:

§
§
§
§
§
§
§
§
§
§
§
§
§

Group Art Unit:
Attorney Docket: 50567-4-01-US
Confirmation No.: 2644

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

DECLARATION UNDER 37 CFR 1.132 FOR PETITION FOR
RETROACTIVE LICENSE UNDER 37 CFR 5.25
I, Stephen L. Thaler, declare that:
1. I am over twenty-one years of age and competent to give a verified statement
such as this Declaration.
2. There are no US citizens listed as inventors of the foreign-filed applications,
making it uncertain whether a foreign filing license would be necessary.
3. I am the Applicant in the foreign filings cited in the Petition (attached herewith):
a. European Patent Application No. 18275163.6, filed October 17, 2018
(first priority date), entitled "Food Container;" and
b. UK Patent Application No. 1816909.4, filed October 17, 2018 (first
priority date), entitled "Food Container."
4. Pursuant to 37 CFR §5.14 for a petition for license for which a corresponding
application has been filed in the US, I am informed and believe that the Petition
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for retroactive license filed herewith identifies the corresponding US application
number, filing date, applicant, and title (as well as identified above). A copy of
the material for which the license is desired is not included in accordance with
37 CFR §5.14 under which the subject matter licensed will be measured by the
disclosure of the US application. I am infonned and believe that all the material
contained in the foreign-filed applications referenced above, which were filed
in foreign countries without a prior application for a foreign filing license in
error and without deceptive intent, is readily identifiable in the referenced US
application.
5. Pursuant to 37 CFR §5.25(a)(3)(i), I am informed and believe that the foreignfiled applications were not under a secrecy order at the time of filing, have not
been under a secrecy order at any time since, and are not currently under a
secrecy order. Furthennore, the invention is related to food containers, which
subject matter I am informed and believe does not fall within the scope of 35
USC §181.
6. Pursuant to 37 CFR §5.25(a)(3)(ii), I was first informed by my US patent
counsel when they began to prepare filing for a patent before the USPTO in
which they determined the potential need for a foreign filing license on June 13,
2019. I have diligently executed this Declaration in pursuit of a retroactive
foreign filing license.
7. Pursuant to 37 CFR §5.25(a)(3)(iii), I am informed and believe that the foreignfiled applications were filed abroad, without a foreign filing license under 37
CFR §5.11 first having been obtained, through error and without deceptive
intent. I am infonned and believe that the foreign-filed applications were filed
and prosecuted through my European counsel (a UK IP law firm) who were
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unfamiliar with US Patent Law and the requirement of obtaining a foreign filing
license prior to any foreign filing.

I declare that all statements made herein of my own knowledge are true, and that all
statements made on information and belief are believed to be true; and further that these
statements were made with the knmvledge that willful false statements and the like so made
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United
States Code, and that such willful false statement may jeopardize the validity of any patent
issuing from the referenced patent applications.
Signed this 29th day of July 2019
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:

Stephen L. Thaler
Serial No.:

16/524,532

Filed:

July29,2019

For:

FOOD CONTAINER

Examiner:
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Group Art Unit:
Attorney Docket: 50567-4-01-US
Confirmation No.: 2644

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

PETITION FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25
This Petition requests under 37 CFR 5.25 a retroactive license for foreign filing under
35 USC 184 in accordance with §5.14(a). The required fee for the Petition under§ l. l 7(g) has
been paid. The retroactive foreign filing licenses are requested for the following jurisdictions
in which the unlicensed patent application material was filed.
►

European Patent Application No. 18275163.6, filed October 17, 2018 (first
priority date), by Applicant Stephen L. Thaler, entitled "Food Container;" and

►

UK Patent Application No. 1816909.4, filed October 17, 2018 (first priority
date), by Applicant Stephen L. Thaler, entitled "Food Container."

In accordance with 37 CFR §5.14 for a petition for retroactive foreign filing license

related to a pending US application (identified above by US application number, filing date,
applicant, and title), it is submitted that the complete contents of the unlicensed patent
application material (identical for the two foreign filings listed above) is readily identifiable in
the referenced US application. A copy of the material for which the license is desired is not
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included in accordance with 37 CFR §5.14 under which the subject matter licensed will be
measured by the disclosure of the US application.
A Declaration by the Applicant, Dr. Stephen L. Thaler, is attached herewith, avers:
(1)

diligence in seeking the retroactive foreign filing license upon discovery that
such license was necessary;

(2)

that the subject matter in question was not under a secrecy order at the time the
subject matter was filed abroad; and

(3)

that the subject matter is not currently under a secrecy order.

As indicated in the attached Declaration, the potential need for a retroactive foreign
filing license and a Declaration \Vas inadvertently not communicated to the Applicant. Upon
learning of the possible need for a foreign filing license, the Applicant diligently executed the
attached Declaration.
The foreign filings of unlicensed patent application material \Vere prepared and filed by
the Applicant through European counsel (a UK IP law fim1) who were unfamiliar with US
Patent Law and the requirement of obtaining a foreign filing license prior to any foreign filing.
It is noted that the law on foreign filing licenses in the United Kingdom was changed

in 2004 to the effect that no foreign filing license is required unless the application contains
information which relates to military technology, for any other reasons publication of the
information might be prejudicial to national security, or to the safety of the public.
Thus, the possible need for a foreign filing license did not become apparent, and was
filed abroad through error and without deceptive intent, without the required license. It is
submitted that diligence in obtaining a retroactive foreign filing license is shown by the present
Petition for a Retroactive License.
It is noted that there are no US citizens listed as inventors of the foreign-filed

applications, making it uncertain whether a foreign filing license would be necessary.
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Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at rkm(alFlashPointIP.com or by phone at (516) 301-1649.
Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. I understand that a copy of such communications will be made of record. [MPEP §502. 03
II]

Respectfully submitted,

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345
Date: July 29, 2019
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:

§
§
§
§
§
§
§
§
§
§
§
§

Stephen L. Thaler
Serial No.: 16/524,532
Filed: July 29, 2019
For:

FOOD CONTAINER

Examiner:

Group Art Unit:
Attorney Docket: 50567-4-01-US
Confirmation No.: 2644

Commissioner of Patents and Trademarks
Alexandria, VA 22313

PRE-EXAMINATION SEARCH DOCUMENT FOR ACCELERATED
EXAMINATION
Sir:
This pre-examination search statement is provided m support of the petition for
accelerated examination filed herewith.
A pre-examination search was conducted involving U.S. patents and patent application
publications, foreign patent documents, and non-patent literature as indicated below. The
results of the search, as well as the foreign search reports, are provided on an Information
Disclosure Statement (IDS) filed concurrently herewith.
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Requirements for Petition to Make Special Under Accelerated Examination - PreExamination Search (Item 8)
►

8(A)

Pre-Examination Search

The pre-examination search relies on two independent search reports by foreign patent
offices. One performed by the European Patent Office (EPO) on 16 April 2019 (report issued
25 April 2019) for EP priority application no. 18275163.6, and the other performed by the UK
Patent Office (UKIPO) on 28 March 2019 (report issued 29 March 2019) for UK patent priority
application no. 1816909.4.
❖

EPO Search Report

IPC Classification of the Invention:
B65D6/02, B65D8/00, B65D6/00, B65D13/02, B65D21/02, B65D1/02

Technical IPC Field of Search: B65D
CPC Class(es )/Subclass( es) Searched:
B65D7/02,

B65D11/02,

B65D11/10,

B65D13/02,

B65D21/0204,

B65D21/0205, B65D1/0223

❖

UKIPO Search Report

Worldvvide Search of Patent Documents Based on IPC Classification of the
Invention:
B65D

Database Searched:
EPODOC, WPI, INSPEC, Patent Fulltext

IPC Classification of Subclass and Subgroup:
Subclass: B65D
Subgroup: 0001/44, 0021/02
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►

8(B)

Search Directed to the Invention

The pre-examination search was directed to the claimed invention, encompassing all
the features of the claims and giving the claims their broadest reasonable interpretation.

►

8(C)

Search Directed to the Disclosure

No disclosed features that are unclaimed at this time are currently seen as features that
may be claimed later.

►

8(D)

Search Report from a Foreign Patent Office

Two independent search reports from two foreign patent offices are provided here as
the pre-examination search. Copies of the two search reports are attached herewith and listed
in the IDS. One performed by the European Patent Office (EPO) on 16 April 2019 (report
issued 25 April 2019) for EP priority application no. 18275163.6, and the other performed by
the UK Patent Office (UKIPO) on 28 March 2019 (report issued 29 March 2019) for UK patent
priority application no. 1816909 .4.

►

8(E)

Statement of Good Faith

All statements above in support of the petition to make special are based on a good faith
belief that the search was conducted in compliance with the requirements of this rule.

Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at rkm(aWlashPointIP.com or by phone at (516) 301-1649.
Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
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mail. I understand that a copy of such communications will be made ofrecord. [MPEP §502.03
II]

Respectfully submitted,

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345

Date: July 29, 2019
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:

§
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§
§
§
§
§
§
§
§
§
§

Stephen L. Thaler
Serial No.: 16/524,532
Filed: July 29, 2019
For:

FOOD CONTAINER

Examiner:

Group Art Unit:
Attorney Docket: 50567-4-01-US
Confirmation No.: 2644

Commissioner of Patents and Trademarks
Alexandria, VA 22313

ACCELERATED EXAMINATION SUPPORT DOCUMENT
Sir:
This accelerated examination support document (AESD) is provided in support of the
petition for accelerated examination filed herewith.
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Requirements for Petition to Make Special Under Accelerated Examination - AESD
(Item 9)

There are nine claims currently pending in the application. The claims read as follmvs.

1.

A food or beverage container comprising:

(a)

a generally cylindrical wall defining an internal chamber of the container, said
wall having interior and exterior surfaces and being of uniform thickness; and

(b)

a top and a base disposed at either end of said generally cylindrical wall;

wherein said wall has a fractal profile with corresponding convex and concave fractal
elements on corresponding ones of said interior and said exterior surfaces;
wherein said convex and said concave fractal elements fonn pits and bulges in said
profile of said ,vall; and
wherein said ,vall of the container is :flexible, permitting flexing of said fractal profile
thereof, said fractal profile of said wall permits coupling by inter-engagement of a
plurality of the containers together, and :flexibility of said wall permits disengagement
of said or any coupling of a plurality of the containers.

2.

The food or beverage container of claim 1, wherein at least some of said pits

and bulges each have heads and bases, wherein said heads are of a greater width than said bases
thereof.

3.

The food or beverage container of claim 1, wherein at least some of said pits

and said bulges have inter-engaging or corresponding shapes and sizes such that a bulge of one
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container can fit within a pit of an identical container, thereby to couple two containers
together.

4.

The food or beverage container of claim 3, wherein said pits and said bulges of

said two containers fit precisely within one another.

5.

The food or beverage container of claim 3, wherein said pits and said bulges of

said two containers fit partially within one another.

6.

The food or beverage container of claim 1, wherein two or more said containers

can be coupled together by an adhesive disposed between facing pits and bulges of adjacent
containers.

7.

The food or beverage container of claim 1, wherein said corresponding convex

and said concave fractal elements provide for increased surface area of both said interior and
said exterior surfaces of the container relative to a volume of said chamber.

8.

The food or beverage container of claim 1, wherein said wall is formed of a

material selected from the group consisting of: a metal, a plastic, and an elastomeric material.

9.

The food or beverage container of claim 1, wherein said wall is formed from a

flexible food product.
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►

References Deemed Most Closely Related:

9(A)

An Information Disclosure Statement (IDS) in compliance with 37 CFR 1.98 has been
filed herevvith citing each of references in the foreign search reports. The first two references
(marked w·ith an asterisk) were deemed most closely related to the subject matter of the claim.
❖

Sato et al. - *US5803301 (cited in EPO EESR "X" document)

❖

Eichmann - *DE10004386Al (cited in EPO EESR and UKIPO Search Report,
"X" document)

❖

"Snowflake Tealight Holder," My Gadgetlife -

Thingiverse; [online]

https://www.thingiverse.com/thing:3147335, 10 Oct. 2018 (cited in UKIPO
Search Report, "X" document)
❖

Documenta Praehistorica XXXI (2004) Ljubljana, D. Lubell, "Are land snails a
signature for the Mesolithic transition?", pages 1-24 (cited in UKIPO Search
Report, "X" document)

❖

Chen - *CN10293370A (cited as background technical art in UKIPO Search
Report, "A" document, not considered herein)

►

9(B)

Identification of Limitations Disclosed by References:
It is noted that instant independent claim 1 includes additional limitations than

those searched in the provided search reports in order to overcome the objections raised
therein as discussed in detail below in Section 9(C).
❖

Sato etal. (US5803301, hereinafter Sato '301):
With respect to claim 1 in the instant application, as cited below from the EPO
EESR referring to claim 1 therein, Sato '301 (referred to therein as Dl) recites
as follows.
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D 1 dlsdo~"'$ a fot.X1 or beverage co-1'11.afrie:r oompris-itilJ:
a w.aU defining an intsrnaJ d1amber of the corrtaioor\ the waU ha~ng ~ntarkl:r
and exterior SJffat..es and being of substa.ntiaH)'' uniform thfc!~J,eS§;
whffi'eln the w,aJ! has a fractal profile {:OOts ◊n the ~n~ of the ~l} wHh
1xi.rros~t1ding oonvtt( and concave iractm elements {ooe flg. 6) on
corresponding t:HH~s of the interior and e:Jderior r~riaiX¥s; an.ct
wherein th& ccnve:1i: and ooncave fra~l ~l:em~n=t$ ton-v. ~$ am:! bwges in the
prom.a of the wait

❖

Eichmann (DE10004386Al, hereinafter Eichmann '386):
With respect to claim 1 in the instant application, as cited below from the EPO
EESR referring to claim 1 therein, Eichmann '386 (referred to therein as D2)
recites as follows.

D2 discloses a conta~ner tlm wan of wnicch has a r-epei"l'ting pn:@e whleh
enables two such containers to o~ conn=ectoo iogethe~\ The subject-m~tter of

ctalm 1 differs from this known

contwmir in that the profUe ts fractat

Comp~red lo the prot!le of 02, this fr~.cta! profire does not appear to brinQ" any
additional toohn!ca.J efi\."civ !t has meref'Qre to oo considered a mere a!l~mati"a
to the profi§e: o,f 02. which the sklUed person would r.:hoow for nonvtec:hn}ca!
reasons,

With respect to claims 1-9 in the instant application, as cited below from the
UKIPO Search Report referring to claims 1, 3, 6, 7, and 9-12 therein, Eichmann

'386 (referred to therein as D2) recites as follavvs.
3,
D2 di~l(>~~ ~- coniain_er for r~)(:;,rl ~m1Jpd$i:nt ~ wall ~i:th £{)n~:e¾ -~ ~:o~""~
dem~n~ :fomi.iui pits tmd truls~ in the profile oft~ walL .~wgrarm [00121 d~~c-te,.~ that the
(,';,m fa roooe iJfmetaL DJ >l.11tidpme$ ~~r~ l. 3. 6, 7, &1d ~i to 1::L

❖

"Snowflake Tealight Holder" (hereinafter Snmvflake TH 2018):
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With respect to claims 1-9 in the instant application, as cited below from the
UKIPO Search Report referring to claims 1-12 therein, Snowflake TH 2018
(referred to therein as Dl) recites as follows.

2.
l)l dfaclo~~ a 30 µrint-t-+d ~n0"'-\11ak~ Cf)f\~fa,~ foJ:vlns. if!• w~n \'it<tt.h a fh!t.'Wl pmfHe and
oonvex and eom:~ve froot~tl d~nwnt:s formfog pit$ ~i hul1~ in. -~ pnillfo itf tlw W$lL T\W
SlK't!.\'iJak.:: f:tm.t~n~t hs Ct)ilS:id~red t() ~ m.it.ab!e fhr ooM.ing f(St,'<d. T~'f'U (ql~Vm~,t ,cq~-.-e.~
Wl.iuld lx1 ahfo- tc lmderro priaf oo~~mtl1it _ff plat~~ skt-e by side~ ~~~>eially if~ of tim
soowi1~es is up-side 4.}wn, Addit.kmru!y, mw ~f tlw 1,xm~i~"'rn. ~'6~hi he aw~ t{) ne'%t lm~ide
an(tther, Tbe ,contain~,~ fa mad:¢ i"R)m ~ m~em1! ~1t is ~1Jfl1c~.:ndy .tk~ible t~1 h1 laid flat~ .Th
3ee.n in tlw N.1,~·•wla,t< l\t/UZ.t}' pctcture, t)1 fa. th~f..tfore consi&m it} antkip..lt~ cUthm;. l t❖ l J,

❖

Documenta Praehistorica (hereinafter Ljubljana 2004):
With respect to claims 1 and 2 in the instant application, as cited below from
the UKIPO Search Report referring to claims 1 and 2 therein, ~jubljana 2004
(referred to therein as D3) recites as follows.

4,
[:Jl di~t.~ the k~ng hi~tl.~ of ~tmi bmd $~il§,, Laud $U.all.s ~ eat~n. d~~tly from
kif ~:h~H, whi~ l~ a ct)ntrut~~ with a ..~~n lut~ing $ ihtt:tal p«i:fUe '\\,1th t-"\Ont-'$'=\e and oonve~.
.fraetal ~lemf.•nts... 'J'h~fi.w~.. 03 ll~ltidpat~~ cl$hll:$ t }~ :t

With respect to instant claims 2-9, as cited below, the EPO EESR (referring to claims
2-7, 9-12, and 13 therein) states the following.
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Dapa-ndent claim~ 2, 3, 4, 5, 6, 7, S, 10, i 1 and 12 do not ~ r to ccmtmn
any additional features which, in oombin.atlor1 with the r~aturos of any dahn to
whieh they refer, ma~t the r~trir:ernent$ of the EPC wlth rospec't ro ~nvoowe
$lep, beooi.,~e the container or 02 has the ad.1it!on:at tecatures of claims 2, s,
6, 7, 10 a.4:d 1i {see tt!~ !igvres rn 02), W!<'tl· con~"lin:et:$ ot •02 can be guoo
together as ln claim s, arid 1he conta!ner of 02 !~ made of m~tai, as in ctakn
12. which is usually f!e:xible, as fn dalma 4 and 5. ID-.? to its U'l!m1es.s,
Claim a does not a:pp00r to ti1voive an invertUve step bet®~e a part.¾lf
nesting d®:$ n◊t a ~ r to bril1g any technical efret..~ as oomf,~ed to tne flil
nesting of D2.,

The comb~riat!on of the features of depen~1t ctaim 13 is n~ther- k,1:own from,
nor f~"lOOred obvious by, the avaUab!~ ptior art A new ~ndepe~nt cia.im
may be dra:ltoo to inciuoo thesfj leatums, ~rlng in mfr'ld mat the reatums

koown in combination in 02 ~100W oo pi.a~ in ttw
in accon:famoo with Rule •1$(1) EPC .

►

9(C)

preai~e of such a doom

Detailed Explanation of Patentability:

Eichmann '386 fails to at least teach or suggest a container wall having a fractal profile,
but rather a wall that has a very specific form with part-cylindrical abutment surfaces.
Furthermore, the wall does not have a uniform thickness but has portions 21 of double
thickness. Moreover, there is no disclosure of the container being flexible to provide for
coupling and m1-coupling in the manner provided for by claim 1 of the instant application.
Therefore, Eichmann '386 teaches mvay from the subject matter of claim 1.
Sato '301 is also not relevant to the claims because it discloses the formation of
projections on the inner surface of a resin layer that coats the inside surface of the metal wall
of the container. This is described, for example, at column 2, lines 45 and 46, the first paragraph
of the detailed description, of column 4, lines 52-60, and throughout the remainder of the
description. At column 5, lines 16 and 17, it is acknowledged that the inner resin layer varies
in thickness, while at column 6, lines 22-23 that the projections must have a dot shape, with
examples being given at column 8, lines 11-15, all of which are regular shapes, and cannot be
described as being fractal. Sato '301 is therefore not relevant to the claims of the instant
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application as it does not disclose a wall having a fractal profile with corresponding convex
and concave fractal elements on corresponding ones of the interior and exterior surfaces and
which form pits and bulges in the profile of the wall, or of any of the other features introduced
into claim 1.
Snowflake TH 2018 is a tealight holder in the shape of a snowflake w-hich has a frustoconicol form with a narrow base and a wider top. It is not described as being a food or beverage
container. Furthermore, having regard to instant claim 1 filed herewith, the snowflake tealight
holder does not have a generally cylindrical form with a top or a base either end of the general
cylindrical wall, nor is there disclosure that the wall is flexible to permit coupling and decoupling of a variety of containers together. The tealight holder differs materially from the
subject matter of the claims, and there is no reason to suggest that the person skilled in the art
would have contemplated modifying the snowflake tealight holder in a manner as to approach
a container having the structure specified in instant claim 1.
Ljubljana 2004 is not described as being a food or beverage container, and thus is not
relevant.

It is further noted that fractal geometry is a well-known term of the art. In conjunction
with the specification, particularly on page 5, it is explained that the wall is provided with
fractal elements, meaning elements having fractal geometry, which together create a wall with
a fractal profile. Thus, a person skilled in the art would have no difficulty understanding such
wording.
Applicant would like to point out that this art was re-exan1ined by the UKIPO
Examiner, who decided on the basis of claims of the same scope as those of the instant US
application that the art was no longer pertinent, and withdrew all objections against the
application, as confim1ed by the UKIPO Official Communication of 12 July 2019. A copy of
the 12 July 2019 UKIPO communication is being filed concurrently with tl1is AESD.
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►

9(D)

Concise Statement of Utility:

The invention as claimed has utility in that it provides a fractal container for use, for
example, for holding food or beverages. The invention as claimed has further utility in enabling
multiple containers to be coupled together by inter-engagement of pits and bulges on
corresponding ones of the containers. The container profile also improves grip, as well as heat
transfer into and out of the container.

►

9(E)

Showing of Support under 3 5 USC 112, First Paragraph:

Support in the disclosure under 35 USC 112, first paragraph, is found at least in Figures
1-9 of the instant application and the corresponding related text in the specification, wherein
the fractal profile recited in claim 1 and the coupling together of multiple containers by interengagement of pits and bulges are disclosed, corresponding to the limitations recited in instant
claims 1-9.

►

9(F)

Identification ofReferences Disqualified as Prior Art under 35 USC 103(c):

None of the cited references are disqualified as prior art under 35 USC 103(c).

Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at rkm@FlashPointIP.com or by phone at (516) 301-1649.
Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. I understand that a copy of such communications will be made ofrecord. [MPEP §502.03
II]
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Respectfully submitted,

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345
Date: July 29, 2019
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:

§
§
§
§
§
§
§
§
§
§
§
§

Stephen L. Thaler
Serial No.:

16/524,532

Filed:

July29,2019

For:

FOOD CONTAINER

Examiner:

Group Art Unit:
Attorney Docket: 50567-4-01-US
Confirmation No.: 2644

Commissioner of Patents and Trademarks
Alexandria, VA 22313

STATEMENT ON INVENTORSHIP
Sir:
The following inventorship statement is being submitted to assist in clarifying the status
of inventorship as it relates to the instant invention. The unique aspects under which the instant
invention was conceived prompted the inclusion of such statement in order to explain that the
inventor of the subject matter of the instant invention of the present application is an AI
machine, being a type of "creativity machine" named "DABUS" as indicated, inter alia, in the
Application Data Sheet (ADS). The following statement explains the nature of DAB US, and
why it should be named as the inventor in the present application. In addition, such
considerations directly pertain to the Substitute Statement and recordation of Assignment filed
herewith the application submission.
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A machine called "DABUS" conceived of the instant invention.
The instant invention was generated by a specific machine called "DABUS" - a type
of "Creativity Machine." A Creativity Machine is a particular type of connectionist artificial
intelligence. Such systems contain a first artificial neural net\vork, made up of a series of
smaller neural networks, that has been trained with general information from various
knowledge domains. This first netvvork generates novel ideas in response to self-perturbations
of connection weights between neurons and component neural nets therein. A second "critic"
artificial neural network monitors the first neural network for new ideas, and identifies those
ideas that are sufficiently novel compared to the machine's pre-existing knowledge base. The
critic net also generates an effective response that in tum injects/retracts perturbations to
selectively form and ripen ideas having the most novelty, utility, or value.
In the case of the instant invention, the machine only received training in general
knowledge in the field, and proceeded to independently conceive of the invention, and to
identify it as novel and salient. If similar training had been given to a human student, the student
rather than the trainer would meet the inventorship criteria as inventor.
In some instance of machine invention, a natural person might qualify as an inventor
by virtue of having exhibited inventive skill in developing a program to solve a particular
problem, by skillfully selecting data to provide to a machine, or by identifying the output of a
machine as inventive. However, in the present case, DABUS was not created to solve any
particular problem, nor was trained on any special data relevant to the instant invention. The
machine rather than a person identified the novelty and salience of the instant invention.
A detailed description of how DABUS and a Creativity Machine functions is available
in, among others, the following US patent publications: 5,659,666; 7,454,388 B2; and
2015/0379394 Al.
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Inventorship should not be restricted to natural persons. A machine that would meet
inventorship criteria ifit were a natural person should also qualify as an inventor.
No United States law explicitly prohibits protection for autonomous machine
inventions.
However, inventorship is restricted to "individuals" under, e.g., 35 U.S.C. § 100(:f)
(1952) ("The term 'inventor' means tl1e individual or, if a joint invention, the individuals
collectively who invented or discovered the subject matter of the invention.").
The restriction of inventorship to individuals was intended to prevent corporate
inventorship. It ,vas not the result of seriously considering autonomous machine invention, and
should not therefore prohibit subsistence of intellectual property rights ,vhere there is no natural
person who qualifies as an inventor. See Karl F. Milde, Jr., Can a Computer Be an "Author" or
an "Inventor"?, 51 J. PAT. OFF. SOC'Y 378,379 (1969). ("The closestthatthe Patent Statute
comes to requiring that a patentee be an actual person is in the use, in Section 101, of the term
'whoever.' Here too, it is clear from the absence of any further qualifying statements that the
Congress, in considering the statute in 1952, simply overlooked the possibility that a machine
could ever become an inventor.")
The output of autonomously inventive machines should be patentable if it meets the
requirements of patentability set out in law. The primary purpose of patent law is to incentivize
innovation,

together

with

incentivizing

the

disclosure

of

information,

and

tl1e

commercialization and development of inventions. Allowing patents for machine output
incentivizes the development of inventive machines, which ultimately promotes innovation. To
the extent that patents are incentivizing commercialization and disclosure of information, there
is no change in this function between a human and a machine-generated invention. Failure to
pem1it patent protection for the output of autonomously inventive machines threatens to
undermine the patent system by failing to encourage the production of socially valuable

3
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inventions. This will be particularly important as artificial intelligence becomes more
sophisticated and likely a standard part of future industrial research and development.
Clarifying now that patents are available for the output of autonomously inventive machines
would provide certainty to businesses and innovators.
Patent law also protects the moral rights of human inventors; acknowledging machines
as inventors would facilitate this function. At present, individuals are claiming inventorship of
autonomous machine inventions under circumstances in which those persons have not
functioned as inventors. See Ryan Abbott, I I7'zink, Therefore I Invent: Creative Computers and
the Future of Patent Law, 54 B. C. L. Rev. 1079-1126 (2016). Failing to appropriately
acknowledge inventive activity by machines weakens moral justifications for patents by
allowing individuals to take credit for work they have not done. It is not unfair to machines
who have no interest in being acknowledged, but it is unfair to other human inventors because
it devalues their accomplishments by altering and diminishing the meaning of inventorship.
This could equate the hard work of creative geniuses with those simply asking a machine to
solve a problem or submitting a machine's output. By contrast, acknowledging machines as
inventors ,vould also acknowledge the work of a machine's creators.

An "autonomous machine invention" should be assigned to the owner of the machine.

Machines should not own patents. They do not have legal personality or independent
rights, and cannot own property.
The machine's owner should be the default owner of any intellectual property it
produces and any benefits that would otherwise subsist in an inventor who is a natural person.
This is most consistent with current ownership norms surrounding personal property (including
both machines and patents).
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In the instant application, we submit that DABUS should be acknowledged as the
inventor of any resultant patents, with Stephen Thaler, the machine's owner, as the applicant
and assignee of any such patents.

Stephen Thaler is prevented from listing himself as the inventor for the instant application.
Stephen Thaler, the creator of DAB US, is prohibited from listing himself as an inventor
for the instant application because he has not contributed to the conception of the instant
invention. DAB US performed what is traditionally considered the mental part of the inventive
act. Based on DABUS's results, a skilled person could have reduced the invention to practice.
Inaccurately listing himself as an inventor could subject Dr. Thaler to criminal sanctions. 18

U.S.C. 1001.
The Office presumes that the named inventor in an application is the actual inventor.
See MPEP §2137.01.

If a machine cannot be an inventor, the first person to recognize the inventive nature of
autonomous machine input may qualifv as an inventor.

It has been argued that a natural person may claim inventorship of an autonomous
machine invention even in situations in which that person ,vas not involved in the development
or operation of a machine by virtue of recognizing the relevance of a machine's output. This
approach is questionable in cases in which the natural person has not made an inventive
contribution to the disclosed invention in the accepted meaning of the term.
In some cases, recognition of the inventive nature of a computer's output may require
significant skill, but in others, the nature of inventive output may be obvious. In the present
case, DAB US identified the novelty of its avvn idea before a natural person did.
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Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at rkm@FlashPointIP.com or by phone at (516) 301-1649.
Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. I understand that a copy of such communications will be made ofrecord. [MPEP §502.03
II]

Respectfully submitted,

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345

Dr. Ryan B. Abbott
Attorney for Applicant
Registration No. 68,178
Date: July 29, 2019
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Doc Code: PET.SPRE.ACX
Doc Description: Petition for 12-month Accelerated Exam

PTO/SB/28 (07-09)
Approved for use through 09/30/2017. 0MB 0651-0059
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid 0MB control number.

PETITION TO MAKE SPECIAL UNDER ACCELERATED EXAMINATION PROGRAM
Attorney Docket
Number

I 50567-4-01-US

Application Number (if Known)

First Named
Inventor

I [DABUS] [Al generated invention]

16/524,532

I FOOD CONTAINER

Title of
Invention

APPLICANT HEREBY PETITIONS TO MAKE THE ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE
REVISED ACCELERATED EXAMINATION PROGRAM. See Instruction sheet on page 3.

1.

2.

Claims of the application:
a. The application must contain three (3) or fewer independent claims and twenty (20) or fewer total claims. The
application may not contain any multiple dependent claims.

b.

Applicant hereby agrees not to separately argue the patentability of any dependent claim during any
appeal in the application. Specifically, the applicant agrees that the dependent claims will be grouped together
with and not argued separately from the independent claim from which they depend in any appeal brief filed in
the application (37 CFR 41.37(c)(1)(vii)).

c.

The claims must be directed to a single invention.

Interviews:
Applicant hereby agrees to have (if requested by examiner):
a. An interview (including an interview before a first Office action) to discuss the prior art and any potential
rejections or objections with the intention of clarifying and possibly resolving all issues with respect to
patentability at that time, and
b.

3.

A telephonic interview to make an election without traverse if the Office determines that the claims are not
obviously directed to a single invention.

Preexamination Search Statement and Accelerated Examination Support Document:
With this petition, applicant is providing: a preexamination search statement, in compliance with the requirements
set forth in item 8 of the instruction sheet, and an "accelerated examination support document" that includes:
a. An information disclosure statement in compliance with 37 CFR 1 .98 citing each reference deemed most
closely related to the subject matter of each of the claims;
b.

For each reference cited, an identification of all the limitations of the claims that are disclosed by the
reference specifying where the limitation is disclosed in the cited reference;

c.

A detailed explanation of how each of the claims are patentable over the references cited with the
particularity required by 37 CFR 1.111 (b) and (c);

d.

A concise statement of the utility of the invention as defined in each of the independent claims (unless the
application is a design application);

e.

An identification of any cited references that may be disqualified as prior art under 35 U.S.C. 103(c) as
amended by the CREA TE act; and

f.

A showing of where each limitation of the claims finds support under the first paragraph of 35 U.S.C.
112 in the written description of the specification. If applicable, the showing must also identify: (1) each means(or step-) plus-function claim element that invokes consideration under 35 U.S.C. 112, 'lf6; and (2) the structure,
material, or acts that correspond to any means- (or step-) plus-function claim element that invokes
consideration under 35 U.S.C. 112, 'lf6. If the application claims the benefit of one or more applications under
title 35, United St ates Code, the showing must also include where each limitation of the claims finds support
under the first paragraph of 35 U.S.C. 112 in each such application in which such support exists.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by
35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This form is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. If you need assistance in completing the form, call

1-800-PTO-9199 and select option 2.
EFS Web 2.2.20
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Doc Code: PET.SPRE.ACX
Doc Description: Petition for 12-month Accelerated Exam
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PETITION TO MAKE SPECIAL UNDER ACCELERATED EXAMINATION PROGRAM
(Continued)
Attorney Docket
Number

I 50567-4-01-US

First Named

I Inventor

I [DABUS] [Al generated invention]

Attachments:

a.

Accelerated Examination Support Document (see item 3 above).

b.

A statement, in compliance with the requirements set forth in item 8 of the instruction sheet, detailing the preexamination
search which was conducted.

C.

Information Disclosure Statement.

d.

□

Other (e.g., a statement that the claimed subject matter is directed to environmental quality, energy, or
countering terrorism (37 CFR 1.102(c)(2)).

Fees: The following fees must be filed electronically via EFS or EFS-Web:

a.

The basic filing fee, search fee, examination fee, and application size fee (if required) under 37 CFR 1.16.

b.

Petition fee under 37 CFR 1.17(h) - unless the petition is filed with a showing under 37 CFR 1.102(c)(2).

Signature:

llml~

Click Remove if you wish to remove this signatory
Signature

/Reuven K. Mouallem/

Date

2019-07-29

Name
(Print/Typed)

Reuven K. Mouallem

Registration
Number

63345

Click Add if you wish to add additional signatory
Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 37 CFR 1.33 and 10. 18. Please
see 37 CFR 1.4(d) for the fonn of the signature.
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Doc Code: PET.SPRE.ACX
Doc Description: Petition for 12-month Accelerated Exam
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U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid 0MB control number.

Instruction Sheet Petition to Make Special Under the Accelerated Examination
A grantable petition must meet the following conditions:
1. The petition to make special under the accelerated examination program must be filed with the application and accompanied by the
fee set forth in 37 CFR 1.17(h) or a statement that the claimed subject matter is directed to environmental quality, energy, or
countering terrorism.
2. The application must be a non-reissue utility or design application filed under 35 U.S.C. 111 (a).
3. The application must be filed electronically using the Office electronic filing system (EFS) or EFS-Web.
4. The application must be complete under 37 CFR 1.51 and in condition for examination on filing. For example, the application must be
filed together with the basic filing fee, search fee, examination fee, and application size fee (if applicable), and an oath or declaration
under 37 CFR 1.63.
5. The application must contain three (3) or fewer independent claims and twenty (20) or fewer total claims. The application may not
contain any multiple dependent claims. The petition must include a statement that applicant will agree not to separately argue the
patentability of any dependent claim during any appeal in the application. Specifically, the applicant is agreeing that the
dependent claims will be grouped together with and not argued separately from the independent claim from which they depend in any
appeal brief filed in the application (37 CFR 41.37(c)(1)(vii)).
6. The claims must be directed to a single invention. The petition must include a statement that applicant will agree to have a
telephonic interview to make an election without traverse in a telephonic interview if the Office determines that all the claims are not
directed to a single invention.
7. The petition must include a statement that applicant will agree to have an interview (including an interview before a first Office action)
to discuss the prior art and any potential rejections or objections with the intention of clarifying and possibly resolving all issues with
respect to patentability at that time.
8. At the time of filing, applicant must provide a statement that a preexamination search was conducted, including an identification of
the field of search by United States class and subclass and the date of the search, where applicable, and, for database searches, the
search logic or chemical structure or sequence used as a query, the name of the file or files searched and the database service, and
the date of the search.
a. This preexamination search must involve U.S. patents and patent application publications, foreign patent documents, and nonpatent
literature, unless the applicant can justify with reasonable certainty that no references more pertinent than those already
identified are likely to be found in the eliminated source and includes such a justification with this statement.
b. This preexamination search must be directed to the claimed invention and encompass all of the features of the independent claims,
giving the claims the broadest reasonable interpretation.
c. The preexamination search must also encompass the disclosed features that may be claimed, in that an amendment to the claims
(including any new claim) that is not encompassed by the preexamination search will be treated as non-responsive and will not be
entered.
d. A search report from a foreign patent office will not be accepted unless the search report satisfies the requirements set forth above.
e. Any statement in support of a petition to make special must be based on a good faith belief that the preexamination search was
conducted in compliance with these requirement. See 37 CFR 1.56 and 10.18.
9. At the time of filing, applicant must provide in support of the petition an accelerated examination support document that includes:

a. An information disclosure statement in compliance with 37 CFR 1.98 citing each reference deemed most closely
related to the
subject matter of each of the claims;
b. For each reference cited, an identification of all the limitations of the claims that are disclosed by the reference specifying
where the limitation is disclosed in the cited reference;
c. A detailed explanation of how each of the claims are patentable over the references cited with the particularity required by 37
CFR 1.111(b) and (c);
d. A concise statement of the utility of the invention as defined in each of the independent claims (unless the application is a
design application);
e. An identification of any cited references that may be disqualified as prior art under 35 U.S.C. 103(c) as amended by the CREATE
act; and
f. A showing of where each limitation of the claims finds support under the first paragraph of 35 U.S.C. 112 in the written
description of the specification. If applicable, the showing must also identify; (1) each means- (or step-) plus-function claim
element that invokes consideration under 35 U.S.C. 112, 1f6; and (2) the structure, material, or acts that correspond to any means(or step-) plus-function claim element that invokes consideration under 35 U.S.C. 112, 1f6. If the application claims the benefit of
one or more applications under title 35, United States Code, the showing must also include where each limitation of the claims
finds support under the first paragraph of 35 U.S.C. 112 in each such application in which such support exists.
For more information, see notice "Changes to Practice for Petitions in Patent Applications to Make Special and for Accelerated
Examination" available on the USPTO web site at http://www.uspto.gov/web/office s/pac/dapp/ogsheet.html
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Privacy Act Statement

The Privacy Act of 197 4 (P .L. 93-579) requires that you be given certain information in connection with your submission of the attached form related to
a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be advised that: (1) the general authority for the collection
of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is
used by the U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your submission, which may result
in termination of proceedings or abandonment of the application or expiration of the patent.
The information provided by you in this form will be subject to the following routine uses:
1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act (5 U.S.C. 552) and
the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the Department of Justice to determine whether
the Freedom of Information Act requires disclosure of these records.

2.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a court, magistrate, or
administrative tribunal, including disclosures to opposing counsel in the course of settlement negotiations.

3.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request involving an
individual, to whom the record pertains, when the individual has requested assistance from the Member with respect to the subject matter of
the record.

4.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for the information in
order to perform a contract. Recipients of information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

5.

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records may be disclosed, as
a routine use, to the International Bureau of the World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

6.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of National Security review
(35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

7.

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or his/her designee,
during an inspection of records conducted by GSA as part of that agency's responsibility to recommend improvements in records
management practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the
GSA regulations governing inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure
shall not be used to make determinations about indivi duals.

8.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the application pursuant
to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to public inspections or an issued
patent.

9.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law enforcement agency, if the
USPTO becomes aware of a violation or potential violation of law or regulation.
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Electronic Patent Application Fee Transmittal
Application Number:

16524532

Filing Date:

Title of Invention:

FOOD CONTAINER

First Named Inventor/Applicant Name:

[DABUS] [Invention generated by artificial intelligence]

Filer:

Reuven Khedhouri Mouallem

Attorney Docket Number:
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Filing Fees for Utility under 35 USC 111 (a)

Description

Fee Code
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PETITION FEE-37CFR l .17(G)(GROUPII)
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File Name
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APPLICATION FOR PATENT

Title:

5

FOOD CONTAINER

CROSS REFERENCE TO RELATED APPLICATIONS
This patent application claims priority under 35 USC §119(a)-(d) and (f), §172,
§365(a) and (b), §386(a) and (b), and/or 37 USC CFR 1.55 to UK Patent Application No.
1816909.4, filed October 17, 2018, and European Patent Application No. 18275163.6, filed
October 17, 2018, which are hereby incorporated by reference in their entirety.

FIELD AND BACKGROUND OF THE INVENTION
The present invention relates to a food container suitable for both liquid and solid
food products.
The packaging industry is well developed throughout the industrialised world and is
15

subject to general norms and practices. On the whole, in the case of food or beverage
packaging, this needs to be able to hold food or beverages in a food safe and hygienic
condition, and to withstand storage and transportation; specifically to provide physical and
barrier protection to tl1e contents, to prevent contamination and agglomeration, to provide
security including tamper control, and to be convenient. In recent years, there have been

20

moves to reduce the amount of packaging material used and also to focus on more
environmentally friendly packaging, such as by use of recyclable and biodegradable
materials. Lightweighting is a concept that has been prevalent in the industry for some time,
which aims to reduce the amount of packaging material utilised, its weight and also the
energy required for its manufacture.
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2

In the case of packaging for liquid or other flowable materials, it is common to use
bottles, cans, cartons, bags and the like. Generally, such packaging has either a generally
cylindrical form, such as a drinks can or bottle, or a cuboidal form, such as milk or juice
cartons of the type commonly sold under the ElopakTM or Tetra PakTM brands. This
5

packaging is typically constituted by a smooth walled structure, often of multi-layered form,
which minimises surface area and optimises the usable volume of the packaging. The
contents of the packaging are often relied upon to maintain the form and integrity of the
packaging, particularly during transportation and storage. For instance, a beverage container
will often rely on the pressure of the beverage within the container to keep the container in

IO

its original shape. This enables the walls of the container to be made very thin, to the point
that often once the container has been opened the walls become flimsy and are easy to
collapse.
Food products are often sold in multiple units, such as cans and bottles, in which case
it is common to tie these together with additional packaging, such as a sleeve, ring or yoke.

15

This additional packaging also serves to stop individual packages from falling loose during
transportation or storage, thereby reducing spoilage. However, such additional packaging
adds further cost, both monetary and environmental.
The smooth nature of such packaging reduces a person's grip and it is not uncommon,
particularly for large packages, for a person to struggle to handle the package without

20

squashing it and causing spillage of the contents. This is particularly the case with large
plastics drinks bottles.

SUMMARY
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3

The present invention seeks to provide an improved container for food products. The
invention is particularly suitable for, but not limited to, containers for liquids, such as
beverages, and other flowable products.
According to an aspect of the present invention, there is provided a food or beverage
5

container comprising: a wall defining an internal chamber of the container, the wall having
interior and exterior surfaces and being of substantially uniform thickness; wherein the wall
has a fractal profile with corresponding convex and concave fractal elements on
corresponding ones of the interior and exterior surfaces; and vvherein the convex and concave
fractal elements form pits and bulges in the profile of the wall.
The present invention provides a food or beverage container having a container wall
of different fom1 than known in the art. The form taught herein provides a number of
practical advantages over known packaging products.
Preferably, at least some of said pits and bulges have heads of a greater width than
bases thereof.

15

Advantageously, the fractal profile of the wall permits coupling by inter-engagement
of a plurality of said containers together. This feature can provide a number of practical
advantages, including being able to do away with separate and additional tie elements to
hold together a plurality of containers, as is necessary with currently available packages that
rely on sleeves or yokes.

20

Preferably, the wall of the container is flexible, thereby permitting flexing of the
fractal profile thereof. The flexibility of the wall permits disengagement of containers
coupled together, by appropriate squashing of one or more of the containers to alter the
fractal shape of the containers at the point of inter-engagement.
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4

Advantageously, the corresponding convex and concave fractal elements provide for
increased surface area of both the interior and exterior surfaces of the container relative to a
volume of the chamber. An increased surface area can assist in the transfer of heat into and
out of the container, for example for heating or cooling the contents thereof.
5

In preferred embodiments, the container is generally cylindrical. It may have other
shapes in other embodiments, such as generally spherical, oval and so on.
The container wall may be formed of metal, plastics, elastomeric material or glass.
It may also be made from flexible or potentially flexible food products.
The fractal fonn of the container wall can also contribute to improved holding of the

IO

container, whereas known packages with a smooth surface can be slippery particularly when
wet such as when condensation forms on the outside as a result of the contents being cold.
It is to be understood that although the main focus of this disclosure is to a food or
beverage container, the teachings are not limited to such applications and could be used for
containers for a wide variety of other uses.

15

BRIEF DESCRIPTION OF THE DRAWINGS
Embodiments of the present invention are described below, by way of example only,
in vvhich:
Figure 1 is a schematic view in axial cross-section of a container according to an
20

embodiment of the present invention;
Figures 2 and 3 are schematic axial partial cross-sectional views of an embodiment
of two fractal containers in the process of being coupled together;
Figures 4 and 5 are schematic axial partial perspective views of the two fractal
containers of Figures 2 and 3 in the process of being coupled together;
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Figure 6 shows various views of another embodiment of fractal container;
Figures 7 to 9 show the coupling and uncoupling of two containers as per the
embodiment of Figure 6; and
Figures 10 and 11 show, respectively, the coupling together of two further
5

embodiments of fractal container.

DESCRIPTION OF THE ILLUSTRATIVE EMBODIMENTS
The description that follmvs and its accompanying drmvings disclose in broad terms
IO

the teachings herein. Elements that are common in the art are omitted for the sake of clarity,
such as but not limited to the specific materials that the container may be made of, typical
volumes for the container and so on. Furthermore, the drawings are not to scale.
The concept disclosed herein makes use of a fractal profile for the wall of the
container, which has been found to provide a number of advantageous characteristics vvhen

15

applied to a container particularly for food and beverage products. The skilled person will
appreciate that the profile of the wall will not be of pure fractal form but will have a form
dictated by practical considerations such as the minimum practical or desirable size of its
fractal components. Nevertheless, the relationship between elements of the profile is fractal
in nature. In practical embodiments, the fractal container may exhibit a fractal interpretation

20

over two or more size scales.
Referring to Figure 1, this shows in schematic form a transverse cross-sectional view
of an embodiment of container 10 for use, for example, for beverages. The container has a
wall 12 with an external surface 14 and an internal surface 16. Wall 12 has a substantially
uniform thickness.
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As with known containers, especially for food products, wall 12 is preferably made
of a food safe material or otherwise provided with a food safe inner lining. For this purpose,
and as known in the art, the wall may be a single layer material or may be made as a laminate
of different materials. The \Vall may be made of or comprise a plastics material, a metal or
5

metal alloy, an elastomeric material, and may even be made of glass. It is also envisaged that
in some embodiments the wall may be made from flexible or potentially flexible food
product (for example pasta, dough, licorice and so on).
Wall 12 has a fractal profile vvhich provides a series of fractal elements 18-28 on
interior and exterior surfaces 14, 16. It is to be understood that fractal elements 18-28 have

IO

fractal characteristics within practical considerations determined for example by the limits
of the chosen manufacturing/forming process, the material chosen for wall, the thickness the
wall and so on. In practice, fractal elements 18-28 will typically reach a minimum practical
dimension determined by such constraints.
Fractal elements 18-28 of the wall create, as a result of wall 12 having a generally

15

uniform thickness, a series of pits 40 and bulges 42 in the profile of the wall, in which a pit
40 as seen from one of exterior or interior surfaces 12 or 14 forms a corresponding bulge 42
on the other of exterior or interior surfaces 12 or 14, and vice versa. This characteristic is
exhibited both on a large scale, for instance with pits 40 and bulges 42 identified by the
reference numerals in Figure 1, but also with the smaller ones of fractal elements 18-28. The

20

pits 40 and bulges 42 could be described as opposite images of one another on exterior 14
and interior 16 sides of walls 12. Repeating features (for instance pits and bulges) across a
variety of scales creates the fractal form or profile on the container surfaces. The fractal
profile may extend across the entire area of the container surfaces or only over selected
surfaces or surface portions. Thus, the fractal profile may in some embodiments extend over
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7

the entire container, while in other embodiments the majority of the container can be smooth
with only the contact areas bet\veen containers having fractal formations.
It will be appreciated that Figure 1 is an axial cross-sectional view only. Fractal
elements 18-28 may in some embodiments extend in linear fashion along the length of wall
5

12, but in other embodiments elements 18-28 may be of pure fractal form of a type akin, so

to speak, to cauliflower or broccoli florets, so as to create an array of distinct nodules, both
circumferentially and also longitudinally along \Vall 12.
Container 10 may be of generally cylindrical form, such that the cross-section shmvn
in Figure 1 extends into and/or out of the plane of the paper. In such embodiments, container
IO

10 will include a top and a base, typically of any type known in the art. In other embodiments,

container 10 may have any suitable non-cylindrical fom1, exan1ples of which the person
skilled in the art will be familiar with.
Container 10 of this embodiment, and of the other embodiments described and
contemplated herein, provides a number of practical advantages. One such advantage can be
15

seen with reference to the embodiment shown in Figures 2 to 5.
Referring first to Figures 2 and 3, these are axial cross-sectional views of two
containers 100, 110 similar to the view of Figure 1 but in which only a part of the
circumference of the wall of each container can be seen. Each container 100, 110 has, as
with the embodiment of Figure 1, a wall 12 having exterior 14 and interior 16 surfaces and

20

fractal elements 18-28 formed in the wall and present in the exterior and interior surfaces
14, 16.

Containers 100, 110 have the same shapes and fractal profiles, which are also
symmetrical as \vill be apparent from the Figures. This correspondence in shapes enables
pits 40 and corresponding bulges 42 in the walls of two containers 100, 110 to engage into
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one another so as to interlock along a portion of their circumferences, as can be seen in
particular in Figure 3. In this embodiment, pits 40 and bulges 42 have the same, but opposite,
shapes such that they are able to fit snugly into one another. This can be achieved, in some
embodiments, by creating two identical fractal sheets and curving them in opposite
5

directions such that one surface of one the sheet becomes the outer surface of one container
and the same surface of the other sheet becomes the inner surface of the other container.
Furthermore, in the embodiments of Figure 1 to 3, pits 40 and bulges 42 have what
could be described as enlarged heads with narrower neck portions, in which the fractal
elements extend to a smaller width or diameter d at or close to their bases compared to a

IO

larger width or dimeter D further from their bases. This characteristic of enlarged heads may
be prevalent in all of pits 40 and bulges 42 but in other embodiments may be exhibited in
only a portion of the fractal formations in ,,vall 12.
As can be seen in Figure 3 in particular, the coupling of two containers 100, 110
occurs, in this example, because the containers have a generally curving or rounded form, in

15

which case the containers will only touch, and inter-engage, at their tangents.
In other embodiments that have different general overall shapes, such as square or
polygonal, the coupling of the fractal formations of two containers may occur across an
entire side wall or a portion of one or more of the side walls of the containers.
\Vhen used for packaging, this characteristic enables multiple containers to be

20

coupled together without the need for any other tie mechanism of the types commonly used
in the art. In other words, two or more containers 100, 110 may be joined together solely by
inter-engagement of some of the fractal formations of container walls 12. The containers
need not have tessellating shapes, as it is only necessary for one or more of the fractal
formations of each of the containers to inter-engage in order to achieve coupling.
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Figures 4 and 5 show a view of another embodiment similar to that of Figures 2 and
3, in which the fractal formations of containers 100, 110 extend generally linearly for at least
a short distance longitudinally, in other words in two-dimensional manner rather than in a
three-dimensional manner as a floret would. In this embodiment, the same fractal elements
5

of containers 100, 110 shown in Figures 4 and 5 will inter-engage longitudinally along their
length, and if they extend along the entire length of the containers they will then inter-engage
equally along the length of the containers. In the case of three-dimensional fractal elements,
of what could be described as floret form, inter-engagement of two or more containers along
a tangent thereof will involve the coupling of multiple fractal formations along the lengths

IO

of the containers.
The containers can be uncoupled by squeezing containers 100,110, for example from
either side of the coupling zone, to cause engaged pits 40 and bulges 42 to deform and open
out. A user can in this manner separate containers 100, 110 with relative ease.
Referring now to Figure 6, this shows another embodiment of a fractal container 200

15

having a fractal form similar to that of the embodiments of Figures 1 to 5. In this
embodiment, the fractal formations extend in linear manner along the length of container
200, as can be seen in particular in the perspective view of Figure 6. Container 200 can have

any of the characteristics described elsewhere herein.
With reference to Figure 7, in this embodiment pits 240 and bulges 242 are not the
20

same shape or size to fit one within the other precisely, as is the case with the embodin1ents
shown in Figures 2 to 5. Nevertheless, pits 240 and bulges 242 are still able to engage
partially, as vvill be apparent in the Figure. The two containers can be tied to one another by
adhesive posited into an interstice or pocket 244 between partially engaged pits 240 and
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bulges 242. More than two containers may be coupled together in this manner, in a fully or
partially tessellating manner depending upon the shapes of the containers.
Containers 200 can be separated from one another by applying pressure to one or
both of the containers, as shmvn In Figure 8. In the example sho\vn in this Figure, the
5

pressure may be applied diametrically opposite adhesive coupling 244, as per the arrow in
the Figure. This pressure will cause deformation of walls 12 of the containers and, as a
consequence, apply shear stress (and typically also compressive and tensile forces) to the
adhesive in pocket 244, which will break or loosen. It will be appreciated that the containers
could be squeezed from other directions and achieve the same result.
Once the adhesive coupling has been released, the containers 200 can be separate
from one another as shown in Figure 9.
Referring no\v to Figure 10, this shmvs in schematic form partial wall profiles oft\vo
fractal containers 300, 300' according to another embodiment of the present invention. In
this embodiment, the wall has what could be described as a fractal random walk profile, with

15

zig-zag wall elements of different lengths li-ln.
The two container profiles 300, 300' preferably have substantially identical reversed
or replicated profiles in at least a part of their extent, such that they can couple together in a
precise nesting arrangement, as shmvn in Figure 1OB. The t\vo fractal elements 300, 300'
can thus be coupled together, typically by a combination of mechanical inter-engagement

20

and friction. The skilled person will appreciate that in this embodiment, as with the following
embodiment shown in Figure 11, the profile does not include any fractal elements having
bulges or pits with enlarged heads, as occurs with the embodiments of Figures 1 to 9,
although it is not excluded that in some embodiments they may have such characteristics.
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Figure 11 shows another example, in which the profiles of the tvrn containers 400,
400' only partially nest one into the other. It will be appreciated that the degree of coupling

of the containers together can be altered by adjusting the fractal profiles of the two interengaging surfaces to one another.
5

In the preferred embodiments, the lengths h-ln of the zig-zag wall elements are
advantageously determined as statistical fractals whose dimensions may be tuned via random
walk parameters to optimize the interlocking of two or more fractal containers. Bonding
between containers can be relatively strong with an increased number and size of capture
points and weaker with fewer capture points.
In the embodiments of Figures 10 and 11, inter-engagement can be provided by the
profiles themselves and optionally, as per the above described embodiments, assisted by the
use of adhesive between adjacent containers.
The forms of container disclosed herein provide a number of other advantages in
addition to an increased ability to couple multiple containers together.

15

First, the fractal nature of the outer surface of the container provides a better grip of
the container compared to a container having a smooth outer surface. This can be
advantageous particularly with larger or heavier containers, in respect of which a good grip
can be obtained with less holding pressure on the container wall.
Moreover, the corresponding convex and concave fractal elements provide for

20

increased surface area of both the interior and exterior surfaces of the container relative to a
volume of the chamber. This can be useful in increasing the heat transfer characteristics of
the container, for instance to cool or heat its contents.
The skilled person will appreciate that the teachings herein can provide other
advantages and characteristics not exhibited in containers known in the art.
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While the present invention has been described with respect to a limited number of
embodiments, it will be appreciated that many variations, modifications, equivalent
structural elements, combinations, sub-combinations, and other applications of the present
invention may be made.
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WHAT IS CLAIMED IS:

1.

A food or beverage container comprising:

(a)

a generally cylindrical wall defining an internal chamber of the container,
said wall having interior and e~'terior surfaces and being of uniform
thickness; and

(b)

a top and a base disposed at either end of said generally cylindrical wall;

wherein said wall has a fractal profile ,cvith corresponding convex and concave fractal
elements on corresponding ones of said interior and said exterior surfaces;
wherein said convex and said concave fractal elements form pits and bulges in said
profile of said wall; and
wherein said ,vall of the container is flexible, permitting flexing of said fractal profile
thereof, said fractal profile of said wall permits coupling by inter-engagement of a
plurality of the containers together, and flexibility of said wall permits
disengagement of said or any coupling of a plurality of the containers.

2.

The food or beverage container of claim 1, wherein at least some of said pits

and bulges each have heads and bases, wherein said heads are of a greater width than said
bases thereof.

3.

The food or beverage container of claim 1, wherein at least some of said pits

and said bulges have inter-engaging or corresponding shapes and sizes such that a bulge of
one container can fit within a pit of an identical container, thereby to couple two containers
together.
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4.

The food or beverage container of claim 3, wherein said pits and said bulges

of said t\vo containers fit precisely within one another.

5.

The food or beverage container of claim 3, wherein said pits and said bulges

of said t\vo containers fit partially within one another.

6.

The food or beverage container of claim 1, wherein two or more said

containers can be coupled together by an adhesive disposed betvveen facing pits and bulges
of adjacent containers.

7.

The food or beverage container of claim 1, wherein said corresponding

convex and said concave fractal elements provide for increased surface area of both said
interior and said exterior surfaces of the container relative to a volume of said chamber.

8.

The food or beverage container of claim 1, vvherein said vrnll is formed of a

material selected from the group consisting of: a metal, a plastic, and an elastomeric material.

9.

The food or beverage container of claim 1, wherein said wall is formed from

a flexible food product.
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ABSTRACT OF THE DISCLOSURE

A container for use, for example, for beverages, has a wall with and external surface
and an internal wall of substantially uniform thickness. The wall has a fractal profile which
provides a series of fractal elements on the interior and exterior surfaces, forming pits and
bulges in the profile of the wall and in which a pit as seen from one of the exterior or interior
surfaces forms a bulge on the other of the e~'terior or interior surfaces. The profile enables
multiple containers to be coupled together by inter-engagement of pits and bulges on
corresponding ones of the containers. The profile also improves grip, as well as heat transfer
into and out of the container.
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CD Submission Review Results
Internal Worksheet Only - Do Not Scan
Application Number

r:lNew
Application

LJ

D
0

116524532

□

Receipt Date

Response To
Notice

pul 29, 2019

Date Of Response

Jumbo - Large tables are included on the CD

There are no problems with the CDs in the submission.
Items checked below are to be selected in the PALM Pre-Exam CD problem list.
Omitted Items

Files on compact disc are unreadable:
Disc(s) of either set not readable:
Disc(s) do not contain file names listed:
Amended CD missinq unamended files
Missinq compact discs

Missing Parts
Disc(s) do not contain file names listed
Discs contains files that are non-ASCII files:
Only one copy of the CD, no duplicate:
Wrona media tvPe, e.a., CD-RW:
The transmittal letter and specification do not list information:
Both disc(s) contain unreadable files:
One disc(s) contain unreadable files:
Compact disc(s) contain viruses, but are still readable:
EFS/Paper Submission:
Table does not maintain data in proper alianment:
Not proper subject matter for CD's:

Informality
No statement in transmittal letter that CD's are the same:
No incorporation bv reference statement for the CD's:
CD's not labeled "Copy 1" and "Copy 2":
Deficient CD packaging:
Deficient Labeling on CD's:
The transmittal letter does not list information:
The specification does not list information:
Table less than 51 pages submitted on CD:

File Directory Attachment
Copy of file directory listing is attached and should be mailed to applicant
Copy of file directory listing is not attached
Copy of file directory listing is not attached because it is over one page long

Additional Comments

Internal Worksheet Only - Do Not Scan
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C :\Users\kfrancisco 1\Desktop\ScoreModule\20190806\16524532\FC-Patent_drawings .pdf
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DocCode - SCORE

SCORE Placeholder Sheet for IFW Content

Document Date: 07/29/2019

Application Number: 16524532

The presence of this form in the IFW record indicates that the following document type was received
in electronic format on the date identified above. This content is stored in the SCORE database.

Since this was an electronic submission, there is no physical artifact folder, no artifact folder is
recorded in PALM, and no paper documents or physical media exist. The TIFF images in the IFW
record were created from the original documents that are stored in SCORE.

•

Drawing

At the time of document entry (noted above):
• USPTO employees may access SCORE content via DAV or via the SCORE web page.
• External customers may access SCORE content via PAIR using the Supplemental Content
tab.

Form Revision Date: March 1, 2019
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UNITED STATES PATENT AND TRADEMARK OFFICE
Ul\TfED STATES DEPA RTME'IT OF COMMERCE
United States Patent and Trademark Office
Adiliess. ~Sl1:fM[;3.~~CJ'JER FOR PATENTS

APPLICATION NUMBER

FILING OR 3 71 (C) DATE

16/524,532

07/29/2019

FIRST NAMED APPLICANT

ATTY. DOCKET NO./TITLE

50567-4-0 I -US
CONFIRMATION NO. 2644
FORMALITIES LETTER

89602
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL

Date Mai led: 08/01/2019

NOTICE TO FILE MISSING PARTS OF NONPROVISIONAL APPLICATION
FILED UNDER 37 CFR 1.53(b)

Filing Date Granted
Items Required To Avoid Abandonment:

An application number and filing date have been accorded to this application. The item(s) indicated below,
however, are missing. Applicant is given TWO MONTHS from the date of this Notice within which to file all
required items below to avoid abandonment. Extensions of time may be obtained by filing a petition accompanied
by the extension fee under the provisions of 37 CFR 1.136(a).
• The application data sheet or inventor's oath or declaration does not identify each inventor by his or her legal
name.
• Surcharge as set forth in 37 CFR 1.16(f) must be submitted.
The surcharge is due for any one of:
• late submission of the basic filing fee, search fee, or examination fee,
• late submission of inventor's oath or declaration,
• filing an application that does not contain at least one claim on filing, or
• submission of an application filed by reference to a previously filed application.
SUMMARY OF FEES DUE:

The fee(s) required within TWO MONTHS from the date of this Notice to avoid abandonment is/are itemized
below. Small entity discount is in effect. If applicant is qualified for micro entity status, an acceptable Certification
of Micro Entity Status must be submitted to establish micro entity status. (See 37 CFR 1.29 and forms
PTO/SB/15A and 15B.)
• $ 80 surcharge.
• $( 0) previous unapplied payment amount.
• $ 80 TOTAL FEE BALANCE DUE.
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Replies must be received in the USPTO within the set time period or must include a proper Certificate of Mailing
or Transmission under 37 CFR 1.8 with a mailing or transmission date within the set time period. For more
information and a suggested format, see Form PTO/SB/92 and MPEP 512.
Replies should be mailed to:
Mail Stop Missing Parts
Commissioner for Patents
P.O. Box 1450
Alexandria VA 22313-1450
Registered users of EFS-Web may alternatively submit their reply to this notice via EFS-Web, including a copy
of this Notice and selecting the document description "Applicant response to Pre-Exam Formalities Notice".
https ://sportal. uspto .gov/authenticate/AuthenticateUserlocal EP F. htm I
For more information about EFS-Web please call the USPTO Electronic Business Center at 1-866-217-9197 or
visit our website at http://www.uspto.gov/ebc.

If you are not using EFS-Web to submit your reply, you must include a copy of this notice.
Questions about the contents of this notice and the
requirements it sets forth should be directed to the Office
of Data Management, Application Assistance Unit, at
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

/sibrahim/
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PATENT APPLICATION FEE DETERMINATION RECORD

Application or Docket Number

16/524,532

Substitute for Form PTO-875

APPLICATION AS FILED - PART I
FOR

(Column 1)

(Column 2)

SMALL ENTITY

OTHER THAN
SMALL ENTITY

OR

NUMBER FILED

NUMBER EXTRA

RATE($)

FEE($)

RATE($)

BASIC FEE
(37 CFR 1.16(a), (b), or (c))

N/A

N/A

N/A

75

N/A

SEARCH FEE
(37 CFR 1.16(k), (i), or (m))

N/A

N/A

N/A

330

N/A

EXAMINATION FEE
(37 CFR 1.16(0), (p), or (q))

N/A

N/A

N/A

380

TOTAL CLAIMS
(37 CFR 1.16(i))

9

minus 20=

X

50

=

0.00

INDEPENDENT CLAIMS
(37 CFR 1.16(h))

1

minus 3

=

X

230

=

0.00

APPLICATION SIZE
FEE
(37 CFR 1.16(s))

If the specification and drawings exceed 100
sheets of paper, the application size fee due is
$31 O ($155 for small entity) for each additional
50 sheets or fraction thereof. See 35 U.S.C.
41 (a)(1 )(G) and 37 CFR 1.16(s).

FEE($)

N/A
OR

0.00

0.00

MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR 1.16(j))
* If the difference in column 1 is less than zero, enter "0" in column 2.

785

TOTAL

TOTAL

APPLICATION AS AMENDED - PART II

<(

I-

z

w

(37 CFR 1.16(i))

z

Independent

w
~

<(

(Column 2)

(Column 3)

CLAIMS
REMAINING
AFTER
AMENDMENT

HIGHEST
NUMBER
PREVIOUSLY
PAID FOR

PRESENT
EXTRA

Total

~

0

(Column 1)

Minus

Minus

..
...

SMALL ENTITY
ADDITIONAL
FEE($)

RATE($)

=
=

OR

X

=

X

=

OR

X

=

Application Size Fee (37 CFR 1.16(s))

OR

FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j))
TOTAL
ADD'L FEE

Ill
I-

z

w
~

0

z

w

~
<(

ADDITIONAL
FEE($)

RATE($)

X

=

(37CFR 1.16(h))

OTHER THAN
SMALL ENTITY

OR

(Column 1)

(Column 2)

(Column 3)

CLAIMS
REMAINING
AFTER
AMENDMENT

HIGHEST
NUMBER
PREVIOUSLY
PAID FOR

PRESENT
EXTRA

Total

Minus

(37 CFR 1.16(i))

Independent

Minus

..
...

=

ADDITIONAL
FEE($)

RATE($)

ADDITIONAL
FEE($)

RATE($)

X

=

OR

X

=

X

=

OR

X

=

=

(37CFR 1.16(h))

TOTAL
ADD'L FEE

OR

Application Size Fee (37 CFR 1.16(s))

OR
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j))
TOTAL
ADD'L FEE
* If the entry in column 1 is less than the entry in column 2, write "0" in column 3.
** If the "Highest Number Previously Paid For" IN THIS SPACE is less than 20, enter "20".
*** If the "Highest Number Previously Paid For" IN THIS SPACE is less than 3, enter "3".
The "Highest Number Previously Paid For" (Total or Independent) is the highest found in the appropriate box in column 1
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UNITED STATES PATENT AND TRADEMARK OFFICE
Ul\TfED STATES DEPA RTME'IT OF COMMERCE
United States Patent and Trademark Office
Adiliess. ~Sl1:fM[;3.~~CJ'JER FOR PATENTS

APPLICATION
NUMBER

FILING or
37l(c)DATE

GRPART
UNIT

FIL FEE REC'D

ATTY.DOCKET.NO

16/524,532

07/29/2019

1782

785

50567-4-01-US

TOT CLAIMS IND CLAIMS

9
1
CONFIRMATION NO. 2644
FILING RECEIPT

89602
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL

1111111111111111111111

m~mll!~~

ffll~IW 111111111111111 IIII IIII

Date Mai led: 08/01/2019

Receipt is acknowledged of this non-provisional utility patent application. The application will be taken up for
examination in due course. Applicant will be notified as to the results of the examination. Any correspondence
concerning the application must include the following identification information: the U.S. APPLICATION NUMBER,
FILING DATE, NAME OF FIRST INVENTOR, and TITLE OF INVENTION. Fees transmitted by check or draft are
subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a corrected Filing Receipt, including a properly marked-up ADS showing the changes
with strike-through for deletions and underlining for additions. If you received a "Notice to File Missing Parts" or
other Notice requiring a response for this application, please submit any request for correction to this Filing Receipt
with your reply to the Notice. When the USPTO processes the reply to the Notice, the USPTO will generate another
Filing Receipt incorporating the requested corrections provided that the request is grantable.
lnventor(s)

None
Applicant( s)

Stephen L. Thaler, St. Charles, MO;
Assignment For Published Patent Application
Stephen L. Thaler
Power of Attorney:
Reuven Mouallem--63345
Ryan Abbott--68178
Domestic Applications for which benefit is claimed - None.
A proper domestic benefit claim must be provided in an Application Data Sheet in order to constitute a claim for
domestic benefit. See 37 CFR 1.76 and 1.78.
Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.)
EUROPEAN PATENT OFFICE (EPO) 18275163.6 10/17/2018 No Access Code Provided
UNITED KINGDOM 1816909.4 10/17/2018 No Access Code Provided

Permission to Access Application via Priority Document Exchange: Yes
Permission to Access Search Results: Yes
page 1 of 4
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Applicant may provide or rescind an authorization for access using Form PTO/SB/39 or Form PTO/SB/69 as
appropriate.

Request to Retrieve - This application either claims priority to one or more applications filed in an intellectual
property Office that participates in the Priority Document Exchange (POX) program or contains a proper Request to
Retrieve Electronic Priority Application(s) (PTO/SB/38 or its equivalent). Consequently, the US PTO will attempt
to electronically retrieve these priority documents.

If Required, Foreign Filing License Granted: 07/31/2019
The country code and number of your priority application, to be used for filing abroad under the Paris Convention,
is US 16/524,532

Projected Publication Date: To Be Determined - pending completion of Missing Parts
Non-Publication Request: No
Early Publication Request: No
** SMALL ENTITY **
Title
FOOD CONTAINER

Preliminary Class
428

Statement under 37 CFR 1.55 or 1.78 for AIA (First Inventor to File) Transition Applications: No

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES
Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent" and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.
Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.
Applicants also are advised that in the case of inventions made in the United States, the Director of the US PTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.
Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
page 2 of 4
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patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.
For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4258).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED
The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.
This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.
The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.
NOT GRANTED
No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).
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SelectUSA
The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location for
business investment, innovation, and commercialization of new technologies. The U.S. offers tremendous resources
and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation works to
promote and facilitate business investment. SelectUSA provides information assistance to the international investor
community; serves as an ombudsman for existing and potential investors; advocates on behalf of U.S. cities, states,
and regions competing for global investment; and counsels U.S. economic development organizations on investment
attraction best practices. To learn more about why the United States is the best country in the world to develop
technology, manufacture products, deliver services, and grow your business, visit http://www.SelectUSA.gov or call
+ 1-202-482-6800.
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To:
From:
Cc:
Subject:

ydm@FlashPointlP.com,FPIP-USPTO@FlashPointlP.com,
PAIR_eOfficeAction@uspto.gov
PAIR_eOfficeAction@uspto.gov
Private PAIR Correspondence Notification for Customer Number 89602

Aug 01, 2019 03:25:20 AM
Dear PAIR Customer:
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL
The following USPTO patent application(s) associated with your Customer Number, 89602 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.
The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.
Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.
Application
16524532

Document
NTC.MISS.PRT
APP.FILE.REC

Mailroom Date
08/01/2019
08/01/2019

Attorney Docket No.
50567-4-01-US
50567-4-01-US

To view your correspondence online or update your email addresses, please visit us anytime at
https ://sportal. uspto .gov/secu re/myportal/privatepair.
If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action' on the subject line or call 1-866-217-9197 during the following hours:
Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,
UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.:

16/524,532

Filed: July 29, 2019
For:

FOOD CONTAINER

Examiner:

§
§
§
§
§
§
§
§
§
§
§
§

Group Art Unit: 1782
Attorney Docket: 50567-4-01-US
Confirmation No.: 2644

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

PETITION TO EXPEDITE 1.181 PETITION TO THE DIRECTOR
This Petition to expedite the petition to the Director filed in the instant application under
3 7 CFR 1.181, for which the appropriate fee has been paid.

Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at rkm@FlashPointIP.com or by phone at (516) 301-1649.
Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. I understand that a copy of such communications will be made ofrecord. [MPEP §502.03
II]
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Respectfully submitted,

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345
Date: August 29, 2019

2
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Electronic Patent Application Fee Transmittal
Application Number:

16524532

Filing Date:

29-Jul-2019

Title of Invention:

FOOD CONTAINER

First Named Inventor/Applicant Name:
Filer:

Reuven Khedhouri Mouallem

Attorney Docket Number:

50567-4-01-US

Filed as Small Entity

Filing Fees for Utility under 35 USC 111 (a)

Description

Fee Code

Quantity

Amount

Sub-Total in
USO($)

PETITION FEE- 37 CFR 1.1 ?(F)(GROUP I)

2462

1

200

200

Basic Filing:

Pages:

Claims:

Miscellaneous-Filing:

Petition:

Patent-Appeals-and-Interference:

Post-Allowance-and-Post-Issuance:
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Description

Fee Code

Quantity

Amount

Sub-Total in
USO($)

Extension-of-Time:

Miscellaneous:

Total in USO($)
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Electronic Acknowledgement Receipt
EFSID:

37014557

Application Number:

16524532

International Application Number:
Confirmation Number:

Title of Invention:

2644

FOOD CONTAINER

First Named Inventor/Applicant Name:
Customer Number:
Filer:

89602
Reuven Khedhouri Mouallem

Filer Authorized By:
Attorney Docket Number:

50567-4-01-US

Receipt Date:

29-AUG-2019

Filing Date:

29-JUL-2019

Time Stamp:
Application Type:

11:24:50
Utility under 35 USC 111 (a)

Payment information:
Submitted with Payment

yes

Payment Type

CARD

Payment was successfully received in RAM

$200

RAM confirmation Number

E20198SB26150098

Deposit Account
Authorized User
The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpayment as follows:
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File Listing:
Document
Number

Document Description

1

Petition for review by the Office of
Petitions

File Name

File Size(Bytes}/
Message Digest

Multi
Part /.zip

Pages
(if appl.)

no

6

no

2

no

2

166625

181 _Petition_FC.pdf
7016e2328c7b89643ee444bea61313c61 dt
304d6

Warnings:
Information:
96950

2

Petition for review by the Office of
Petitions

Petition_to_expedite_FC.pdf
9a52cd6b 1bO b9 5626d e 7 ef088ad 3d 00cb6
59e62

Warnings:
Information:
30094

3

Fee Worksheet (5B06)

fee-info.pdf
251 f551 de9488188929fb79748e02981 e07
94cb8

Warnings:
Information:
Total Files Size (in bytes)

293669

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.
New Agglications Under 35 U.S.C. 111
If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.
National Stage of an International Agglication under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT /DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.
New International Agglication Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 181 O), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/1 OS) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.:

16/524,532

Filed: July 29, 2019
For:

FOOD CONTAINER

Examiner:

§
§
§
§
§
§
§
§
§
§
§
§

Group Art Unit: 1782
Attorney Docket: 50567-4-01-US
Confirmation No.: 2644

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

PETITION TO THE DIRECTOR UNDER 37 CFR 1.181
This Petition to the Director is pursuant under 37 CFR 1.181 from the requirement
under the Notice to File Missing Parts issued under 37 CFR l.53(b) on August 1, 2019, for
which the supervisory authority of the Director is invoked in appropriate circumstances.
The following inventorship statement is being submitted to assist in clarifying the status
of inventorship as it relates to the instant invention. The unique aspects under which the instant
invention was conceived prompted the inclusion of such statement in order to explain that the
inventor of the subject matter of the instant invention of the present application is an AI
machine, being a type of "creativity machine" named "DABUS" as indicated, inter alia, in the
Application Data Sheet (ADS). The following statement explains the nature of DAB US, and
why it should be named as the inventor in the present application. In addition, such
considerations directly pertain to the Substitute Statement and recordation of Assignment filed
herewith the application submission. Based on the following statement, it is submitted that the
Director should vacate the Notice to File Missing Parts for being be unwarranted and/or void.
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A machine called "DAB US" conceived ofthe instant invention.

The instant invention was generated by a specific machine called "DABUS" ("device
for the autonomous bootstrapping of unified sentience") - a type of "Creativity Machine." A
Creativity Machine is a particular type of connectionist artificial intelligence. Such systems
contain a first artificial neural network, made up of a series of smaller neural networks, that has
been trained with general information from various knowledge domains. This first network
generates novel ideas in response to self-perturbations of connection weights between neurons
and component neural nets therein. A second "critic" artificial neural network monitors the first
neural network for new ideas, and identifies those ideas that are sufficiently novel compared to
the machine's pre-existing knowledge base. The critic net also generates an effective response
that in turn injects/retracts perturbations to selectively form and ripen ideas having the most
novelty, utility, or value.
In the case of the instant invention, the machine only received training in general
knowledge in the field, and proceeded to independently conceive of the invention, and to
identify it as novel and salient. If similar training had been given to a human student, the student
rather than the trainer would meet the inventorship criteria as inventor.
In some instance of machine invention, a natural person might qualify as an inventor
by virtue of having exhibited inventive skill in developing a program to solve a particular
problem, by skillfully selecting data to provide to a machine, or by identifying the output of a
machine as inventive. However, in the present case, DABUS was not created to solve any
particular problem, nor was trained on any special data relevant to the instant invention. The
machine rather than a person identified the novelty and salience of the instant invention.
A detailed description of how DABUS and a Creativity Machine functions is available
m, among others, the following US patent publications: 5,659,666; 7,454,388 B2; and
2015/0379394 Al.

2
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Inventorship should not be restricted to natural persons. A machine that would meet
inventorship criteria ifit were a natural person should also qualifv as an inventor.
No United States law explicitly prohibits protection for autonomous machine
inventions.
However, inventorship is restricted to "individuals" under, e.g., 35 U.S.C. §lOO(f)
(1952) ("The term 'inventor' means the individual or, if a joint invention, the individuals
collectively who invented or discovered the subject matter of the invention.").
The restriction of inventorship to individuals was intended to prevent corporate
inventorship. It was not the result of seriously considering autonomous machine invention, and
should not therefore prohibit subsistence of intellectual property rights where there is no natural
person who qualifies as an inventor. See Karl F. Milde, Jr., Can a Computer Be an "Author" or
an "Inventor"?, 51 J. PAT. OFF. SOC'Y 378,379 (1969). ("The closest that the Patent Statute
comes to requiring that a patentee be an actual person is in the use, in Section 101, of the term
'whoever.' Here too, it is clear from the absence of any further qualifying statements that the
Congress, in considering the statute in 1952, simply overlooked the possibility that a machine
could ever become an inventor.")
The output of autonomously inventive machines should be patentable if it meets the
requirements of patentability set out in law. The primary purpose of patent law is to incentivize
innovation,

together

with

incentivizing

the

disclosure

of information,

and

the

commercialization and development of inventions. Allowing patents for machine output
incentivizes the development of inventive machines, which ultimately promotes innovation. To
the extent that patents are incentivizing commercialization and disclosure of information, there
is no change in this function between a human and a machine-generated invention. Failure to
permit patent protection for the output of autonomously inventive machines threatens to

3
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undermine the patent system by failing to encourage the production of socially valuable
inventions. This will be particularly important as artificial intelligence becomes more
sophisticated and likely a standard part of future industrial research and development.
Clarifying now that patents are available for the output of autonomously inventive machines
would provide certainty to businesses and innovators.
Patent law also protects the moral rights of human inventors; acknowledging machines
as inventors would facilitate this function. At present, individuals are claiming inventorship of
autonomous machine inventions under circumstances in which those persons have not
functioned as inventors. See Ryan Abbott, I Think, Therefore I Invent: Creative Computers and

the Future of Patent Law, 54 B. C. L. Rev. 1079-1126 (2016). Failing to appropriately
acknowledge inventive activity by machines weakens moral justifications for patents by
allowing individuals to take credit for work they have not done. It is not unfair to machines
who have no interest in being acknowledged, but it is unfair to other human inventors because
it devalues their accomplishments by altering and diminishing the meaning of inventorship.
This could equate the hard work of creative geniuses with those simply asking a machine to
solve a problem or submitting a machine's output. By contrast, acknowledging machines as
inventors would also acknowledge the work of a machine's creators.

An "autonomous machine invention" should be assigned to the owner ofthe machine.
Machines should not own patents. They do not have legal personality or independent
rights, and cannot own property.
The machine's owner should be the default owner of any intellectual property it
produces and any benefits that would otherwise subsist in an inventor who is a natural person.
This is most consistent with current ownership norms surrounding personal property (including
both machines and patents).

4
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In the instant application, we submit that DABUS should be acknowledged as the
inventor of any resultant patents, with Stephen Thaler, the machine's owner, as the applicant
and assignee of any such patents.

Stephen Thaler is prevented from listing himself as the inventor for the instant application.
Stephen Thaler, the creator of DAB US, is prohibited from listing himself as an inventor
for the instant application because he has not contributed to the conception of the instant
invention. DAB US performed what is traditionally considered the mental part of the inventive
act. Based on DABUS's results, a skilled person could have reduced the invention to practice.
Inaccurately listing himself as an inventor could subject Dr. Thaler to criminal sanctions. 18
U.S.C. 1001.
The Office presumes that the named inventor in an application is the actual inventor.
See MPEP §2137.01.

If a machine cannot be an inventor. the first person to recognize the inventive nature of
autonomous machine input may quality as an inventor.
It has been argued that a natural person may claim inventorship of an autonomous

machine invention even in situations in which that person was not involved in the development
or operation of a machine by virtue of recognizing the relevance of a machine's output. This
approach is questionable in cases in which the natural person has not made an inventive
contribution to the disclosed invention in the accepted meaning of the term
In some cases, recognition of the inventive nature of a computer's output may require
significant skill, but in others, the nature of inventive output may be obvious. In the present
case, DAB US identified the novelty of its own idea before a natural person did.

5
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Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at rkm@FlashPointIP.com or by phone at (516) 301-1649.
Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. I understand that a copy of such communications will be made ofrecord. [MPEP §502.03
II]

Respectfully submitted,

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345
Date: August 29, 2019
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UNITED STATES PATENT AND TRADEMARK OFFICE
Ul\TfED STATES DEPA RTME'IT OF COMMERCE
United States Patent and Trademark Office
Adiliess. ~Sl1:fM[;3.~~CJ'JER FOR PATENTS

APPLICATION NUMBER

FILING OR 3 71 (C) DATE

16/524,532

07/29/2019

FIRST NAMED APPLICANT

ATTY. DOCKET NO./TITLE

50567-4-0 I -US
CONFIRMATION NO. 2644
WITHDRAWAL NOTICE

89602
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL

111111111111111111111111]~!1]i~1i~1! ~~ ~,jiui,11111111111111111111111111
Date Mailed: 12/13/2019

Letter Regarding a New Notice and/or the Status of the Application
If a new notice or Filing Receipt is enclosed, applicant may disregard the previous notice mailed on
08/01/2019. The time period for reply runs from the mail date of the new notice. Within the time period
for reply, applicant is required to file a reply in compliance with the requirements set forth in the new
notice to avoid abandonment of the application.

Registered users of EFS-Web may alternatively submit their reply to this notice via EFS-Web.
https://sportal.uspto.gov/authenticate/AuthenticateUserLocalEPF.html
For more information about EFS-Web please call the USPTO Electronic Business Center at
1-866-217-9197 or visit our website at http://www.uspto.gov/ebc.
If the reply is not filed electronically via EFS-Web, the reply must be accompanied by a copy of
the new notice.
If the Office previously granted a petition to withdraw the holding of abandonment or a petition to
revive under 37 CPR 1.137, the status of the application has been returned to pending status.
Questions about the contents of this notice and the
requirements it sets forth should be directed to the Office
of Data Management, Application Assistance Unit, at
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

/jltippett/
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UNITED STATES PATENT AND TRADEMARK OFFICE
Ul\TfED STATES DEPA RTME'IT OF COMMERCE
United States Patent and Trademark Office
Adiliess. ~Sl1:fM[;3.~~CJ'JER FOR PATENTS

APPLICATION NUMBER

FILING OR 3 71 (C) DATE

16/524,532

07/29/2019

FIRST NAMED APPLICANT

ATTY. DOCKET NO./TITLE

50567-4-0 I -US
CONFIRMATION NO. 2644
FORMALITIES LETTER

89602
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL

111111111111111111111111]~!1]i~1i~1! ~~ ~,jiui,111111111111111111 11111111

Date Mailed: 12/13/2019

NOTICE TO FILE MISSING PARTS OF NONPROVISIONAL APPLICATION
FILED UNDER 37 CFR 1.53(b)

Filing Date Granted
Items Required To Avoid Abandonment:

An application number and filing date have been accorded to this application. The item(s) indicated below,
however, are missing. Applicant is given TWO MONTHS from the date of this Notice within which to file all
required items below to avoid abandonment. Extensions of time may be obtained by filing a petition accompanied
by the extension fee under the provisions of 37 CFR 1.136(a).
• The application data sheet or inventor's oath or declaration does not identify each inventor by his or her legal
name.
• Surcharge as set forth in 37 CFR 1.16(f) must be submitted.
The surcharge is due for any one of:
• late submission of the basic filing fee, search fee, or examination fee,
• late submission of inventor's oath or declaration,
• filing an application that does not contain at least one claim on filing, or
• submission of an application filed by reference to a previously filed application.
SUMMARY OF FEES DUE:

The fee(s) required within TWO MONTHS from the date of this Notice to avoid abandonment is/are itemized
below. Small entity discount is in effect. If applicant is qualified for micro entity status, an acceptable Certification
of Micro Entity Status must be submitted to establish micro entity status. (See 37 CFR 1.29 and forms
PTO/SB/15A and 15B.)
• $ 80 surcharge.
• $( 0) previous unapplied payment amount.
• $ 80 TOTAL FEE BALANCE DUE.

page 1 of 2
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Replies must be received in the USPTO within the set time period or must include a proper Certificate of Mailing
or Transmission under 37 CFR 1.8 with a mailing or transmission date within the set time period. For more
information and a suggested format, see Form PTO/SB/92 and MPEP 512.
Replies should be mailed to:
Mail Stop Missing Parts
Commissioner for Patents
P.O. Box 1450
Alexandria VA 22313-1450
Registered users of EFS-Web may alternatively submit their reply to this notice via EFS-Web, including a copy
of this Notice and selecting the document description "Applicant response to Pre-Exam Formalities Notice".
https ://sportal. uspto .gov/authenticate/AuthenticateUserlocal EP F. htm I
For more information about EFS-Web please call the USPTO Electronic Business Center at 1-866-217-9197 or
visit our website at http://www.uspto.gov/ebc.

If you are not using EFS-Web to submit your reply, you must include a copy of this notice.
Questions about the contents of this notice and the
requirements it sets forth should be directed to the Office
of Data Management, Application Assistance Unit, at
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

/jltippett/
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PATENT APPLICATION FEE DETERMINATION RECORD

Application or Docket Number

16/524,532

Substitute for Form PTO-875

APPLICATION AS FILED - PART I
FOR

(Column 1)

(Column 2)

SMALL ENTITY

OTHER THAN
SMALL ENTITY

OR

NUMBER FILED

NUMBER EXTRA

RATE($)

FEE($)

RATE($)

BASIC FEE
(37 CFR 1.16(a), (b), or (c))

N/A

N/A

N/A

75

N/A

SEARCH FEE
(37 CFR 1.16(k), (i), or (m))

N/A

N/A

N/A

330

N/A

EXAMINATION FEE
(37 CFR 1.16(0), (p), or (q))

N/A

N/A

N/A

380

TOTAL CLAIMS
(37 CFR 1.16(i))

9

minus 20=

X

50

=

0.00

INDEPENDENT CLAIMS
(37 CFR 1.16(h))

1

minus 3

=

X

230

=

0.00

APPLICATION SIZE
FEE
(37 CFR 1.16(s))

If the specification and drawings exceed 100
sheets of paper, the application size fee due is
$31 O ($155 for small entity) for each additional
50 sheets or fraction thereof. See 35 U.S.C.
41 (a)(1 )(G) and 37 CFR 1.16(s).

FEE($)

N/A
OR

0.00

0.00

MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR 1.16(j))
* If the difference in column 1 is less than zero, enter "0" in column 2.

785

TOTAL

TOTAL

APPLICATION AS AMENDED - PART II

<(

I-

z

w

(37 CFR 1.16(i))

z

Independent

w
~

<(

(Column 2)

(Column 3)

CLAIMS
REMAINING
AFTER
AMENDMENT

HIGHEST
NUMBER
PREVIOUSLY
PAID FOR

PRESENT
EXTRA

Total

~

0

(Column 1)

Minus

Minus

..
...

SMALL ENTITY
ADDITIONAL
FEE($)

RATE($)

=
=

OR

X

=

X

=

OR

X

=

Application Size Fee (37 CFR 1.16(s))

OR

FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j))
TOTAL
ADD'L FEE

Ill
I-

z

w
~

0

z

w

~
<(

ADDITIONAL
FEE($)

RATE($)

X

=

(37CFR 1.16(h))

OTHER THAN
SMALL ENTITY

OR

(Column 1)

(Column 2)

(Column 3)

CLAIMS
REMAINING
AFTER
AMENDMENT

HIGHEST
NUMBER
PREVIOUSLY
PAID FOR

PRESENT
EXTRA

Total

Minus

(37 CFR 1.16(i))

Independent

Minus

..
...

=

ADDITIONAL
FEE($)

RATE($)

ADDITIONAL
FEE($)

RATE($)

X

=

OR

X

=

X

=

OR

X

=

=

(37CFR 1.16(h))

TOTAL
ADD'L FEE

OR

Application Size Fee (37 CFR 1.16(s))

OR
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j))
TOTAL
ADD'L FEE
* If the entry in column 1 is less than the entry in column 2, write "0" in column 3.
** If the "Highest Number Previously Paid For" IN THIS SPACE is less than 20, enter "20".
*** If the "Highest Number Previously Paid For" IN THIS SPACE is less than 3, enter "3".
The "Highest Number Previously Paid For" (Total or Independent) is the highest found in the appropriate box in column 1
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UNITED STATES PATENT AND TRADEMARK OFFICE
Ul\TfED STATES DEPA RTME'IT OF COMMERCE
United States Patent and Trademark Office
Adiliess. ~Sl1:fM[;3.~~CJ'JER FOR PATENTS

APPLICATION
NUMBER

FILING or
37l(c)DATE

GRPART
UNIT

FIL FEE REC'D

ATTY.DOCKET.NO

16/524,532

07/29/2019

1782

785

50567-4-01-US

TOT CLAIMS IND CLAIMS

9
1
CONFIRMATION NO. 2644
FILING RECEIPT

89602
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL

1111111111111111111111

m~mll! ~~

, ~,i~,~

11111111111111111111111

Date Mailed: 12/13/2019

Receipt is acknowledged of this non-provisional utility patent application. The application will be taken up for
examination in due course. Applicant will be notified as to the results of the examination. Any correspondence
concerning the application must include the following identification information: the U.S. APPLICATION NUMBER,
FILING DATE, NAME OF FIRST INVENTOR, and TITLE OF INVENTION. Fees transmitted by check or draft are
subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a corrected Filing Receipt, including a properly marked-up ADS showing the changes
with strike-through for deletions and underlining for additions. If you received a "Notice to File Missing Parts" or
other Notice requiring a response for this application, please submit any request for correction to this Filing Receipt
with your reply to the Notice. When the USPTO processes the reply to the Notice, the USPTO will generate another
Filing Receipt incorporating the requested corrections provided that the request is grantable.
lnventor(s)

None
Applicant( s)

Stephen L. Thaler, St. Charles, MO;
Assignment For Published Patent Application
Stephen L. Thaler
Power of Attorney:
Reuven Mouallem--63345
Ryan Abbott--68178
Domestic Applications for which benefit is claimed - None.
A proper domestic benefit claim must be provided in an Application Data Sheet in order to constitute a claim for
domestic benefit. See 37 CFR 1.76 and 1.78.
Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.)
EUROPEAN PATENT OFFICE (EPO) 18275163.6 10/17/2018 No Access Code Provided
UNITED KINGDOM 1816909.4 10/17/2018 No Access Code Provided

Permission to Access Application via Priority Document Exchange: Yes
Permission to Access Search Results: Yes
page 1 of 4
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Applicant may provide or rescind an authorization for access using Form PTO/SB/39 or Form PTO/SB/69 as
appropriate.

Request to Retrieve - This application either claims priority to one or more applications filed in an intellectual
property Office that participates in the Priority Document Exchange (POX) program or contains a proper Request to
Retrieve Electronic Priority Application(s) (PTO/SB/38 or its equivalent). Consequently, the US PTO will attempt
to electronically retrieve these priority documents.

If Required, Foreign Filing License Granted: 07/31/2019
The country code and number of your priority application, to be used for filing abroad under the Paris Convention,
is US 16/524,532

Projected Publication Date: To Be Determined - pending completion of Missing Parts
Non-Publication Request: No
Early Publication Request: No
** SMALL ENTITY **
Title
FOOD CONTAINER

Preliminary Class
428

Statement under 37 CFR 1.55 or 1.78 for AIA (First Inventor to File) Transition Applications: No

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES
Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent" and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.
Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.
Applicants also are advised that in the case of inventions made in the United States, the Director of the US PTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.
Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
page 2 of 4
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patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.
For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4258).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED
The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.
This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.
The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.
NOT GRANTED
No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).
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SelectUSA
The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location for
business investment, innovation, and commercialization of new technologies. The U.S. offers tremendous resources
and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation works to
promote and facilitate business investment. SelectUSA provides information assistance to the international investor
community; serves as an ombudsman for existing and potential investors; advocates on behalf of U.S. cities, states,
and regions competing for global investment; and counsels U.S. economic development organizations on investment
attraction best practices. To learn more about why the United States is the best country in the world to develop
technology, manufacture products, deliver services, and grow your business, visit http://www.SelectUSA.gov or call
+ 1-202-482-6800.
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To:
From:
Cc:
Subject:

ydm@FlashPointlP.com,FPIP-USPTO@FlashPointlP.com,
PAIR_eOfficeAction@uspto.gov
PAIR_eOfficeAction@uspto.gov
Private PAIR Correspondence Notification for Customer Number 89602

Dec 13, 2019 03:33:35 AM
Dear PAIR Customer:
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL
The following USPTO patent application(s) associated with your Customer Number, 89602 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.
The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.
Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.
Application
16524532

Document
M327
NTC.MISS.PRT
APP.FILE.REC

Mailroom Date
12/13/2019
12/13/2019
12/13/2019

Attorney Docket No.
50567-4-01-US
50567-4-01-US
50567-4-01-US

To view your correspondence online or update your email addresses, please visit us anytime at
https ://sportal. uspto .gov/secu re/myportal/privatepair.
If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action' on the subject line or call 1-866-217-9197 during the following hours:
Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,
UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM

A408

Appx 000442

Case 1:20-cv-00903-LMB-TCB Document 15-3 Filed 11/30/20 Page 156 of 225 PageID# 491

UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE

United States Patent and Trademark Office
Address:

COMMISSIONERFORPATENTS
P.O. Box 1450
Alexandria, Virginia 22313-1450
www.uspto.gov

APPLICATION NO.

FILING DATE

16/524,532

07/29/2019

89602

7590

FIRST NAMED INVENTOR

ATTORNEY DOCKET NO.

CONFIRMATION NO.

50567-4-01-US

2644

12/17/2019

EXAMINER

FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad,4083201
ISRAEL

ART UNIT

PAPER NUMBER

1782

NOTIFICATION DATE

DELIVERY MODE

12/17/2019

ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):
FPIP-USPTO@FlashPointlP.com
ydm@FlashPointlP.com

PTOL-90A (Rev. 04/07)
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UNITED STATES PATENT AND TRADEMARK OFFICE
Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov

In re Application of
Unnamed
Application No. 16/524,532
Filed: 29 Jul 2019
For: FOOD CONTAINER

DECISION ON PETITION

This is a decision on the petition under 37 CFR 1.181, filed August 29, 2019, requesting the
Office vacate the Notice to File Missing Parts of Nonprovisional Application, mailed August 1,
2019. 1
The petition under 37 CFR 1.181 is DISMISSED.

RELEVANT BACKGROUND
The above-identified application was filed on July 29, 2019. The application papers filed on July
29, 2019 were accompanied by, inter alia, an application data sheet ("ADS"), a statement under
37 CFR 3. 73(c) stating Stephen L. Thaler is the assignee of the entire right, title, and interest of
the patent application, an assignment from the assignor, DABUS, signed by Stephen L. Thaler,
to the assignee, Stephen L. Thaler, assigning and transferring the assignor's entire right, title, and
interest in the invention 2 , and a substitute statement under 37 CFR 1.64 in lieu of declaration
under 35 U.S.C. § l 15(d) ("substitute statement"), listing DABUS, as the inventor for which the
substitute statement applies, which was executed by Stephen L. Thaler, as legal representative of
DABUS. The ADS, filed July 29, 2019, lists the sole inventor as having the given name
"[DABUS]" and the family name "Invention generated by artificial intelligence."
On August 1, 2019, the USPTO issued a Notice to File Missing Parts of Nonprovisional
Application ("Notice"), which provided applicant two months from the mail date of the Notice,
with extensions of time available pursuant to 37 CFR l .136(a), to file an ADS or inventor's

1

The instant petition under 37 CFR 1.181 was accompanied by a petition under 37 CFR 1.182 requesting expedited
processing of the instant petition. The petition to expedite the processing is dismissed as moot in view of this
decision.
2
Based on an initial review, this assignment document does not appear to satisfy the requirements set forth in 37
CFR 3.73(c)(l).
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oath/declaration that identifies each inventor by his or her legal name and to submit the $80
surcharge for the late submission of the inventor's oath or declaration.
Petitioner filed the present petition under 37 CFR 1.181 on August 29, 2019.

OPINION
Petitioner asserts the sole inventor of the subject matter of the instant application is an artificial
intelligence machine named DABUS. Petitioner contends that inventorship should not be
restricted to natural persons and therefore, DAB US is properly identified as the sole inventor in
the ADS of July 29, 2019. Petitioner further contends the substitute statement filed July 29,
2019 and executed by Stephen L. Thaler, as legal representative of DABUS, listing DABUS as
the inventor is acceptable. Petitioner requests that the Director vacate the Notice of August 1,
2019 for being unwarranted and/or void.
35 U.S.C. § 115 requires that an application filed under 35 U.S.C. § 11 l(a) shall include the
name of the inventor or inventors. 35 U.S.C. § IO0(f) defines the term "inventor" as the
individual or, if a joint invention, the individuals collectively who invented or discovered the
subject matter of the invention. 3 As provided in J7 CFR 1.4 l(b), an applicant may name the
inventorship of a non-provisional application under 35 U.S.C. § 11 l(a) in the ADS in accordance
·with 37 CFR 1.76. or in the inventor's oath or declaration in accordance with 37 CFR l .63. 5'ee
MPEP 602.0L
Petitioner argues that inventorship should not be restricted to natural persons because United
States law does not explicitly prohibit protection for autonomous machine-created inventions.
Therefore, due to numerous policy considerations, a machine like DABUS, that meets the
inventorship criteria if it were a natural person, should also qualify as an inventor. However, the
United States patent laws do not support Petitioner's position that an inventor can be a machine.
The Patent statute is replete with language indicating that an inventor is a natural person. For
example, as noted supra, 35 U.S.C. § IO0(f) defines the term "inventor" as "the individual or, if
a joint invention, the individuals collectively who invented or discovered the subject matter of
the invention." 35 U.S.C. § 101 also provides "[w]hoever invents or discovers ... may obtain a
patent therefor, subject to the conditions and requirements of this title." (emphasis added).
Additionally, 35 U.S.C. § 102(a) states, "A person shall be entitled to a patent unless ... "
(emphasis added). 35 U.S.C. § l 15(b)(2) further provides, in pertinent part, "[a]n oath or
declaration under subsection (a) shall contain statements that ... such individual believes himself
or herself to be the original inventor or an original joint inventor of a claimed invention in the
application" (emphasis added). 4 Accordingly, the Patent statutes do not support the
interpretation of "inventor" to include a machine.

3
35 U.S.C. § lOO(g} defines the terms "joint inventor" and "coinventor" as any one of the individuals who invented
or discovered the subject matter of a joint invention.
4
Other examples from Title 35 include: 35 U.S.C. § l 16(a) that states, in pertinent part "[w]hen an invention is
made by two or more persons jointly, they shall apply for patent jointly and each make the required oath, except as
otherwise provided in this title"; 35 U.S.C. § 256 that provides for correction of the inventorship where a "person" is
named that is not the inventor or where a "person" who is an inventor is not named as an inventor of the patent;
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p,foreover, when considering whether a corporation could be listed as an inventor, the United
States Court of Appeals for the Federal Circuit (Federal Circuit) has explained that ''only natural
persons can be 'inventors. "' 5 We see no basis to distinguish a machine.
In this instance, the ADS of July 29, 2019 lists "[DABUS]" as the given name, and "Invention
generated by artificial intelligence" as the family name, of the sole inventor. Similarly, the
substitute staternent under 37 CFR 1.64, filed July 29, 2019, lists DABUS as the inventor for
which the substitute statement applies. Petitioner admits that DABUS is a machine. Because a
machine does not qualify as an inventor (for the reasons set forth above), the USPTO properly
issued the Notice of August 1, 2019 noting the inventor was not identified by his or her legal
name.
We note, however, that the use of a machine as a tool by natural person(s) does not generally
preclude natural person(s) from qualifying as an inventor or joint inventors if the natural
person(s) contributed to the conception of the claimed invention. See MPEP § 2137.01. Further,
the Office normally presumes that the named inventor or joint inventors in the application are the
actual inventor or joint inventors to be named on the patent. See MPEP § 2137.01. Where an
application names an incorrect inventor, the applicant could submit a request to correct
inventorship under 37 CFR 1.48 See MPEP § 602.0l(c) et seq.; see also MPEP § 706.03(a),
subsection IV.

DECISION
For the reasons noted above, the petition under 3 7 CFR 1.181 to vacate the Notice of August 1,
2019 is dismissed.
The time period to reply to the Notice of August 1, 2019 is reset in this decision. Petitioner is
given a time period of two (2) months from the mailing date of this decision within which to file
all required items identified in the Notice of August 1, 2019 to avoid abandonment. Extensions
of time may be obtained by filing a petition accompanied by the extension fee under 37 CFR
1.136(a).
Telephone inquiries should be directed to the undersigned at (571) 272-3230.

/SHIRENE W BRANTLEY/
Attorney Advisor, OPET

35 U.S.C. § 37l(c)(4) that provides for an oath or declaration by the inventor "or other person" authorized under
chapter 11; 35 U.S.C. § 382 that provides for filing of an international design application by a "person who is a
national of the United States."
5
Beech Aircraft Cor. v. Edo Corp., 990 F.2d 1237, 1248 (Fed. Cir. 1993); see also University r~f Urah v. lv!axPlanck-Gesellschaft Zur Forderung Der Wissenschaften E. V., 734 F.3d 1315, 1323 (Fed. Cir. 2013) ('Conception is
the touchstone of inventorship, the completion of the mental part of invention. It is the formation in the mind of the
inventor, of a definite and permanent idea of the complete and operative invention, as it is hereafter to be applied in
practice.") (internal quotmion marks and citatiorn omitted).
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To:
From:
Cc:
Subject:

ydm@FlashPointlP.com,FPIP-USPTO@FlashPointlP.com,
PAIR_eOfficeAction@uspto.gov
PAIR_eOfficeAction@uspto.gov
Private PAIR Correspondence Notification for Customer Number 89602

Dec 17, 2019 03:36:02 AM
Dear PAIR Customer:
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL
The following USPTO patent application(s) associated with your Customer Number, 89602 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.
The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.
Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.
Application
16524532

Document
PETDEC

Mailroom Date
12/17/2019

Attorney Docket No.
50567-4-01-US

To view your correspondence online or update your email addresses, please visit us anytime at
https ://sportal. uspto .gov/secu re/myportal/privatepair.
If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action' on the subject line or call 1-866-217-9197 during the following hours:
Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,
UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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IN THE UNITED STA TES PA TENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.:

16/524,532

Filed: July 29, 2019
For:

FOOD CONTAINER

Examiner:

§
§
§
§
§
§
§
§
§
§
§
§

Group Art Unit: 1782
Attorney Docket: 50567-4-01-US
Confirmation No.: 2644

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

PETITION TO THE DIRECTOR UNDER 3 7 CFR 1.181 REQUEST FOR RECONSIDERATION
This Petition to the Director is pursuant under 37 CFR 1.181 from the requirement
under the Notice to File Missing Parts issued under 37 CFR 1.53(b) on August 8, 2019, for
which the supervisory authority of the Director is invoked in appropriate circumstances. The
Request for Reconsideration in this Petition is being filed in reply to the Decision on Petition
issued on December 17, 2019.
In view of the legal opinion and decision by the OPET legal advisor, Ms. Shirene W.
Brantley, in the Decision on Petition, additional arguments are submitted herewith (in
conjunction with the inventorship statement previously submitted) to assist in further clarifying
the status of inventorship as it relates to the instant invention. The circumstances under which
the instant invention was conceived pose a unique legal situation, further justifying this Request
for Reconsideration.
The inclusion of the inventorship statement was initially prompted in order to explain
that the inventor of the subject matter of the instant invention of the present application is an
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AI machine, being a type of "creativity machine" named "DAB US" as indicated, inter alia, in
the Application Data Sheet (ADS). TI1e inventorship statement explains the nature of DAB US,
and why it should be named as the inventor in the present application. In addition, such
considerations directly pertain to the Substitute Statement and recordation of Assignment filed
herewith the application submission. Based on the inventorship statement, it is submitted that
the Director should vacate the Notice to File Missing Parts for being unwarranted and/or void.
Moreover, the additional arguments presented below rebut many of the statements
made in the Decision on Petition, which if heeded as the legal advisor suggests, would render
such actions potentially as fraudulent representation before the USPTO.
In the event that the Office decides to not grant this Petition, it is requested that a final
decision be issued in the form of a Denial, rather than a subsequent Dismissal, in order for the
Applicant to pursue the matter in Federal Court.
Further, in issuing such a Denial, Applicant requests that the Office grant a stay of
proceedings regarding the time period for cming the Notice to File Missing Parts (e.g., a
Suspension of Action under MPEP §709 and 37 CFR 1.103 in the cmrent application, or
allowing a Suspension of Action in a subsequently-filed continuation application to prevent a
new Notice to File Missing Parts from being issued). Otherwise, Applicant will have to endure
burdensome and costly procedural requirements to continually "daisy chain" newly-filed
continuation applications, while the matter proceeds gradually through the Federal Court, in
order to maintain the viability of their entitled IP rights.

2
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Additional Arguments in Reply to the Decision on Petition
In the Opinion by the OPET legal advisor, sources were cited from Title 35 of the U.S.
Code that define an inventor as an individual and/or person (see 35 U.S.C. § lO0(f), § 102(a).
§ 115, § 116(a), and §256). It is then concluded that "the Patent statutes do not support the
interpretation of 'inventor' to include a machine."
Dr. Stephen Thaler, the Applicant and creator of DABUS, is of the honest opinion that
the instant invention was conceived solely by DABUS, and that he had no input in connection
with the invention that would entitle him to name himself as an inventor in accordance with
the provisions of sections cited above.
The line of reasoning presented in the Opinion suggests that the referenced statutes are
intended to compel an applicant to name a natural person even where that person does not meet
inventorship criteria. This would force an applicant to name a person who does not meet the
legal definition of an inventor. Failure to do so would prevent an applicant from receiving
protection for an otherwise patentable invention. This reasoning cannot be correct.
It would be wrong to require an applicant to name a person other than an actual inventor
solely for the purposes of meeting a strict literal application of statutes not drafted with regan:ls
to the possibility that an invention may be generated without a natural person who qualifies as
an inventor. This would deceive the public with respect to the actual inventor of an invention,
and provide undeserved credit to someone who did not exercise inventive skill.
Inventorship is not a right but a matter of fact. That is, no person or other entity has a
"right" to be an inventor. Inventorship is determined and should only be determined on of the
basis of inventive contribution to an alleged invention. Therefore, the fact that AI systems
currently do not have any rights in law cannot be determinative of whether or not an AI system
can be considered an inventor in law.

3
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The principles behind the naming the inventor(s) of an invention under 35 U.S.C. § 115
have to be considered to their fullest extent, and not just limited to consideration of a person
who is an inventor. The public has a right to know who is/are the actual inventor(s) of an
invention disclosed in a patent application or patent. TI1is becomes ever more relevant as AI
systems generate ever more sophisticated technologies that are often beyond the human
capacity to develop (such as those derived from the processing and analysis of vast amounts of
data).
It would be legally wrong for an applicant to fail to identify the inventive contribution

of an AI system as this would lead to a misrepresentation as to the origin of the inventive
concept(s) disclosed in the patent application. Moreover, inaccurately listing a natural person
for an invention devised by an AI system would dilute the very principle of naming the inventor
and would be unfair. While it would not be unfair to the AI system, which currently has no
legal rights or interest in law, it would be unfair to other human inventors because it would
equate the work oflegitirnate human inventors with those who were merely associated with an
AI system that actually rnade the invention.
It is accepted that an AI system such as DAB US cannot, under current law, own

property. While there has been very extensive debate on how to handle recent and forecast
advances in AI to date, there is no law that confers on an AI system any rights to own property.
In refusing to accept the naming of an AI system as an inventor, the Office is setting a
further test for patentability that is not provided for in law, and contradicts the generally held
principle that inventorship should not be a substantial condition for the grant of patents. No
such condition is laid down in the Statutes.
The motivation to innovate and disclose does not lie with the inventor, but rather with
the invention's owner. It is the entity that will ultimately benefit from the invention that needs

4
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the motivation, for instance the employer or other entity that invests in the development of new
technology.
The patent system exists to encourage investment in research and development and in
the dissemination of the results of that work, via the granting of a time-limited monopoly in
return for disclosure. It is no more cmrect to suggest that inventions made by AI systems could
be disseminated freely to the public than inventions made by humans. While inventions may
be disseminated freely by their owners, free dissemination denies the owner of those inventions
the prospect of the reward provided for by the patent system. The patent system exists expressly
to motivate innovation and disclosure of inventions. That motivation is the same irrespective
of who is the actual deviser of the invention.
The Opinion concludes by providing the following suggestion. It states:
We note, however, that the use of a machine as a tool by natural
person(s) does not generally preclude natural person(s) from qualifying as an
inventor or joint inventor if the natural person(s) contributed to the conception
of the claimed invention. See MPEP §2137.01. Further, the Office normally
presumes that the named inventor or joint inventors in the application are the
actual inventors to be named on the patent. See MPEP §2137.01. Where an
application names an incorrect inventor, the applicant could submit a request
to correct inventorship under 37 CFR 1.48 See MPEP §602.0l(c) et seq.; see
also MPEP §706.03(a), subsection IV.
It is emphasized that DABUS cannot be construed as a tool in the context above, the

term "autonomous" in its acronym (DABUS, Device for the Autonomous Bootstrapping of
Unified Sentience) inherently indicates that a human is not operating DABUS when it is
"conceiving"

an invention,

neither through suggestion, posing a problem,

pruning,

emphasizing, guiding, nor a host of other ancillary activities. In fact, DABUS is conducting a
self-managed and self-regulated "exploration" of a myriad of conceivable possibilities,
assessing such notional junctures wholly independently of any human intervention.

5
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It is further emphasized that DAB US itself is the subject of several issued US patents.
Namely, US Patent No. 6,018,727 for "Device for the autonomous generation of useful
information," US Patent No. 7,454,388 for"Device for the autonomous bootstrapping of useful
information," and US Patent No. 10,423,875 for"Device for the autonomous bootstrapping of
unified sentience."
In granting these patents, the Office has in essence accepted the existence of means to
create new intellectual property via creative machine intelligence, implicitly legalizing the
process by which DABUS arrives at a new invention. And yet, the fruits of such a process by
DAB US, which is the subject of the instant invention, are being improperly excluded from such
entitlement. By requiring a human inventor, the Office is effectively excluding any AIgenerated invention from patent protection. Such an outcome does not square with the fact that
that the Office awarded patent rights for the inventions cited above for their very ability to
generate inventions using AI.
The Office is also requested to take into account the position adopted by other Patent
Offices in corresponding patent applications for the DABUS inventions, as well as the
significant volume of debate currently circulating on the issue of AI-conceived inventions.
More specifically, the European Patent Office (EPO) has accepted in the corresponding
European Patent Application No. EP18275163.6, Patent Publication No. EP3564144Al, that
DAB US is the true deviser of the invention. The UK Intellectual Property Office (UKIPO) has
similarly accepted that DAB US is the actual deviser of the invention in its deliberations on the
corresponding

UK

Patent

Application

No.

GB 1816909.4,

Patent

Publication

No.

GB2574909A. There would be no legal justification in the identification of different inventors
by different Patent Offices for the sarne invention, as doing so would contradict the very
principle of identifying the actual deviser of the invention.

6
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While both the EPO and the UKIPO have objected to the naming of DABUS as the
inventor, this is not on the basis of whether DABUS actually conceived the invention but on
whether patent law (the European Patent Convention and the UK Patents Act 1977,
respectively) permit the naming of an inventor that is not a natural person. The UKIPO has,
though, agreed that the making of inventions by AI systems is a current and serious issue that
must be debated in the context of patent law, and has also not excluded the possibility that
current UK patent law might be able to be construed to permit the naming of an AI system as
an inventor.
The World Intellectual Property Office (WIPO) has recently published a Conversation
on Intellectual Prope11y and Artificial Intelligence (September 2019) specifically on this
question of law, similar to the USPTO Request for Cornrnents on Patenting Artificial
Intelligence Inventions of August 2019 and Request for Cornrnents on Intellectual Property
Protection for Artificial Intelligence Innovation of October 2019.
The fact that artificial intelligence systems, of which DABUS is an example, are
conceiving new technological developments that meet the requirements of patentability is
widely accepted, and therefore should not be ignored, especially by the government entities
that manage and grant rights to patentable inventions, that is Patent Offices.
Finally, it is noted that, based on the above, there is no way to meet the requirements of
the Statutes. That is, there is no cure for the issued Notice to File Missing Parts, while
maintaining proper inventorship according to the Statutes. Therefore, in the absence of any
cure to the outstanding Notice, Applicant submits that in the event that the Office decides to
not grant this Petition, it is requested that a final decision be issued in the form of a Denial,
rather than a subsequent Dismissal, in order for the Applicant to pursue the matter before a
Federal Court.

7
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Further, in issuing such a Denial, Applicant requests that the Office grant a stay of
proceedings regarding the time period for curing the Notice to File Missing Parts (e.g., a
Suspension of Action under MPEP §709 and 37 CFR 1.103 in the current application, or
allowing a Suspension of Action in a subsequently-filed continuation application to prevent a
new Notice to File Missing Parts from being issued). Otherwise, Applicant would have to
endure burdensome and costly procedural requirements to continually file continuation
applications, while the matter proceeds slowly through the Federal Courts, in order to maintain
the viability of their entitled IP rights.

Inventorship Statement Previously Filed

A machine called "DABUS" conceived of the instant invention.
The instant invention was generated by a specific machine called "DABUS" ("device
for the autonomous bootstrapping of unified sentience") - a type of "Creativity Machine." A
Creativity Machine is a particular type of connectionist artificial intelligence. Such systems
contain a first artificial neural network, made up of a se1ies of smaller neural networks, that has
been trained with general information from various knowledge domains. This first netwoik
generates novel ideas in response to self-perturbations of connection weights between neurons
and component neural nets therein. A second "critic" artificial neural network monitors the first
neural network for new ideas, and identifies those ideas that are sufficiently novel compared to
the machine's pre-existing knowledge base. The critic net also generates an effective response
that in tum injects/retracts perturbations to selectively form and ripen ideas having the most
novelty, utility, or value.
In the case of the instant invention, the machine only received training in general
know ledge in the field, and proceeded to independently conceive of the invention, and to

8
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identify it as novel and salient. If similar training had been given to a human student, the student
rather than the trainer would meet the inventorship cliteria as inventor.
In some instance of machine invention, a natural person might qualify as an inventor
by virtue of having exhibited inventive skill in developing a program to solve a particular
problem, by skillfully selecting data to provide to a machine, or by identifying the output of a
machine as inventive. However, in the present case, DABUS was not created to solve any
particular problem, nor was trained on any special data relevant to the instant invention. The
machine rather than a person identified the novelty and salience of the instant invention.
A detailed descliption of how DAB US and a Creativity Machine functions is available
in, among others, the following US patent publications: 5,659,666; 7,454,388 B2; and
2015/0379394 Al.

Inventorship should not be restricted to natural persons. A machine that would meet
inventorship criteria if it were a natural person should also qualify as an inventor.
No United States law explicitly prohibits protection for autonomous machine
inventions.
However, inventorship is restricted to "individuals" under, e.g., 35 U.S.C. § l00(f)
(1952) ("The term 'inventor' means the individual or, if a joint invention, the individuals
collectively who invented or discovered the subject matter of the invention.").
The restriction of inventorship to individuals was intended to prevent corporate
inventorship. It was not the result of seriously consideling autonomous machine invention, and
should not therefore prohibit subsistence of intellectual property rights where there is no natural
person who qualifies as an inventor. See Karl F. Nfilde, Jr., Can a Computer Be an "Author'' or
an "Inventor''?, 51 J. PAT. OFF. SOC'Y 378,379 (1969). ("The closest that the Patent Statute
comes to requmng that a patentee be an actual person is in the use, in Section 101, of the term

9

A422

Appx 000456

Case 1:20-cv-00903-LMB-TCB Document 15-3 Filed 11/30/20 Page 170 of 225 PageID# 505

'whoever.' Here too, it is clear from the absence of any further qualifying statements that the
Congress, in considering the statute in 1952, simply overlooked the possibility that a machine
could ever become an inventor.")
The output of autonomously inventive machines should be patentable if it meets the
requirements of patent ability set out in law. The primary purpose of patent law is to incentivize
innovation,

together

with

incentivizing

the

disclosure

of

information,

and

the

commercialization and development of inventions. Allowing patents for machine output
incentivizes the development of inventive machines, which ultimately promotes innovation. To
the extent that patents are incentivizing commercialization and disclosure of information, there
is no change in this function between a human and a machine-generated invention. Failure to
permit patent protection for the output of autonomously inventive machines threatens to
undermine the patent system by failing to encourage the production of socially valuable
inventions. This will be particularly important as artificial intelligence becomes more
sophisticated and likely a standard part of future industrial research and development.
Clarifying now that patents are available for the output of autonomously inventive machines
would provide certainty to businesses and innovators.
Patent law also protects the moral rights of human inventors; acknowledging machines
as inventors would facilitate this function. At present, individuals are claiming inventorship of
autonomous machine inventions under circumstances in which those persons have not
functioned as inventors. See Ryan Abbott,/ Think, Therefore I Invent: Creative Computers and
the Future of Patent Law, 54 B. C. L. Rev. 1079-1126 (2016). Failing to appropriately
acknowledge inventive activity by machines weakens moral justifications for patents by
allowing individuals to take credit for work they have not done. It is not unfair to machines
who have no interest in being acknowledged, but it is unfair to other human inventors because
it devalues their accomplishments by alte1ing and diminishing the meaning of inventorship.
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This could equate the hard work of creative geniuses with those simply asking a machine to
solve a problem or submitting a machine's output. By contrast, acknowledging machines as
inventors would also acknowledge the work of a machine's creators.

An "autonomous machine invention" should be assigned to the owner of the machine.
Machines should not own patents. They do not have legal personality or independent
rights, and cannot own property.
The machine's owner should be the default owner of any intellectual property it
produces and any benefits that would othe1wise subsist in an inventor who is a natural person.
This is most consistent with cun-ent ownership norms sun-ounding personal property (including
both machines and patents).
In the instant application, we submit that DABUS should be acknowledged as the
inventor of any resultant patents, with Stephen Thaler, the machine's owner, as the applicant
and assignee of any such patents.

Stephen Thaler is prevented from listing himself as the inventor for the instant application.
Stephen TI1aler, the creator of DABUS, is prohibited from listing himself as an inventor
for the instant application because he has not contributed to the conception of the instant
invention. DABUS performed what is traditionally considered the mental part of the inventive
act. Based on DABUS's results, a skilled person could have reduced the invention to practice.
Inaccurately listing himself as an inventor could subject Dr. Thaler to criminal sanctions. 18
U.S.C. 1001.
The Office presumes that the named inventor in an application is the actual inventor.
See MPEP §2137.01.

11

A424

Appx 000458

Case 1:20-cv-00903-LMB-TCB Document 15-3 Filed 11/30/20 Page 172 of 225 PageID# 507

If a machine cannot be an inventor. the first person to recognize the inventive nature of
autonomous machine input may qualifv as an inventor.
It has been argued that a natural person may claim inventorship of an autonomous
machine invention even in situations in which that person was not involved in the development
or operation of a machine by virtue of recognizing the relevance of a machine's output. This
approach is questionable in cases in which the natural person has not made an inventive
contribution to the disclosed invention in the accepted meaning of the term.
In some cases, recognition of the inventive nature of a computer's output may require
significant skill, but in others, the nature of inventive output may be obvious. In the present
case, DAB US identified the novelty of its own idea before a natural person did.

Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at rkm@FlashPointIP.com orby phone at (516) 301-1649.
Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. I understand that a copy of such communications will be made of record. [MPEP §502.03
II]

Respectfully submitted,

/Ryan Abbott/
Dr. Ryan Abbott
Attorney for Applicant
Registration No. 68,178

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345
Date: January 20, 2020
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IN THE UNITED STA TES PA TENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.:

16/524,532

Filed: July 29, 2019
For:

FOOD CONTAINER

Examiner:

§
§
§
§
§
§
§
§
§
§
§
§

Group Art Unit: 1782
Attorney Docket: 50567-4-01-US
Confirmation No.: 2644

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

PETITION TO EXPEDITE 1.181 PETITION TO THE DIRECTOR
This Petition is a request to expedite the petition to the Director filed in the instant
application under 37 CFR 1.181, for which the appropriate fee has been paid.

Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at rkm@FlashPointIP.com orby phone at (516) 301-1649.
Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. I understand that a copy of such communications will be made of record. [MPEP §502.03
II]
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Respectfully submitted,

Dr. Reuven K. Mouallern, LL.M.
Agent for Applicant
Registration No. 63,345
Date: January 20, 2020
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N35111-GB

FOOD CONTAINER

Technical Field

5

The present invention relates to a food container suitable for both liquid and
solid food products.

Background of the Invention

10

The packaging industry is well developed throughoutthe industrialised
world and is subject to general norms and practices. On the whole, in the case of
food or beverage packaging, this needs to be able to hold food or beverages in a
food safe and hygienic condition, and to withstand storage and transportation;
specifically to provide physical and barrier protection to the contents, to prevent

15

contamination and agglomeration, to provide security including tamper control, and
to be convenient. In recent years, there have been moves to reduce the amount
of packaging material used and also to focus on more environmentally friendly
packaging, such as by use of recyclable and biodegradable materials.
Lightweighting is a conceptthat has been prevalent in the industry for some time,

20

which aims to reduce the amount of packaging material utilised, its weight and
also the energy required for its manufacture.
In the case of packaging for liquid or other flowable materials, it is common
to use bottles, cans, cartons, bags and the like. Generally, such packaging has
either a generally cylindrical form, such as a drinks can or bottle, or a cuboidal

25

form, such as milk or juice cartons of the type commonly sold under the Elopak™
or Tetra PakTM brands. This packaging is typically constituted by a smooth walled
structure, often of multi-layered form, which minimisessurfaceareaandoptimises
the usable volume of the packaging. The contents of the packaging are often
relied upon to maintain the form and integrity of the packaging, particularly during

30

transportation and storage. For instance, a beverage container will often rely on
the pressure of the beverage with in the container to keep the container in its
original shape. This enables the walls of the container to be made very thin, to the
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2

point that often once the container has been opened the walls become flimsy and
are easy to collapse.
Food products are often sold in multiple units, such as cans and bottles, in
which case it is common to tie these together with additional packaging, such as a
5

sleeve, ring or yoke. This additional packaging also serves to stop individual
packages from falling loose during transportation or storage, thereby reducing
spoilage. However, such additional packaging adds further cost, both monetary
and environmental.
The smooth nature of such packaging reduces a person's grip and it is not

10

uncommon, particularly for large packages, for a person to struggle to handle the
package without squashing it and causing spillage of the contents. This is
particularly the case with large plastics drinks bottles.

Summary of the Present Invention
15

The present invention seeks to provide an improved container for food
products. The invention is particularly suitable for, but not limited to, containers for
liquids, such as beverages, and other flowable products.
According to an aspect of the present invention, there is provided a food or
20

beverage container comprising: a wall defining an internal chamber of the
container, the wall having interior and exterior surfaces and being of substantially
uniform thickness; wherein the wall has a fractal profile with corresponding convex
and concave fractal elements on corresponding ones of the interior and exterior
surfaces; and wherein the convex and concave fractal elements form pits and

25

bulges in the profile of the wall.
The present invention provides a food or beverage container having a
container wall of different form than known in the art. The form taught herein
provides a number of practical advantages over known packaging products.
Preferably, at least some of said pits and bulges have heads of a greater

30

width th an bases thereof.
Advantageously, the fractal profile of the wall permits coupling by interengagement of a plurality of said containers together. This feature can provide a
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3

number of practical advantages, including being able to do away with separate
and additional tie elements to hold together a plurality of containers, as is
necessary with currently available packages that rely on sleeves or yokes.
Preferably, the wall of the container is flexible, thereby permitting flexing of
5

the fractal profile thereof. The flexibility of the wall permits disengagement of
containers coupled together, by appropriate squashing of one or more of the
containers to alter the fractal shape of the containers at the point of interengagement
Advantageously, the corresponding convex and concave fractal elements

10

provide for increased surface area of both the interior and exterior surf aces of the
container relative to a volume of the chamber. An increased surface area can
assist in the transfer of heat into and out of the container, for example for heating
or cooling the contents thereof.
In preferred embodiments, the containerisgenerallycylindrical. It may

15

have other shapes in other embodiments, such as generally spherical, oval and so
on.
The container wall may be formed of metal, plastics, elastomeric material or
glass. It may also be made from flexible or potentially flexible food products.
The fractal form of the containerwall can also contribute to improved

20

holding of the container, whereas known packages with a smooth surface can be
slippery particularly when wet such as when condensation forms on the outside as
a result of the contents being cold.
It is to be understood that although the main focus of this disclosure is to a
food or beverage container, the teachings are not limited to such applications and

25

could be used for containers for a wide variety of other uses.

Brief Description of the Drawings

Embodiments of the present invention are described below, by way of
30

example only, in which:
Figure 1 isa schematic view in axial cross-section ofa container according
to an embodiment of the present invention;
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4

Figures 2 and 3 are schematic axial partial cross-sectional views of an
embodiment of two fractal containers in the process of being coupled together;
Figures 4 and 5 are schematic axial partial perspective views of the two
fractal containers of Figures 2 and 3 in the process of being coupled together;
5

Figure 6 shows various views of another embodiment of fractal container;
Figures 7 to 9 show the coupling and uncoupling of two containers as per
the embodiment of Figure 6; and
Figures 10 and 11 show, respectively, the coupling together of two further
embodiments of fractal container.

10
Description of the Preferred Embodiments

The description that follows and its accompanying drawings disclose in
broad terms the teachings herein. Elements that are common in the art are
15

omitted for the sake of clarity, such as but not limited to the specific materials that
the container may be made of, typical volumes for the container and so on.
Furthermore, the drawings are notto scale.
The concept disclosed herein makes use of a fractal profile for the wall of
the container, which has been found to provide a number of advantageous

20

characteristics when applied to a container particularly for food and beverage
products. The skilled person will appreciate that the profile of the wall will not be
of pure fractal form bu twill have a form dictated by practical considerations such
as the minimum practical or desirable size of its fractal components.
Nevertheless, the relationship between elements of the profile is fractal in nature.

25

In practical embodiments, the fractal container may exhibit a fractal interpretation
over two or more size scales.
Referring to Figure 1, this shows in schematic form a transverse crosssectional view of an embodiment of container 10 for use, for example, for
beverages. The container has a wall 12 with an external surface 14 and an

30

internal surface 16. The wall 12 has a substantially uniform thickness.
As with known containers, especially for food products, the wall 12 is
preferably made of a food safe material or otherwise provided with a food safe
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5

inner lining. For this purpose, and as known in the art, the wall may be a single
layer material or may be made as a laminate of different materials. The wall may
be made of or comprise a plastics material, a metal or metal alloy, an elastomeric
material, and may even be made of glass. It is also envisaged that in some
5

embodiments the wall may be made from flexible or potentially flexible food
product (for example pasta, dough, licorice and so on).
The wall 12 has a fractal profile which provides a series of fractal elements
18-28 on the interior and exterior surfaces 14, 16. It is to be understood that these
fractal elements 18-28 have fractal characteristics with in practical considerations

10

determined for example by the limits of the chosen manufacturing/forming
process, the material chosen forwall, the thickness the wall and so on. In
practice, the fractal elements 18-28 will typically reach a minimum practical
dimension determined by such constraints.
The fractal elements 18-28 of the wall create, as a result of the wall 12

15

having a generally uniform thickness, a series of pits 40 and bulges 42 in the
profile of the wall, in which a pit 40 as seen from one of the exterior or interior
surfaces 12, 14 forms a corresponding bulge 42 on the other of the exterior or
interior surfaces 12, 14, and vice versa. This characteristic is exhibited both on a
large scale, for instance with the pits 40 and bulges 42 identified by the reference

20

numerals in Figure 1, but also with the smaller ones of the fractal elements 18-28.
The pits 40 and bulges 42 could be described as opposite images of one another
on the exterior 14 and interior 16 sides of the walls 12. Repeating features (for
instance pits and bulges) across a variety of scales creates the fractal form or
profile on the container surfaces. The fractal profile may extend across the entire

25

area of the container surfaces or only over selected surfaces or surface portions.
Thus, the fractal profile may in some embodiments extend over the entire
container, while in other embodiments the majority of the container can be smooth
with only the contact areas between containers having fractal formations.
It will be appreciated that Figure 1 is an axial cross-sectional view only.

30

The fractal elements 18-28 may in some embodiments extend in linear fashion
along the length of the wall 12, but in other embodiments the elements 18-28 may
be of pure fractal form of a type akin, so to speak, to cauliflower or broccoli florets,
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6

so as to create an array of distinct nodules, both circumferentially and also
longitudinally along the wall 12.
The container 10 may be of generally cylindrical form, such that the
cross-section shown in Figure 1 extends into and/or out of the plane of the paper.
5

In such embodiments, the container 10 will include a top and a base, typically of
any type known in the art. In other embodiments, the container 10 may have any
suitable non-cylindrical form, examples of which the person skilled in the art will be
familiar with.
The container 10 of this embodiment, and of the other embodiments

10

described and contemplated herein, provides an umber of practical advantages.
One such advantage can be seen with reference to the embodiment shown in
Figures 2 to 5.
Referring first to Figures 2 and 3, these are axial cross-sectional views of
two containers 100,110 similar to the view of Figure 1 but in which only a part of

15

the circumference of the wall of each container can be seen. Each container 100,
110 has, as with the embodiment of Figure 1, a wall 12 having exterior 14 and
interior 16 surfaces and fractal elements 18-28 formed in the wall and present in
the exterior and interior surfaces 14, 16.
The containers 100,110 have the same shapes and fractal profiles, which

20

are also symmetrical as will be apparent from the Figures. This correspondence in
shapes enables the pits 40 and corresponding bulges 42 in the walls of the two
containers 100,110 to engage into one another so as to interlock along a portion
of their circumferences, as can be seen in particular in Figure 3. In this
embodiment, the pits 40 and bulges 42 have the same, but opposite, shapes such

25

that they are able to fit snugly into one another. This can be achieved, in some
embodiments, by creating two identical fractal sheets and curving them in opposite
directions such th atone surface of one the sheet becomes the outer surface of
one container and the same surface of the other sheet becomes the inner surface
of the other container.

30

Furthermore, in the embodiments of Figure 1 to 3, the pits 40 and bulges42
have what could be described as enlarged heads with narrowerneck portions, in
which the fractal elements extend to a smaller width or diameter g_ at or close to
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their bases compared to a larger width or di meter D further from their bases. This
characteristic of enlarged heads may be prevalent in all of the pits 40 and bulges
42 but in other embodiments may be exhibited in only a portion of the fractal
formations in the wall 12.
5

As can be seen in Figure 3 in particular, the coupling of the two containers
100, 110 occurs, in this example, because the containers have a generally curving
or rounded form, in which case the containers will only touch, and inter-engage, at
their tangents.
In other embodiments that have different general overall shapes, such as

10

square or polygonal, the coupling of the fractal formations of two containers may
occur across an entire side wall or a portion of one or more of the side walls of the
containers.
When used for packaging, this characteristic enables multiple containers to
be cou pied together withoutthe need for any other tie mechanism of the types

15

commonly used in the art. In other words, two or more containers 100,110 may
be joined together solely by inter-engagement of some of the fractal formations of
the container walls 12. The containers need not have tessellating shapes, as it is
only necessary for one or more of the fractal formations of each of the containers
to inter-engage in order to achieve coupling.

20

Figures 4 and 5 show a view of another embodiment similar to that of
Figures 2 and 3, in which the fractal formations of the containers 100, 110 extend
generally linearly for at least a short distance longitudinally, in other words in twodimensional manner rather than in a three-dimensional manner as a floret wou Id.
In this embodiment, the same fractal elements of the containers 100,110 shown in

25

Figures 4 and 5 will inter-engage longitudinally along their length, and if they
extend along the entire length of the containers they will th en inter-engage equally
along the length of the containers. In the case of three-dimensional fractal
elements, of what could be described as floret form, inter-engagement of two or
more containers along a tangent thereof will involve the coupling of multiple fractal

30

formations along the lengths of the containers.
The containers can be uncoupled by squeezing the containers 100,110, for
example from either side of the coupling zone, to cause the engaged pits 40 and
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bulges 42 to deform and open out. A user can in this manner separate the
containers 100, 110 with relative ease.
Referring now to Figure 6, this shows anotherembodimentof fractal
container 200 having a fractal form similar to that of the embodiments of Figures 1
5

to 5. In this embodiment, the fractal formations extend in linearmanneralong the
length of the container 200, as can be seen in particular in the perspective view of
Figure 6. The container200 can have any of the characteristics described
elsewhere herein.
With reference to Figure 7, in this embodiment the pits 240 and bulges 242

10

are not the same shape or size to fit one within the other precisely, as is the case
with the embodiments shown in Figures 2 to 5. Nevertheless, the pits 240 and
bulges 242 are still able to engage partially, as will be apparent in the Figure. The
two containers can be tied to one another by adhesive posited into the interstice or
pocket 244 between the partially engaged pits 240 and bulges 242. More than two

15

containers may be coupled together in this manner, in a fully or partially
tessellating manner depending upon the shapes of the containers.
The containers 200 can be separated from one another by applying
pressure to one or both of the containers, as sh own In Figure 8. In the example
shown in th is Figure, the pressure may be applied diametrically opposite the

20

adhesive coupling 244, as per the arrow in the Figure. This pressure will cause
deformation of the walls 12 of the containers and, as a consequence, apply shear
stress (and typically also compressive and tensile forces) to the adhesive in the
pocket 244, which will break or loosen. It will be appreciated that the containers
could be squeezed from other directions and achieve the same result.

25

Once the adhesive coupling has been released, the containers 200 can be
separate from one another as shown in Figure 9.
Referring now to Figure 10, this shows in schematic form partial wall
profiles of two fractal containers 300,300' according to another embodiment of the
present invention. In this embodiment, the wall has what could be described as a

30

fractal random walk profile, with zig-zag wall elements of different lengths t1-Cn.
The two container profiles 300, 300' preferably have substantially identical
reversed or replicated profiles in at least a part of their extent, such that they can
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couple together in a precise nesting arrangement, as shown in Figure 108. The
two fractal elements 300, 300' can thus be coupled together, typically by a
combination of mechanical inter-engagement and friction. The skilled person will
appreciate that in this embodiment, as with the following embodiment shown in
5

Figure 11, the profile does not include any fractal elements having bulges or pits
with enlarged heads, as occurs with the embodiments of Figures 1 to 9, although it
is not excluded that in some embodiments they may have such characteristics.
Figure 11 shows another example, in which the profiles of the two
containers 400, 400' only partially nest one into the other. It will be appreciated

10

th at the degree of coupling of the containers together can be altered by adjusting
the fractal profiles of the two inter-engaging surfaces to one another.
In the preferred embodiments, the lengths t1-t'n of the zig-zag wall elements
are advantageously determined as statistical fractals whose dimensions may be
tuned via random walk parameters to optimize the interlocking of two or more

15

fractal containers. Bonding between containers can be relatively strong with an
increased number and size of capture points and weaker with fewer capture
points.
In the embodiments of Figures 10 and 11, inter-engagement can be
provided by the profiles themselves and optionally, as per the above described

20

embodiments, assisted by the use of adhesive between adjacent containers.
The forms of container disclosed herein provide a number of other
advantages in addition to an increased ability to couple multiple containers
together.
First, the fractal nature of the outer surface of the container provides a

25

better grip of the container compared to a container having a smooth outer
surface. This can be advantageous particularly with larger or heavier containers,
in respect of which a good grip can be obtained with less holding pressure on the
container wall.
Moreover, the corresponding convex and concave fractal elements provide

30

for increased surface area of both the interior and exterior surfaces of the
container relative to a volume of the chamber. This can be useful in increasing the
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heattransfer characteristics of the container, for instance to cool or heat its
contents.
The skilled person will appreciate thatthe teachings herein can provide
other advantages and characteristics not exhibited in containers known in the art.
5
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CLAIMS

1.

A food or beverage container comprising:

a wall defining an internal chamber of the container, the wall having interior
5

and exterior surfaces and being of substantially uniform thickness;
wherein the wall has a fractal profile with corresponding convex and
concave fractal elements on corresponding ones of the interior and exterior
surfaces; and
wherein the convex and concave fractal elements form pits and bulges in

10

the profile of the wal I.

2.

A food or beverage container according to claim 1, wherein at least

some of said pits and bulges have heads of a greater width than bases thereof.

15

3.

A food or beverage container according to claim 1 or 2, wherein the

fractal profile of the wall permits coupling by inter-engagementof a plurality of said
containers together.

4.
20

A food or beverage container according to claim 1, 2 or 3, wherein

the wall of the container is flexible, permitting flexing of the fractal profile thereof.

5.

A food or beverage container according to claim 4, wherein the

flexibility of the wall permits disengagement of said or any coupling of a plurality of
said containers together by flexing of inter-engaged fractal elements of coupled
25

containers.

6.

A food or beverage container according to any preceding claim,

wherein at least some of the pits and bulges have inter-engaging or corresponding
shapes and sizes such that a bulge of one container can fit within a pit of an
30

equivalent container, thereby to couple two containers together.

A443

Appx 000477

Case 1:20-cv-00903-LMB-TCB Document 15-3 Filed 11/30/20 Page 191 of 225 PageID# 526

12

7.

A food or beverage container according to claim 6, wherein the pits

and bulges of said two containers nest precisely within one another.

8.

s

A food or beverage container according to claim 6, wherein the pits

and bulges of said two containers nest partially within one another.

9.

A food or beverage container according to any preceding claim,

wherein two or more said containers can be coupled together by an adhesive
disposed between facing pits and bulges of adjacent containers.
10

10.

A food or beverage container according to any preceding claim,

wherein the corresponding convex and concave fractal elements provide for
increased surface area of both the interior and exterior surfaces of the container
relative to a volume of the chamber.
15

11.

A food or beverage container according to any preceding claim,

wherein the container is generally cylindrical.

12.
20

A food or beverage container according to any preceding claim,

wherein the wall is formed of metal, plastics, elastomeric material or glass.

13.

A food or beverage container according to any one of claims 1 to 11,

wherein the wall is formed from flexible food product.
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ABSTRACT

FOOD CONTAINER

5

A container (10) for use, for example, for beverages, has a wall (12) with
and external surface (14) and an internal wall (16) of substantially uniform
thickness. The wall (12) has a fractal profile which provides a series of fractal
elements (18-28) on the interior and exterior surfaces (14-16), forming pits (40)
and bulges (42) in the profile of the wall and in which a pit (40) as seen from one

10

of the exterior or interior surfaces (12, 14) forms a bulge (42) on the other of the
exterior or interior surfaces (12, 14). The profile enables multiple containers to be
coupled together by inter-engagementof pits and bulges on corresponding ones of
the containers. The profile also improves grip, as well as heat transfer into and out
of the container.

15

Figure 6 to accompany the Abstract
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In re /\pplication of
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DECISION ON PETITION

For: FOOD CONTAINER

This is a decision on the petition filed January 20, 2020 under 37 CTR l .18 L requesting
reconsideration of the decision issued Decernber 17, 2019, ·which decision refused to vacate the
August l, 2019 Notice to File rvLissing Parts of Nonprovisiona1 Application.i

Tht:'. petitinn to vacate the August 10 2019 Notice to Fik l\fissing Parts of Nonprovisional
Application is DENIED.
RELEVANT H.ACKGROUN.D
The :ibove-identified application was filed on July 29, 2019.
The appllc.ulon papen> filed on July 29, 2019 ,vere ucconipan1ed by:

•

An appfo:ation data sheet ("ADS") listing a single inventor with the given name
'\DA.BUS]" and the family name "(Invention generated by artificial intdligence)." The
ADS also identifies the Applicant as the Assigner ';Stephen L. Thaler,"

•

A '.mbstituw statement under 37 CFR 1.64 in lieu ofdedarn.lion under 35 U.S.C. § l 15(dl
listing "DA.BUS (the invention \vas autonomously generated by artificial intdligence)" as
the inventor '>Vas executed by Stephen L Thake \Vho \.vas ickntified as both the legal
representative of DAB US and the Applicant.

113

1

A statement under 37 CFR 3.73(c) ickntit\ing Stephen L Thaler as the assignee of the

The instant petition under

:n CFR

{. l 8 ! was tiled conrnxren, ly v,i,h a. petitk,n reque<;ting expedited prcc:c:,:,ing of

the in3t:,:nt ix:i ition. The pei~tion to (:xpedite the processing is dismissed as moot in vicw of ,his dc:ci~iori.

A457

Appx 000491

Case 1:20-cv-00903-LMB-TCB Document 15-3 Filed 11/30/20 Page 205 of 225 PageID# 540

Application No. 16/524,532
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entire right, title, and interest in the appLication.
•

An assignn1ent docunwnl assigning the entire right, title and intert:'.St of ''DAB US, the

Creativity machine that has produced the ... i11vention" to Stephen L. Thaler, Stephen L
Thaier executed the document on behalf of both DA. BU S, as legal reprc_;;entati ve ofthe
1f'l11·1:n-:plf•.•s
"""J,Grl(Yf·
''r1d q1 1A '-·h"'l·,a!t.'·
t}1,, '.':S":or1"f> 2
-t:-:L
.....
A
.,_,,. 1.,.,

.s

<.•

~

~{

,>,\.,
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~

.0.

\__.

•

-',.

. ........

\..J.~.

' I , . , ... .'

.... , .

1,,_).\.~..:

\_.-,,,..,

A "STATEJvJENT OF INVENTORSHfP'' ("lnventorship Staternenf') vv'hich provides
darifying remarks on the inventorship of the '350 application. Briefly, the letter swtes
the invention v.'as conceived by a "<.:rC'.,ttivity 1nachine" named ''D/, BUS'' and it should be
rnmwd ,:i.s the inventor in the '350 appLication.

A Notice to Vile [Viiss1ng Parts of Nonprovisi,.)nal Application was issued on Augw,t l, 2019
('· August 1, 20 i 9 Notice"). The A.ugust i, 2019 Notice indicated 1.Lwt the ADS "does not

identify each inventor by his or her legal naine" and an 580 surcharge is dw.' for late submission
of the inver:rrur's oath or declaration.
A petition under 37 CFR 1.181 was filed on August 29, 2019, requesting supervisory review of
the August 1, 2019 Notice'., and to vacate the August l, 2019 Notice for being un,varrnnted
and/or void.
A second Notice w Fi1e fviissing Parts of NonprovisionJ.l Application was issued on Dix:ember
13, 2019 (''Dec<:.n1ber i 3, 2019 Notice''), explaining the time period for reply runs from the mail
date of the December 13, 2019 Notice.

The petition of August 29, 20 l 9 ,vHs dismissed in a decision issued on Decernber J7, 2019
The instant petition under 37 CFR l.181 \Vas fikd on January 20, 2.020. requesting
recont,ideradon of the decision issued December i 7, 2019, which decision refused to vacate the
August 1, 20 l 9 Notice.

STATt!TES
35 U.S.C § 1OO(t) provides:
The term "inventor" means the i.ndi vidual or, if a joint invention, the individuals
collectivdy \vho invented or discovered the subject matter of the invention.

'' Petitoner statb "'it is accepted Hnt ar. Al system ,;r:d1 us DABUS cannot, under current law, own pmpeny .. llh~re
ii, no !mv th:it confers on ;in A.l system any rights to own prnpeny." Reconsi(krntion Petition at 4, Thus, pcfriorn:,r
:idrnitc; that Di\ t3l)S cannot (Win any property ir.chding ;he prnperty 1·1ghts in inventions the mw:hinc itsdf created.
This funhcr calls into qut.qion \.Vhe,her the submitted hssignment docurnet,t ,;21:tsfa,~ rtle. reqtmemu1ts of 37 CFR
3.73(c)(1) :rnd pe1itioner'~ ability to fiie the above-identified applitaiion ::ts app!icmxt under 35 U.S,C. § l 18 and 37
CFR l .46.
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35 U,S.C. § 100(g1 provides:
The tenns 'joint invtntor" and "coinvcntor'' mean any

of the individuals \Vho in-vented

or diseovered the subject n:-1alt(~r of a joint invention,

35 U.S.C § 10 l provides:
\Vhoever invc~nts or discovers any nnv and useful pro1..~ess, mad:iine, rnanufactLlri..\ or
composition of 1natter,. or any nC\:V and usefol irnprovernen:. thereof, may obtain a patent
therd()r, subject to the conditions and requireinents of this title.

An application for patent that is filed tmdcr section 11 l t.a) or cnn1mcnccs tht'. national stage
under section 371 shall include, or be amended to include, the name of lhe inventor for
any invention dainH.'d in the application. Except as othenvise provided in this section, each
individual vvho is the inventor or a joint inventor of a claimed invention in an application
for patent shall execute an oath or declaration in connection with the apphcafrm
35 U.S.C § 115(b) provides, in pertinent part:
An oath or declaration under subsection (a) shaJJ contain statements that., ,such individual
belinT·s himself or herself to be the original inventor or an original joint inventor of a
claimed invention in the application,

3.5 U,S,C. § I l S(h)Cl) pnJv·ides, in pertinent part:
Any person making a statenHinl required tmdcr this section may ,vithdrn\v, replw;;e, or
othenvise correct the statement at any time.

OPINION
Petitioner asserts the invention of the above-identified application ,vas generated by a machine
named "DABUS.":J According to petitioner, this '"creafrvity machine" is progrmrimed as a series
of neural networks lhat have been trained ,vith general information in the field of endeavor to
independently create the invention.'1 Petitioner asserts that DABUS was not created to solve any
particular probkir1, and it \vas not trained on any spedal data relevant to the instant invemion, 5
Instead, it was tbe machine, not a person, \Vhid1 recognized the novelty a.nd salience of the
instant inveni.ion. 6 Petitioner contends that inventorship should 1101 be limited to natural person:,
and, th~refore, the naming of DA.BUS as the inventor in the above--identified application is
"!nv~n:orship Stuk:nent at 2.
1JJ
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prorwl'.7 Petitioner requests that the August 1, 2019 Notice be vacated for being unwarranted
and/or void.
1 ··t,-,t-~1,,-1
-1- 1:,,_,,,- f'--,.
,,_, t':l1d
,\-,,-,-,,t-;,
i<\
,1,all
;;,pp
;C<'h,C.11 U1 pdc1,.;l1
: ,~ l. s.(_ ULtCtll
:-.ee ,~H~l l 11
l l \d,". s
include, or be mnended w include, the na1ne Gf the inventor f<)r any invention dairncd in the
application.'' An ''inventor" is defined in 35 U.S.C. § 1OO(a) as ''the individual or_ if a joint
invcmion, the individuals collectively \.\ho invented or discovered the subject nrntter of the
invention. " 3

,_.:-,-,-,.->;;;1,-.:::n
l,_(~t:l ,),, ~'. ,), \._. \")

1

,.-ld_1, '•1,-Jl d._ Ll
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To the extent the petitioner argues that an "inventor'' could be construed to covcr machines, the
patent statutes preclude such a broa<l interpretation. Title 35 of the United States Code
consistently refers to inventors as natt;ral persons. For exarnple, 35 U.S.C. ~ 101 states
''1V!wever invents or discovers any new and useful process, machine, manufacture, or
composition of1natter ... rnay obtain a patent therefi-.ln.', subject w the conditions and requircn1ents
9 i-;; r l SC ,~
ef'thi-; title'" ie 111nlpsi"
:"1dded'l
q-uuest'<
·s•-.. u.~ .,. ....
-· .•. ,•;\Vh--,"v
\~.-...- ...... r'' ...
~t":-:::, .,.. ...... 1 rntur::ll
11"' sin1>- ihrlv
•- <. . ... . 1wr"''n
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,._
·,.,
refers to individuals and uses pronouns specific to natural person!}-----"hirnself'' and "herself·-----\:vhen reforrim"; to the ''individual" vv-110 believes hirnsdf or herselfto be the original inventor or
an origlrwJ joh1t inventor of a clairned inv-er1Lio11 in the Hppiication. 10 It htrther ;tates that the
inventor \Vho executes an oath or dedarntion must be a "person."' 1 Other sections of Title 35
take th,~ same approw:b.' ~ Therefore, interpreting "rnventor" broadly to encon:.pass machines
\vould contradict the plain reading of the patent statutes that refer to persons and individuals.
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ln addition, the U.S. Court of A..ppea]s for the Federal Circuit (Federal Circuit) has explained that
thf patent laws require that an inventor be a natural person. For exanrple, in Univ. ?f'[Jrah v.
Ma.-..:-P!anck-Geselischr.{fi zw· F1Jrderung der fVissenscha,flcn e. V, ' 3 the Federal Circuit explained
that a state could nor be an inventor, stating-----The inventors of a patent arc ·'the individual or, if a joint invention, the
individuals colkctivdy ,vho im-Tnted or discovered the subject matter of the

h.), at 3.
"Se,c0 also 35 U.S.(>§ 1LS(a) (",~a.c:b individual ,vh:, is an inv~ntor , . ,haO (:>:('.Cute an o,:th or declarnrion"):. 35
U SC. § J OO(gJ C'The terrr:s "joint inventor" and ''coinventor'' mean any l of the individu:;ds who invented nr
di~covered the subject rna!ter of a joint invention")_
(} ;_l}1;.?trian:- rvebster ,•s (~olh:gt.'ate [)1-ctior;,:Jl)/ ( l o:_lJ ed. 200 i ),
"' 35 U _s_c. § J l '.i{b) {''An oath or declaration under ~ubsection (a) shall contain stakmenis that. . sudi ind,v,dua]
beh.:vcs hims::'l for herself to be lfo: original inventor or m, original joint inventor of a claimed invention in th('.
applic;:ition.'').
'' 35 U.S.C. § l l 5(h;( l) (''Any persor: making a statemen; t(,quired 1_mder this :;i~ction may withdraw, rqilac(,, <:H"
othenvise corn~ct tlw ,;;atement at any time."\
u Sc,: e.g 35 U .s_c § 102i:a) (''A person f;hdl be ~:rnitied to a patent unless...''): .35 U.S.C. § l 16(c) ("Wlwnever
through ('.!Tor a person is named in an applkation for patent as the invcn1or.. _"): Jj U_S.C. § l85 ("Notwithstanding
any ,)th.er pwv is ion~ of linv ilJ1)' person, ;;,nd his swxfr;:;ors, assigns, or kga! rep,\-:s,:Tttiltives. shalt not receive a
United State:,; patent fot an inv(mtior: if that person, or hi:, _. 35 U S.C § 256(aJ t·\Vhenever through error ,t

\):;;\;) r\~;n; ~~t~ i;iF:~/~:~~;.";l;~;~nt as

the inv,~:nor. .. ").
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invention," 35 U.S.C § 100d). his axloinatic, that inventors are the individuals
that concei've of the invention;

Conception is the touchstone of invenlorship, the cornpktiun of the rnenta!
pait of invention. It is the formation in the mind nf the inventoL of a
definite and permanent ide:i of the complete and operative invention, as it
is hereafter to be applied in practice. Conception is complete only ,✓vhen
the idea is so clearly defined in the inventor's mind that only ordinary skill
would be necc,ssary to reduce the invention to practice, ,vithout extensive
research or experimentation, [Conception] is a tnental act.

l?urroz.t/5hs rJleflcolne (.'tJ. v. I5'r1rr 1.t.:ih.-,~._, ];,1c. 40 F.3d 1223 . 122/ . .28
(Feel.Cir. 1994) (internal quotation marks and citations omitteel). To perform this
mental act, inventors must be natural persons and cannot be corporations or
1
,.soveJ·<>jm·1s
.
. -'--· c•·· . , ''
"!

Similarly, \.,hen explaining the distinction bet\veen inventorship and O',vnership of an invcmion
by a corporation, the Federal Circuit in an earlier dc\.:ision, Beech Aircra/2 Corp. v. EDO Corp.,
stated that: ''only natural persons can be 'inventors. "' 15
\Vhile these Federal Circuit decisions are in the context of states and corporations, respectively,
the discussion of conception as be1ng. a ''formation in the rnind of the inventor'' and a "mental
act'' is equally appiicable to machines and indicates that concepfam······the touchstone of
inventorship-·····Tnust be per.formed by a natural person,
The United States Patent and Trademark Office's (.1:.JSPTO's) understanding of the patent statutes
and the Federal Circuit cas<.-~ hrvv concerning lnventorship to require that an in-vcntor rnust be a
natural person is reflected in the numerous references to the inventor as a '"person" in Title 37 of
the Code of Federal Regulations, if, Furthern1ore, the l\-lam.ial of Patent Exarninlng Procedure
("l\,1PEP") foDo\vs the patent statutes and the Federal Circuit case law concerning inventorship,
explaining that the threshold question for inventorship is "conception.." t 7 The ?v1PEP defim. '.S
"conception'" as "the complete perfonnance of the mental part of the in vcntive acf' and it is "the
formation in tbe rnind of the inventor of a definite and pennanent idea of the cornpkte and
1
"

734 F.3d at l 323.
:.'990F,2d !237, l248.ffed,Cit. !993)
!<5 See e.g. 37 (~FIZ l .27(a)(l) C'/\ pertH)H) a5 used in paragraph (c) of1his :iectk~n) rncans any inventor or other
individual''); 37 CFR 1.4 l (d) ('" . . the name and residence of each person bdi:::ved to be an actual inventor should be
provided when the ctpphcation p,:ipcrs pursuant w ~ ! .53(b) or§ l .53(c) are filed.''i; 37 CTR ) .53( d)(4)
(", .. accompanied by a stat:::men1 requesting deletion of the name or mune3 Gf 1he p(,rson or persons who are noi
inv(;;rtors of the iiwenton being claimed in the nnv app!ica; im,"); 37 CFR ! .63{a)l)} C·An oath or dcdarntion under
this section must: Include a ~latement that the person exn:w ing the oath or 1.kdarntion believes, .. ··'): 3·7 CFR
l .324(a) ("\Vhenever through error a person is named in an issued patent a~ the inventor ... "\ 37 CFR l .324{bi( { l
(",. .A stattm::nt from ('.,Kh person who is being added as an inventor and each person ,vho is currently nan,ed as an
inventor.,."). NNe also, th(: rcquiren,ent under 37 CTR l .76(b)( I) tha1 the inventor be idt,rlfrfied by thtir ·'legal
nan1e,~'
i:, lV!PEP 2 !37.0l (ll); Burroughs !Ye!lcome Co, , .. Ban Labs .. inc., 40 f', 3d l22J, l 227-28 (Fed. Cir. l 994).
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Accordingly, because the above-identified application names a rnachine, "[DA.BU SJ (Invention
generated by artificial intelligence)," as the inventor, and because current statutes, case lmv, and
US PTO regulations and ruk~s limit inventorship to natural persons, the above--identified
application does not comply with 35 U.S.C. § l 15(a). ' 9 The USPTO tl-t;;:'.refore properly issued
the August L 2019 Notice requiring the inventor to be identified by his or her legal name.
Petitioner argues that the December 17, 2019 petition decision presents a line of rea:,oning that
suggests "the referenced .statutes axe intended to compd an applicant to name a natural person
even ,vh<::re the person does not 111.eet the inventorship criteria." 2n However, petitioner
misunderstands the petition decision. The petition decision of Decern ber 17, 2019 explains that
35 USC. § l OO(f) defines tht terrn ''inventor'' as the individual \vho invented or discovered the
subject matter of the invention. 1dentifying a natural person, \vho did not invent or discover the
subject matter of the inv1;.,ntion, as the inventor in a patent application vvould be in conflict \vith
the pment statutes. A.ccordlngly, the petition decision of December 17, 2019 does not suggest
that an Hpplica.nt is c<:nnpelied to list a natural person as an inventor ,vho does not nwet the
inventorship criteria.

Petitioner also argues that the USPTO should take into account the position adopted by the
European Patent Office ("EPff') and the UK Intellectual Property Office ("UKIPO") that
DABUS created Uw im.·ention at issue. bur DABUS cannot be named as the inventnr_·.:J The
above-identified application is currently undergoing review for completeness of the a_pp!ication.
The USPTO has not made any dekrrnination concern-ing ,vho or what actually created tht'
invention claimed in the abovt>identified application?" Furthermore, the FPO and UKlPO arc
interpreting and e11fon:.:ing llwir O'v\11 respective lm-vs (Le., the European Patent Ctmvcntion a:nd
the UK Patents Act 1977) as they apply to the applications befrlJT tbern. U. S, patent lmv does
not permit a rnw::.:hine to be named as the inventor in a patent application.
Petitioner further argues that "!Yln refusing to accept the naming of an Al system as an inventor,
the US PTO is setting a further test for patentabifoy that is not provided f(Jf in fa\v, and
contradicts the generally held principle that inventorship should not be a substantial condition for
the Qrant
of tnalents." 23 Petitioner's an:wrnent
is not 1:ier::masive. lnventorshit)
-'-·'
..__,
t has lorw:
....... h.-x'n a
condition for patentabiLity, and 35 l.J.S.C. ~ 115(a) expressly requires that an applicat1on include,

:: ; ~;(~~~i; ,;.~!:;:~:,:;'.~, \~~!(t;1'~'7i~:; ::~~:ci:;:~;2<l;~~1!:/~:'.1;;!·:;i' ;:t~\~~;~i
1

1

1

~, l~;i;d:)/~he pateni statutes. For example,
pefaioner states, ''-ii is not~d that. .. then~ is no .vay to meet tht'. n:quit\'.ment:, ofthe Statutes. That is, ifa:re 1,; no curt
for tht issued Note<'. to File \·1 issing Parts, ,vhlle maint;::.tntng prnper inveniorship according to ihe Statutes."
R.ec.<.H1sideration Pt:: it.ion ;H 7.
:-'.G

Rec:on.~!deraUon Petition at 3,

?: Recons!dera:ion _Petition at 6.,,7,
::? See fv1PEP 506.
3
:: Rt.. considerat[on Petition <1t 4.
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or be aJnended to include, the narne of r.he inventor fbr ~my invention claimed in the application.
Be.h.)re the Leahy-Smith AnK'rica Invents A.ct (ALA) revised 35 CLS.C. § l 02,. irnproper
inventorship wa~~ n grounds for rejection under prc--A!A 35 U.S.C. § ] 02(f)_:.N Today, under the
AI;\, naming an incorrect inventor is a grounds for n:~jection under 35 U.S.C. § 101 and 35

U.S.C, § 115, 25

Petitioner also argues that the USPTO has granted patents rebting. to the D/\BUS rn.achine and,
therefore. irnplicitly legalized the process by \vhich DA.BUS arrives at an invention for the
above-identified application. 26 The US PTO grants a patent if it appears that an applicant is
entitled w a patent underthe lmv pursuant to 35 U.S.C. § 151. The granting of a patent under 35
U.S.C. § l 5 l for an invention that covers a 1nachine does not nlean that the patent statmes
provide for that Jnachine to be Listed as an inventor in another patent app!icaticn------any rnore than
a patent for a camera allo;_,vs the camera hold a copyright. /\s noted above, a machine does not
quality as an in\Tntor under the patent )a\VS.
Lastly, petitioner has outlined nurnerous poUcy considerations to support the position that a
' - can
. as an '
,-. exarnp1e,
I
• ,
J
'
patent app l 1eat1on
name a mac l une
inventor, tor
petitioner
contenus
tnat
allovvlnp_ a rnachine to be listed as an inventor ,vould incentivize innovation using /'d svsterns, 27
"1-;:'"'

<_'"l·1·,
,)\,.·
.. ~~)(';'<
.........- .L.. ...., j' 1·i1prtH)"l'
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support the public notice function by informing the public of the actual inventors of an
invention?" These polli.:y considerations non:vithstanding, they do not overcome the plain
language of the patent la\VS as passed by tbe Congress and as interpreted by the courts/ 0

CONCLUSH)N
For the reasons stated above. the fK~tilion is granted to tbe extent that the decision of December
17, 2019 has been revie\ved, but tht pnition is D ENl ED ,vHh respect to vacating the August L
20] 9 Notice.
The font period to reply to the Notice to Fik tviissing Parts of ;\ionprovisional Application of
August 1, 2019 is 1-cset in this decision, Petitioner is gi'l/en a tlmt period of two (2} months from
the rna.iling date of this deci,ion v,lthin -,vhich to file a!l required iten1s identified in the
December 13, 2019 Notice to avoid aba.ndonm.enL Extensions of time rnay be obtained by filing
a petition accornpanled hy the extension fee under 37 CFR 1.136(a). Petitioner, hov,,ever, should
2
'' ''/,

jK,·wn ,;hal! be entitkd to a paknt unks,;, .. he did not himsdf invent the subject matter sought to be paknted.'.

See PerSeptive Biosysterns, 1nc. v. Phar:nacia EUoteth: Inc.~ 225 f.3d 13 :t 5 (Fed. C'.h-, 2000) c·1-~xar:1iner~ ~in~
requird to reject applications unde,· 3 S U. S C § 102(f) on the b::bi:: ofirnproper inwntorshir·'),
25
5/ee JvIPEP 706.03(a)(1 \/).
26
27

28
2
·,

Re('.()nsiderntion Petition at 6.
lnventorshir Statement a1 3-4.
!d. at 4.
Reconsk!crntion Petition at 4.

v: {?uigg~ 894 l-'.2d ]9?~ 399-400 (Fed, C:ir. 1990) (hokii_ng: ;h:1t th'-: tTSP'f(} ,u1d <:.ourts
honor ;h,~ p)ain m<?aning of the paten; statute,; when Congress has ~poken on an issue, as striking pdky
balances in kgisbtive ;angmige is within th('. province of C\mgn,::,sJ.

::c: :.)la-\'o {)pett.-'ttions l}!( lt~f
:llll:"
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expect no additional resetting of the tim.e period frJr reply to Uw Notice to Fik'. J'vlissing Pans of

Nonprovisional Application of A,ugust l, 2019 in the above-identified ttpplication or any other
slay of proceedlngs 1n the above-.identified application.
Thi~, constitutes a final ckcis10n on this petition, No further requests for reconsic.kration \Vi !l be
enkrtalned.
Tekphone inquiries concerning this decision should be dire,:ted to Charles Kiln, Director of the
Office of Petitions, at (571) 272-742!,

,&~.--;!:________

__.,-';;-&~·J..t,.-~:#
I'
.. ..---·

#" ..........

,$'""

fzoben \V. Bahr
Deputy Commissioner for
Patc.nt E~xa111ir1ation Policy
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To:
From:
Cc:
Subject:

ydm@FlashPointlP.com,FPIP-USPTO@FlashPointlP.com,
PAIR_eOfficeAction@uspto.gov
PAIR_eOfficeAction@uspto.gov
Private PAIR Correspondence Notification for Customer Number 89602

Apr 23, 2020 06:31 :38 AM
Dear PAIR Customer:
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL
The following USPTO patent application(s) associated with your Customer Number, 89602 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.
The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.
Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.
Application
16524532

Document
PET.DEC.OIPE
PET.DEC.OIPE

Mailroom Date
04/22/2020
04/22/2020

Attorney Docket No.
50567-4-01-US
50567-4-01-US

To view your correspondence online or update your email addresses, please visit us anytime at
https ://sportal. uspto .gov/secu re/myportal/privatepair.
If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action' on the subject line or call 1-866-217-9197 during the following hours:
Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,
UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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PATENT APPLICATION FEE DETERMINATION RECORD

Application or Docket Number

16/524,532

Substitute for Form PTO-875

APPLICATION AS FILED - PART I
FOR

(Column 1)

(Column 2)

SMALL ENTITY

OTHER THAN
SMALL ENTITY

OR

NUMBER FILED

NUMBER EXTRA

RATE($)

FEE($)

RATE($)

BASIC FEE
(37 CFR 1.16(a), (b), or (c))

N/A

N/A

N/A

75

N/A

SEARCH FEE
(37 CFR 1.16(k), (i), or (m))

N/A

N/A

N/A

330

N/A

EXAMINATION FEE
(37 CFR 1.16(0), (p), or (q))

N/A

N/A

N/A

380

TOTAL CLAIMS
(37 CFR 1.16(i))

9

minus 20=

X

50

=

0.00

INDEPENDENT CLAIMS
(37 CFR 1.16(h))

1

minus 3

=

X

230

=

0.00

APPLICATION SIZE
FEE
(37 CFR 1.16(s))

If the specification and drawings exceed 100
sheets of paper, the application size fee due is
$31 O ($155 for small entity) for each additional
50 sheets or fraction thereof. See 35 U.S.C.
41 (a)(1 )(G) and 37 CFR 1.16(s).

FEE($)

N/A
OR

0.00

0.00

MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR 1.16(j))
* If the difference in column 1 is less than zero, enter "0" in column 2.

785

TOTAL

TOTAL

APPLICATION AS AMENDED - PART II

<(

I-

z

w

(37 CFR 1.16(i))

z

Independent

w
~

<(

(Column 2)

(Column 3)

CLAIMS
REMAINING
AFTER
AMENDMENT

HIGHEST
NUMBER
PREVIOUSLY
PAID FOR

PRESENT
EXTRA

Total

~

0

(Column 1)

Minus

Minus

..
...

SMALL ENTITY
ADDITIONAL
FEE($)

RATE($)

=
=

OR

X

=

X

=

OR

X

=

Application Size Fee (37 CFR 1.16(s))

OR

FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j))
TOTAL
ADD'L FEE

Ill
I-

z

w
~

0

z

w

~
<(

ADDITIONAL
FEE($)

RATE($)

X

=

(37CFR 1.16(h))

OTHER THAN
SMALL ENTITY

OR

(Column 1)

(Column 2)

(Column 3)

CLAIMS
REMAINING
AFTER
AMENDMENT

HIGHEST
NUMBER
PREVIOUSLY
PAID FOR

PRESENT
EXTRA

Total

Minus

(37 CFR 1.16(i))

Independent

Minus

..
...

=

ADDITIONAL
FEE($)

RATE($)

ADDITIONAL
FEE($)

RATE($)

X

=

OR

X

=

X

=

OR

X

=

=

(37CFR 1.16(h))

TOTAL
ADD'L FEE

OR

Application Size Fee (37 CFR 1.16(s))

OR
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j))
TOTAL
ADD'L FEE
* If the entry in column 1 is less than the entry in column 2, write "0" in column 3.
** If the "Highest Number Previously Paid For" IN THIS SPACE is less than 20, enter "20".
*** If the "Highest Number Previously Paid For" IN THIS SPACE is less than 3, enter "3".
The "Highest Number Previously Paid For" (Total or Independent) is the highest found in the appropriate box in column 1
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UNITED STATES PATENT AND TRADEMARK OFFICE
Ul\TfED STATES DEPA RTME'IT OF COMMERCE
United States Patent and Trademark Office
Adiliess. ~Sl1:fM[;3.~~CJ'JER FOR PATENTS

APPLICATION NUMBER

FILING OR 3 71 (C) DATE

16/524,532

07/29/2019

FIRST NAMED APPLICANT

ATTY. DOCKET NO./TITLE

50567-4-0 I -US
CONFIRMATION NO. 2644
FORMALITIES LETTER

89602
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL

1111111111111111111111

l ]~!l]!~l!~IU~ IU!~i~ll l l l

111111111111111111

Date Mailed: 04/24/2020

NOTICE TO FILE MISSING PARTS OF NONPROVISIONAL APPLICATION
FILED UNDER 37 CFR 1.53(b)

Filing Date Granted
Items Required To Avoid Abandonment:

An application number and filing date have been accorded to this application. The item(s) indicated below,
however, are missing. Applicant is given TWO MONTHS from the date of this Notice within which to file all
required items below to avoid abandonment. Extensions of time may be obtained by filing a petition accompanied
by the extension fee under the provisions of 37 CFR 1.136(a).
• The application data sheet or inventor's oath or declaration does not identify each inventor by his or her legal
name.
• Surcharge as set forth in 37 CFR 1.16(f) must be submitted.
The surcharge is due for any one of:
• late submission of the basic filing fee, search fee, or examination fee,
• late submission of inventor's oath or declaration,
• filing an application that does not contain at least one claim on filing, or
• submission of an application filed by reference to a previously filed application.
SUMMARY OF FEES DUE:

The fee(s) required within TWO MONTHS from the date of this Notice to avoid abandonment is/are itemized
below. Small entity discount is in effect. If applicant is qualified for micro entity status, an acceptable Certification
of Micro Entity Status must be submitted to establish micro entity status. (See 37 CFR 1.29 and forms
PTO/SB/15A and 15B.)
• $ 80 surcharge.
• $( 0) previous unapplied payment amount.
• $ 80 TOTAL FEE BALANCE DUE.

page 1 of 2
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Replies must be received in the USPTO within the set time period or must include a proper Certificate of Mailing
or Transmission under 37 CFR 1.8 with a mailing or transmission date within the set time period. For more
information and a suggested format, see Form PTO/SB/92 and MPEP 512.
Replies should be mailed to:
Mail Stop Missing Parts
Commissioner for Patents
P.O. Box 1450
Alexandria VA 22313-1450
Registered users of EFS-Web may alternatively submit their reply to this notice via EFS-Web, including a copy
of this Notice and selecting the document description "Applicant response to Pre-Exam Formalities Notice".
https ://sportal. uspto .gov/authenticate/AuthenticateUserlocal EP F. htm I
For more information about EFS-Web please call the USPTO Electronic Business Center at 1-866-217-9197 or
visit our website at http://www.uspto.gov/ebc.

If you are not using EFS-Web to submit your reply, you must include a copy of this notice.
Questions about the contents of this notice and the
requirements it sets forth should be directed to the Office
of Data Management, Application Assistance Unit, at
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

/jltippett/

page 2 of 2
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UNITED STATES PATENT AND TRADEMARK OFFICE
Ul\TfED STATES DEPA RTME'IT OF COMMERCE
United States Patent and Trademark Office
Adiliess. ~Sl1:fM[;3.~~CJ'JER FOR PATENTS

APPLICATION NUMBER

FILING OR 3 71 (C) DATE

16/524,532

07/29/2019

FIRST NAMED APPLICANT

ATTY. DOCKET NO./TITLE

50567-4-0 I -US
CONFIRMATION NO. 2644
WITHDRAWAL NOTICE

89602
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL

111111111111111111111111]~!1]!~1!~1!

~~ IU!l~!~ll l l l 111111111111111111

Date Mailed: 04/24/2020

Letter Regarding a New Notice and/or the Status of the Application
If a new notice or Filing Receipt is enclosed, applicant may disregard the previous notice mailed on
12/13/2019. The time period for reply runs from the mail date of the new notice. Within the time period
for reply, applicant is required to file a reply in compliance with the requirements set forth in the new
notice to avoid abandonment of the application.

Registered users of EFS-Web may alternatively submit their reply to this notice via EFS-Web.
https://sportal.uspto.gov/authenticate/AuthenticateUserLocalEPF.html
For more information about EFS-Web please call the USPTO Electronic Business Center at
1-866-217-9197 or visit our website at http://www.uspto.gov/ebc.
If the reply is not filed electronically via EFS-Web, the reply must be accompanied by a copy of
the new notice.
If the Office previously granted a petition to withdraw the holding of abandonment or a petition to
revive under 37 CPR 1.137, the status of the application has been returned to pending status.
Questions about the contents of this notice and the
requirements it sets forth should be directed to the Office
of Data Management, Application Assistance Unit, at
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

/jltippett/
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UNITED STATES PATENT AND TRADEMARK OFFICE
Ul\TfED STATES DEPA RTME'IT OF COMMERCE
United States Patent and Trademark Office
Adiliess. ~Sl1:fM[;3.~~CJ'JER FOR PATENTS

APPLICATION
NUMBER

FILING or
37l(c)DATE

GRPART
UNIT

FIL FEE REC'D

ATTY.DOCKET.NO

16/524,532

07/29/2019

1782

785

50567-4-01-US

TOT CLAIMS IND CLAIMS

9
1
CONFIRMATION NO. 2644
FILING RECEIPT

89602
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL

1111111111111111111111

m~mll!~~ ~Hill~

111111111111111 IIII IIII

Date Mailed: 04/24/2020

Receipt is acknowledged of this non-provisional utility patent application. The application will be taken up for
examination in due course. Applicant will be notified as to the results of the examination. Any correspondence
concerning the application must include the following identification information: the U.S. APPLICATION NUMBER,
FILING DATE, NAME OF FIRST INVENTOR, and TITLE OF INVENTION. Fees transmitted by check or draft are
subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a corrected Filing Receipt, including a properly marked-up ADS showing the changes
with strike-through for deletions and underlining for additions. If you received a "Notice to File Missing Parts" or
other Notice requiring a response for this application, please submit any request for correction to this Filing Receipt
with your reply to the Notice. When the USPTO processes the reply to the Notice, the USPTO will generate another
Filing Receipt incorporating the requested corrections provided that the request is grantable.
lnventor(s)

None
Applicant( s)

Stephen L. Thaler, St. Charles, MO;
Assignment For Published Patent Application
Stephen L. Thaler
Power of Attorney:
Reuven Mouallem--63345
Ryan Abbott--68178
Domestic Applications for which benefit is claimed - None.
A proper domestic benefit claim must be provided in an Application Data Sheet in order to constitute a claim for
domestic benefit. See 37 CFR 1.76 and 1.78.
Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.)
EUROPEAN PATENT OFFICE (EPO) 18275163.6 10/17/2018 No Access Code Provided
UNITED KINGDOM 1816909.4 10/17/2018 No Access Code Provided

Permission to Access Application via Priority Document Exchange: Yes
Permission to Access Search Results: Yes
page 1 of 4
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Applicant may provide or rescind an authorization for access using Form PTO/SB/39 or Form PTO/SB/69 as
appropriate.

Request to Retrieve - This application either claims priority to one or more applications filed in an intellectual
property Office that participates in the Priority Document Exchange (POX) program or contains a proper Request to
Retrieve Electronic Priority Application(s) (PTO/SB/38 or its equivalent). Consequently, the US PTO will attempt
to electronically retrieve these priority documents.

If Required, Foreign Filing License Granted: 07/31/2019
The country code and number of your priority application, to be used for filing abroad under the Paris Convention,
is US 16/524,532

Projected Publication Date: To Be Determined - pending completion of Missing Parts
Non-Publication Request: No
Early Publication Request: No
** SMALL ENTITY **
Title
FOOD CONTAINER

Preliminary Class
428

Statement under 37 CFR 1.55 or 1.78 for AIA (First Inventor to File) Transition Applications: No

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES
Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent" and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.
Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.
Applicants also are advised that in the case of inventions made in the United States, the Director of the US PTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.
Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
page 2 of 4
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patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.
For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4258).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED
The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.
This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.
The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.
NOT GRANTED
No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).
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SelectUSA
The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location for
business investment, innovation, and commercialization of new technologies. The U.S. offers tremendous resources
and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation works to
promote and facilitate business investment. SelectUSA provides information assistance to the international investor
community; serves as an ombudsman for existing and potential investors; advocates on behalf of U.S. cities, states,
and regions competing for global investment; and counsels U.S. economic development organizations on investment
attraction best practices. To learn more about why the United States is the best country in the world to develop
technology, manufacture products, deliver services, and grow your business, visit http://www.SelectUSA.gov or call
+ 1-202-482-6800.
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To:
From:
Cc:
Subject:

ydm@FlashPointlP.com,FPIP-USPTO@FlashPointlP.com,
PAIR_eOfficeAction@uspto.gov
PAIR_eOfficeAction@uspto.gov
Private PAIR Correspondence Notification for Customer Number 89602

Apr 24, 2020 04:27:41 AM
Dear PAIR Customer:
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL
The following USPTO patent application(s) associated with your Customer Number, 89602 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.
The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.
Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.
Application
16524532

Document
NTC.MISS.PRT
M327
APP.FILE.REC

Mailroom Date
04/24/2020
04/24/2020
04/24/2020

Attorney Docket No.
50567-4-01-US
50567-4-01-US
50567-4-01-US

To view your correspondence online or update your email addresses, please visit us anytime at
https ://sportal. uspto .gov/secu re/myportal/privatepair.
If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action' on the subject line or call 1-866-217-9197 during the following hours:
Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,
UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE

United States Patent and Trademark Office
Address:

COMMISSIONERFORPATENTS
P.O. Box 1450
Alexandria, Virginia 22313-1450
www.uspto.gov

APPLICATION NO.

FILING DATE

16/524,532

07/29/2019

89602

7590

FIRST NAMED INVENTOR

ATTORNEY DOCKET NO.

CONFIRMATION NO.

50567-4-01-US

2644

05/15/2020

EXAMINER

FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad,4083201
ISRAEL

ART UNIT

PAPER NUMBER

1782

NOTIFICATION DATE

DELIVERY MODE

05/15/2020

ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):
FPIP-USPTO@FlashPointlP.com
ydm@FlashPointlP.com

PTOL-90A (Rev. 04/07)
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UNITED STATES PATENT AND TRADEMARK OFFICE
Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov

In re Application of
Application No. 16/524,532
Filed: 29 Jul 2019
For FOOD CONTAINER

DECISION ON PETITION

This is a decision on the petition pursuant to 37 C.F.R. § 5.25,
filed July 29, 2019, seeking a retroactive license for foreign
filing under 35 U.S.C. § 184.
The petition is DISMISSED.
This decision concerns European application number 18275163.6
filed October 17, 2018 and UK application number 1816909.4 filed
October 17, 2018.
A grantable petition pursuant to 37 C.F.R. § 5.25 must be
accompanied by:
(1)

a listing of each of the foreign countries in which the
unlicensed patent application material was filed;
(2) The dates on which the material was filed in each
country;
(3) A verified statement (oath or declaration)
containing:
(i)
An averment that the subject matter in
question was not under a secrecy order at
the time it was filed abroad, and that it
is not currently under a secrecy order,
(ii)
A showing that the license has been
diligently sought after discovery of the
proscribed foreign filing, and
(iii) An explanation of why the material was
filed abroad through error without the
required license under§ 5.11 first having
been obtained; and,
(4) The required fee (§ 1.17(g) of this chapter).
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The petition complies with requirements (1), (2), (3) (i), and
(4) of 37 C.F.R. § 5.25.
Petitioner has provided a listing of
each of the foreign countries in which the unlicensed patent
application material was filed; 1 the dates on which the material
was filed in another country; 2 an averment that the subject
matter in question was not under a secrecy order at the time it
was filed abroad, and that it is not currently under a secrecy
order; 3 and, the required petition fee.
The petition fails to comply with requirements (3) (ii)
(3) (iii) of 37 C.F.R. § 5.25. A discussion follows.

and

The relevant parties are as follows:
•
•

Declarant Thaler is the applicant. 4
Both foreign filings were made by declarant Thaler's
European counsel. 5 The name of said European counsel has
not been revealed.

Regarding requirement (3) (ii) of 37 C.F.R. § 5.25, the record
does not establish whether declarant Thaler and the European
counsel was each aware of the requirements of 35 U.S.C. § 184
and 37 C.F.R. § 5.ll(a) at the time of their involvement in the
proscribed foreign filing.
As such, it cannot be discerned
whether this petition was diligently filed.
In the sixth paragraph of his verified statement, declarant
Thaler asserts "[p]ursuant to 37 C.F.R. § 5.25(a) (3) (ii), I was
first informed by my US patent counsel when they began to
prepare filing for a patent before the USPTO in which they
determined the potential need for a foreign filing license on
June 13, 2019." However, it is not clear what he was first
informed of on this date.
Moreover, declarant Thaler asserts in the seventh paragraph of
his verified statement that at the time of the foreign filing,
his European counsel was not aware of the requirements of 35
U.S.C. § 184 and 37 C.F.R. § 5.ll(a).
However, declarant Thaler
does not have firsthand knowledge of what another person did or
did not know.

1 Europe and the UK.
Petition, page 1 and Thaler verified statement,
paragraph 3.
2 October 17, 2018.
Id.
3 Thaler verified statement, paragraph 5.
4 Application Data Sheet included on initial deposit, page 1.
5 Thaler verified statement, paragraph 7.

A477

Appx 000511

Case 1:20-cv-00903-LMB-TCB Document 15-3 Filed 11/30/20 Page 225 of 225 PageID# 560

Application No. 16/524,532

Page 3

Regarding requirement (3) (iii) of 37 C.F.R. § 5.25, first, the
second paragraph of the Thaler verified statement states he is
not certain whether a foreign filing license is necessary.
35 U.S.C. § 1.84(a) provides,
(a) FILING IN FOREIGN COUNTRY.-Except when authorized by a
license obtained from the Commissioner of Patents a person
shall not file or cause or authorize to be filed in any
foreign country prior to six months after filing in the
United States an application for patent or for the
registration of a utility model, industrial design, or
model in respect of an invention made in this country. A
license shall not be granted with respect to an invention
subject to an order issued by the Commissioner of Patents
pursuant to section 181 without the concurrence of the head
of the departments and the chief officers of the agencies
who caused the order to be issued. The license may be
granted retroactively where an application has been filed
abroad through error and the application does not disclose
an invention within the scope of section 181.
As is made clear by 35 U.S.C. § 1.84(a) cited above, the USPTO
has no authority to grant a petition under 37 C.F.R. § 5.25
where petitioner seeks the retroactive foreign filing license
out of an abundance of caution. Rather, the USPTO has only the
authority to grant a petition under 37 C.F.R. § 5.25 where
petitioner establishes that the proscribed application was filed
abroad through error. Accordingly, seeking a retroactive
foreign filing license out of an abundance of caution does not
satisfy the standard set forth by 35 U.S.C. § 1.84(a).
It is
further noted that the USPTO will not determine whether a
foreign filing license was required before proscribed
application was filed abroad.
The USPTO will only determine
whether the proscribed filing was made through error upon the
filing of a petition under 37 C.F.R. § 5.25 and consideration of
the merits of the showing made therein.
Declarant Thaler must
determine whether a foreign filing license was required before
the proscribed application was filed and expressly indicate the
result of his determination on renewed petition.
Second, the petition fails to describe any error which resulted
in the filing of the foreign application without the required
license under§ 5.11 first having been obtained. As set forth
above, it has not been established whether declarant Thaler and
the European counsel were aware of the requirements of 35 U.S.C.

A478

Appx 000512

Case 1:20-cv-00903-LMB-TCB Document 15-4 Filed 11/30/20 Page 1 of 53 PageID# 561

Application No. 16/524,532

Page 4

184 and 37 C.F.R. § 5.ll(a) at the time of their involvement
in the proscribed foreign filing.

§

Third, 37 C.F.R. § 5.25(b) requires "statements by those persons
having personal knowledge of the acts regarding filing in a
foreign country." It follows that the verified statement should
be made by the person or persons who had direct knowledge and
made the decision to file in a foreign country before securing a
foreign filing license.
The renewed petition must expressly
identify who made the decision to file in a foreign country
before securing a foreign filing license, and include a verified
statement from that/those individual(s).
Similarly, the renewed petition must expressly identify the
European counsel who filed the application in a foreign country
before securing a foreign filing license, and include a verified
statement from that individual.
Each declarant must indicate whether he/she was aware of the
requirements of 35 U.S.C. § 184 and 37 C.F.R. § 5.ll(a) at the
time of his/her involvement in the proscribed foreign filing.
Fourth, the petition does not explain how the proscribed foreign
filing came to be filed.
Perhaps the proscribed foreign filing
was filed as a result of declarant Thaler sending instructions
to the European counsel to effectuate the filing?
Fifth, 37 C.F.R. § 5.25(b) sets forth, in pertinent part: "[t]he
showing of facts ... should be accompanied by copies of any
necessary supporting documents such as letters of transmittal or
instructions for filing." It follows that on renewed petition,
each declarant must indicate whether any instructions regarding
the filing were provided in writing, and if so, a copy of the
instruction letter(s) must be included therewith, along with an
English translation (if applicable).
Sixth, declarant Thaler and the European counsel must address
the following on renewed petition:
•

What checks does the European counsel have when filing an
application to ensure that a foreign application is not
filed when a foreign filing license is required by 35
U.S.C. § 184 and 37 C.F.R. § 5.ll(a)?

•

If checks were in place, why was the procedure not followed
in this instance? In addition, when were these checks
implemented?
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Has declarant Thaler filed abroad previously, or was this
the first time? Similarly, has the European counsel filed
abroad previously with a US-based inventor, or was this the
first time?

Accordingly, the provisions of 37 C.F.R. § 5.25 not having fully
been met, the petition is DISMISSED. A response is due within
TWO MONTHS of the mailing date of this decision.
Extensions of
time of this period of reply may be obtained under 37 C.F.R.
§ 1.136(a). In the absence of a timely response, such dismissal
will be made final and the final action under 35 U.S.C. § 185
will be taken.
The reply should include a cover letter entitled "Renewed
Petition under 37 C.F.R. § 5.25." This is not a final agency
action within the meaning of 5 U.S.C § 704.
The renewed petition should indicate in a prominent manner that
the attorney handling this matter is Paul Shanoski, and may be
submitted by mail, 6 hand-delivery, 7 or facsimile. 8 If Petitioner
has the capability to file follow-on documents, a response may
be submitted via the electronic filing system, EFS-Web 9 and the
document code should be RETR.LICENSE.
If responding by mail,
Petitioner is advised not to place the undersigned's name on the
envelope.
Only the information that appears in the footnote
should be included - adding anything else to the address will
delay the delivery of the response to the undersigned.
Any verified statement (notarized oath) or declaration
(including reference to Section 1001 of Title 18 of the U.S.C.)
included on renewed petition must include the clause:
I hereby declare that all statements made herein of my own
knowledge are true and that all statements made on
information and belief are believed to be true; and further
that these statements were made with the knowledge that
willful false statements and the like so made are
punishable by fine or imprisonment, or both, under Section
1001 of Title 18 of the United States Code and that such

6 Mail Stop Petition, Commissioner for Patents, United States Patent and
Trademark Office, P.O. Box 1450, Alexandria, VA, 22313-1450.
7 Customer Window, Randolph Building, 401 Dulany Street, Alexandria, VA,
22314.
8

(571) 273-8300: please note this is a central facsimile number.

9 https://sportal.uspto.gcv/authenticate/authenticateuserlccalepf.html
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willful false statements may jeopardize the validity of the
application or any patent issuing thereon.
Telephone inquiries regarding this decision should be directed
to Attorney Advisor Paul Shanoski at (571) 272-3225. 10 All other
inquiries concerning examination procedures should be directed
to the Technology Center.

/Paul Shanoski/
Paul Shanoski
Attorney Advisor
Office of Petitions

10 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the
written record in the Office.
See 37 C.F.R. § 1.2. As such, Petitioner is
reminded that no telephone discussion may be controlling or considered
authority for Petitioner's further action(s).
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To:
From:
Cc:
Subject:

ydm@FlashPointlP.com,FPIP-USPTO@FlashPointlP.com,
PAIR_eOfficeAction@uspto.gov
PAIR_eOfficeAction@uspto.gov
Private PAIR Correspondence Notification for Customer Number 89602

May 15, 2020 04:22:02 AM
Dear PAIR Customer:
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL
The following USPTO patent application(s) associated with your Customer Number, 89602 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.
The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.
Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.
Application
16524532

Document
PETDEC

Mailroom Date
05/15/2020

Attorney Docket No.
50567-4-01-US

To view your correspondence online or update your email addresses, please visit us anytime at
https ://sportal. uspto .gov/secu re/myportal/privatepair.
If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action' on the subject line or call 1-866-217-9197 during the following hours:
Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,
UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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PTO/AIA/31 (03-14)
Approved for use through 11/30/2020. 0MB 0651-0031
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid 0MB control number.
Docket Number (Optional)

NOTICE OF APPEAL FROM THE EXAMINER TO
THE PATENT TRIAL AND APPEAL BOARD
I hereby certify that this correspondence is being facsimile
transmitted to the USPTO, EFS-Web transmitted to the USPTO, or

50567-4-01-US

In re Application of
Stephen L. Thaler

deposited with the United States Postal Service with sufficient

Application Number

postage in an envelope addressed to "Commissioner for Patents, P.O.

16/524,532

Box 1450, Alexandria, on Alexandria, VA 22313-1450" [37 CFR 1.8(a)]

For

on 16 June 2020

FOOD CONTAINER

Signature /Reuven K. Mouallem/

Art Unit

Typed or printed name Reuven K. Mouallem

1782

I

I

Filed

July 29, 2019

Examiner
Robert W. Bahr, decision dated 4-22-2020

Applicant hereby appeals to the Patent Trial and Appeal Board from the last decision of the examiner.

$ 800

The fee for this Notice of Appeal is (37 CFR 41.20(b)(l))

0

Applicant asserts small entity status. See 37 CFR 1.27. Therefore, the fee shown above is reduced

$ 400

by 50%, and the resulting fee is:

certifies micro entity status. See 37 CFR 1.29. Therefore, the fee shown above is reduced
□ Applicant
by 75%, and the resulting fee is:

$

Form PTO/SB/15A or B or equivalent must either be enclosed or have been submitted previously.

□
□ Payment by credit card. Form PT0-2038 is attached.
Director is hereby authorized to charge any fees which may be required, or credit any overpayment
□ The
to Deposit Account No.
A check in the amount of the fee is enclosed.

0 Payment made via EFS-Web.
for an extension of time under 37 CFR 1.136(a) (PTO/AIA/22 or equivalent) is enclosed.
□ AForpetition
extensions of time in reexamination proceedings, see 37 CFR 1.550.
WARNING: Information on this form may become public. Credit card information should not be included
on this form. Provide credit card information and authorization on PTO-2038.
I am the

LJ

applicant

0

attorney or agent of record
Registration number 63345

□

attorney or agent acting under 37 CFR 1.34
Registration number

Signature /Reuven K. Mouallem/
Typed or printed name Reuven K. Mouallem
Telephone Number 516-301-1649
Date 16 June 2020

NOTE: This form must be signed in accordance with 37 CFR 1.33. See 37 CFR 1.4 for signature requirements and certifications. Submit multiple
forms if more than one signature is required, see below*.

D

*Total of

forms are submitted.

This collection of information is required by 37 CFR 41.20(b)(l) and 41.31. The information is required to obtain or retain a benefit by the public which is to file (and
by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11, 1.14 and 41.6. This collection is estimated to take 12 minutes
to complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, ca/11-800-PTO-9199 and select option 2.
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Electronic Patent Application Fee Transmittal
Application Number:

16524532

Filing Date:

29-Jul-2019

Title of Invention:

FOOD CONTAINER

First Named Inventor/Applicant Name:
Filer:

Reuven Khedhouri Mouallem

Attorney Docket Number:

50567-4-01-US

Filed as Small Entity

Filing Fees for Utility under 35 USC 111 (a)

Description

Fee Code

Quantity

Amount

Sub-Total in
USO($)

2401

1

400

400

Basic Filing:

Pages:

Claims:

Miscellaneous-Filing:

Petition:

Patent-Appeals-and-Interference:
NOTICE OF APPEAL

Post-Allowance-and-Post-Issuance:
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Description

Fee Code

Quantity

Amount

Sub-Total in
USO($)

Extension-of-Time:

Miscellaneous:

Total in USO($)
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Electronic Acknowledgement Receipt
EFSID:

39727397

Application Number:

16524532

International Application Number:
Confirmation Number:

Title of Invention:

2644

FOOD CONTAINER

First Named Inventor/Applicant Name:
Customer Number:
Filer:

89602
Reuven Khedhouri Mouallem

Filer Authorized By:
Attorney Docket Number:

50567-4-01-US

Receipt Date:

16-JUN-2020

Filing Date:

29-JUL-2019

Time Stamp:
Application Type:

10:25:22
Utility under 35 USC 111 (a)

Payment information:
Submitted with Payment

yes

Payment Type

CARD

Payment was successfully received in RAM

$400

RAM confirmation Number

E20206FA26531432

Deposit Account
Authorized User
The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpayment as follows:
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File Listing:
Document
Number

Document Description

File Name

File Size(Bytes}/
Message Digest

Multi
Part /.zip

Pages
(if appl.)

no

1

no

2

103755

1

Notice of Appeal Filed

aia0031-p.pdf
11b57b6657ed370c67d17c20336967Sb72
d1b151

Warnings:
Information:
29863

2

Fee Worksheet (5B06)

fee-info.pdf
4f32789f8390890d264eb77f46a 778bb41 b
20f39

Warnings:
Information:
Total Files Size (in bytes)

133618

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.
New Agglications Under 35 U.S.C. 111
If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.
National Stage of an International Agglication under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT /DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.
New International Agglication Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 181 O), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/1 OS) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
§
§
§
§
§
§
§
§
§
§
§
§

In re Applicant:
Stephen L. Thaler
Serial No.:

16/524.532

Filed:

July 29, 2019

For:

FOOD CONTAINER

Examiner:

Group Art Unit:
Attorney Docket: 50567-4-01-US
Confirmation No.: 2644

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

US PTO Office of Petition Attorney:
PAUL SHANOSKI
Attorney Advisor
Office of Petition

RENEWED PETITION
FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.:

16/524.532

Filed:

July 29, 2019

For:

FOOD CONTAINER

Examiner:

§
§
§
§
§
§
§
§
§
§
§
§

Group Art Unit:
Attorney Docket: 50567-4-01-US
Confirmation No.: 2644

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

RENEWED PETITION
FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25
This Renewed Petition requests under 37 CFR 5.25 a retroactive license for foreign
filing under 35 USC 184 in accordance with §5.14(a). The required fee for the Petition under
§ 1. l 7(g) has been paid. The retroactive foreign filing licenses are requested for the following
jurisdictions in which the unlicensed patent application material was filed.
►

European Patent Application No. 18275163.6, filed October 17, 2018 (first
priority date), by Applicant Stephen L. Thaler, entitled "Food Container;" and

►

UK Patent Application No. 1816909.4, filed October 17, 2018 (first p1iority
date), by Applicant Stephen L. Thaler, entitled "Food Container."

In accordance with 37 CFR §5.14 for a petition for retroactive foreign filing license
related to a pending US application (identified above by US application number, filing date,
applicant, and title), it is submitted that the complete contents of the unlicensed patent
application material (identical for the two foreign filings listed above) is readily identifiable in
the referenced US application. A copy of the material for which the license is desired is not

2

A489

Appx 000523

Case 1:20-cv-00903-LMB-TCB Document 15-4 Filed 11/30/20 Page 12 of 53 PageID# 572

included in accordance with 37 CFR §5.14 under which the subject matter licensed will be
measured by the disclosure of the US application.
Declarations by the Applicant, Dr. Stephen L. Thaler, and foreign EU Counsel, Robert
Jehan attached herewith, aver:
( 1)

that a Foreign Filing License was required prior to filing of the subject foreign
applications;

(2)

that neither applicant Thaler, nor the EU Counsel who filed the subject foreign
applications were aware of the requirements of 35 U.S.C. Sec. 184 and 37
C.F.R. Sec. 5.11 (a) at the time of said foreign filings;

(3)

diligence in seeking the retroactive foreign filing license upon discovery that
such license was necessary;

( 4)

that the subject matter in question was not under a secrecy order at the time the
subject matter was filed abroad; and

(5)

that the subject matter is not currently under a secrecy order.

As indicated in the attached Declarations, the potential need for a retroactive foreign
filing license and a Declaration was inadvertently not communicated to the Applicant. Upon
learning of the possible need for a foreign filing license, the Applicant diligently proceeded to
filing the petition for a Retroactive Foreign Filing License.
The foreign filings of unlicensed patent application material were prepared and filed by
the Applicant through European counsel (Mr. Robert Jehan of a UK IP law firm) both
unfamiliar with US Patent Law and the requirement of obtaining a foreign filing license prior
to any foreign filing.
It is noted that the law on foreign filing licenses in the United Kingdom was changed
in 2004 to the effect that no foreign filing license is required unless the application contains

3
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information which relates to military technology, for any other reasons publication of the
information might be prejudicial to national security, or to the safety of the public.
Thus, the possible need for a foreign filing license did not become apparent, and foreign
applications were filed abroad through error and without deceptive intent, without the required
license. It is submitted that diligence in obtaining a retroactive foreign filing license is shown
by the present Renewed Petition for a Retroactive License.

Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at rkm@PlashPointIP.com or by phone at (516) 301-1649.
Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CPR 1.33 and 37 CPR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. I understand that a copy of such communications will be made of record. [MPEP §502.03
II]

Respectfully submitted,

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345
Date: July 12, 2020
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Electronic Acknowledgement Receipt
EFSID:

39975810

Application Number:

16524532

International Application Number:
Confirmation Number:

2644

Title of Invention:

FOOD CONTAINER

First Named Inventor/Applicant Name:
Customer Number:

89602

Filer:

Reuven Khedhouri Mouallem

Filer Authorized By:
Attorney Docket Number:

50567-4-01-US

Receipt Date:

13-JUL-2020

Filing Date:

29-JUL-2019

Time Stamp:

04:16:47

Application Type:

Utility under 35 USC 111 (a)

Payment information:
Submitted with Payment

I

no

File Listing:
Document
Number

Document Description

File Name

File Size(Bytes}/
Message Digest

Multi
Part /.zip

Pages
(if appl.)

no

4

65831

1

Oath or Declaration filed

sig ned_Declaration_Thaler_FC
_2020-resubmit.pdf

Warnings:
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Information:
71285

2

Oath or Declaration filed

Declaration_Jeha n_FC_J uly_20
20.pdf

no

4

no

4

87b2e9fa2c7ff1 c96fea6aae4140Sc33198a2
7fe

Warnings:
Information:
50116

3

Request for Retroactive Foreign Filing
License

Resubmission_of_FFL_petition
_FC.pdf

37c0Sa4d8008de61f284d1 63cc2eef3c36d
a208

Warnings:
Information:
Total Files Size (in bytes)

187232

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.
New Agglications Under 35 U.S.C. 111
If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.
National Stage of an International Agglication under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT /DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.
New International Agglication Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 181 O), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/1 OS) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.:

16/524.532

Filed:

29 July 2019

For:

FOOD CONTAINER

Examiner:

§
§
§
§
§
§
§
§
§
§
§
§

Group Art Unit: 1782
Attorney Docket: 50567-4-01-US
Confirmation No.: 2644

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

DECLARATION UNDER 37 CFR 1.132 IN SUPPORT OF RESUBMISSION
OF PETITION FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25
I, Stephen L. Thaler, declare that:
1. I am over twenty-one years of age and competent to give a verified statement

such as this Declaration.
2. Although there are no US citizens listed as inventors of the foreign-filed
applications, since the AI inventor is US-based, and since the undersigned as
the assignee/applicant is a US citizen, I understand that a foreign filing license
would be necessary for the instant application.
3. I am the Applicant in the foreign filings cited in the Petition (attached herewith):
a.

European Patent Application No. 18275163.6, filed October 17, 2018
(first priority date), entitled "Food Container;" and

b. UK Patent Application No. 1816909 .4, filed October 17, 2018 (first
priority date), entitled "Food Container."
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4. Pursuant to 37 CFR §5.14 for a petition for license for which a corresponding
application has been filed in the US, I am informed and believe that the Petition
for retroactive license filed herewith identifies the corresponding US application
number, filing date, applicant, and title (as well as identified above). A copy of
the material for which the license is desired is not included in accordance with
37 CFR §5.14 under which the subject matter licensed will be measured by the
disclosure of the US application. I am informed and believe that all the material
contained in the foreign-filed applications referenced above, which were filed
in foreign countries without a prior application for a foreign filing license in
error and without deceptive intent, is readily identifiable in the referenced US
application.
5. Pursuant to 37 CFR §5.25(a)(3)(i), I am informed and believe that the foreignfiled applications were not under a secrecy order at the time of filing, have not
been under a secrecy order at any time since, and are not currently under a
secrecy order. Furthermore, the invention is related to a food container, which
subject matter I am informed and believe does not fall within the scope of 35
USC §181.
6. I was first informed regarding a need for a foreign filing license on June 13,
2019 by my US patent counsels when they began to prepare filing for a patent
before the USPTO in which they determined the need for a foreign filing
license. Pursuant to 37 CFR §5.25(a)(3)(ii), I have diligently executed a
Declaration in support of a petition in pursuit of a retroactive foreign filing
license (FFL) that was filed in July 2019.
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7. This Declaration is in suppm1 of the Resubmission of the Petition seeking a
Retroactive FFL in reply to the decision of USPTO Office of Petitions regarding
the filed July 2019 petition, dated 15 May 2020.
8. I confirm that at the time of filing the subject foreign applications, I was not
aware of the requirements of 35 U.S.C. Sec. 184 and 37 C.F.R. Sec. 5.11 (a),
and that the subject foreign applications were filed pursuant to my instructions
to the EU CounseL Robert Jehan.
9. I declare that all my prior patent applications were filed first in the US, and I
have never made a patent application first-filing abroad except for the current
application and another AI-generated application that was prepared and filed
together with this application in the EU. A similar FFL petition has been filed
and considered together with this case by the Office of Petitions.
10. Accordingly, I did not have any knowledge that an FFL was required prior to
my filing of the application abroad, nor was I advised by the EU counsel of such
requirement (as corroborated in the attached EU counsel, Adv. Robert Jehan's
declaration).
11. Pursuant to 37 CFR §5.25(a)(3)(iii), I am informed and believe that the foreignfiled applications were filed abroad, without a foreign filing license under 37
CFR §5.11 first having been obtained, through error and without deceptive
intent. I am informed and believe that the foreign-filed applications were filed
and prosecuted through my European counsel (Adv. Robert Jehan from the UK)
who was unfamiliar with US Patent Law and the requirement of obtaining a
foreign filing license prior to any foreign filing. The supporting declaration of
said European counsel is attached hereto.
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I declare that all statements made herein of my own knowledge are true, and that all
statements made on information and belief are believed to be true; and further that these
statements were made with the knowledge that willful false statements and the like so made
are punishable by fine or imprisonment, or both, under Section 100 I of Title 18 of the United
States Code, and that such willful false statement may jeopardize the validity of any patent
issuing from the referenced patent applications.

Signed this 15th day of June 2020

STEPHEN L. THALER
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IN THE UNITED STATES PATENT AND TRADElVIARK OFFICE (USPTO)
In re Applicant:

§
§
§
§
§
§
§
§
§
§
§
§

Stephen L. Thaler
Serial No.:

16/524,532

Filed:
For:

FOOD CONTAINER

Examiner:

Group Art Unit:
Attorney Docket: 50567-4-01-US
Confirmation No.:

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

DECLARATION UNDER 37 CFR 1.132 IN SUPPORT OF RESUBMISSION
OF PETITION FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25
I, Robert Jehan, declare that:
1. I am over twenty-one years of age and competent to give a verified statement
such as this Declaration.
2. Although there are no US citizens listed as inventors of the foreign-filed
applications,

smce

the

AI

inventor

1s

US-based,

and

smce

the

assignee/applicant is a US citizen, I was recently advised that a foreign filing
license would be necessary for the instant application.
3. I am the European and British Patent Attorney cited in the Petition on behalf
of applicant Stephen L. Thaler, in particular for:
a.

European Patent Application No. 18275163.6, filed October 17, 2018
(first priority date), entitled "Food Container;" and

b. UK Patent Application No. 1816909.4, filed October 17, 2018 (first
priority date), entitled "Food Container."
1
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4. Pursuant to 37 CFR §5.14 for a petition for license for which a corresponding
application has been filed in the US, I am informed and believe that the
Petition for retroactive license filed herewith identifies the corresponding US
application number, filing date, applicant, and title (as well as identified
above). A copy of the material for which the license is desired is not included
in accordance with 37 CFR §5.14 under which the subject matter licensed will
be measured by the disclosure of the US application. I believe that all the
material contained in the foreign-filed applications referenced above, which
were filed in foreign countries without a prior application for a foreign filing
license in error and without deceptive intent, is readily identifiable in the
referenced US application.
5. Pursuant to 37 CFR §5.25(a)(3)(i), the foreign-filed applications were not
under a secrecy order at the time of filing, have not been under a secrecy order
at any time since, and are not currently under a secrecy order. Furthermore, the
invention is related to devices and methods for attracting enhanced attention,
which subject matter I am informed and believe does not fall within the scope
of35 USC §181.
6. I have been qualified as a British and European patent attorney since 1992 and
I have practiced in Europe, specifically in the United Kingdom. I am directly
responsible for filing and prosecuting patent applications before the United
Kingdom Intellectual Property Office (UKIPO) and the European Patent
Office (EPO). While I have handled on behalf of clients patent applications in
many other countries of the world, including in the United States, these have
always been through local attorneys as I am not qualified or expert in the
relevant national laws foreign to the United Kingdom and the EPO.
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7. While I do have some direct US clients who instruct me in the filing of UK
and European patent applications, these clients have in-house patent counsel
who deal with any requirements in US law so I do not get involved with these.
8. At the time of filing the British and European patent applications for Stephen
L Thaler it did not occur to me that Mr. Thaler needed to obtain a foreign
filing license from the USPTO, not only in light of the above facts but also
because there is no direct equivalent legal requirement in UK or European
patent law. United Kingdom patent law did have a requirement for a foreign
filing license but this was revoked in 2005 in relation to all inventions save for
inventions relating to military technology or which for any other reason
publication of the information might be prejudicial to national security or
potentially prejudicial to the safety of the public.

The subject invention of

these patent applications does not fall into any of these restricted categories,
with the consequence that there would have been no requirement in UK law to
seek a foreign filing license.

As a consequence, Mr. Thaler' s patent

applications did not trigger any reason for me to expect that a foreign filing
license might be required.
9. The reason for recommending to Mr. Thaler that the British and European
applications should be filed as priority applications (that is first filings) is that
both the UKIPO and the EPO offer accelerated search and examination of any
applications first filed in their Offices. This is the specific reason why I was
involved in this invention in the first instance, as it was important to Mr.
Thaler to obtain an indication of patentability of the invention as early as
possible.
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10. The subject foreign applications were filed pursuant to the instructions of Mr.
Thaler to proceed to said filings. The instructions were provided through
phone conversations.
11. I confirm that at the time of filing the subject foreign applications, I was not
aware of the requirements of 35 U.S.C. Sec. 184 and 37 C.F.R. Sec. 5.11 (a).
12. Accordingly, it did not occur to me that an FFL was required to prior to filing
Mr. Thaler's applications in the UK and in Europe.
13. Pursuant to 37 CFR §5.25(a)(3)(iii), the foreign-filed applications were filed
abroad, without a foreign filing license through error and without deceptive
intent. I am unfamiliar with US patent law and the requirement for obtaining a
foreign filing license in respect of any foreign filing for a US based inventor.

I declare that all statements made herein of my own knowledge are true, and that all
statements made on information and belief are believed to be true; and further that these
statements were made with the knowledge that willful false statements and the like so made
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United
States Code, and that such willful false statement may jeopardize the validity of any patent
issuing from the referenced patent applications.

Signed this 9th day of July 2020

ROBERT JEHAN
BRITISH AND EUROPEAN PATENT ATTORNEY
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.:

16/524.532

Filed:

July 29, 2019

For:

FOOD CONTAINER

Examiner:

§
§
§
§
§
§
§
§
§
§
§
§

Group Art Unit:
Attorney Docket: 50567-4-01-US
Confirmation No.: 2644

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

US PTO Office of Petition Attorney:
PAUL SHANOSKI
Attorney Advisor
Office of Petition

Sir,
The attached updated version of the declaration of EU counsel, Robert Jehan, supersedes and
replaces the declaration of Robert Jehan that was submitted on 13 July 2020.

Respectfully submitted,

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345
Date: July 14, 2020
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
§
§
§
§
§
§
§
§
§
§
§
§

In re Applicant:
Stephen L. Thaler
Serial No.:

16/524.532

Filed:

29 July 2019

For:

FOOD CONTAINER

Examiner:

Group Art Unit: 1782
Attorney Docket: 50567-4-01-US
Confirmation No.: 2644

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

DECLARATION UNDER 37 CFR 1.132 IN SUPPORT OF RESUBMISSION
OF PETITION FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25
I, Robert Jehan, declare that:
1. I am over twenty-one years of age and competent to give a verified statement

such as this Declaration.
2. Although there are no US citizens listed as inventors of the foreign-filed
applications,

since

the

AI

inventor

is

US-based,

and

since

the

assignee/applicant is a US citizen, I was recently advised that a foreign filing
license would be necessaTy for the instant application.
3. I am the European and British Patent Attorney cited in the Petition on behalf of
application Stephen L. Thaler, in particular for:
a.

European Patent Application No. 18275163.6, filed October 17, 2018
(first priority date), entitled "Food Container;" and

b. UK Patent Application No. 1816909.4, filed October 17, 2018 (first
priority date), entitled "Food Container."
1
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4. Pursuant to 37 CFR §5.14 for a petition for license for which a corresponding
application has been filed in the US, I am informed and believe that the
Petition for retroactive license filed herewith identifies the corresponding US
application number, filing date, applicant, and title (as well as identified
above). A copy of the material for which the license is desired is not included
in accordance with 37 CFR §5.14 under which the subject matter licensed will
be measured by the disclosure of the US application. I believe that all the
material contained in the foreign-filed applications referenced above, which
were filed in foreign countries without a prior application for a foreign filing
license in error and without deceptive intent, is readily identifiable in the
referenced US application.
5. Pursuant to 37 CFR §5.25(a)(3)(i), the foreign-filed applications were not
under a secrecy order at the time of filing, have not been under a secrecy order
at any time since, and are not currently under a secrecy order. Furthermore, the
invention is related to a food container, which subject matter I am informed
and believe does not fall within the scope of 35 USC §181.
6. I have been qualified as a British and European patent attorney since 1992 and
I have practiced in Europe, specifically in the United Kingdom. I am directly
responsible for filing and prosecuting patent applications before the United
Kingdom Intellectual Property Office (UKIPO) and the European Patent
Office (EPO). While I have handled on behalf of clients patent applications in
many other countries of the world, including in the United States, these have
always been through local attorneys as I am not qualified or expert in the
relevant national laws foreign to the United Kingdom and the EPO.

2
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7. While I do have some direct US clients who instruct me in the filing of UK
and European patent applications, these clients have in-house patent counsel
who deal with any requirements in US law so I do not get involved with these.
8. At the time of filing the British and European patent applications for Stephen
L Thaler it did not occur to me that Mr. Thaler needed to obtain a foreign
filing license from the USPTO, not only in light of the above facts but also
because there is no direct equivalent legal requirement in UK or European
patent law. United Kingdom patent law did have a requirement for a foreign
filing license but this was revoked in 2005 in relation to all inventions save for
inventions relating to military technology or which for any other reason
publication of the information might be prejudicial to national security or
potentially prejudicial to the safety of the public.

The subject invention of

these patent applications does not fall into any of these restricted categories,
with the consequence that there would have been no requirement in UK law to
seek a foreign filing license.

As a consequence, Mr. Thaler's patent

applications did not trigger any reason for me to expect that a foreign filing
license might be required.
9. The reason for recommending to Mr. Thaler that the British and European
applications should be filed as priority applications (that is first filings) is that
both the UKIPO and the EPO offer accelerated search and examination of any
applications first filed in their Offices. This is the specific reason why I was
involved in this invention in the first instance, as it was important to Mr.
Thaler to obtain an indication of patentability of the invention as early as
possible.

3
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10. The subject foreign applications were filed pursuant to the instructions of Mr.
Thaler to proceed to said filings. The instructions were provided through
phone conversations.
11. I confirm that at the time of filing the subject foreign applications, I was not
aware of the requirements of 35 U.S.C. Sec. 184 and 37 C.F.R. Sec. 5.11 (a).
12. Accordingly, it did not occur to me that an FFL was required to prior to filing
Mr. Thaler' s applications in the UK and in Europe.
13. Pursuant to 37 CFR §5.25(a)(3)(iii), the foreign-filed applications were filed
abroad, without a foreign filing license through error and without deceptive
intent. I am unfamiliar with US patent law and the requirement for obtaining a
foreign filing license in respect of any foreign filing for a US based inventor.

I declare that all statements made herein of my own knowledge are true, and that all
statements made on information and belief are believed to be true; and further that these
statements were made with the knowledge that willful false statements and the like so made
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United
States Code, and that such willful false statement may jeopardize the validity of any patent
issuing from the referenced patent applications.

Signed this 9th day of July 2020

ROBERTJEHAN
BRITISH AND EUROPEAN PATENT ATTORNEY

4
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UNITED STATES PATENT AND TRADEMARK OFFICE
Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov

In re Application of
Application No. 16/524,532
Filed: 29 Jul 2019
For FOOD CONTAINER

This is
§ 5.25,
foreign
renewed

DECISION ON PETITION

a decision on the renewed petition pursuant to 37 C.F.R.
filed July 13, 2020, seeking a retroactive license for
filing under 35 U.S.C. § 184. A supplement to this
petition was received on July 14, 2020.

The renewed petition is DISMISSED.
This decision concerns European application number 18275163.6
filed October 17, 2018 and UK application number 1816909.4 filed
October 17, 2018.
A grantable petition pursuant to 37 C.F.R. § 5.25 must be
accompanied by:
(1)

a listing of each of the foreign countries in which the
unlicensed patent application material was filed;
(2) The dates on which the material was filed in each
country;
(3) A verified statement (oath or declaration)
containing:
(i)
An averment that the subject matter in
question was not under a secrecy order at
the time it was filed abroad, and that it
is not currently under a secrecy order,
(ii)
A showing that the license has been
diligently sought after discovery of the
proscribed foreign filing, and
(iii) An explanation of why the material was
filed abroad through error without the
required license under§ 5.11 first having
been obtained; and,
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Application No. 16/524,532
(4)

The required fee

Page 2
(§ 1.17(g) of this chapter).

An original petition pursuant to 37 C.F.R. § 5.25 was filed on
July 29, 2019 and dismissed via the mailing of a decision on May
15, 2020, which indicates the original petition complies with
requirements (1), (2), (3) (i), and (4) of 37 C.F.R. § 5.25.
Petitioner provided a listing of each of the foreign countries
in which the unlicensed patent application material was filed; 1
the dates on which the material was filed in another country; 2 an
averment that the subject matter in question was not under a
secrecy order at the time it was filed abroad, and that it is
not currently under a secrecy order; 3 and, the required petition
fee.
On renewed petition, requirement
been satisfied. 4
Requirement (3) (iii) of 37 C.F.R.
discussion follows.

(3) (ii) of 37 C.F.R. § 5.25 has

§

5.25 remains unsatisfied.

A

The relevant parties are as follows:
•
•

Declarant Thaler is the applicant. 5
Both foreign filings were made by declarant Thaler's
European counsel, 6 declarant Jehan. 7

Regarding requirement (3) (iii) of 37 C.F.R.
clear where the invention occurred.

§

5.25, it is not

35 U.S.C. § 1.84(a) provides,
(a) FILING IN FOREIGN COUNTRY.-Except when authorized by a
license obtained from the Commissioner of Patents a person
shall not file or cause or authorize to be filed in any
foreign country prior to six months after filing in the
United States an application for patent or for the
1 Europe and the UK.
Original petition, page 1 and concurrently submitted
Thaler verified statement, paragraph 3.
2 October 17, 2018.
Id.
3 Thaler verified statement submitted with the original petition, paragraph
5.

4 Thaler verified statement submitted with the renewed petition, paragraphs 6
and 8 and concurrently submitted Jehan verified statement, paragraphs 8 and
11.

5 Application Data Sheet included on initial deposit, page 1.
6 Thaler verified statement submitted with the original petition, paragraph
7.

7 Jehan verified statement submitted with the renewed petition, paragraph 3.
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Application No. 16/524,532

Page 3

registration of a utility model, industrial design, or
model in respect of an invention made in this country. A
license shall not be granted with respect to an invention
subject to an order issued by the Commissioner of Patents
pursuant to section 181 without the concurrence of the head
of the departments and the chief officers of the agencies
who caused the order to be issued. The license may be
granted retroactively where an application has been filed
abroad through error and the application does not disclose
an invention within the scope of section 181.
As is made clear by 35 U.S.C. § 1.84(a) cited above, the USPTO
has no authority to grant a petition under 37 C.F.R. § 5.25
where an invention took place outside of the USA.
On second renewed petition, Petitioner must explicitly state
whether the invention took place in the USA.

Accordingly, the provisions of 37 C.F.R. § 5.25 not having fully
been met, the petition is DISMISSED. A response is due within
TWO MONTHS of the mailing date of this decision.
Extensions of
time of this period of reply may be obtained under 37 C.F.R.
§ 1.136(a). In the absence of a timely response, such dismissal
will be made final and the final action under 35 U.S.C. § 185
will be taken.
The reply should include a cover letter entitled "Second Renewed
Petition under 37 C.F.R. § 5.25." This is not a final agency
action within the meaning of 5 U.S.C § 704.
The second renewed petition should indicate in a prominent
manner that the attorney handling this matter is Paul Shanoski,
and may be submitted by mail, 8 hand-delivery, 9 or facsimile. 10 If
Petitioner has the capability to file follow-on documents, a
response may be submitted via the electronic filing system, EFSWeb11 and the document code should be RETR.LICENSE.
If
responding by mail, Petitioner is advised not to place the
undersigned's name on the envelope.
Only the information that
appears in the footnote should be included - adding anything
else to the address will delay the delivery of the response to
the undersigned.
8 Mail Stop Petition, Commissioner for Patents, United States Patent and
Trademark Office, P.O. Box 1450, Alexandria, VA, 22313-1450.
9 Customer Window, Randolph Building, 401 Dulany Street, Alexandria, VA,
22314.
10 (571) 273-8300: please note this is a central facsimile number.
11 https://sportal.uspto.gov/authenticate/authenticateuserlocalepf.html
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Any verified statement (notarized oath) or declaration
(including reference to Section 1001 of Title 18 of the U.S.C.)
included on renewed petition must include the clause:
I hereby declare that all statements made herein of my own
knowledge are true and that all statements made on
information and belief are believed to be true; and further
that these statements were made with the knowledge that
willful false statements and the like so made are
punishable by fine or imprisonment, or both, under Section
1001 of Title 18 of the United States Code and that such
willful false statements may jeopardize the validity of the
application or any patent issuing thereon.
Telephone inquiries regarding this decision should be directed
to Attorney Advisor Paul Shanoski at (571) 272-3225. 12 All other
inquiries concerning examination procedures should be directed
to the Technology Center.

/Paul Shanoski/
Paul Shanoski
Attorney Advisor
Office of Petitions

12 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the
written record in the Office.
See 37 C.F.R. § 1.2. As such, Petitioner is
reminded that no telephone discussion may be controlling or considered
authority for Petitioner's further action(s).
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To:
From:
Cc:
Subject:

ydm@FlashPointlP.com,FPIP-USPTO@FlashPointlP.com,
PAIR_eOfficeAction@uspto.gov
PAIR_eOfficeAction@uspto.gov
Private PAIR Correspondence Notification for Customer Number 89602

Jul 21, 2020 03:39:09 AM
Dear PAIR Customer:
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad, 4083201
ISRAEL
The following USPTO patent application(s) associated with your Customer Number, 89602 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.
The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.
Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.
Application
16524532

Document
PETDEC

Mailroom Date
07/21/2020

Attorney Docket No.
50567-4-01-US

To view your correspondence online or update your email addresses, please visit us anytime at
https ://sportal. uspto .gov/secu re/myportal/privatepair.
If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action' on the subject line or call 1-866-217-9197 during the following hours:
Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,
UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:

§
§
§

Stephen L. Thaler

§

Serial No.:

§

16/524,532

§

Filed:
For:

July 29, 2019
FOOD CONTAINER

§
§

Group Art Unit:

§
§
§

Attorney Docket: 50567-4-01-US
Confirmation No.: 2644

§

Examiner:

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

US PTO Office of Petition Attorney:
PAUL SHANOSKI
Attorney Advisor
Office of Petition

SECOND RENEWED PETITION
FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25
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IN THE UNITED STA TES PA TENT AND TRADEMARK OFFICE (USPTO)
§

In re Applicant:

§

Stephen L. Thaler

§
§

Serial No.:

16/524,532

§
§

Filed:
For:

July 29, 2019
FOOD CONTAINER

§
§

Group Art Unit:

§
§
§

Attorney Docket: 50567-4-01-US
Confirmation No.: 2644

§

Examiner:

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

SECOND RENEWED PETITION
FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25

This Second Renewed Petition requests under 37 CFR 5.25 a retroactive license for
foreign filing under 35 USC 184 in accordance with §5.14(a). The required fee for the Petition
under § 1. l 7(g) has been paid. The retroactive foreign filing licenses are requested for the
following jurisdictions in which the unlicensed patent application material was filed.
o

European Patent Application No. 18275163.6, filed October 17, 2018 (first priority
date), by Applicant Stephen L. Thaler, entitled "Food Container;" and

o

UK Patent Application No. 1816909.4, filed October 17, 2018 (first priority date), by
Applicant Stephen L. Thaler, entitled "Food Container."
In accordance with 37 CFR §5.14 for a petition for retroactive foreign filing license

related to a pending US application (identified above by US application number, filing date,
2
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applicant, and title), it is submitted that the complete contents of the unlicensed patent
application material (identical for the two foreign filings listed above) is readily identifiable in
the referenced US application. A copy of the material for which the license is desired is not
included in accordance with 37 CFR §5.14 under which the subject matter licensed will be
measured by the disclosure of the US application.
Declarations by the Applicant, Dr. Stephen L. Thaler, and foreign EU Counsel, Robert
Jehan attached herewith, aver:
(1)

that the invention detailed in the instant application took place in the
United States,

(2)

that a Foreign Filing License was required prior to filing of the subject foreign
applications;

(3)

that neither applicant Thaler, nor the EU Counsel who filed the subject foreign
applications were aware of the requirements of 35 U.S.C. Sec. 184 and 37
C.F.R. Sec. 5.11 (a) at the time of said foreign filings;

(4)

diligence in seeking the retroactive foreign filing license upon discovery that
such license was necessary;

(5)

that the subject matter in question was not under a secrecy order at the time the
subject matter was filed abroad; and

(6)

that the subject matter is not currently under a secrecy order.

As indicated in the attached Declarations, the potential need for a retroactive foreign
filing license and a Declaration was inadvertently not communicated to the Applicant. Upon
learning of the possible need for a foreign filing license, the Applicant diligently proceeded to
filing the petition for a Retroactive Foreign Filing License.
The foreign filings of unlicensed patent application material were prepared and filed by
the Applicant through European counsel (Mr. Robert Jehan of a UK IP law firm) both

3
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unfamiliar with US Patent Law and the requirement of obtaining a foreign filing license prior
to any foreign filing.
It is noted that the law on foreign filing licenses in the United Kingdom was changed in

2004 to the effect that no foreign filing license is required unless the application contains
information which relates to military technology, for any other reasons publication of the
information might be prejudicial to national security, or to the safety of the public.
Thus, the possible need for a foreign filing license did not become apparent, and foreign
applications were filed abroad through error and without deceptive intent, without the required
license. It is submitted that diligence in obtaining a retroactive foreign filing license is shown
by the present Renewed Petition for a Retroactive License.

Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at rkm@FlashPointIP.com or by phone at (516) 301-1649.
Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. I understand that a copy of such communications will be made of record. [MPEP §502.03
II]

Respectfully submitted,

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant, Registration No. 63,345
Date: July 26, 2020
4
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IN THE UNITED STATES PATENT AND TRADE:MARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.:

16/524,532

Filed:

29 July 2019

For:

FOOD CONTAINER

Examiner:

§
§
§
§
§
§
§
§
§
§
§
§

Group Art Unit: 1782
Attorney Docket: 50567-4-01-US
Confirmation No.: 2644

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

USPTO Office of Petition Attorney:
PAUL SHANOSKI
Attorney Advisor
Office of Petition

DECLARATION UNDER 37 CFR 1.132 IN SUPPORT OF
SECOND RESUBMISSION OF PETITION
FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25
I, Stephen L. Thaler, declare that:
1. I am over twenty-one years of age and competent to give a verified statement
such as this Declaration.
2. Although there are no US citizens listed as inventors of the foreign-filed
applications, since the AI inventor is US-based, and since the undersigned as
the assignee/applicant is a US citizen, I understand that a foreign filing license
would be necessary for the instant application.
3. I am the Applicant in the foreign filings cited in the Petition (attached herewith):

1
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a. European Patent Application No. 18275163.6, filed October 17, 2018
(first priority date), entitled "Food Container;" and
b. UK Patent Application No. 1816909.4, filed October 17, 2018 (first
priority date), entitled "Food Container."
4. Pursuant to 37 CFR §5.14 for a petition for license for which a corresponding
application has been filed in the US, I am informed and believe that the Petition
for retroactive license filed herewith identifies the corresponding US application
number, filing date, applicant, and title (as well as identified above). A copy of
the material for which the license is desired is not included in accordance with
37 CFR §5.14 under which the subject matter licensed will be measured by the
disclosure of the US application. I am informed and believe that all the material
contained in the foreign-filed applications referenced above, which were filed
in foreign countries without a prior application for a foreign filing license in
error and without deceptive intent, is readily identifiable in the referenced US
application.
5. I confirm that the invention detailed in the instant patent application took
place in the United States.

6. Pursuant to 37 CFR §5.25(a)(3)(i), I am informed and believe that the foreignfiled applications were not under a secrecy order at the time of filing, have not
been under a secrecy order at any time since, and are not currently under a
secrecy order. Furthermore, the invention is related to a food container, which
subject matter I am informed and believe does not fall within the scope of 35
USC §181.
7. I was first informed regarding a need for a foreign filing license on June 13,
2019 by my US patent counsels when they began to prepare filing for a patent

2
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before the USPTO in which they determined the need for a foreign filing
license. Pursuant to 37 CFR §5.25(a)(3)(ii), I have diligently executed a
Declaration in support of a petition in pursuit of a retroactive foreign filing
license (FFL) that was filed in July 2019.
8. This Declaration is in support of the Resubmission of the Petition seeking a
Retroactive FFL in reply to the decision ofUSPTO Office of Petitions regarding
the filed July 2019 petition, dated 15 May 2020.
9. I confirm that at the time of filing the subject foreign applications, I was not
aware of the requirements of 35 U.S.C. Sec. 184 and 37 C.F.R. Sec. 5.11 (a),
and that the subject foreign applications were filed pursuant to my instructions
to the EU Counsel, Robert Jehan.
10. I declare that all my prior patent applications were filed first in the US, and I
have never made a patent application first-filing abroad except for the current
application and another AI-generated application that was prepared and filed
together with this application in the EU. A similar FFL petition has been filed
and considered together with this case by the Office of Petitions.
11. Accordingly, I did not have any knowledge that an FFL was required prior to
my filing of the application abroad, nor was I advised by the EU counsel of such
requirement (as corroborated in the attached EU counsel, Adv. Robert Jehan's
declaration).
12. Pursuant to 37 CFR §5.25(a)(3)(iii), I am informed and believe that the foreignfiled applications were filed abroad, without a foreign filing license under 37
CFR §5.11 first having been obtained, through error and without deceptive
intent. I am informed and believe that the foreign-filed applications were filed
and prosecuted through my European counsel (Adv. Robert Jehan from the UK)

3
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who was unfamiliar with US Patent Law and the requirement of obtaining a
foreign filing license prior to any foreign filing. The supporting declaration of
said European counsel is attached hereto.

I declare that all statements made herein of my own knowledge are true, and that all
statements made on information and belief are believed to be true; and further that these
statements were made with the knowledge that willful false statements and the like so made
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United
States Code, and that such willful false statement may jeopardize the validity of any patent
issuing from the referenced patent applications.
Signed this 26th day of July 2020

STEPHEN L. THALER
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
§
§
§
§
§
§
§
§
§
§
§
§

In re Applicant:
Stephen L. Thaler
Serial No.:

16/524.532

Filed:

29 July 2019

For:

FOOD CONTAINER

Examiner:

Group Art Unit: 1782
Attorney Docket: 50567-4-01-US
Confirmation No.: 2644

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

DECLARATION UNDER 37 CFR 1.132 IN SUPPORT OF RESUBMISSION
OF PETITION FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25
I, Robert Jehan, declare that:
1. I am over twenty-one years of age and competent to give a verified statement

such as this Declaration.
2. Although there are no US citizens listed as inventors of the foreign-filed
applications,

since

the

AI

inventor

is

US-based,

and

since

the

assignee/applicant is a US citizen, I was recently advised that a foreign filing
license would be necessaTy for the instant application.
3. I am the European and British Patent Attorney cited in the Petition on behalf of
application Stephen L. Thaler, in particular for:
a.

European Patent Application No. 18275163.6, filed October 17, 2018
(first priority date), entitled "Food Container;" and

b. UK Patent Application No. 1816909.4, filed October 17, 2018 (first
priority date), entitled "Food Container."
1
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4. Pursuant to 37 CFR §5.14 for a petition for license for which a corresponding
application has been filed in the US, I am informed and believe that the
Petition for retroactive license filed herewith identifies the corresponding US
application number, filing date, applicant, and title (as well as identified
above). A copy of the material for which the license is desired is not included
in accordance with 37 CFR §5.14 under which the subject matter licensed will
be measured by the disclosure of the US application. I believe that all the
material contained in the foreign-filed applications referenced above, which
were filed in foreign countries without a prior application for a foreign filing
license in error and without deceptive intent, is readily identifiable in the
referenced US application.
5. Pursuant to 37 CFR §5.25(a)(3)(i), the foreign-filed applications were not
under a secrecy order at the time of filing, have not been under a secrecy order
at any time since, and are not currently under a secrecy order. Furthermore, the
invention is related to a food container, which subject matter I am informed
and believe does not fall within the scope of 35 USC §181.
6. I have been qualified as a British and European patent attorney since 1992 and
I have practiced in Europe, specifically in the United Kingdom. I am directly
responsible for filing and prosecuting patent applications before the United
Kingdom Intellectual Property Office (UKIPO) and the European Patent
Office (EPO). While I have handled on behalf of clients patent applications in
many other countries of the world, including in the United States, these have
always been through local attorneys as I am not qualified or expert in the
relevant national laws foreign to the United Kingdom and the EPO.
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7. While I do have some direct US clients who instruct me in the filing of UK
and European patent applications, these clients have in-house patent counsel
who deal with any requirements in US law so I do not get involved with these.
8. At the time of filing the British and European patent applications for Stephen
L Thaler it did not occur to me that Mr. Thaler needed to obtain a foreign
filing license from the USPTO, not only in light of the above facts but also
because there is no direct equivalent legal requirement in UK or European
patent law. United Kingdom patent law did have a requirement for a foreign
filing license but this was revoked in 2005 in relation to all inventions save for
inventions relating to military technology or which for any other reason
publication of the information might be prejudicial to national security or
potentially prejudicial to the safety of the public.

The subject invention of

these patent applications does not fall into any of these restricted categories,
with the consequence that there would have been no requirement in UK law to
seek a foreign filing license.

As a consequence, Mr. Thaler's patent

applications did not trigger any reason for me to expect that a foreign filing
license might be required.
9. The reason for recommending to Mr. Thaler that the British and European
applications should be filed as priority applications (that is first filings) is that
both the UKIPO and the EPO offer accelerated search and examination of any
applications first filed in their Offices. This is the specific reason why I was
involved in this invention in the first instance, as it was important to Mr.
Thaler to obtain an indication of patentability of the invention as early as
possible.
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10. The subject foreign applications were filed pursuant to the instructions of Mr.
Thaler to proceed to said filings. The instructions were provided through
phone conversations.
11. I confirm that at the time of filing the subject foreign applications, I was not
aware of the requirements of 35 U.S.C. Sec. 184 and 37 C.F.R. Sec. 5.11 (a).
12. Accordingly, it did not occur to me that an FFL was required to prior to filing
Mr. Thaler' s applications in the UK and in Europe.
13. Pursuant to 37 CFR §5.25(a)(3)(iii), the foreign-filed applications were filed
abroad, without a foreign filing license through error and without deceptive
intent. I am unfamiliar with US patent law and the requirement for obtaining a
foreign filing license in respect of any foreign filing for a US based inventor.

I declare that all statements made herein of my own knowledge are true, and that all
statements made on information and belief are believed to be true; and further that these
statements were made with the knowledge that willful false statements and the like so made
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United
States Code, and that such willful false statement may jeopardize the validity of any patent
issuing from the referenced patent applications.

Signed this 9th day of July 2020

ROBERTJEHAN
BRITISH AND EUROPEAN PATENT ATTORNEY
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Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):
FPIP-USPTO@FlashPointlP.com
ydm@FlashPointlP.com
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UNITED STATES PATENT AND TRADEMARK OFFICE
Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov

In re Application of
Application No. 16/524,532
Filed: 29 Jul 2019
For FOOD CONTAINER

DECISION ON PETITION

In view of the communications filed July 29, 2019, July 13, 2020, and August 2, 2020, it has
been determined that a retroactive license for foreign filing under 35 U.S.C. § 184 be granted
with respect to the filings listed below. The petition complies with 37 C.F.R. § 5.25 in that there
is an adequate showing that the subject matter in question was not under a secrecy order, that the
license was diligently sought after discovery of the proscribed foreign filings, and that the
material was filed abroad without the required license under 37 C.F.R. § 5 .11 first having been
obtained through error.
Country
Europe

UK

October 17, 2018
October 17, 2018

Telephone inquiries regarding this decision should be directed to Attorney Advisor Paul
Shanoski at (571) 272-3225. 1
/Paul Shanoski/
Paul Shanoski
Attorney Advisor
Office of Petitions
Enclosure: Foreign Filing License

1 Petitioner will note that all practice before the Office should be in writing, and the action of the Office will be
based exclusively on the written record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is reminded that no
telephone discussion may be controlling or considered authority for any of Petitioner's further action(s).
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SERIAL NUMBER REQUEST DATE

16524532
Title:

FIRST NAMED APPLICANT

ATTORNEY DOCKET NO.

29-JUL-19

50567-4-01-US

FOOD CONTAINER
Correspondence Address:

LL.M. Dr. Reuven K. Mouallem
FlashPoint IP Ltd.
Rehov Rabban Gamliel 2
Elad 40832-01

Licensee under 35 U.S.C. 184 is hereby granted to file in any foreign country a patent application and
any amendments thereto corresponding to the subject matter of this U.S. application identified above
and/or any material accompanying the petition. This license is conditioned upon modification of any
applicable secrecy order and is subject to revocation without notice.

License Number:

613,843

Grant Date:

05-AUG-20

Memo:
This license is granted
retroactively to the date(s) and
the country(s) listed on the
attached decision.

Approved:/Paul Shanoski/
for Commissioner of Patents and Trademarks

This license empowers the filing, the causation and the authorization of the filing of a foreign application
or applications on the subject matter identified above, subsequent forwarding of all duplicate and formal
papers and the prosecution of such application or applications.
This license is granted under 37 CFR 5.1 S(a).
This license is to be retained by the licensee and may be used at anytime on or after the date thereof.
This license is not retroactive unless specifically indicated.
The grant of this license does not in any way lesson the responsibility of the licensee for the security of
the subject matter as imposed by any Government contract or the provisions of existing laws relating to
espionage and the national security or the export of technical data. Licensees should apprise
themselves of current regulations, especially with respecct to certain countries, of other agencies,
particularly the Department of the Treasury; Office of Munitions Control, Department of State (with
respect to Arms, Munitions and Implements of War); the Bureau of Trade Regulation, Office of Export
Adminstration, Department of Commerce; and the Department of Energy.

LICENSE FOR FOREIGN FILING
[Title 35, United States Code (1952) Sections 184, 185, 186]
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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA
Alexandria Division

Stephen Thaler, an individual

Case No. 1:20-cv-00903-LMB-TCBVAED

Plaintiff,
v.

Andrei IANCU, in his official capacity as Under
Secretary of Commerce for Intellectual Property
and Director of the United States Patent and
Trademark Office, and United States Patent and
Trademark Office

Defendants.

PLAINTIFF’S MOTION FOR SUMMARY JUDGMENT
Pursuant to Federal Rule of Civil Procedure 56 and this Court’s Local Rules 7 and 56,
Plaintiff Stephen Thaler (“Plaintiff”) respectfully moves this Court for entry of an Order granting
summary judgment in his favor. Specifically, Plaintiff moves for summary judgment on the
claim that Defendants’ final petition decisions, which resulted in the rejection of two patent
applications, were contrary to law and in violation of the Administrative Procedure Act, 5 U.S.C.
§ 706.
Plaintiff’s motion for summary judgment is set for hearing on March 29, 2021 at 10:00
a.m., pursuant to order of the Court dated November 19, 2020. (ECF 14.) Defendants’ crossmotion for summary judgment is due February 15, that will also contain an opposition to
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Plaintiff’s motion for summary judgment. (Id.) Plaintiff’s reply to his motion for summary
judgment is due March 15, 2021. (Id.)
For reasons explained in the supporting brief, there is no genuine disputed issue as to any
material fact and Plaintiff is entitled to judgment as a matter of law. Consequently, Plaintiff
respectfully prays that this Court grant summary judgment in his favor, reinstate the relevant
patent applications, vacate the prior decision on the petitions filed under 37 CFR 1.181, and
declare the Defendants’ actions unlawful.
This motion is based upon Plaintiff’s accompanying memorandum of law in Support of
Plaintiff’s Motion for Summary Judgment; all pleadings, and other documents on file in this
action; and on such other matters as may be presented to the Court at the time of the hearing.

Dated: January 18, 2021

BROWN, NERI, SMITH & KHAN LLP

By:

/s/ Ryan Abbott
Ryan Abbott, Esq. (admitted pro hac vice)
Attorney for Plaintiff
Brown, Neri, Smith & Khan, LLP
11601 Wilshire Blvd, Ste. 2080
Los Angeles, CA 90025
Phone: (310) 593-9890
Fax: (310) 593-9980
Ryan@bnsklaw.com

By:

/s/ Geoffrey A. Neri
Geoffrey A. Neri, Esq. VSB No. 72219
Attorney for Plaintiff
Brown, Neri, Smith & Khan, LLP
11601 Wilshire Blvd, Ste. 2080
Los Angeles, CA 90025
Phone: (310) 593-9890
Fax: (310) 593-9980
Geoff@bnsklaw.com
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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA
Alexandria Division

Stephen Thaler, an individual

Case No. 1:20-cv-00903-LMB-TCBVAED

Plaintiff,
[PROPOSED] ORDER
v.
Hearing Date: 3/29/2021
Time: 10:00 a.m.
Andrei IANCU, in his official capacity as Under
Secretary of Commerce for Intellectual Property
and Director of the United States Patent and
Trademark Office, and United States Patent and
Trademark Office

Defendants.
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On March 29, 2021 Plaintiff Stephen Thaler’s (“Plaintiff”) motion for summary judgment
against Defendants Andrei IANCU, in his official capacity as Under Secretary of Commerce for
Intellectual Property and Director of the United States Patent and Trademark Office, and United
States Patent and Trademark Office (“Defendants”) came before the Court. Having read and
considered the briefing and arguments from both parties, and finding no issue of material fact,
the Court GRANTS Plainitff’s motion for summary judgment.
The Court orders:
•

Defendants to reinstate the Applications and vacate the prior decision on the
petitions filed under 37 CFR 1.181; and

•

Awards Plaintiff’s reasonable attorney fee’s and costs, pursuant to 24 U.S.C. §
2412(d), subject to Plaintiff submitting evidence thereof.

The Court declares that:
•

a patent application for an AI-Generated invention should not be rejected on the
basis that no natural person is identified as an inventor; and

•

A patent-application for an AI-generated invention should list an AI where an AI
has met inventorship criteria.

IT IS ORDERED.

Dated:

Hon. Leonie M. Brinkema
United States District Judge
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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA
Alexandria Division

Stephen Thaler, an individual

Case No. 1:20-cv-00903-LMB-TCBVAED

Plaintiff,

PLAINTIFF’S MEMORANDUM OF
LAW IN SUPPORT OF MOTION FOR
SUMMARY JUDGMENT

v.

Andrei IANCU, in his official capacity as Under
Secretary of Commerce for Intellectual Property
and Director of the United States Patent and
Trademark Office, and United States Patent and
Trademark Office

Defendants.

1
Appx 000570

Hearing Date: 3/29/2021
Time: 10:00 a.m.

Case 1:20-cv-00903-LMB-TCB Document 19 Filed 01/18/21 Page 2 of 27 PageID# 621

TABLE OF CONTENTS

TABLE OF AUTHORITIES ................................................................................................... ii-iv
I.

INTRODUCTION ............................................................................................................1

II.

STATEMENT OF UNDISPUTED MATERIAL FACTS ............................................2

III.

LEGAL STANDARD .......................................................................................................8

IV.

ARGUMENT ..................................................................................................................10
A. DABUS Actually Invented the Subject Matter of the Applications so it is
Appropriately Named as the Inventor and Plaintiff is Entitled to the
Applications ..........................................................................................................10
B. Patent Protection for AI-Generated Works is Consistent with the Purpose
of the Constitution and the Patents Act .............................................................11
C. AI-Generated Works Are Eligible for Patent Protection as a Matter of
Law ........................................................................................................................12
D. Defendants’ Interpretation Is Not Entitled to Deference .................................14
E. The Authorities Relied Upon by Defendants Do Not Stand for The
Proposition That AI-Generated Inventions are Unpatentable ........................16
F. Conception Does Not Prohibit Artificial Inventors ..........................................19

V.

CONCLUSION ...............................................................................................................22

i
Appx 000571

Case 1:20-cv-00903-LMB-TCB Document 19 Filed 01/18/21 Page 3 of 27 PageID# 622

TABLE OF AUTHORITIES
Page(s)
Cases
Aetna Cas. & Sur. Co. v. Quarles,
92 F.2d 321 (4th Cir. 1937) ........................................................................................................ 9
Am. Bioscience, Inc. v. Thompson,
269 F.3d 1077 (D.C.Cir. 2001) ................................................................................................... 8
Am. Forest Res. Council v. Hall,
533 F. Supp. 2d 84 (D.D.C. 2008) .............................................................................................. 8
Ass’n for Molecular Pathology v. Myriad Genetics, Inc.,
133 S. Ct. 2107 (2013) .............................................................................................................. 14
Ass’n for Molecular Pathology v. U.S.PTO,
687 F.3d 1303 (Fed. Cir. 2012)................................................................................................. 14
Beech Aircraft Corp. v. EDO Corp.,
990 F.2d 1237 (Fed. Cir. 1993)................................................................................................. 17
Bilski v. Kappos,
561 U.S. 593 (2010) .......................................................................................................... 13, n. 2
Burwell v. Hobby Lobby Stores, Inc.,
573 U.S. 682 (2014) .................................................................................................................. 16
Centennial Life Ins. v. Poston,
88 F.3d 255 (4th Cir. 1996) ........................................................................................................ 9
Chevron, U.S.A. Inc. v. Natural Res. Def. Council, Inc.,
467 U.S. 837 (1984) .................................................................................................................. 14
Commodity Futures Trading Com’n v. Weintraub,
471 U.S. 343 (1985) .................................................................................................................. 17
Cuno Eng’g Corp. v. Automatic Devices Corp.,
314 U.S. 84 (1941) .................................................................................................................... 20
Dey, L.P. v. Teva Parenteral Medicines, Inc.,
6 F. Supp. 3d 651 (N.D.W. Va. 2014) ...................................................................................... 21
Diamond v. Chakrabarty,
447 U. S. 303 (1980) ................................................................................................................. 13
Diamond v. Diehr,
450 U.S 175 (1981) ........................................................................................................... 13, n. 2
Genetics & IVF Inst. v. Kappos,
801 F. Supp. 2d 497 (E.D. Va. 2011) ............................................................................... 7, 8, 10
Graham v. John Deere Co. of Kansas. City,
383 U.S. 1 (1966) ...................................................................................................................... 20
Goldstein v. California,
412 U.S. 546 (1973) .......................................................................................................... 13, n. 3
Hyatt v. Boone,
146 F.3d 1348 (Fed. Cir. 1998)............................................................................................ 19-20
J.E.M. AG Supply, Inc. v. Pioneer Hi-Bred Int’l, Inc.,
534 U. S. 124 (2001) ......................................................................................................... 13, n. 2
ii
Appx 000572

Case 1:20-cv-00903-LMB-TCB Document 19 Filed 01/18/21 Page 4 of 27 PageID# 623

King v. Burwell,
135 S. Ct. 2480 (2015) .............................................................................................................. 12
Merck & Co. v. Kessler,
80 F.3d 1543 (Fed. Cir. 1996)............................................................................................. 14, 15
Occidental Eng’g Co. v. INS,
753 F.2d 766 (9th Cir. 1985) ...................................................................................................... 8
Photocure ASA v. Dudas,
622 F. Supp. 2d 338 (E.D.Va. 2009) ....................................................................................... 7-8
Photocure ASA v. Kappos,
603 F.3d 1372 (Fed. Cir. 2010)............................................................................................ 15-16
SEC v. Chenery Corp.,
332 U.S. 194 (1947) .................................................................................................................... 8
Skidmore v. Swift & Co.,
323 U.S. 134 (1944) .................................................................................................................. 15
Tafas v. Doll,
559 F.3d 1345 (Fed. Cir. 2009)................................................................................................. 15
Townsend v. Smith,
36 F.2d 292 (CCPA 1929) ........................................................................................................ 18
U. of Utah v. Max-Planck-Gesellschaft Zur Forderung Der Wissenschaften E.V.,
734 F.3d 1315 (Fed. Cir. 2013)................................................................................................. 17
United States v. Am. Trucking Ass’ns, Inc.,
310 U.S. 534 (1940) .................................................................................................................. 12
United States v. Mead Corp.,
533 U.S. 218 (2001) .................................................................................................................. 15
Volvo Constr. Equip. N.A., Inc. v. CLM Equip. Co.,
386 F.3d 581 (4th Cir. 2004) ...................................................................................................... 9
Wyeth v. Dudas,
580 F. Supp. 2d 138 (D.D.C. 2008) .......................................................................................... 15
Yates v. United States,
135 S. Ct. 1074 (2015) .............................................................................................................. 12
Statutes and Regulations
5 U.S.C. § 706(2) ........................................................................................................................ 8, 9
17 U.S.C. § 101 ............................................................................................................................. 14
18 U.S.C. § 1001 ............................................................................................................................. 5
18 U.S.C. § 1519 ..................................................................................................................... 12, 13
28 U.S.C. § 2201 ............................................................................................................................. 9
35 U.S.C. § 100 ............................................................................................................................. 16
35 U.S.C. § 101 ................................................................................................................... 7, 16, 17
35 U.S.C. § 102 ............................................................................................................................. 16
35 U.S.C. § 103 ............................................................................................................................. 21
35 U.S.C. § 115 ............................................................................................................................. 16
35 U.S.C. § 115(d) .......................................................................................................................... 4
35 U.S.C. § 116 ............................................................................................................................. 16
35 U.S.C. § 116(c) ........................................................................................................................ 16
iii
Appx 000573

Case 1:20-cv-00903-LMB-TCB Document 19 Filed 01/18/21 Page 5 of 27 PageID# 624

35 U.S.C. § 185 ............................................................................................................................. 16
35 U.S.C. § 256 ............................................................................................................................. 16
35 U.S.C. § 256(a) ........................................................................................................................ 16
35 U.S.C. § 271 ............................................................................................................................. 16
37 CFR 1.181 .............................................................................................................................. 6, 8
37 CFR 1.64 .................................................................................................................................... 4
37 CFR 3.73(c)................................................................................................................................ 4
U.S. CONST. art. I, § 8, cl. 8 ........................................................................................................ 10
Public Law 112–29 ....................................................................................................................... 19
Other Authorities
Can a Computer Be an “Author” or an “Inventor”?,
Karl F. Milde, Jr., 51 J. PAT. OFF. SOC’Y 378 (1969) ........................................................... 18
Everything is Obvious,
Ryan Abbott, 66 UCLA. L. Rev. 2 (2019) ................................................................................ 13
I Think, Therefore I Invent: Creative Computers and the Future of Patent Law,
Ryan Abbott, 54 B. C. L. Rev. (2016) .................................................................................. 3, 10
Manual of Patent Examining Procedure § 2109 ............................................................................. 5
Manual of Patent Examining Procedure § 2137.01 ........................................................................ 5
Manual of Patent Examining Procedure § 2138.05 ...................................................................... 19
Working Without Chevron: The PTO as Prime Mover,
John M. Golden, 65 Duke L.J. 1657 (2016) ....................................................................... 14, 15
The Reasonable Robot: Artificial Intelligence and the Law,
Ryan Abbott, Cambridge University Press 2020 ...................................................................... 17

iv
Appx 000574

Case 1:20-cv-00903-LMB-TCB Document 19 Filed 01/18/21 Page 6 of 27 PageID# 625

I.

INTRODUCTION

Plaintiff Stephen Thaler (“Dr. Thaler”) develops, owns, and operates advanced artificial
intelligence (AI) systems capable of generating patentable output under circumstances in which
no natural person traditionally qualifies as an inventor (“AI-Generated Inventions”). One such
system is called DABUS, which is an acronym for Device for the Autonomous Bootstrapping of
Unified Sentience.
DABUS created two patentable inventions that are the subject of this proceeding: the
“Neural Flame” and “Fractal Container” (the subject matter of patent application numbers
16/524,350 and 16/524,532, respectively [the “Applications”]).
Plaintiff filed the Applications with Defendant United States Patent and Trademark
Office (“USPTO”) on July 29, 2019. Because no natural person qualifies as an inventor of the
Applications, and because they were generated by DABUS, the Applications list DABUS as the
inventor. Dr. Thaler, as the owner, developer, and user of DABUS is listed as the patent
applicant and entitled to own the Applications as well as any patents that may ultimately issue.
Defendants rejected the Applications on the basis that they did not identify an inventor
who was a natural person (“Rejections”). However, Plaintiff could not identify an inventor who
was a natural person because there was no such person.
The Rejections create a new substantive requirement for patentability that is contrary to
existing law and at odds with the policy underlying the patent system. The patent system is
designed to incentivize innovation, promote disclosure of information, and encourage
commercialization of new technologies. Allowing protection for AI-Generated Inventions will
accomplish all of these goals, because it will incentivize parties such as Dr. Thaler to develop
and use inventive machines—ultimately promoting the progress of science. Further, listing
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DABUS as an inventor protects the moral rights of human inventors because it prevents a person
from falsely claiming credit and devaluing legitimate human ingenuity.
Defendants based the Rejections on statutory language and cases that refer to inventors as
natural persons. However, at most these authorities simply assumed that inventive activity could
only be performed by natural persons, and they were concerned with protecting the rights of
human inventors with respect to patent applicants who were artificial persons in the form of, for
example, corporations. None of these authorities involved AI-Generated Inventions and should
not now be interpreted to prohibit patent protection. Failing to provide protection for AIGenerated Inventions is antithetical to the purpose of the patent system. It will both encourage
applicants to mispresent to role of people in the inventive process and it will inhibit innovation.
Plaintiff contends that the Rejections were arbitrary, capricious, an abuse of discretion,
not in accordance with the law, unsupported by substantial evidence, and in excess of
Defendants’ statutory authority. Plaintiff seeks to set aside the Notices to File Missing Parts of
Nonprovisional Applications and have the Applications reinstated.
Plaintiff moves for summary judgment as to the legal issue alone—whether an AIGenerated Invention is patentable. No dispute of any material fact exists.
II.
1.

STATEMENT OF UNDISPUTED MATERIAL FACTS
Plaintiff Dr. Stephen Thaler develops, owns, and applies AI systems capable of

generating patentable output under circumstances in which no natural person traditionally
qualifies as an inventor. (ECF 1, ¶ 13.)
2.

Plaintiff’s AI system DABUS produced the two inventions at issue here: the

Neural Flame, a light beacon capable of flashing in a new and inventive manner to attract

2
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attention, and the Fractal Container, a beverage container based on fractal geometry. (ECF 15-2
at p. 61 [A61]; ECF 15-3 at p. 93 [A346])
3.

As explained in the Applications, “In the case of the instant invention, the

machine only received training in general knowledge in the field, and proceeded to
independently conceive of the invention, and to identify it as novel and salient. If similar training
had been given to a human student, the student rather than the trainer would meet the
inventorship criteria as inventor.” (ECF 15-2 at p. 61 [A61]; ECF 15-3 at p. 93 [A346]).1
4.

Plaintiff applied for patents for the Neural Flame and Fractal Container on July

29, 2019. (ECF 15-2 at p.94 [A94]; and ECF 15-3 at p. 124 [A377]) The patent application
numbers for each application respectively are 16/524,350 and 16/524,532. (ECF 15-2 at p. 94
[A94]; ECF 15-3 at p. 124 [A377].)
5.

Although the Applications may not be the first patent applications for AI-

Generated Inventions, they are thought to be the first Applications in which an applicant has
disclosed that the subject matter of an application is an AI-Generated Invention. (See, e.g., Ryan
Abbott, I Think, Therefore I Invent: Creative Computers and the Future of Patent Law, 54 B. C.
L. Rev. 1083-1088 (2016); ECF 15-2 at p. 8 [A409];
https://www.uspto.gov/sites/default/files/documents/16524350_22apr2020.pdf [Defendants
publishing one of the Rejections for its precedential value.])
6.

Patent applications require an applicant to list all inventors as well as their given

and family names in application data sheets (ADS). Plaintiff listed “[DABUS]” and “[Invention

Plaintiff’s cites are to the administrative record. Plaintiff cites to the page number of the docket filing (e.g. 61) as
well as the administrative record (e.g. A61). Not all instances of the ECF filing page number correlate with the same
number as the administrative record.
1
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generated by artificial intelligence]” in the fields for inventor names. (ECF 15-2, at p. 85; ECF
15-3 at p. 381)
7.

DABUS is not capable of making an inventor’s oath or declaration as required by

35 U.S.C. § 115(d), so in lieu of the oath, Plaintiff filed a substitute statement under 37 CFR 1.64
that identified Dr. Thaler as the legal representative of DABUS and the applicant for each patent.
(ECF 15-2 at pp. 26-27 [A26-27]; ECF 15-3 at pp. 58-59 [A311-312].)
8.

Plaintiff also submitted a statement under 37 CFR 3.73(c) identifying Plaintiff as

the assignee of the entire right, title, and interest in the Applications, and an assignment
document executed by Plaintiff was filed assigning the right to himself on behalf of DABUS.
(ECF 15-2 at pp. 71-72 [A71-72]; ECF 15-3 at pp. 107-108 [A360-361].)
9.

Given the unprecedented nature of the Applications, Plaintiff also filed an

additional “Statement of Inventorship” to provide clarifying remarks that indicated the
Applications were based on AI-generated inventions. (ECF 15-2 at pp. 60-65 [A60-65]; ECF 153 at pp. 92-97 [A345-350].) The statement explained that the invention was conceived entirely
by DABUS, and because of that, DABUS should be listed as the inventor. (See generally id.)
10.

As explained in the Statement of Inventorship filed with the applications, “In

some instance of machine invention, a natural person might qualify as an inventor by virtue of
having exhibited inventive skill in developing a program to solve a particular problem, by
skillfully selecting data to provide to a machine, or by identifying the output of a machine as
inventive. However, in the present case, the DABUS was not created to solve any particular
problem, nor was trained on any special data relevant to the instant invention. The machine
rather than a person identified the novelty and salience of the instant invention. A detailed
description of how DABUS and a Creativity Machine functions is available in, among others, the
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following US patent publications: 5,659,666; 7,454,388 B2; and 2015/0379394 A1.” (ECF 15-2
at p. 61 [A61]; ECF 15-3 at p. 93 [A346].)
11.

Plaintiff further explained why he could not list himself as the inventor: “Stephen

Thaler, the creator of DABUS, is prohibited from listing himself as an inventor for the instant
application because he has not contributed to the conception of the instant invention. DABUS
performed what is traditionally considered the mental part of the inventive act. Based on
DABUS’s results, a skilled person could have reduced the invention to practice. Inaccurately
listing himself as an inventor could subject Dr. Thaler to criminal sanctions. 18 U.S.C. 1001. The
Office presumes that the named inventor in an application is the actual inventor. See MPEP
§2137.01.” (ECF 15-2 at p. 64 [A64]; ECF 15-3 at p. 96 [A349].)
12.

Plaintiff additionally stated, “It has been argued that a natural person may claim

inventorship of an autonomous machine invention even in situations in which that person was
not involved in the development or operation of a machine by virtue of recognizing the relevance
of a machine’s output. This approach is questionable in cases in which the natural person has not
made an inventive contribution to the disclosed invention in the accepted meaning of the term. In
some cases, recognition of the inventive nature of a computer’s output may require significant
skill, but in others, the nature of inventive output may be obvious. In the present case, DABUS
identified the novelty of its own idea before a natural person did.” (Id.)
13.

Plaintiff’s assertions regarding the nature of the invention were accepted and

never contested by Defendants. This is consistent with USPTO policies. “The Office presumes
that the named inventor or joint inventors in the application are the actual inventor or joint
inventors to be named on the patent.” Manual of Patent Examining Procedure Section 2109.
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14.

Plaintiff filed a request for accelerated examination for both Applications which

required Applicant to submit a pre-examination search and an accelerated examination support
document. As part of which, it was disclosed to Defendants that foreign analogs of the
Applications had been filed in the United Kingdom Intellectual Property Office (UKIPO) and
European Patent Office (EPO), and that both offices had examined the Applications on their
merits and found them to be patentable to the extent possible in a preliminary examination (e.g.,
not including inventorship issues). (ECF 15-2 at p. 56–59 [A56–59] ECF 15-3 at p. 98–101
[A351–354].)
15.

Both Applications followed similar procedural pathways at the USPTO. (See

generally ECF 15-1 at p. 2-3 and 5-6.)
16.

On August 8, 2019, Defendants issued a “Notice to File Missing Parts of

Nonprovisional Application” for each application. The notices indicated that the ADSs did not
identify each inventor by a legal name. (ECF 15-2 at pp. 97-98 [A97-98]; ECF 15-3 at pp. 127128 [A380-381].)
17.

A few weeks later, under 37 CFR 1.181, Plaintiff petitioned for supervisory

review and to vacate the notices for being unwarranted and/or void. (ECF 15-2 at pp. 111-116
[A111-116]; ECF 15-3 at pp. 141-146 [A394-399].)
18.

In December, a second “Notice to File Missing Parts of Nonprovisional

Application” was issued for each application. Plaintiff’s petitions in response to the initial
notices were dismissed in a decision issued on December 17, 2019. (ECF 15-2 at pp. 121-122
[A121-122]; ECF 15-3 at pp. 147-149 [A400-402].)
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19.

Plaintiff petitioned Defendants again under 37 CFR 1.181 on January 20, 2020.

Plaintiff requested reconsideration of the December 17 decisions refusing to vacate the August 8,
2019 notices. (ECF 15-2 at pp. 135-146 [A135-146]; ECF 15-3 at pp. 161-173 [A414-426].)
20.

Approximately four months later, the USPTO denied the petitions for both

applications. (ECF 15-2 at pp. 205-214 [A205-214]; ECF 15-3 at pp. 203-212 [A456-465].)
21.

The USPTO published its decision as to the Neural Flame but not the Fractal

Container. (ECF 15-2 at p. 213 [A213]; ECF 15-3 at pp. 210-211 [A463-464].)
22.

The USPTO took the position that all patent applications require an inventor who

must be a natural person based on various statutory references and case law. (ECF 15-2 at pp.
208-212 [A208-212]; ECF 15-3 at pp. 206-210 [A459-463].)
23.

Defendants cited to 35 U.S.C. §101 which states: “Whoever invents or discovers

any new and useful process, machine, manufacture, or composition of matter… may obtain a
patent therefore, subject to the conditions and requirements of this title.” (ECF 15-2 at p. 209
[A209]; ECF 15-3 at p. 207 [A460].)
24.

Defendants also cited to various case law holding that corporations and

sovereigns cannot be inventors and language within those decisions suggesting that inventors
must be natural persons. The decisions also noted that “[c]onception is the touchstone of
invention… a mental act[.]” (ECF 15-2 at pp. 209-210 [A209-210]; ECF 15-3 at pp. 207-208
[A460-461].)
25.

Those decisions constitute final agency action. Plaintiff has exhausted his

available remedies at the USPTO. (See
- - ECF 15-2 at p.232 [A232]; ECF 15-4 at p. 5 [A483].)
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VI.

LEGAL STANDARD

The Parties are filing cross-motions for summary judgment. (ECF 14 at p. 71.) “Under
the APA, agency action may be set aside if the court finds that the agency action was ‘arbitrary,
capricious, an abuse of discretion, or otherwise not in accordance with law.’” Genetics & IVF
Inst. v. Kappos, 801 F. Supp. 2d 497, 502 (E.D. Va. 2011) (citing PhotoCure ASA v. Dudas, 622
F. Supp. 2d 338, 343 (E.D.Va.2009) and quoting 5 U.S.C. § 706(2)(A).) Even in an APA action,
“the ordinary standard for summary judgment applies.” Id. (citations omitted). “Under the
‘ordinary’ and well-settled standard, summary judgment is appropriate only if the record shows
‘there is no genuine issue as to any material fact and that the moving party is entitled to a
judgment as a matter of law.’ Id. (citations omitted). “On that ‘genuine issue of material fact’
front, the APA ‘confines judicial review of executive branch decisions to the administrative
record of proceedings before the pertinent agency.’ Id. (citations omitted). “As such, there can be
no genuine issue of material fact in an APA action, and the legal questions presented in [an
APA] action are therefore ripe for resolution on cross-motions for summary judgment.” Id.
(citing Am. Forest Res. Council v. Hall, 533 F. Supp. 2d 84, 89 (D.D.C. 2008) (quoting
Occidental Eng’g Co. v. INS, 753 F.2d 766, 769–70 (9th Cir.1985)) (“[I]t is the role of the
agency to resolve factual issues to arrive at a decision that is supported by the administrative
record, whereas ‘the function of the district court is to determine whether or not as a matter of
law the evidence in the administrative record permitted the agency to make the decision it
did.’”)). As the District of Columbia Circuit has stated, ‘when a party seeks review of agency
action under the APA, the district judge sits as an appellate tribunal,’ and ‘[t]he ‘entire case’ on
review is a question of law.” Genetics & IVF Inst., supra, 801 F. Supp. 2d 497 at 502 (citing Am.
Bioscience, Inc. v. Thompson, 269 F.3d 1077, 1083 (D.C.Cir. 2001).)
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Plaintiff seeks an order compelling Defendants to reinstate the Applications and vacate
the prior decision on the petitions filed under 37 CFR 1.181. Under the APA, the Court “shall . . .
hold unlawful and set aside agency action, findings, and conclusions found to be—(A) arbitrary,
capricious, an abuse of discretion, or otherwise not in accordance with law; (B) contrary to
constitutional right, power, privilege, or immunity; [or] (C) in excess of statutory jurisdiction,
authority, or limitations, or short of statutory right . . .” 5 U.S.C. § 706(2). The court must judge
the propriety of the agency’s action based “solely [on] the grounds invoked by the agency” when
it made the challenged decision. SEC v. Chenery Corp., 332 U.S. 194, 196 (1947).
In addition to injunctive relief, Plaintiff seeks a declaration that a patent application for
an AI-Generated Invention should not be rejected on the basis that no natural person is identified
as an inventor, as well as a declaration that a patent application for an AI-generated invention
should list an AI where the AI has met inventorship criteria.
The Federal Declaratory Judgment Act (“Act”) provides that “any court of the United
States ... may declare the rights and other legal relations of any interested party seeking such
declaration, whether or not further relief is or could be sought.” 28 U.S.C. § 2201. This power is
discretionary. Centennial Life Ins. v. Poston, 88 F. 3d 255, 256 (4th Cir. 1996). The “principal
criteria” for conducting the declaratory judgment analysis are (i) whether a declaration would
serve a useful purpose in clarifying and settling the legal relations in issue and (ii) whether a
declaration will terminate and afford relief from the uncertainty, insecurity, and controversy
giving rise to the proceeding. See Aetna Cas. & Sur. Co. v. Quarles, 92 F. 2d 321, 325 (4th Cir.
1937). When both of the principal criteria are met, “a district court is obliged to rule on the
merits of a declaratory judgment action.” See Volvo Constr. Equip. N.A., Inc. v. CLM Equip.
Co., 386 F. 3d 581, 594 (4th Cir. 2004).
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VII.

ARGUMENT

A. DABUS Actually Invented the Subject Matter of the Applications so it is
Appropriately Named as the Inventor and Plaintiff is Entitled to the Applications
Because this case involves review under the APA and review is limited to the
administrative record without fact finding on behalf of the court, the factual assertions made by
Plaintiff during the application process, which have never been disputed by the Defendants, are
taken as true for the Court’s review. See Genetics & IVF Inst., supra, 801 F. Supp. 2d at 502.
It is thus undisputed that DABUS generated the otherwise patentable inventions at issue
and that DABUS identified the novelty and salience of these inventions before they were seen by
a natural person. Also, that no natural person qualifies as an inventor for the Applications and, as
a result, that Plaintiff was and is unable to identify a natural person who qualifies as an inventor.
Thus, as a factual matter, DABUS invented the present inventions—there has been no
suggestion by Defendants to the contrary. Defendants simply posit that as a legal matter DABUS
cannot be listed as an inventor. The effect of which is that two otherwise patentable inventions
cannot receive patent protection.
Plaintiff as the developer, user, and owner of DABUS, is entitled to own DABUS’
output under, inter alia, the common law doctrines of accession and first possession. See
generally, Thomas W. Merrill, Accession and Original Ownership, Journal of Legal Analysis,
459-505 (2009). In the same way that one who owns a tree owns the fruit of that tree, DABUS is
personal property owned by Plaintiff and so Plaintiff is entitled to own DABUS’s output. For
instance, Plaintiff owned the Neural Flame and Fractal Container as trade secrets prior to
publication of the Applications. The patent system is designed to encourage the disclosure of
information that otherwise qualifies for trade secret protection for the benefit of the public. AK
Steel Corp. v. Sollac, 344 F.3d 1234, 1244 (Fed. Cir. 2003) (“as part of the quid pro quo of the

10
Appx 000584

Case 1:20-cv-00903-LMB-TCB Document 19 Filed 01/18/21 Page 16 of 27 PageID# 635

patent bargain, the applicant's specification must enable one of ordinary skill in the art to practice
the full scope of the claimed invention.”) It would run contrary to the purpose of the patent
system to only allow an AI’s owner to own AI output as a trade secret and to discourage the
information’s disclosure in return for patent protection.
B. Patent Protection for AI-Generated Works is Consistent with the Purpose of the
Constitution and the Patents Act
Congress is empowered to grant patents on the basis of the Patent and Copyright Clause
of the Constitution. U.S. CONST. art. I, § 8, cl. 8. This clause enables Congress “[t]o promote
the Progress of Science and useful Arts, by securing for limited Times to Authors and Inventors
the exclusive Right to their respective Writings and Discoveries.” Id. It also provides an explicit
rationale for granting patent protection, namely to encourage innovation under an incentive
theory. The patent system is also designed to incentivize the disclosure of information, and the
commercialization and development of inventions. See Ryan Abbott, I Think, Therefore I Invent:
Creative Computers and the Future of Patent Law, 54 B. C. L. Rev. 1104-1105 (2016).
Allowing patents for AI-Generated Inventions will result in more innovation. It will
incentivize the development of AI capable of producing patentable output by making that output
more valuable. Id., at 1081. Patents also incentivize commercialization and disclosure of
information, and this incentive applies with equal force to a human and an AI-Generated
Invention. By contrast, denying patent protection for AI-Generated Inventions threatens to
undermine the patent system by failing to encourage the production of socially valuable
inventions.
Patent law also protects the moral rights of human inventors and listing an AI as an
inventor where appropriate would protect these human rights. It would acknowledge the work of
the AI’s creators and serve to inform the public of an invention’s origin. Perhaps most
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importantly, it will discourage individuals from listing themselves as inventors without having
contributed to an invention’s conception merely because their name is needed to obtain a patent.
Allowing a person to be listed as an inventor for an AI-Generated Invention would not be unfair
to an AI, which has no interest in being acknowledged, but allowing people to take credit for
work they have not done would devalue human inventorship. It would put the work of someone
who merely asks an AI to solve a problem on an equal footing with someone who is legitimately
inventing something new.
C. AI-Generated Works Are Eligible for Patent Protection as a Matter of Law
In interpreting the Constitutional and statutory basis for patentability of AI-Generated
Inventions, the Court should seek “to give effect to the intent of Congress.” United States v. Am.
Trucking Ass’ns, Inc., 310 U.S. 534, 542 (1940). Here, the intent of Congress was to create a
system that would encourage innovation, as well as to promote disclosure of information and
commercialization of new technologies.
Allowing patents on AI-Generated Inventions would be consistent with the Founders’
intent in enacting the Patent and Copyright Clause, and it would interpret the Patent Act to
promote that purpose. See, e.g., King v. Burwell, 135 S. Ct. 2480, 2496 (2015) (holding the plain
language of the statute must be considered in the context of the statute as a whole and taking into
account that a narrow literal interpretation would result in outcomes inconsistent with
Congressional intent. “Congress passed the Affordable Care Act to improve health insurance
markets, not to destroy them. If at all possible, we must interpret the Act in a way that is
consistent with the former, and avoids the latter.”).
Interpreting statutory language to advance the statute’s purpose is particularly warranted
in instances where, as in the present case, it is unlikely that Congress anticipated and legislated
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for the specific circumstances at issue. See, e.g., Yates v. United States, 135 S. Ct. 1074, 1078
(2015) (holding a fish is not a “tangible object,” as that term is used in 18 U.S.C. § 1519. “A fish
is no doubt an object that is tangible; fish can be seen, caught, and handled, and a catch, as this
case illustrates, is vulnerable to destruction. But it would cut § 1519 loose from its financialfraud mooring to hold that it encompasses any and all objects, whatever their size or
significance, destroyed with obstructive intent. Mindful that in Sarbanes–Oxley, Congress
trained its attention on corporate and accounting deception and cover-ups, we conclude that a
matching construction of § 1519 is in order: A tangible object captured by § 1519, we hold, must
be one used to record or preserve information.”)
Allowing patents on AI-Generated Inventions would not upset an existing policy. It
would clarify the permissibility of future patent applications rather than retroactively invalidating
previously granted patents. By contrast, excluding an entire class of inventions from patentability
would undermine the patent system. This is important today, but far more important for future
innovation. Given the potential of AI to surpass the limits of human ingenuity, it may even be the
case that AI-Generated Inventions one day become the primary source of innovation. Ryan
Abbott, Everything is Obvious, Ryan Abbott, 66 UCLA. L. REV. 2, *8 (2019).
In Diamond v. Chakrabarty, the Supreme Court was charged with deciding whether
genetically modified organisms could be patented. 447 U. S. 303, 317 (1980). The Court held
that a categorical rule denying patent protection for “inventions in areas not contemplated by
Congress . . . would frustrate the purposes of the patent law.” Id., at 315. The Court noted that
Congress chose expansive language to protect a broad range of patentable subject matter. Id., at
316. As technology has advanced, patent law has historically evolved to accommodate and
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further encourage such advances.2 “[A] statute is not to be confined to the ‘particular
application[s]…contemplated by the legislators.” Id. at 315.
Drawing an analogy from the copyright context, just as the terms “Writings” and
“Authors” have been construed flexibly in interpreting the Patent and Copyright Clause, so too
should the term “Inventors” be afforded the flexibility needed to effectuate constitutional
purposes.3 Indeed, under the work-for-hire doctrine, a corporation can be considered a legal
author for copyright purposes. 17 U.S.C. § 101.
D. Defendants’ Interpretation Is Not Entitled to Deference
This Court reviews an agency’s constitutional and statutory interpretations and
application, as well as conclusions of law, de novo, i.e., without deference. See Chevron, U.S.A.
Inc. v. Natural Res. Def. Council, Inc., 467 U.S. 837, 842-45 (1984). Deference under Chevron,
U.S.A., Inc. v. Natural Resources Defense Council, Inc., 467 U.S. 837 (1984) is due only to
statutory interpretations made by agencies pursuant to a legislative delegation of rulemaking or
similar authority. Merck & Co. v. Kessler, 80 F.3d 1543, 1549-50 (Fed. Cir. 1996) (“Merck”)
(holding that “the broadest of the PTO’s rulemaking powers ... does not grant the Commissioner
the authority to issue substantive rules” and that “[t]hus, the rule of controlling deference set

2

The Supreme Court has called the section of the U.S. Code relating to patentable subject matter
a “dynamic provision designed to encompass new and unforeseen inventions.” J.E.M. AG
Supply, Inc. v. Pioneer Hi-Bred Int’l, Inc., 534 U. S. 124, 135 (2001). The Court noted in Bilski
v. Kappos that “it was once forcefully argued that until recent times, ‘well-established principles
of patent law probably would have prevented the issuance of a valid patent on almost any
conceivable computer program.’” 561 U.S. 593, 605 (2010) (quoting Diamond v. Diehr, 450 U.S
175, 195 (1981) (Stevens, J., dissenting)). The Court, however, went on to state that “this fact
does not mean that unforeseen innovations such as computer programs are always unpatentable.”
Id., (citing Diehr, 450 U.S at 192–93 (Stevens, J., dissenting)).
3
In 1973, the Supreme Court in Goldstein v. California noted that the terms “Writings” and
“Authors,” have “not been construed in their narrow literal sense but, rather, with the reach
necessary to reflect the broad scope of constitutional principles.” 412 U.S. 546, 561 (1973).
14
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forth in Chevron does not apply” at 1550). See, e.g., Ass’n for Molecular Pathology v. Myriad
Genetics, Inc., 133 S. Ct. 2107, 2118 (2013) (disagreeing with an argument “that the [US]PTO’s
past practice of awarding gene patents is entitled to deference”). Ass’n for Molecular Pathology
v. U.S.PTO, 687 F.3d 1303, 1357 (Fed. Cir. 2012) (Bryson, J., concurring in part dissenting in
part) (“the PTO lacks substantive rulemaking authority as to issues such as patentability”). Thus,
“for a [US]PTO interpretation to prevail, Article III courts must be convinced that the
interpretation is not only reasonable but should, in fact, be understood to be correct.” John
M. Golden, Working Without Chevron: The PTO as Prime Mover, 65 Duke L.J. 1657, 1673
(2016).
The USPTO has no general substantive rulemaking power; it only has authority to
establish procedural regulations. Wyeth v. Dudas, 580 F. Supp. 2d 138, 141 (D.D.C. 2008).
Procedural rules are those that “do not themselves alter the rights or interests of parties, although
[they] may alter the manner in which the parties present themselves or their viewpoints to the
agency.” Tafas v. Doll, 559 F.3d 1345, 1351-54 (Fed. Cir. 2009). The Supreme Court explained
the basis for the distinction: “administrative implementation of a particular statutory provision
qualifies for Chevron deference when it appears that [1] Congress delegated authority to the
agency generally to make rules carrying the force of law, and [2] that the agency interpretation
claiming deference was promulgated in the exercise of that authority.” United States v. Mead
Corp., 533 U.S. 218, 226-27 (2001). Congress has made no such grant of authority to the USPTO
with respect to issues of substantive patent law. See, e.g., Merck, supra, 80 F.3d at 1549-50.
Defendants are also not entitled to Skidmore deference, Skidmore v. Swift & Co., 323
U.S. 134 (1944), which looks to “the thoroughness of [the agency’s] consideration and the
validity of its reasoning, i.e., its basic power to persuade if lacking power to control.” Merck,
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supra, 80 F.3d at 1550. As the Federal Circuit stated with respect to USPTO interpretation of a
statutory provision on patent-term extensions, “Skidmore deference is not warranted because the
[US]PTO’s interpretation is neither persuasive nor consistent,” Photocure ASA v. Kappos, 603
F.3d 1372, 1376 (Fed. Cir. 2010).
Accordingly, Defendants’ interpretation of the legal issues in this case is entitled to no
deference. In any event, “[e]ven if some level of deference were owed to the [US]PTO’s
interpretation, neither Chevron nor Skidmore permits a court to defer to an incorrect agency
interpretation.” PhotoCure ASA v. Kappos, 603 F. 3d 1372, 1376 (Fed. Cir. 2010). Here, the
USPTO’s reasoning is not only unpersuasive—it is manifestly contrary to the purpose of the
patent system.
E. The Authorities Relied Upon by Defendants Do Not Stand for The Proposition That
AI-Generated Inventions are Unpatentable
No statute or case relied upon by Defendants in the Decisions explicitly holds that an AIgenerated invention cannot be patented or that an AI cannot be listed as an inventor. Rather, any
discussion of inventors as natural persons has been made outside the context of this case and
based on the assumption that only a natural person could invent. There is a principled reason for
prohibiting corporate and sovereign inventorship—in the case of a traditional invention, it could
prevent legitimate human inventors from enjoying the fruits of their labor.
In the Rejections, Defendants relied on the language in 35 U.S.C. §§ 100, 101, 102, 115,
116(c), 185, and 256(a), that use the terms “person,” “individual,” “whoever,” “himself,” and
“herself” to argue that the words either “suggest[] a natural person” or “uses pronouns specific to
natural persons.” (ECF 15-2 at pp. 208-212 [A208-212]; ECF 15-3 at pp. 206-210 [A459-463]
[emphasis added]). Depending on context, such language can be interpreted to include entities
other than natural persons. See, e.g., Burwell v. Hobby Lobby Stores, Inc., 573 U.S. 682 (2014)
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(holding that the Religious Freedom Restoration Act, which prohibits Government from
substantially burdening a “person’s” exercise of religion, applied to certain corporations).
Indeed, 35 U.S.C. § 271 uses the term “whoever” in the context of infringement, yet there is no
limitation on naming non-natural persons as defendants in infringement actions. See, e.g., 35
U.S. Code § 271(a) (“Except as otherwise provided in this title, whoever without authority
makes, uses, offers to sell, or sells any patented invention, within the United States or imports
into the United States any patented invention during the term of the patent therefor, infringes the
patent.” [emphasis added])
More importantly, there is no evidence that Congress ever intended to prohibit patents on
AI-Generated Inventions. Even if statutory and judicial language refers to inventors as
individuals, none of this has been in the context of AI-Generated Inventions. These statutes
relied upon by Defendants were passed long before AI-Generated Inventions were a reality. See
35 U.S.C. § 101 [enacted July 19, 1952 (66 Stat. 798)]; § 102 (same); § 115 [enacted July 19,
1952 (66 Stat. 799)]; § 116 (same); § 185 [enacted July 19, 1952 (66 Stat. 807)]; § 256 [enacted
July 19, 1952 (66 Stat. 810)]. The term “artificial intelligence” was not even coined until 1956,
years after these statutes were passed into law. Ryan Abbott, The Reasonable Robot: Artificial
Intelligence and the Law, Cambridge University Press 2020 at 21.
Defendants cited to U. of Utah v. Max-Planck-Gesellschaft Zur Forderung Der
Wissenschaften E.V., 734 F.3d 1315, 1318 (Fed. Cir. 2013) (“Wissenschaften E.V.”) and Beech
Aircraft Corp. v. EDO Corp., 990 F.2d 1237, 1244 (Fed. Cir. 1993) which are cases that state
sovereigns and corporations cannot be patent inventors. (ECF 15-2 at pp. 209-210 [A209-210];
ECF 15-3 at pp. 207-208 [A460-461].) Defendants fail to acknowledge a fundamental difference
between an AI and a corporation is that corporations are literally made up of persons and can
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only act through their agents. See Commodity Futures Trading Com’n v. Weintraub, 471 U.S.
343, 348 (1985) [“… a corporation must act through agents.”]. Therefore, when a company files
a patent application, it will always be the case that there is at least one natural person who
qualifies as an inventor (at least, assuming it is not an application for an AI-Generated
Invention). If a company was allowed to list itself as an inventor, or not to list an inventor at all,
it would deprive these human inventors of credit. It could also deprive them of economic benefits
to which they might be entitled by virtue of their inventorship, for example, if they have an
agreement with their employer for royalty sharing. Compared to individuals, companies own the
overwhelming majority of patents. (https://www.uspto.gov/web/offices/ac/ido/oeip/taf/all_tech
.htm Part A1 – Table A1-1b (e.g., for patents granted in 2019, US companies owned 162,806
patents, while US individuals owned 14,945 patents)). DABUS, unlike a company, did not
require inventive skill to be exercised by a natural person to generate the present inventions—the
inventions were created and conceived entirely by DABUS.
Because statutes and cases that refer to inventors as individuals have never done so in
relation to an AI-generated invention, they should not be misapplied to support a blanket
prohibition on patent rights. See Karl F. Milde, Jr., Can a Computer Be an “Author” or an
“Inventor”?, 51 J. PAT. OFF. SOC’Y 378, 379 (1969) (“The closest that the Patent Statute
comes to requiring that a patentee be an actual person is in the use, in Section 101, of the term
‘whoever.’ Here too, it is clear from the absence of any further qualifying statements that the
Congress, in considering the statute in 1952, simply overlooked the possibility that a machine
could ever become an inventor.”).
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F. Conception Does Not Prohibit Artificial Inventors
For a person to be an inventor, the person must contribute to an invention’s “conception.”
Conception has been defined as “the complete performance of the mental part of the inventive
act” and it is “the formation in the mind of the inventor of a definite and permanent idea of the
complete and operative invention as it is thereafter to be applied in practice….” Townsend v.
Smith, 36 F.2d 292, 295 (CCPA 1929).
As a matter of fact, DABUS’s output formed a definite and permanent idea of a complete
and operative invention as it is thereafter to be applied in practice. Because the Applications are
otherwise patentable and meet both enablement and written description requirements, the
Applications sufficiently enable a person having ordinary skill in the art to make and use the
inventions, and therefore the Applications by necessity contain a definite and permanent idea of
a complete and operative invention as it is thereafter to be applied in practice. Hyatt v. Boone,
146 F.3d 1348, 1352 (Fed. Cir. 1998) (“The filing of a patent application serves as conception
and constructive reduction to practice of the subject matter described in the application.”)
Because of this, “[an] inventor need not provide evidence of either conception or actual
reduction to practice when relying on the content of the patent application.” MPEP 2138.05. In
addition, “reduction to practice can be done by another on behalf of the inventor.” Id. As no
natural person qualified as an inventor, DABUS is the only possible candidate to have conceived
of the inventions. In the alternate, Defendants could have allowed, or could now allow, the
applications to proceed without listing any inventor—however, listing an AI inventor is more
consistent with the spirit and purpose of the Patents Act.
While prior judicial language about conception sometimes refers to it in the context of
human mental activity, it does not discuss whether a non-human could conceive of anything, and
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even with regards to individuals it is not clear what “formation in the mind” actually means.
Courts associating inventive activity with conception have not been using terms precisely or
meaningfully in the context of AI-Generated Inventions. That is not only because a court has not
previously grappled the legal issues here, but also because the importance of conception (in the
patent context) was primarily for establishing a priority date for purposes of interference
proceedings, or antedating a prior art reference, under the first-to-invent system that existed prior
to the Leahy-Smith America Invents Act. Public Law 112–29. Hyatt, supra, 146 F.3d at 1351
(Fed. Cir. 1998) (“The interference proceeding implements the principle of United States law
that the right to a patent derives from priority of invention, not priority of patent application
filing … Thus, during an interference proceeding evidence may be presented of conception,
reduction to practice, and diligence, as appropriate to the positions of the parties…”) The
requirement for conception was certainly never intended to exclude inventions from
patentability.
If conception is required for an invention, it is unclear under existing law whether an AI
would have to engage in a process that results in inventive output—which it can do—or whether,
and to what extent, it would need to mimic human thought. If the latter, it is unclear what the
purpose of such a requirement would be except to exclude nonhumans (for which a convoluted
test is unnecessary). Dr. Thaler has persuasively argued that DABUS’s architecture imitates the
architecture of the human brain. See, e.g., Stephen L. Thaler, Synaptic Perturbation and
Consciousness, 6 INT’L J. MACHINE CONSCIOUSNESS 75 (2014). There is a slippery slope
in determining what constitutes “conception” in an AI even leaving aside deficits in our
understanding of the nature of thought.

20
Appx 000594

Case 1:20-cv-00903-LMB-TCB Document 19 Filed 01/18/21 Page 26 of 27 PageID# 645

If DABUS is able to generate patentable output but not to engage in “conception”—
would a computer scientist have to design a completely digitized version of the human brain?
Even if designing a completely digitized version of the human brain was possible, it might not be
the most effective way to structure an inventive machine. On top of that, it would be difficult or
impossible for the USPTO and the courts to distinguish between different computers’
architectures.
More importantly, the primary reason a conception requirement should not prevent AIGenerated Inventions from being patented is that the patent system should be indifferent to the
means by which invention comes about. Congress came to this conclusion in 1952 when it
abolished the Flash of Genius doctrine which held that in order to be patentable, a new device,
“however useful it may be, must reveal the flash of creative genius, not merely the skill of the
calling.” Cuno Eng’g Corp. v. Automatic Devices Corp., 314 U.S. 84, 91. The doctrine was
interpreted to mean that an invention must come into the mind of an inventor in a “flash of
genius” rather than as a result of “long toil and experimentation.” Graham v. John Deere Co. of
Kansas. City, 383 U.S. 1 (1966).
Today, “[p]atentability shall not be negated by the manner in which the invention was
made.” 35 U.S.C. § 103; see also Graham, supra, 383 U.S. at 17, n. 8 [“The second sentence
states that patentability as to this requirement is not to be negatived by the manner in which the
invention was made, that is, it is immaterial whether it resulted from long toil and
experimentation or from a flash of genius.”] “The process by which an invention is created is
irrelevant to the analysis of its patentability.” Dey, L.P. v. Teva Parenteral Medicines, Inc., 6 F.
Supp. 3d 651, 677 (N.D.W. Va. 2014).
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Both the literal language and the spirit of 35 U.S.C. § 103 hold that patentability of AIGenerated Inventions should be based on the inventiveness of an AI’s output rather than on a
clumsy anthropomorphism. Patent law should be interested in generating socially valuable
innovation instead of philosophical distinctions about whether machines think.
VIII.

CONCLUSION

The future of innovation is at stake in this case. Because denying patent protection for
AI-Generated Inventions would run contrary to the Constitution and the Patents Act, the Court
should grant Plaintiff’s prayer for relief. The USPTO should not be allowed to impede the
progress of science by advancing policies that are hostile to intellectual property rights.

Dated: January 18, 2021

BROWN, NERI, SMITH & KHAN LLP
By:

/s/ Ryan Abbott
Ryan Abbott, Esq. (admitted pro hac vice)
Attorney for Plaintiff
Brown, Neri, Smith & Khan, LLP
11601 Wilshire Blvd, Ste. 2080
Los Angeles, CA 90025
Phone: (310) 593-9890
Fax: (310) 593-9980
Ryan@bnsklaw.com

By:

/s/ Geoffrey A. Neri
Geoffrey A. Neri, Esq. VSB No. 72219
Attorney for Plaintiff
Brown, Neri, Smith & Khan, LLP
11601 Wilshire Blvd, Ste. 2080
Los Angeles, CA 90025
Phone: (310) 593-9890
Fax: (310) 593-9980
Geoff@bnsklaw.com
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UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA
Alexandria Division
STEPHEN THALER,

)
)
Plaintiff,
)
)
vs.
)
)
ANDREW HIRSHFELD,
)
Performing the Functions and
)
Duties of the Under Secretary of
)
Commerce for Intellectual Property )
and Deputy Director of the United )
States Patent and Trademark Office,1 )
et al.,
)
)
Defendants.
)
_________________________________
)

Civil Action No. 1:20cv903

DEFENDANTS’ MOTION FOR SUMMARY JUDGMENT
Pursuant to Federal Rule of Civil Procedure 56, defendants, through their undersigned
counsel, hereby respectfully move for the entry of summary judgment in their favor in the abovecaptioned action. The grounds for this motion are fully explained in the simultaneously-filed
memorandum of law in support of the motion.
///
///

Pursuant to 35 U.S.C. § 3, the powers and duties of the U.S. Patent and Trademark
Office are vested in an Under Secretary of Commerce for Intellectual Property and Director of
the U.S. Patent and Trademark Office. Effective January 20, 2021, Andrei Iancu resigned as
Under Secretary of Commerce for Intellectual Property and Director of the U.S. Patent and
Trademark Office, and Andrew Hirshfeld began performing the functions and duties of the
Under Secretary of Commerce for Intellectual Property and Director of the USPTO.
Accordingly, the named defendant for the subject civil action has changed. See FED. R. CIV. P.
25(d)(1).
1
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Respectfully submitted,
RAJ PAREKH
ACTING UNITED STATES ATTORNEY
By:

DATE: February 24, 2021
OF COUNSEL:

_________/s/____________________
DENNIS C. BARGHAAN, JR.
Deputy Chief, Civil Division
Assistant U.S. Attorney
2100 Jamieson Avenue
Alexandria, Virginia 22314
Telephone: (703) 299-3891
Fax:
(703) 299-3983
Email: dennis.barghaan@usdoj.gov
ATTORNEYS FOR DEFENDANTS

Meredith Schoenfeld
Peter Sawert
Associate Solicitors
United States Patent & Trademark Office
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CERTIFICATE OF SERVICE
I hereby certify that on this date, I electronically filed the foregoing with the Clerk of
Court using the CM/ECF system, which will transmit a Notice of Electronic Filing (“NEF”) to
the following:
Geoffrey Alex Neri
Brown Neri Smith & Khan LLP
11766 Wilshire Boulevard, Suite 1670
Los Angeles, California 90025
geoff@bnsklaw.com
Date: February 24, 2021

______/s/______________________
DENNIS C. BARGHAAN, JR.
Deputy Chief, Civil Division
Assistant U.S. Attorney
2100 Jamieson Avenue
Alexandria, Virginia 22314
Telephone: (703) 299-3891
Fax:
(703) 299-3983
Email: dennis.barghaan@usdoj.gov
ATTORNEYS FOR DEFENDANTS
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UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA
Alexandria Division
STEPHEN THALER,

)
)
Plaintiff,
)
)
vs.
)
)
ANDREW HIRSHFELD,
)
Performing the Functions and
)
Duties of the Under Secretary of
)
Commerce for Intellectual Property )
and Deputy Director of the United )
States Patent and Trademark Office,1 )
et al.,
)
)
Defendants.
)
_________________________________
)

Civil Action No. 1:20cv903

MEMORANDUM OF LAW IN SUPPORT OF DEFENDANTS’ MOTION FOR
SUMMARY JUDGMENT & IN OPPOSITION TO PLAINTIFF’S MOTION FOR
SUMMARY JUDGMENT

Pursuant to 35 U.S.C. § 3, the powers and duties of the U.S. Patent and Trademark
Office are vested in an Under Secretary of Commerce for Intellectual Property and Director of
the U.S. Patent and Trademark Office. Effective January 20, 2021, Andrei Iancu resigned as
Under Secretary of Commerce for Intellectual Property and Director of the U.S. Patent and
Trademark Office, and Andrew Hirshfeld began performing the functions and duties of the
Under Secretary of Commerce for Intellectual Property and Director of the USPTO.
Accordingly, the named defendant for the subject civil action has changed. See FED. R. CIV. P.
25(d)(1).
1
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INTRODUCTION
In the Patent Act, Congress explicitly defined the term “inventor” to be an “individual,”
and then in subsequent statutory provisions referred to such an “individual” using personal
pronouns. And as such, in published opinions that are binding in this civil action, the Federal
Circuit – consistent with Supreme Court authority on the plain statutory meaning of “individual”
– has held that an “inventor” of subject-matter on which one seeks to obtain patent protection
must be a “natural person” (i.e., a “human being”). In rejecting plaintiff’s request for an artificial
intelligence machine to be an “inventor” under the Patent Act, the USPTO was merely applying
Congress’s plain language and the Federal Circuit’s construction of the same, as it is obligated to
do.
Plaintiff now asks this Court to ignore this plain statutory language and Federal Circuit
authority, based solely on his own assessment of the intellectual property policy that the United
States should adopt with respect to artificial intelligence. But the Supreme Court and Federal
Circuit have repeatedly held that such policy assessments – whatever their ultimate merit – have
no place in the judicial exercise of statutory construction, and belong instead in the halls of
Congress. In short, plaintiff seeks to rewrite the Patent Act, something that neither this Court nor
the USPTO is authorized to do. This Court should therefore affirm the USPTO’s underlying
petition decision, and enter summary judgment in favor of defendants.
STATUTORY & REGULATORY BACKGROUND
As plaintiff essentially concedes in his opening summary judgment memorandum, the
sole issue presented in this action is a pure question of law: Can something other than a natural
person be named as the inventor on a patent application? Before moving to the administrative
proceedings in which the United States Patent and Trademark Office (“USPTO”) answered this

1Appx- 000601

Case 1:20-cv-00903-LMB-TCB Document 24 Filed 02/24/21 Page 3 of 24 PageID# 661

question – in the detailed written decision that plaintiff challenges here – it is important to
provide a brief explanation of the statutory and regulatory provisions on which this question
must be resolved. As will be seen below, the Patent Act is replete with explicit language to the
effect that that inventor named in a patent application must be a natural person.
I.

THE “INVENTOR”
This civil action exclusively concerns the concept of inventorship, which has been a

significant part of patent law for more than a century:
The patent law makes it essential to the validity of a patent that it shall be granted on the
application, supported by the oath, of the original and first inventor, or of his executor or
administrator, whether the patent is issued to him or to his assignee. A patent which is
not supported by the oath of the inventor . . . is unauthorized by law and void, and,
whether taken out in the name of the applicant or of any assignee of his, confers no rights
as against the public.
Kennedy v. Hazelton, 128 U.S. 667, 672 (1888). But this is not merely a relic of a bygone era of
legal authority. Far to the contrary, Congress included this fundamental principle in its modern
codification of the Patent Act, and it continues to be a significant part of the patent application
process.
a.

Utilizing the legislative authority provided by the Constitution’s Patent Clause, see U.S.

CONST. art. I, § 8, cl. 8, Congress initially codified the Patent Act in 1952, see Dawson Chem.
Co. v. Rohm & Haas Co., 448 U.S. 176, 180 (1980), and has amended the Patent Act a number
of times in the ensuing sixty years. In 2011, Congress promulgated the America Invents Act
(“AIA”), which Congress described as legislative action “to ensure that the patent system in the
twenty-first century reflects the constitutional imperative” of the Patent Clause to further
innovation, and “to correct flaws in the system” that it had identified. H.R. RPT. 112-98, at 6869 (June 1, 2011). Of particular import here, the AIA formally amended the Patent Act to
provide an explicit statutory definition for the term “inventor”:
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The term “inventor” means the individual, or, if a joint invention, the individuals
collectively who invented or discovered the subject matter of the invention.
35 U.S.C. § 100(f) (emphasis added). The AIA also added a definition for “joint inventor.” See
id. § 100(g) (defining term to “mean any one of the individuals who invented or discovered the
subject matter of a joint invention” (emphasis added)).
b.

More tangibly, Congress has required that one who seeks a patent on a particular

invention must file a written application with the USPTO. See 35 U.S.C. § 111(a). That
application must contain three things. See id. § 111(a)(2). First, the application must contain a
“specification,” see id. § 111(a)(2)(A), or “a written description of the invention” that “concludes
with one or more claims particularly pointing out and distinctly claiming the subject matter
which the applicant regards as his invention,” id. §§ 112(a)-(b). Second, the application must
contain any necessary drawings of the invention. See id. §§ 111(a)(2)(B); 113. Third, the
application must include “the name of the inventor for any invention,” id. § 115(a), and “an oath
or declaration by the inventor” to the effect that he or she “believes himself or herself to be the
original inventor or joint inventor of [the] claimed invention,” see id. §§ 115(a); (b)(2) (emphasis
added); see also id. § 111(a)(2)(C).
The Patent Act does provide a slight exception to these mandates, allowing an applicant
to submit a “substitute statement” to the USPTO “in lieu of” of the oath or declaration that is
typically required from the inventor. See id. § 115(d)(1). The express statutory language
codifying this exception tracks the Patent Act’s definition of “inventor”:
A substitute statement under paragraph (1) is permitted with respect to any individual
who—
(A)

is unable to file the oath or declaration under subsection (a) because the
individual—
(i)

is deceased;
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(B)

(ii)

is under legal incapacity; or

(iii)

cannot be found or reached after diligent effort; or

is under an obligation to assign the invention but has refused to make the
oath or declaration required under subsection (a).

Id. § 115(d)(2) (emphasis added). And similarly, the statute requires that any “substitute
statement” must “identify the individual to whom the statement applies” as well as the
circumstances triggering the exception to the oath or declaration requirement. Id. § 115(d)(3)
(emphasis added).
II.

REVIEW OF PATENT APPLICATIONS
Upon the filing of a patent application, the USPTO will initially review that application –

before forwarding it to a patent examiner for substantive examination – to ensure that it contains
all of the required parts described above. See Ariad Pharms., Inc. v. Matal, 283 F. Supp. 3d 503,
505 (E.D. Va. 2018). If the application is missing one of the required parts, the USPTO will
issue to the applicant a “Notice to File Missing Parts,” which identifies the particular deficiency
of the application, and provides the applicant a period of time within which to remedy the
problem. See 37 C.F.R. § 1.53(f)(1). Should the applicant not heed this warning and fail to
submit the missing part (or parts), the USPTO will deem the application abandoned. See id.
An applicant may, however, challenge the validity of the USPTO’s conclusion –
articulated through a “Notice to File Missing Parts” – that an application failed to comply with
the relevant procedural requirements. Pursuant to federal regulation, the applicant may file an
administrative petition asking the USPTO Director to exercise his “supervisory authority” over a
given set of circumstances. See 37 C.F.R. § 1.181(a)(3). The USPTO Director has delegated his
authority to decide such petitions, see id. § 1.181(g), to what was (at the time of the petition
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decision at issue here) the Office of the Deputy Commissioner for Patent Examination Policy,
see Manual of Patent Examination Policy (“MPEP”) ¶1002.02(b).
UNDISPUTED MATERIAL FACTS
I.

GENERAL PRINCIPLES
The APA confines review of Executive Branch action to the administrative record of

proceedings before the pertinent agency. See 5 U.S.C. § 706; Camp v. Pitts, 411 U.S. 138, 142
(1973). Accordingly, as one court has noted, “when a party seeks review of agency action under
the APA [before a district court], the district judge sits as an appellate tribunal.” Am. Bioscience,
Inc. v. Thompson, 269 F.3d 1077, 1083 (D.C. Cir. 2001). “[T]here can be no genuine issue of
material fact” in an APA action, R.R. Donnelly & Sons Co. v. Dickinson, 123 F. Supp. 2d 456,
458 (N.D. Ill. 2000) – i.e., a particular “fact” is either reflected in the administrative record of
agency proceedings, or is not – and “[t]he entire case on review is a question of law, and only a
question of law.” Marshall County Health Care Auth. v. Shalala, 988 F.2d 1221, 1226 (D.C.
Cir. 1993).
One therefore might question whether a statement of undisputed material facts (or a
listing of those “facts” identified by plaintiff that defendants “dispute”) is even necessary in the
APA context. Cf. Maine v. Norton, 257 F. Supp. 2d 357, 372 (D. Me. 2003) (recognizing that
“the parties’ statements of material facts take on a different role in an APA case”). Plaintiff has,
however, provided a statement of what he terms “material facts,” which represents a discussion
of what he believes the administrative record discloses about the events surrounding the
Applications and the USPTO’s actions regarding the same. Pl. Mem. (Dkt. No. 19), at 2-8.
Given the dictates of Local Rule 56(B), the USPTO provides its own fact statement below,
followed by a brief comment on plaintiff’s factual recitation.
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II.

USPTO’S STATEMENT
The instant action concerns two patent applications that plaintiff filed with the USPTO,

which were assigned U.S. Application Serial Nos. 16/524,350 and 16/524,532 (collectively, “the
Applications”). Because the administrative proceedings that occurred with respect to the
Applications were identical (including the dates on which pertinent events occurred), the
following factual statement will treat the Applications collectively, also provide citations to the
administrative record that the USPTO has filed with respect to both applications.
A.

THE APPLICATIONS

1.

Plaintiff filed the Applications with the USPTO on July 29, 2019. A1-96; 284-

2.

In an Application Data Sheet accompanying the Applications,2 plaintiff identified

379.

the inventor’s “given name” as “DABUS,” and additionally stated that the “invention [was]
generated by artificial intelligence.” Plaintiff identified his own mailing address as the “mailing
address of inventor.” A10; 299.
3.

Plaintiff also included with the Applications a written “Statement on

Inventorship,” in which he explained why – in his subjective view – DABUS should be
considered an appropriate “inventor” under the Patent Act and the USPTO’s regulations. A6065; 345-50.

The USPTO’s regulations provide that, “[i]f an application data sheet is provided, the
application data sheet is part of the application for which it has been submitted.” 37 C.F.R. §
1.76(a). That “Data Sheet” must include, inter alia, “the legal name, residence, and mailing
address of the inventor or each joint inventor.” Id. § 1.76(b)(1).
2
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a.

Plaintiff confirmed that DABUS was, in fact, a machine; more

specifically, it was “a particular type of connectionist artificial intelligence” known as a
“Creativity Machine.” A61; 346.
b.

Plaintiff then argued that because Congress had not “seriously considered

autonomous machine invention” before limiting “inventorship to individuals,” the USPTO
should define the term “inventor” to include a machine. Plaintiff also offered his subjective view
that defining the term “inventor” to include a machine would “encourage innovation.” A62-63;
347-48.
4.

Because DABUS – as a machine – could not execute the necessary oath or

declaration that the Patent Act requires of the inventor, plaintiff included with the Applications
his own statement as a substitute. That statement provided that the “inventor,” DABUS, was
“under legal incapacity in view of the fact that the sole inventor is a Creativity Machine (i.e., an
artificial intelligence), with no legal personality or capability to execute this substitute
statement.” A26-27; 311-12.
5.

Finally, the Applications also included a document through which DABUS had

ostensibly assigned all intellectual property rights in the claimed invention to plaintiff. That
assignment document provided as follows, in pertinent part:
DABUS, the Creativity machine that has produced the below-detailed invention, as the
sole inventor (represented in this assignment by its owner, Stephen L. Thaler, hereinafter
called the “Assignor”), hereby assigns and transfers to:
Stephen L. Thaler
[Address Omitted]
(hereinafter called the “Assignee”), its successors, assignees, nominees, or other legal
representatives, the Assignor’s entire right, title, and interest, including, but not limited
to, copyrights, trade secrets, trademarks and associated good will and patent rights in the
Invention and the registrations to the invention . . . .
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The assignment document ended with the following:
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A21; 310.
B.

USPTO’S DECISION ON THE DEFINITION OF THE STATUTORY TERM
“INVENTOR”

6.

After its initial review of the Applications, the USPTO issued to plaintiff a

“Notice to File Missing Parts of Non-Provisional Application.” In that notice, the USPTO
provided plaintiff two months to submit proper information regarding inventorship because the
“application data sheet or inventor’s oath or declaration does not identify each inventor or his or
her legal name.” A97-98; 380-81.
7.

On August 29, 2019, plaintiff instead filed a petition with the USPTO Director

pursuant to 37 C.F.R. § 1.181. Plaintiff’s petition essentially asked the USPTO to vacate its
“Notice to File Missing Parts,” and in support of this relief, essentially reiterated the exact terms
of the “Inventorship Statement” that he had submitted with the Applications. A111-16; 394-99.
8.

The USPTO issued a written decision on plaintiff’s petition on December 17,

2019. In its decision, the USPTO primarily explained that the explicit statutory language that
Congress has used to define the term “inventor” – e.g., “individual” and “himself or herself” –
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were uniquely trained on human beings. The USPTO also noted that the Federal Circuit had
twice held that an inventor could only be a natural person. And thus, “[b]ecause a machine does
not qualify as an inventor,” the USPTO concluded that it had “properly issued the Notice . . .
noting the inventor was not identified by his or her legal name.” A131-33 (quoting Univ. of
Utah v. Max-Planck-Gesellschaft, 734 F.3d 1315, 1323 (Fed. Cir. 2013); Beech Aircraft Cop. v.
Edo Corp., 990 F.2d 1237, 1248 (Fed. Cir. 1993)); A409-13.
9.

On January 20, 2020, plaintiff sought reconsideration of the USPTO’s earlier

petition decision. That request did not identify any contrary statutory provisions within the
Patent Act or Federal Circuit authority to support plaintiff’s desired definition of “inventor.”
Instead, plaintiff reiterated (almost verbatim) the same policy rationales found in his
“inventorship statement” and original petition, and added statements about the consideration of
the same applications by the USPTO’s sister agencies in the European Union and the United
Kingdom. Although plaintiff openly recognized that both the European Union and the United
Kingdom had concluded that their patent law precluded “the naming of an inventor that is not a
natural person,” he argued that the USPTO should conclude differently – not because Congress
had promulgated different statutory language requiring a different result, but because the “United
Kingdom Intellectual Property Office . . . agreed that the making of inventions by AI systems is
a current and serious issue that must be debated.” A135-46; 414-25.3

The United Kingdom’s High Court of Justice has since affirmed the United Kingdom
Intellectual Property Office’s conclusion that only a “natural person” can be an “inventor” under
the United Kingdom’s “Patents Act 1977” – with respect to the very same application that is at
issue here was not eligible for issuance as a patent. See Thaler v. Comp. Gen. of Patent, Designs,
& Trademarks, [2020] EWHC 2412 (Pat.) (Sept. 21, 2020), available at << https://www.bailii.
org/ew/cases/EWHC/Patents/2020/2412.html>> (visited Feb. 21, 2021).
3
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10.

USPTO denied plaintiff’s request for reconsideration in a detailed written

decision – the decision that plaintiff challenges in this civil action4 – issued on April 22, 2020.
A205-13; 456-64.
a.

The USPTO again primarily pointed to the explicit statutory language that

Congress utilized to define “inventor” in the Patent Act – including, inter alia, “individual” and
“himself or herself” within 35 U.S.C. §§ 100; 115 – to conclude that “interpreting ‘inventor’
broadly to encompass machines would contradict the plain meaning of the patent statutes that
refer to persons and individuals.” A209; 460.5
b.

The USPTO additionally reiterated that the Federal Circuit had repeatedly

held “that the patent laws require that an inventor be a natural person,” and rejected plaintiff’s
position that this binding decisional authority could only apply to the limited question of whether
corporate entities could be an inventor under the relevant statute. A209-10; 460-61.
c.

Finally, the USPTO concluded that, whatever their putative merit,

plaintiff’s asserted policy considerations were simply irrelevant under Federal Circuit authority
because they could “not overcome the plain language of the patent laws as passed by the

Although not material to the resolution of this action, it bears noting that plaintiff
incorrectly refers to the USPTO’s final petition decision as “Rejections.” Pl. Mem., at 1. Patent
law views the term “rejection” as a term of art referencing the USPTO’s substantive evaluation
of whether the subject-matter referenced in a patent application is eligible for a patent. See, e.g.,
35 U.S.C. § 132(a). If the USPTO’s final petition decision was, in fact, a “rejection,” then
plaintiff could only seek Article III judicial review after noticing an administrative appeal to the
Patent Trial and Appeal Board through the exclusive statutory scheme that Congress created.
See, e.g., Pregis Corp. v. Kappos, 700 F.3d 1348, 1356-61 (Fed. Cir. 2012) (holding that patent
applicant could not seek judicial review of a USPTO examiner’s rejections of a patent
application in federal district court under the APA).
4

The USPTO also explained that this very same principle – i.e., that only a natural person
could be an “inventor” – was “reflected” through the formal regulations that the agency had
promulgated pursuant to the Patent Act, as well as its own Manual of Patent Examining
Procedure (“MPEP”). A210-11; 461-63.
5
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Congress and as interpreted by the courts.” A212; 463 (citing Glaxo Ops. UK Ltd. v. Quigg, 894
F.2d 392 (Fed. Cir. 1990)).
II.

PLAINTIFF’S STATEMENT
The USPTO does not dispute any of the actual facts articulated in plaintiff’s material fact

statement and will address any potentially-material legal arguments or conclusions that are
interspersed within that fact statement below.
ARGUMENT
I.

GENERAL STANDARDS
A.

REVIEW UNDER THE ADMINISTRATIVE PROCEDURE ACT

Plaintiff seeks Article III judicial review of the USPTO’s final petition decision in this
Court under the provisions of the Administrative Procedure Act (“APA”). Complaint (Dkt. No.
1), ¶¶68-71. As plaintiff ostensibly concedes, Pl. Mem., at 9, APA judicial review is
circumscribed, see Motor Vehicles Mfrs. Ass’n v. State Farm Mut. Auto. Ins. Co., 463 U.S. 29,
43 (1983), and this Court may “set aside” an agency action only if it is “arbitrary, capricious, an
abuse of discretion, or otherwise not in accordance with law,” 5 U.S.C. § 706(2)(A). As the
Federal Circuit6 has held:
A court reviewing the agency decision “must consider whether the decision was based on
a consideration of the relevant factors and whether there has been a clear error of
judgment.”
Burandt v. Dudas, 528 F.3d 1329, 1332 (Fed. Cir. 2008) (quoting Bowman Transp., Inc. v.
Arkansas-Best Freight Sys., Inc., 419 U.S. 281, 285 (1974)).

Because this case arises under the Patent Act, this Court receives its binding authority
here from the decisions of the Federal Circuit. See, e.g., iControl Networks, Inc. v. Alarm.com,
Inc., 2013 WL 9838105, at *2-3 (E.D. Va. Dec. 11, 2013) (Brinkema, J.).
6
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B.

SKIDMORE DEFERENCE

The USPTO’s interpretation of the various provisions of the Patent Act at issue here –
primarily 35 U.S.C. §§ 100 and 115 – is also entitled to deference from this Court pursuant to the
Supreme Court’s decision in Skidmore v. Swift & Co., 323 U.S. 134 (1944). Skidmore requires
courts to accord significant deference to agency interpretations of statutory provisions that fall
within its particular bailiwick to the extent that those decisions have the power to persuade. See
id. at 140. In determining whether to provide this type of judicial deference to an agency, courts
look to the validity of the agency’s reasoning, the decision’s consistency with earlier and later
pronouncements,7 the thoroughness of the decision, and any additional other relevant factors.
See id.; see also Cathedral Candle Co. v. ITC, 400 F.3d 1352, 1366 (Fed. Cir. 2005) (“[W]e
believe the Supreme Court intends for us to defer to an agency interpretation of the statute that it
administers if the agency has conducted a careful analysis of the statutory issue, if the agency’s
position has been consistent and reflects agency-wide policy, and if the agency’s position
constitutes a reasonable conclusion as to the proper construction of the statute, even if we might
not have adopted that construction without the benefit of the agency’s analysis.”). As will be
seen below, each of these factors weigh easily in favor of deference.
II.

THE PLAIN LANGUAGE OF THE PATENT ACT EQUATES “INVENTOR” WITH A “HUMAN
BEING” OR “NATURAL PERSON”
There can be little doubt that the sole issue presented in this action – i.e., whether the

necessary “inventor” of subject-matter sought to be patented must be a human being – is a

In this respect, plaintiff reflexively states that “Skidmore deference is not warranted
because the [US]PTO’s interpretation is neither persuasive nor consistent.” Pl. Mem., at 16
(quoting Photocure ASA v. Kappos, 603 F.3d 1372, 1376 (Fed. Cir. 2010) (emphasis added)).
But plaintiff identifies not one contrary decision from the USPTO on the meaning of “inventor”
under the Patent Act, let alone one concluding that Congress intended the term to encompass a
non-natural entity such as a machine.
7
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question of statutory construction. And on that score, the Supreme Court has been crystal clear
that courts (as well as executive agencies) must look to the plain language of the relevant statute:
The preeminent canon of statutory interpretation requires us to “presume that [the]
legislature says in a statute what it means and means in a statute what it says there.”
Thus, our inquiry begins with the statutory text, and ends there as well if the text is
unambiguous.
BedRoc Ltd., LLC v. United States, 541 U.S. 176, 183 (2004) (quoting Connecticut Nat. Bank v.
Germain, 503 U.S. 249, 253-54 (1992)); see also Shoshone Indian Tribe v. United States, 364
F.3d 1339, 1345 (Fed. Cir. 2004) (“The plain language of a statute is controlling.”).
Despite this massive body of decisional authority, plaintiff’s opening memorandum
barely mentions the express language that Congress placed into the Patent Act – whether in
explicitly defining “inventor” or otherwise. Instead, over the course of his near-thirty page
opening memorandum, plaintiff casts this language aside in essentially a single paragraph, Pl.
Mem., at 16-17, electing instead to rest his position on the issue presented here on arguments
about the proper course of patent policy. There is a good reason that plaintiff attempts to avoid
any searching review of the Patent Act’s plain language – that language unequivocally leads to
the conclusion that only a natural person can be an “inventor” under the Patent Act. And it is for
that reason that the Federal Circuit has held that an inventor must be a “natural person.” See,
e.g., Univ. of Utah v. Max-Planck Gesellschaft, 734 F.3d 1315, 1323 (Fed. Cir. 2013).
A.

THE PLAIN MEANING OF “INDIVIDUAL” IS “HUMAN BEING”

Congress provided an explicit definition for the terms “inventor” and “joint inventor”
within the Patent Act, both of which unequivocally reference an “individual” or “individuals”:
(f)

The term “inventor” means the individual or, if a joint invention, the individuals
collectively who invented or discovered the subject matter of the invention.

(g)

The terms “joint inventor” and “coinventor” mean any 1 of the individuals who
invented or discovered the subject matter of a joint invention.
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35 U.S.C. §§ 100(f)-(g) (emphasis added). Congress used the same statutory language –
“individual” – in the other significant provision of the Patent Act that references an “inventor”:
An application for patent that is filed under section 111(a) or commences the national
stage under section 371 shall include, or be amended to include, the name of the inventor
for any invention claimed in the application. Except as otherwise provided in this section,
each individual who is the inventor or a joint inventor of a claimed invention in an
application for patent shall execute an oath or declaration in connection with the
application.
Id. § 115(a)(1) (emphasis added); see also id. § 115(b)(2) (providing that “[a]n oath or
declaration . . . shall contain statements that . . . such individual believes himself or herself to be
the original inventor or an original joint inventor of a claimed invention in the application”
(emphasis added)). And thus, the issue before this Court turns on the plain meaning of the
statutory term “individual.”
1.

Courts, including the Supreme Court, have repeatedly held that Congress’s use of the

term “individual” in a given statute denotes a “human being,” as opposed to other things. The
Supreme Court recently conducted this very statutory construction analysis with respect to
Congress’s use of “individual” in the Torture Victim Protection Act (“TVPA”). See Mohamad v.
Palestinian Auth., 566 U.S. 449, 453-61 (2012). Mohamad provides a point-by-point application
of the canons of statutory construction through which Congress’s identical use of the term
“individual” in the Patent Act must be viewed.
First, the Mohamad Court recognized that because the TVPA – like the Patent Act –
“does not define the term ‘individual,’ we look first to the word’s ordinary meaning.” Id. at 454.
Quoting from several well-known dictionaries, the Court held that when used “[a]s a noun,
‘individual’ ordinarily means ‘[a] human being, a person.’” Id. (quoting 7 OXFORD ENGLISH
DICTIONARY 880 (2d ed. 1989)). Second, the Court recognized that in “everyday parlance,”
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English speakers use “individual” to “refer[] unmistakably to a natural person.” Id.; see also
Bostock v. Clayton County, 140 S. Ct. 1731, 1750 (2020). Third, the Court noted that the
Dictionary Act, see 1 U.S.C. § 1, provides that the legislative use of the term “individual”
denotes something separate and apart from non-human beings. See Mohamad, 566 U.S. at 454.
Fourth, the Court explained that although Congress “remains free . . . to give the word a broader
or different meaning,” Congress must have provided some affirmative “indication [that it]
intended such a result.” Id. at 455. And with respect to the TVPA, given the numerous adjacent
placements of the same word in the same statute, “the statutory context strengthens – not
undermines – the conclusion that Congress intended” only to reference “natural persons” through
the term “individual” in the relevant section. Id.
Each of these interpretative points is equally applicable to the Patent Act as it is to the
TVPA. First, the Patent Act undoubtedly uses the term “individual” as a noun, and thus, as in
Mohamad, it should be construed consistent with its plain meaning – i.e., “a human being.”
Second, just as the Mohamad Court noted that “no one . . . refers in normal parlance to an
organization as an ‘individual,’” Mohamad, 566 U.S. at 454, it is equally true that “no one . . .
refers in normal parlance” to a machine as an “individual.” Third, the entire point of the
Dictionary Act is that it applies to all congressional enactments, see Ngiraingas v. Sanchez, 495
U.S. 182, 190 (1990), which would thus include the Patent Act. And fourth, just as in Mohamad,
the context in which Congress used the term “individual” in the Patent Act “strengthens – not
undermines” its reference to a “human being.” As stated above, Congress provided that in
executing the oath or declaration that must accompany a patent application, the inventor must
testify that “such individual believes himself or herself to be the original inventor or an original
joint inventor of a claimed invention in the application.” 35 U.S.C. § 115(b)(2) (emphasis
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added). By using personal pronouns in the same statutory provision – indeed, in adjacent terms
that serve to modify the term “individual” – Congress only strengthened the conclusion that it
was referring to a “human being” in referencing an “individual.” See WEBSTER’S NEW INT’L
DICTIONARY 571 (defining “himself” as a pronoun meaning “that identical male one”); see also
Gustafson v. Alloyd Co., 513 U.S. 561, 575 (1995) (recognizing that courts “rely” on the doctrine
known as noscitur a sociis, meaning that a “word is known by the company it keeps,” “to avoid
ascribing to one word a meaning so broad that it is inconsistent with its accompanying words,
thus giving ‘unintended breadth to the Acts of Congress’” (quoting Jarecki v. G.D. Searle & Co.,
367 U.S. 303, 307 (1961))).
It is thus hardly surprising that the Federal Circuit has, in a published decision binding on
this Court, construed Congress’s use of the term “individual” in the Patent Act to mean that
“inventors must be natural persons.” Max-Planck, 734 F.3d at 1323; see also Beech Aircraft
Corp. v. EDO Corp., 990 F.2d 1237, 1248 (Fed. Cir. 1993) (same). Whether standing alone, or
in conjunction with the Supreme Court’s analysis in Mohamad, these decisions preclude
plaintiff’s argument that this Court should construe the Patent Act’s use of “individual” to mean
anything other than a “natural person” (including, inter alia, a machine).
B.

PLAINTIFF’S NON-TEXTUAL POLICY ARGUMENTS CANNOT OVERCOME THE
PLAIN MEANING OF THE TERM “INDIVIDUAL”

Plaintiff engages in none of the textual analysis provided above; indeed, he does not
attempt to define the actual statutory term that Congress used to describe an “inventor,” and does
not point this Court to any alternative language within the Patent Act that would give any
affirmative indication that Congress sought to deviate from the plain, everyday meaning of the
term “individual.” Nor does plaintiff even suggest that construing the term “individual” to mean
“human being” – as the Federal Circuit has already done – would somehow lead to “absurd
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result[s],” and thus should be discarded. See, e.g., Clinton v. City of New York, 524 U.S. 417,
429 (1998). In lieu of this necessary textual analysis, plaintiff provides this Court with his own
normative assessment of the policy that the United States – ostensibly, through this Court’s
statutory construction analysis – should adopt with respect to inventions devised by machines
using artificial intelligence.
As will be seen below, none of these policy positions have any impact on the proper
resolution of the sole question raised here. The Supreme Court and the Federal Circuit have
provided that such policy appraisals are irrelevant to statutory construction, and in any event,
plaintiff’s policy-related commentary is untethered to anything other than his own speculation.
1.

Without grappling with the actual text of the relevant Patent Act provisions, plaintiff

initially casts the Federal Circuit’s decisions in Max-Planck and Beech Aircraft aside simply
because those cases concerned whether the use of “individual” could be consistent with one type
of non-natural person, an organization. Pl. Mem., at 16-17. Although it is certainly true that the
precise question at issue in both decisions (as it was in the Supreme Court’s opinion in
Mohamad) was whether Congress’s use of the term “individual” could be construed to include an
“organization,” there is simply no language in any of these decisions – and plaintiff identifies
none – that would myopically limit the application of the holding that the term “individual” in
the Patent Act’s definition of “inventor” must be interpreted to mean a “natural person.”8
And that is exactly the upshot of the Ninth Circuit’s recent analysis in Animal Legal
Defense Fund v. Dep’t of Agriculture, 933 F.3d 1088 (9th Cir. 2019). There, the Ninth Circuit
construed a portion of the Freedom of Information Act (“FOIA”) in which a requester may
Similarly, neither Max Planck nor Beech Aircraft provide any indication that policy
arguments, such as the subjective reasoning that plaintiff offers in his opening memorandum, Pl.
Mem., at 17-18, played any role in the Federal Circuit’s conclusion that the term “individual” in
the Patent Act must be construed to mean a “natural person.”
8
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obtain “expedited processing” of a request for records if there is a “compelling need,” which the
statute defines as a situation in which “a failure to obtain requested records on an expedited basis
. . . could reasonably be expected to pose an imminent threat to the life or physical safety of an
individual.” Id. at 1093 (quoting 5 U.S.C. § 552(a)(6)(E)(v)(I)). The requester in Animal Legal
argued that the statutory term “individual” should be construed to include a living animal and not
just a “human being”; the Ninth Circuit, employing the same analysis that the Supreme Court
used in Mohamad, held otherwise. See id. at 1093-96.
First and foremost, the Ninth Circuit dispatched the very argument that plaintiff asserts
here – that prior decisional authority only held that an “individual” could not be an organization,
and left open the issue of whether “individual” could be construed as something other than a
“human being”:
The [Mohamad] Court defined “individual” to mean “natural person” as opposed to an
organization. Although Mohamad addressed a different statutory context, we find much
of its reasoning applicable here.
Id. at 1093. And as this memorandum articulated above, the Ninth Circuit similarly looked to
Mohamad’s survey of dictionaries and the Dictionary Act (as well as the APA itself), and
concluded that it was “clear” that the term “individual” “could only be understood to refer to a
human being” and not an animal. Id. at 1096 (holding that the “plain meaning of ‘individual,’
absent a context signifying otherwise, is ‘a human being, a person’”).
2.

Plaintiff next provides an extensive discussion of why – in his view – allowing machines

to be “inventors” would be consistent with Congress’ stated goal in promulgating the Patent Act
to encourage “innovation.” Pl. Mem., at 12-14. Plaintiff actually goes so far as to suggest, at the
zenith of hyperbole, that “[t]he future of innovation is at stake in this case” alone, and that the
Federal Circuit’s holding on the meaning of “inventor” to be a “natural person” – which the
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USPTO followed here, as it is required to do – “impede[s] the progress of science.” Id. at 22.
But other than a law review article that plaintiff’s counsel himself authored, plaintiff offers no
support for his policy statements. Id. at 11-14. Even if the Supreme Court and the Federal
Circuit had not already held that such lofty policy assessments are for Congress alone to
evaluate, plaintiff’s own subjective speculation surely cannot override the plain language that
Congress used in the Patent Act.
a.

In this respect, plaintiff first asserts that this Court should depart from the plain meaning

of the term “individual” – at least insofar as machines are concerned – because when Congress
codified the Patent Act in 1952, it likely did not even consider (or could not have considered) the
possibility that inventions could be created by machines utilizing artificial intelligence. Id. at 1718 (quoting Karl F. Milde, Jr., Can a Computer Be an “Author” or an “Inventor?” 51 J. PAT.
OFF. SOC’Y 378, 379 (1969) (“Congress, in considering the statute in 1952, simply overlooked
the possibility that a machine could ever become an inventor.”)). Even if this were true, plaintiff
has the analysis exactly backwards – in order to overcome the plain meaning of a statutory term,
there must be some “indication” from Congress that it affirmatively intended a particular
provision to be one of the “rare statute[s]” that contains a different meaning for the term
“individual.” See Mohamad, 566 U.S. at 455. Put simply, the fact that Congress might have
been naïve about a possible alternative construction of a given term has no impact on the
statutory construction analysis, and requires a court to default to the plain meaning of that term.
But perhaps more importantly, it is not true that the “statutes relied upon by [the USPTO]
were passed long before AI-Generated Inventions were a reality.” Pl. Mem., at 17. Plaintiff’s
statement in this regard is accompanied by a string citation of various statutes, id.; however,
curiously missing from that listing is any reference to 35 U.S.C. §§ 100(f)-(g), which are the
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statutory provisions in which Congress expressly defined “inventor” to be an “individual.”
Congress added those provisions to the Patent Act not in 1952, but in 2011, through the America
Invents Act. See PUB. L. 112-29, § 3(a), 125 Stat. 285 (Sept. 16, 2011); see also H.R. RPT. 11298 (June 1, 2011), available at 2011 U.S.C.C.A.N. 67, 67. Not only was artificial intelligence “a
reality” in 2011, a White House official haled the statute – at the time that President Obama
signed it into law – as follows:
[I]n the past fifty years we have seen more technological advancements than in any point
in history, with no comprehensive patent reform to keep up. The America Invents Act
equips the USPTO to streamline and modernize its operations while strengthening
[intellectual property] protections.
Innovating Our System for Innovation, 2011 WL 4842572, at *1 (W.H. Sept. 16, 2011). Despite
these “technological advancements,” Congress inserted plain language into the Patent Act that
unequivocally is defined to include only “natural persons” as “inventors.”
b.

Plaintiff’s additional policy assessments about how including machines that utilize

artificial intelligence within the statutory ambit of “inventor” will spurn innovation bring him no
closer to reversal of the USPTO’s decision here.9 The simple and short answer to these
normative considerations is that the Supreme Court and the Federal Circuit have held them to be
singularly irrelevant, in circumstances in which a litigant sought judicial review over the
USPTO’s statutory construction analysis:
Fisons makes what can only be characterized as a “policy argument” pointing to
statements of lofty goals indicating that Congress broadly sought to encourage
pharmaceutical innovation by enacting the 1984 Act. . . . It is irrelevant, however, that we
In this respect, plaintiff premises his policy arguments upon the so-called “Patent
Clause” of the federal Constitution, which provides Congress with the “power” to “promote the
Progress of Science and useful Arts, by securing for limited Times to Authors and Inventors the
exclusive Right to their respective Writings and Discoveries.” U.S. CONST., Art. I, § 8, cl.8. But
as courts have recognized, as a part of Article I of the Constitution, the Patent Clause only
provides Congress with authority to legislate, it does not mandate that Congress actually
promulgate legislation. See Powers v. USPTO, 2005 WL 2456979, at *2 (E.D. Va. Oct. 5, 2005)
(citing Bonito Boats v. Thunder Craft Boats, Inc., 489 U.S. 141, 146 (1989)).
9

- 20
Appx
000620

Case 1:20-cv-00903-LMB-TCB Document 24 Filed 02/24/21 Page 22 of 24 PageID# 680

might agree with Fisons that, as a matter of policy, Congress might better achieve its
goals through a more liberal grant of patent term extension benefits. Matters of policy
are for Congress, not the courts, to decide. Accordingly, Fisons’ policy arguments are
unhelpful in our interpretation of the complex statutory provision at issue.
Fisons plc v. Quigg, 876 F.2d 99, 101 (Fed. Cir. 1989); see also Sandoz Inc. v. Amgen Inc., 137
S. Ct. 1664, 1678 (2017) (“Even if we were persuaded that Amgen had the better of the policy
arguments, those arguments could not overcome the statute’s plain language, which is our
‘primary guide’ to Congress’ preferred policy.”).10 Congress’s “preferred policy” here – whether
right or wrong – is that an “inventor” under the Patent Act must be a “natural person (i.e., a
“human being”).
///
///

Despite the irrelevance of these policy issues to the statutory construction question
before this Court, it bears mentioning that the USPTO continues to study the impact of artificial
intelligence on current patent regulations, and has engaged the public-at-large in a conversation
on the subject. In particular, the USPTO held a conference on artificial intelligence policy in
January 2019, and then, in August and October 2019, issued requests for public comment on a
whole host of issues related to the intersection of intellectual property policy and artificial
intelligence. The USPTO issued a comprehensive report on those comments in October 2020.
See generally Public Views on Artificial Intelligence and Patent Policy, available at
<https://www.uspto.gov/sites/default/files/documents/USPTO_AI-Report_2020-10-07.pdf>
(visited Feb. 24, 2021). It will suffice to say that many commenters did not share plaintiff’s
subjective view that allowing artificial intelligence machines to serve as “inventors” was the
correct policy choice, or that the question was nearly as simple as plaintiff suggests in his
opening memorandum. See id. at 6 (identifying comments that highlighted the need to “carefully
consider” the practical effects of allowing an artificial intelligence machine to be an inventor).
10
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CONCLUSION
For the foregoing reasons, this Court should affirm the USPTO’s detailed final decision,
concluding that DABUS could not qualify under the Patent Act as an “inventor.” As such, this
Court should enter summary judgment for defendants, and deny the identical relief sought by
plaintiff.
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UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA
Alexandria Division
STEPHEN THALER,

)
)
Plaintiff,
)
)
vs.
)
)
ANDREW HIRSHFELD,
)
Performing the Functions and
)
Duties of the Under Secretary of
)
Commerce for Intellectual Property )
and Deputy Director of the United )
States Patent and Trademark Office,1 )
et al.,
)
)
Defendants.
)
_________________________________
)

Civil Action No. 1:20cv903

MEMORANDUM OF LAW IN SUPPORT OF DEFENDANTS’ MOTION FOR
SUMMARY JUDGMENT & IN OPPOSITION TO PLAINTIFF’S MOTION FOR
SUMMARY JUDGMENT

Pursuant to 35 U.S.C. § 3, the powers and duties of the U.S. Patent and Trademark
Office are vested in an Under Secretary of Commerce for Intellectual Property and Director of
the U.S. Patent and Trademark Office. Effective January 20, 2021, Andrei Iancu resigned as
Under Secretary of Commerce for Intellectual Property and Director of the U.S. Patent and
Trademark Office, and Andrew Hirshfeld began performing the functions and duties of the
Under Secretary of Commerce for Intellectual Property and Director of the USPTO.
Accordingly, the named defendant for the subject civil action has changed. See FED. R. CIV. P.
25(d)(1).
1
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INTRODUCTION
In the Patent Act, Congress explicitly defined the term “inventor” to be an “individual,”
and then in subsequent statutory provisions referred to such an “individual” using personal
pronouns. And as such, in published opinions that are binding in this civil action, the Federal
Circuit – consistent with Supreme Court authority on the plain statutory meaning of “individual”
– has held that an “inventor” of subject-matter on which one seeks to obtain patent protection
must be a “natural person” (i.e., a “human being”). In rejecting plaintiff’s request for an artificial
intelligence machine to be an “inventor” under the Patent Act, the USPTO was merely applying
Congress’s plain language and the Federal Circuit’s construction of the same, as it is obligated to
do.
Plaintiff now asks this Court to ignore this plain statutory language and Federal Circuit
authority, based solely on his own assessment of the intellectual property policy that the United
States should adopt with respect to artificial intelligence. But the Supreme Court and Federal
Circuit have repeatedly held that such policy assessments – whatever their ultimate merit – have
no place in the judicial exercise of statutory construction, and belong instead in the halls of
Congress. In short, plaintiff seeks to rewrite the Patent Act, something that neither this Court nor
the USPTO is authorized to do. This Court should therefore affirm the USPTO’s underlying
petition decision, and enter summary judgment in favor of defendants.
STATUTORY & REGULATORY BACKGROUND
As plaintiff essentially concedes in his opening summary judgment memorandum, the
sole issue presented in this action is a pure question of law: Can something other than a natural
person be named as the inventor on a patent application? Before moving to the administrative
proceedings in which the United States Patent and Trademark Office (“USPTO”) answered this
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question – in the detailed written decision that plaintiff challenges here – it is important to
provide a brief explanation of the statutory and regulatory provisions on which this question
must be resolved. As will be seen below, the Patent Act is replete with explicit language to the
effect that that inventor named in a patent application must be a natural person.
I.

THE “INVENTOR”
This civil action exclusively concerns the concept of inventorship, which has been a

significant part of patent law for more than a century:
The patent law makes it essential to the validity of a patent that it shall be granted on the
application, supported by the oath, of the original and first inventor, or of his executor or
administrator, whether the patent is issued to him or to his assignee. A patent which is
not supported by the oath of the inventor . . . is unauthorized by law and void, and,
whether taken out in the name of the applicant or of any assignee of his, confers no rights
as against the public.
Kennedy v. Hazelton, 128 U.S. 667, 672 (1888). But this is not merely a relic of a bygone era of
legal authority. Far to the contrary, Congress included this fundamental principle in its modern
codification of the Patent Act, and it continues to be a significant part of the patent application
process.
a.

Utilizing the legislative authority provided by the Constitution’s Patent Clause, see U.S.

CONST. art. I, § 8, cl. 8, Congress initially codified the Patent Act in 1952, see Dawson Chem.
Co. v. Rohm & Haas Co., 448 U.S. 176, 180 (1980), and has amended the Patent Act a number
of times in the ensuing sixty years. In 2011, Congress promulgated the America Invents Act
(“AIA”), which Congress described as legislative action “to ensure that the patent system in the
twenty-first century reflects the constitutional imperative” of the Patent Clause to further
innovation, and “to correct flaws in the system” that it had identified. H.R. RPT. 112-98, at 6869 (June 1, 2011). Of particular import here, the AIA formally amended the Patent Act to
provide an explicit statutory definition for the term “inventor”:
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The term “inventor” means the individual, or, if a joint invention, the individuals
collectively who invented or discovered the subject matter of the invention.
35 U.S.C. § 100(f) (emphasis added). The AIA also added a definition for “joint inventor.” See
id. § 100(g) (defining term to “mean any one of the individuals who invented or discovered the
subject matter of a joint invention” (emphasis added)).
b.

More tangibly, Congress has required that one who seeks a patent on a particular

invention must file a written application with the USPTO. See 35 U.S.C. § 111(a). That
application must contain three things. See id. § 111(a)(2). First, the application must contain a
“specification,” see id. § 111(a)(2)(A), or “a written description of the invention” that “concludes
with one or more claims particularly pointing out and distinctly claiming the subject matter
which the applicant regards as his invention,” id. §§ 112(a)-(b). Second, the application must
contain any necessary drawings of the invention. See id. §§ 111(a)(2)(B); 113. Third, the
application must include “the name of the inventor for any invention,” id. § 115(a), and “an oath
or declaration by the inventor” to the effect that he or she “believes himself or herself to be the
original inventor or joint inventor of [the] claimed invention,” see id. §§ 115(a); (b)(2) (emphasis
added); see also id. § 111(a)(2)(C).
The Patent Act does provide a slight exception to these mandates, allowing an applicant
to submit a “substitute statement” to the USPTO “in lieu of” of the oath or declaration that is
typically required from the inventor. See id. § 115(d)(1). The express statutory language
codifying this exception tracks the Patent Act’s definition of “inventor”:
A substitute statement under paragraph (1) is permitted with respect to any individual
who—
(A)

is unable to file the oath or declaration under subsection (a) because the
individual—
(i)

is deceased;
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(B)

(ii)

is under legal incapacity; or

(iii)

cannot be found or reached after diligent effort; or

is under an obligation to assign the invention but has refused to make the
oath or declaration required under subsection (a).

Id. § 115(d)(2) (emphasis added). And similarly, the statute requires that any “substitute
statement” must “identify the individual to whom the statement applies” as well as the
circumstances triggering the exception to the oath or declaration requirement. Id. § 115(d)(3)
(emphasis added).
II.

REVIEW OF PATENT APPLICATIONS
Upon the filing of a patent application, the USPTO will initially review that application –

before forwarding it to a patent examiner for substantive examination – to ensure that it contains
all of the required parts described above. See Ariad Pharms., Inc. v. Matal, 283 F. Supp. 3d 503,
505 (E.D. Va. 2018). If the application is missing one of the required parts, the USPTO will
issue to the applicant a “Notice to File Missing Parts,” which identifies the particular deficiency
of the application, and provides the applicant a period of time within which to remedy the
problem. See 37 C.F.R. § 1.53(f)(1). Should the applicant not heed this warning and fail to
submit the missing part (or parts), the USPTO will deem the application abandoned. See id.
An applicant may, however, challenge the validity of the USPTO’s conclusion –
articulated through a “Notice to File Missing Parts” – that an application failed to comply with
the relevant procedural requirements. Pursuant to federal regulation, the applicant may file an
administrative petition asking the USPTO Director to exercise his “supervisory authority” over a
given set of circumstances. See 37 C.F.R. § 1.181(a)(3). The USPTO Director has delegated his
authority to decide such petitions, see id. § 1.181(g), to what was (at the time of the petition
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decision at issue here) the Office of the Deputy Commissioner for Patent Examination Policy,
see Manual of Patent Examination Policy (“MPEP”) ¶1002.02(b).
UNDISPUTED MATERIAL FACTS
I.

GENERAL PRINCIPLES
The APA confines review of Executive Branch action to the administrative record of

proceedings before the pertinent agency. See 5 U.S.C. § 706; Camp v. Pitts, 411 U.S. 138, 142
(1973). Accordingly, as one court has noted, “when a party seeks review of agency action under
the APA [before a district court], the district judge sits as an appellate tribunal.” Am. Bioscience,
Inc. v. Thompson, 269 F.3d 1077, 1083 (D.C. Cir. 2001). “[T]here can be no genuine issue of
material fact” in an APA action, R.R. Donnelly & Sons Co. v. Dickinson, 123 F. Supp. 2d 456,
458 (N.D. Ill. 2000) – i.e., a particular “fact” is either reflected in the administrative record of
agency proceedings, or is not – and “[t]he entire case on review is a question of law, and only a
question of law.” Marshall County Health Care Auth. v. Shalala, 988 F.2d 1221, 1226 (D.C.
Cir. 1993).
One therefore might question whether a statement of undisputed material facts (or a
listing of those “facts” identified by plaintiff that defendants “dispute”) is even necessary in the
APA context. Cf. Maine v. Norton, 257 F. Supp. 2d 357, 372 (D. Me. 2003) (recognizing that
“the parties’ statements of material facts take on a different role in an APA case”). Plaintiff has,
however, provided a statement of what he terms “material facts,” which represents a discussion
of what he believes the administrative record discloses about the events surrounding the
Applications and the USPTO’s actions regarding the same. Pl. Mem. (Dkt. No. 19), at 2-8.
Given the dictates of Local Rule 56(B), the USPTO provides its own fact statement below,
followed by a brief comment on plaintiff’s factual recitation.
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II.

USPTO’S STATEMENT
The instant action concerns two patent applications that plaintiff filed with the USPTO,

which were assigned U.S. Application Serial Nos. 16/524,350 and 16/524,532 (collectively, “the
Applications”). Because the administrative proceedings that occurred with respect to the
Applications were identical (including the dates on which pertinent events occurred), the
following factual statement will treat the Applications collectively, also provide citations to the
administrative record that the USPTO has filed with respect to both applications.
A.

THE APPLICATIONS

1.

Plaintiff filed the Applications with the USPTO on July 29, 2019. A1-96; 284-

2.

In an Application Data Sheet accompanying the Applications,2 plaintiff identified

379.

the inventor’s “given name” as “DABUS,” and additionally stated that the “invention [was]
generated by artificial intelligence.” Plaintiff identified his own mailing address as the “mailing
address of inventor.” A10; 299.
3.

Plaintiff also included with the Applications a written “Statement on

Inventorship,” in which he explained why – in his subjective view – DABUS should be
considered an appropriate “inventor” under the Patent Act and the USPTO’s regulations. A6065; 345-50.

The USPTO’s regulations provide that, “[i]f an application data sheet is provided, the
application data sheet is part of the application for which it has been submitted.” 37 C.F.R. §
1.76(a). That “Data Sheet” must include, inter alia, “the legal name, residence, and mailing
address of the inventor or each joint inventor.” Id. § 1.76(b)(1).
2

6Appx- 000630

Case 1:20-cv-00903-LMB-TCB Document 25 Filed 02/24/21 Page 8 of 24 PageID# 690

a.

Plaintiff confirmed that DABUS was, in fact, a machine; more

specifically, it was “a particular type of connectionist artificial intelligence” known as a
“Creativity Machine.” A61; 346.
b.

Plaintiff then argued that because Congress had not “seriously considered

autonomous machine invention” before limiting “inventorship to individuals,” the USPTO
should define the term “inventor” to include a machine. Plaintiff also offered his subjective view
that defining the term “inventor” to include a machine would “encourage innovation.” A62-63;
347-48.
4.

Because DABUS – as a machine – could not execute the necessary oath or

declaration that the Patent Act requires of the inventor, plaintiff included with the Applications
his own statement as a substitute. That statement provided that the “inventor,” DABUS, was
“under legal incapacity in view of the fact that the sole inventor is a Creativity Machine (i.e., an
artificial intelligence), with no legal personality or capability to execute this substitute
statement.” A26-27; 311-12.
5.

Finally, the Applications also included a document through which DABUS had

ostensibly assigned all intellectual property rights in the claimed invention to plaintiff. That
assignment document provided as follows, in pertinent part:
DABUS, the Creativity machine that has produced the below-detailed invention, as the
sole inventor (represented in this assignment by its owner, Stephen L. Thaler, hereinafter
called the “Assignor”), hereby assigns and transfers to:
Stephen L. Thaler
[Address Omitted]
(hereinafter called the “Assignee”), its successors, assignees, nominees, or other legal
representatives, the Assignor’s entire right, title, and interest, including, but not limited
to, copyrights, trade secrets, trademarks and associated good will and patent rights in the
Invention and the registrations to the invention . . . .
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B.

USPTO’S DECISION ON THE DEFINITION OF THE STATUTORY TERM
“INVENTOR”

6.

After its initial review of the Applications, the USPTO issued to plaintiff a

“Notice to File Missing Parts of Non-Provisional Application.” In that notice, the USPTO
provided plaintiff two months to submit proper information regarding inventorship because the
“application data sheet or inventor’s oath or declaration does not identify each inventor or his or
her legal name.” A97-98; 380-81.
7.

On August 29, 2019, plaintiff instead filed a petition with the USPTO Director

pursuant to 37 C.F.R. § 1.181. Plaintiff’s petition essentially asked the USPTO to vacate its
“Notice to File Missing Parts,” and in support of this relief, essentially reiterated the exact terms
of the “Inventorship Statement” that he had submitted with the Applications. A111-16; 394-99.
8.

The USPTO issued a written decision on plaintiff’s petition on December 17,

2019. In its decision, the USPTO primarily explained that the explicit statutory language that
Congress has used to define the term “inventor” – e.g., “individual” and “himself or herself” –
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were uniquely trained on human beings. The USPTO also noted that the Federal Circuit had
twice held that an inventor could only be a natural person. And thus, “[b]ecause a machine does
not qualify as an inventor,” the USPTO concluded that it had “properly issued the Notice . . .
noting the inventor was not identified by his or her legal name.” A131-33 (quoting Univ. of
Utah v. Max-Planck-Gesellschaft, 734 F.3d 1315, 1323 (Fed. Cir. 2013); Beech Aircraft Cop. v.
Edo Corp., 990 F.2d 1237, 1248 (Fed. Cir. 1993)); A409-13.
9.

On January 20, 2020, plaintiff sought reconsideration of the USPTO’s earlier

petition decision. That request did not identify any contrary statutory provisions within the
Patent Act or Federal Circuit authority to support plaintiff’s desired definition of “inventor.”
Instead, plaintiff reiterated (almost verbatim) the same policy rationales found in his
“inventorship statement” and original petition, and added statements about the consideration of
the same applications by the USPTO’s sister agencies in the European Union and the United
Kingdom. Although plaintiff openly recognized that both the European Union and the United
Kingdom had concluded that their patent law precluded “the naming of an inventor that is not a
natural person,” he argued that the USPTO should conclude differently – not because Congress
had promulgated different statutory language requiring a different result, but because the “United
Kingdom Intellectual Property Office . . . agreed that the making of inventions by AI systems is
a current and serious issue that must be debated.” A135-46; 414-25.3

The United Kingdom’s High Court of Justice has since affirmed the United Kingdom
Intellectual Property Office’s conclusion that only a “natural person” can be an “inventor” under
the United Kingdom’s “Patents Act 1977” – with respect to the very same application that is at
issue here was not eligible for issuance as a patent. See Thaler v. Comp. Gen. of Patent, Designs,
& Trademarks, [2020] EWHC 2412 (Pat.) (Sept. 21, 2020), available at << https://www.bailii.
org/ew/cases/EWHC/Patents/2020/2412.html>> (visited Feb. 21, 2021).
3
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10.

USPTO denied plaintiff’s request for reconsideration in a detailed written

decision – the decision that plaintiff challenges in this civil action4 – issued on April 22, 2020.
A205-13; 456-64.
a.

The USPTO again primarily pointed to the explicit statutory language that

Congress utilized to define “inventor” in the Patent Act – including, inter alia, “individual” and
“himself or herself” within 35 U.S.C. §§ 100; 115 – to conclude that “interpreting ‘inventor’
broadly to encompass machines would contradict the plain meaning of the patent statutes that
refer to persons and individuals.” A209; 460.5
b.

The USPTO additionally reiterated that the Federal Circuit had repeatedly

held “that the patent laws require that an inventor be a natural person,” and rejected plaintiff’s
position that this binding decisional authority could only apply to the limited question of whether
corporate entities could be an inventor under the relevant statute. A209-10; 460-61.
c.

Finally, the USPTO concluded that, whatever their putative merit,

plaintiff’s asserted policy considerations were simply irrelevant under Federal Circuit authority
because they could “not overcome the plain language of the patent laws as passed by the

Although not material to the resolution of this action, it bears noting that plaintiff
incorrectly refers to the USPTO’s final petition decision as “Rejections.” Pl. Mem., at 1. Patent
law views the term “rejection” as a term of art referencing the USPTO’s substantive evaluation
of whether the subject-matter referenced in a patent application is eligible for a patent. See, e.g.,
35 U.S.C. § 132(a). If the USPTO’s final petition decision was, in fact, a “rejection,” then
plaintiff could only seek Article III judicial review after noticing an administrative appeal to the
Patent Trial and Appeal Board through the exclusive statutory scheme that Congress created.
See, e.g., Pregis Corp. v. Kappos, 700 F.3d 1348, 1356-61 (Fed. Cir. 2012) (holding that patent
applicant could not seek judicial review of a USPTO examiner’s rejections of a patent
application in federal district court under the APA).
4

The USPTO also explained that this very same principle – i.e., that only a natural person
could be an “inventor” – was “reflected” through the formal regulations that the agency had
promulgated pursuant to the Patent Act, as well as its own Manual of Patent Examining
Procedure (“MPEP”). A210-11; 461-63.
5
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Congress and as interpreted by the courts.” A212; 463 (citing Glaxo Ops. UK Ltd. v. Quigg, 894
F.2d 392 (Fed. Cir. 1990)).
II.

PLAINTIFF’S STATEMENT
The USPTO does not dispute any of the actual facts articulated in plaintiff’s material fact

statement and will address any potentially-material legal arguments or conclusions that are
interspersed within that fact statement below.
ARGUMENT
I.

GENERAL STANDARDS
A.

REVIEW UNDER THE ADMINISTRATIVE PROCEDURE ACT

Plaintiff seeks Article III judicial review of the USPTO’s final petition decision in this
Court under the provisions of the Administrative Procedure Act (“APA”). Complaint (Dkt. No.
1), ¶¶68-71. As plaintiff ostensibly concedes, Pl. Mem., at 9, APA judicial review is
circumscribed, see Motor Vehicles Mfrs. Ass’n v. State Farm Mut. Auto. Ins. Co., 463 U.S. 29,
43 (1983), and this Court may “set aside” an agency action only if it is “arbitrary, capricious, an
abuse of discretion, or otherwise not in accordance with law,” 5 U.S.C. § 706(2)(A). As the
Federal Circuit6 has held:
A court reviewing the agency decision “must consider whether the decision was based on
a consideration of the relevant factors and whether there has been a clear error of
judgment.”
Burandt v. Dudas, 528 F.3d 1329, 1332 (Fed. Cir. 2008) (quoting Bowman Transp., Inc. v.
Arkansas-Best Freight Sys., Inc., 419 U.S. 281, 285 (1974)).

Because this case arises under the Patent Act, this Court receives its binding authority
here from the decisions of the Federal Circuit. See, e.g., iControl Networks, Inc. v. Alarm.com,
Inc., 2013 WL 9838105, at *2-3 (E.D. Va. Dec. 11, 2013) (Brinkema, J.).
6
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B.

SKIDMORE DEFERENCE

The USPTO’s interpretation of the various provisions of the Patent Act at issue here –
primarily 35 U.S.C. §§ 100 and 115 – is also entitled to deference from this Court pursuant to the
Supreme Court’s decision in Skidmore v. Swift & Co., 323 U.S. 134 (1944). Skidmore requires
courts to accord significant deference to agency interpretations of statutory provisions that fall
within its particular bailiwick to the extent that those decisions have the power to persuade. See
id. at 140. In determining whether to provide this type of judicial deference to an agency, courts
look to the validity of the agency’s reasoning, the decision’s consistency with earlier and later
pronouncements,7 the thoroughness of the decision, and any additional other relevant factors.
See id.; see also Cathedral Candle Co. v. ITC, 400 F.3d 1352, 1366 (Fed. Cir. 2005) (“[W]e
believe the Supreme Court intends for us to defer to an agency interpretation of the statute that it
administers if the agency has conducted a careful analysis of the statutory issue, if the agency’s
position has been consistent and reflects agency-wide policy, and if the agency’s position
constitutes a reasonable conclusion as to the proper construction of the statute, even if we might
not have adopted that construction without the benefit of the agency’s analysis.”). As will be
seen below, each of these factors weigh easily in favor of deference.
II.

THE PLAIN LANGUAGE OF THE PATENT ACT EQUATES “INVENTOR” WITH A “HUMAN
BEING” OR “NATURAL PERSON”
There can be little doubt that the sole issue presented in this action – i.e., whether the

necessary “inventor” of subject-matter sought to be patented must be a human being – is a

In this respect, plaintiff reflexively states that “Skidmore deference is not warranted
because the [US]PTO’s interpretation is neither persuasive nor consistent.” Pl. Mem., at 16
(quoting Photocure ASA v. Kappos, 603 F.3d 1372, 1376 (Fed. Cir. 2010) (emphasis added)).
But plaintiff identifies not one contrary decision from the USPTO on the meaning of “inventor”
under the Patent Act, let alone one concluding that Congress intended the term to encompass a
non-natural entity such as a machine.
7
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question of statutory construction. And on that score, the Supreme Court has been crystal clear
that courts (as well as executive agencies) must look to the plain language of the relevant statute:
The preeminent canon of statutory interpretation requires us to “presume that [the]
legislature says in a statute what it means and means in a statute what it says there.”
Thus, our inquiry begins with the statutory text, and ends there as well if the text is
unambiguous.
BedRoc Ltd., LLC v. United States, 541 U.S. 176, 183 (2004) (quoting Connecticut Nat. Bank v.
Germain, 503 U.S. 249, 253-54 (1992)); see also Shoshone Indian Tribe v. United States, 364
F.3d 1339, 1345 (Fed. Cir. 2004) (“The plain language of a statute is controlling.”).
Despite this massive body of decisional authority, plaintiff’s opening memorandum
barely mentions the express language that Congress placed into the Patent Act – whether in
explicitly defining “inventor” or otherwise. Instead, over the course of his near-thirty page
opening memorandum, plaintiff casts this language aside in essentially a single paragraph, Pl.
Mem., at 16-17, electing instead to rest his position on the issue presented here on arguments
about the proper course of patent policy. There is a good reason that plaintiff attempts to avoid
any searching review of the Patent Act’s plain language – that language unequivocally leads to
the conclusion that only a natural person can be an “inventor” under the Patent Act. And it is for
that reason that the Federal Circuit has held that an inventor must be a “natural person.” See,
e.g., Univ. of Utah v. Max-Planck Gesellschaft, 734 F.3d 1315, 1323 (Fed. Cir. 2013).
A.

THE PLAIN MEANING OF “INDIVIDUAL” IS “HUMAN BEING”

Congress provided an explicit definition for the terms “inventor” and “joint inventor”
within the Patent Act, both of which unequivocally reference an “individual” or “individuals”:
(f)

The term “inventor” means the individual or, if a joint invention, the individuals
collectively who invented or discovered the subject matter of the invention.

(g)

The terms “joint inventor” and “coinventor” mean any 1 of the individuals who
invented or discovered the subject matter of a joint invention.
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35 U.S.C. §§ 100(f)-(g) (emphasis added). Congress used the same statutory language –
“individual” – in the other significant provision of the Patent Act that references an “inventor”:
An application for patent that is filed under section 111(a) or commences the national
stage under section 371 shall include, or be amended to include, the name of the inventor
for any invention claimed in the application. Except as otherwise provided in this section,
each individual who is the inventor or a joint inventor of a claimed invention in an
application for patent shall execute an oath or declaration in connection with the
application.
Id. § 115(a)(1) (emphasis added); see also id. § 115(b)(2) (providing that “[a]n oath or
declaration . . . shall contain statements that . . . such individual believes himself or herself to be
the original inventor or an original joint inventor of a claimed invention in the application”
(emphasis added)). And thus, the issue before this Court turns on the plain meaning of the
statutory term “individual.”
1.

Courts, including the Supreme Court, have repeatedly held that Congress’s use of the

term “individual” in a given statute denotes a “human being,” as opposed to other things. The
Supreme Court recently conducted this very statutory construction analysis with respect to
Congress’s use of “individual” in the Torture Victim Protection Act (“TVPA”). See Mohamad v.
Palestinian Auth., 566 U.S. 449, 453-61 (2012). Mohamad provides a point-by-point application
of the canons of statutory construction through which Congress’s identical use of the term
“individual” in the Patent Act must be viewed.
First, the Mohamad Court recognized that because the TVPA – like the Patent Act –
“does not define the term ‘individual,’ we look first to the word’s ordinary meaning.” Id. at 454.
Quoting from several well-known dictionaries, the Court held that when used “[a]s a noun,
‘individual’ ordinarily means ‘[a] human being, a person.’” Id. (quoting 7 OXFORD ENGLISH
DICTIONARY 880 (2d ed. 1989)). Second, the Court recognized that in “everyday parlance,”
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English speakers use “individual” to “refer[] unmistakably to a natural person.” Id.; see also
Bostock v. Clayton County, 140 S. Ct. 1731, 1750 (2020). Third, the Court noted that the
Dictionary Act, see 1 U.S.C. § 1, provides that the legislative use of the term “individual”
denotes something separate and apart from non-human beings. See Mohamad, 566 U.S. at 454.
Fourth, the Court explained that although Congress “remains free . . . to give the word a broader
or different meaning,” Congress must have provided some affirmative “indication [that it]
intended such a result.” Id. at 455. And with respect to the TVPA, given the numerous adjacent
placements of the same word in the same statute, “the statutory context strengthens – not
undermines – the conclusion that Congress intended” only to reference “natural persons” through
the term “individual” in the relevant section. Id.
Each of these interpretative points is equally applicable to the Patent Act as it is to the
TVPA. First, the Patent Act undoubtedly uses the term “individual” as a noun, and thus, as in
Mohamad, it should be construed consistent with its plain meaning – i.e., “a human being.”
Second, just as the Mohamad Court noted that “no one . . . refers in normal parlance to an
organization as an ‘individual,’” Mohamad, 566 U.S. at 454, it is equally true that “no one . . .
refers in normal parlance” to a machine as an “individual.” Third, the entire point of the
Dictionary Act is that it applies to all congressional enactments, see Ngiraingas v. Sanchez, 495
U.S. 182, 190 (1990), which would thus include the Patent Act. And fourth, just as in Mohamad,
the context in which Congress used the term “individual” in the Patent Act “strengthens – not
undermines” its reference to a “human being.” As stated above, Congress provided that in
executing the oath or declaration that must accompany a patent application, the inventor must
testify that “such individual believes himself or herself to be the original inventor or an original
joint inventor of a claimed invention in the application.” 35 U.S.C. § 115(b)(2) (emphasis
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added). By using personal pronouns in the same statutory provision – indeed, in adjacent terms
that serve to modify the term “individual” – Congress only strengthened the conclusion that it
was referring to a “human being” in referencing an “individual.” See WEBSTER’S NEW INT’L
DICTIONARY 571 (defining “himself” as a pronoun meaning “that identical male one”); see also
Gustafson v. Alloyd Co., 513 U.S. 561, 575 (1995) (recognizing that courts “rely” on the doctrine
known as noscitur a sociis, meaning that a “word is known by the company it keeps,” “to avoid
ascribing to one word a meaning so broad that it is inconsistent with its accompanying words,
thus giving ‘unintended breadth to the Acts of Congress’” (quoting Jarecki v. G.D. Searle & Co.,
367 U.S. 303, 307 (1961))).
It is thus hardly surprising that the Federal Circuit has, in a published decision binding on
this Court, construed Congress’s use of the term “individual” in the Patent Act to mean that
“inventors must be natural persons.” Max-Planck, 734 F.3d at 1323; see also Beech Aircraft
Corp. v. EDO Corp., 990 F.2d 1237, 1248 (Fed. Cir. 1993) (same). Whether standing alone, or
in conjunction with the Supreme Court’s analysis in Mohamad, these decisions preclude
plaintiff’s argument that this Court should construe the Patent Act’s use of “individual” to mean
anything other than a “natural person” (including, inter alia, a machine).
B.

PLAINTIFF’S NON-TEXTUAL POLICY ARGUMENTS CANNOT OVERCOME THE
PLAIN MEANING OF THE TERM “INDIVIDUAL”

Plaintiff engages in none of the textual analysis provided above; indeed, he does not
attempt to define the actual statutory term that Congress used to describe an “inventor,” and does
not point this Court to any alternative language within the Patent Act that would give any
affirmative indication that Congress sought to deviate from the plain, everyday meaning of the
term “individual.” Nor does plaintiff even suggest that construing the term “individual” to mean
“human being” – as the Federal Circuit has already done – would somehow lead to “absurd
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result[s],” and thus should be discarded. See, e.g., Clinton v. City of New York, 524 U.S. 417,
429 (1998). In lieu of this necessary textual analysis, plaintiff provides this Court with his own
normative assessment of the policy that the United States – ostensibly, through this Court’s
statutory construction analysis – should adopt with respect to inventions devised by machines
using artificial intelligence.
As will be seen below, none of these policy positions have any impact on the proper
resolution of the sole question raised here. The Supreme Court and the Federal Circuit have
provided that such policy appraisals are irrelevant to statutory construction, and in any event,
plaintiff’s policy-related commentary is untethered to anything other than his own speculation.
1.

Without grappling with the actual text of the relevant Patent Act provisions, plaintiff

initially casts the Federal Circuit’s decisions in Max-Planck and Beech Aircraft aside simply
because those cases concerned whether the use of “individual” could be consistent with one type
of non-natural person, an organization. Pl. Mem., at 16-17. Although it is certainly true that the
precise question at issue in both decisions (as it was in the Supreme Court’s opinion in
Mohamad) was whether Congress’s use of the term “individual” could be construed to include an
“organization,” there is simply no language in any of these decisions – and plaintiff identifies
none – that would myopically limit the application of the holding that the term “individual” in
the Patent Act’s definition of “inventor” must be interpreted to mean a “natural person.”8
And that is exactly the upshot of the Ninth Circuit’s recent analysis in Animal Legal
Defense Fund v. Dep’t of Agriculture, 933 F.3d 1088 (9th Cir. 2019). There, the Ninth Circuit
construed a portion of the Freedom of Information Act (“FOIA”) in which a requester may
Similarly, neither Max Planck nor Beech Aircraft provide any indication that policy
arguments, such as the subjective reasoning that plaintiff offers in his opening memorandum, Pl.
Mem., at 17-18, played any role in the Federal Circuit’s conclusion that the term “individual” in
the Patent Act must be construed to mean a “natural person.”
8
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obtain “expedited processing” of a request for records if there is a “compelling need,” which the
statute defines as a situation in which “a failure to obtain requested records on an expedited basis
. . . could reasonably be expected to pose an imminent threat to the life or physical safety of an
individual.” Id. at 1093 (quoting 5 U.S.C. § 552(a)(6)(E)(v)(I)). The requester in Animal Legal
argued that the statutory term “individual” should be construed to include a living animal and not
just a “human being”; the Ninth Circuit, employing the same analysis that the Supreme Court
used in Mohamad, held otherwise. See id. at 1093-96.
First and foremost, the Ninth Circuit dispatched the very argument that plaintiff asserts
here – that prior decisional authority only held that an “individual” could not be an organization,
and left open the issue of whether “individual” could be construed as something other than a
“human being”:
The [Mohamad] Court defined “individual” to mean “natural person” as opposed to an
organization. Although Mohamad addressed a different statutory context, we find much
of its reasoning applicable here.
Id. at 1093. And as this memorandum articulated above, the Ninth Circuit similarly looked to
Mohamad’s survey of dictionaries and the Dictionary Act (as well as the APA itself), and
concluded that it was “clear” that the term “individual” “could only be understood to refer to a
human being” and not an animal. Id. at 1096 (holding that the “plain meaning of ‘individual,’
absent a context signifying otherwise, is ‘a human being, a person’”).
2.

Plaintiff next provides an extensive discussion of why – in his view – allowing machines

to be “inventors” would be consistent with Congress’ stated goal in promulgating the Patent Act
to encourage “innovation.” Pl. Mem., at 12-14. Plaintiff actually goes so far as to suggest, at the
zenith of hyperbole, that “[t]he future of innovation is at stake in this case” alone, and that the
Federal Circuit’s holding on the meaning of “inventor” to be a “natural person” – which the
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USPTO followed here, as it is required to do – “impede[s] the progress of science.” Id. at 22.
But other than a law review article that plaintiff’s counsel himself authored, plaintiff offers no
support for his policy statements. Id. at 11-14. Even if the Supreme Court and the Federal
Circuit had not already held that such lofty policy assessments are for Congress alone to
evaluate, plaintiff’s own subjective speculation surely cannot override the plain language that
Congress used in the Patent Act.
a.

In this respect, plaintiff first asserts that this Court should depart from the plain meaning

of the term “individual” – at least insofar as machines are concerned – because when Congress
codified the Patent Act in 1952, it likely did not even consider (or could not have considered) the
possibility that inventions could be created by machines utilizing artificial intelligence. Id. at 1718 (quoting Karl F. Milde, Jr., Can a Computer Be an “Author” or an “Inventor?” 51 J. PAT.
OFF. SOC’Y 378, 379 (1969) (“Congress, in considering the statute in 1952, simply overlooked
the possibility that a machine could ever become an inventor.”)). Even if this were true, plaintiff
has the analysis exactly backwards – in order to overcome the plain meaning of a statutory term,
there must be some “indication” from Congress that it affirmatively intended a particular
provision to be one of the “rare statute[s]” that contains a different meaning for the term
“individual.” See Mohamad, 566 U.S. at 455. Put simply, the fact that Congress might have
been naïve about a possible alternative construction of a given term has no impact on the
statutory construction analysis, and requires a court to default to the plain meaning of that term.
But perhaps more importantly, it is not true that the “statutes relied upon by [the USPTO]
were passed long before AI-Generated Inventions were a reality.” Pl. Mem., at 17. Plaintiff’s
statement in this regard is accompanied by a string citation of various statutes, id.; however,
curiously missing from that listing is any reference to 35 U.S.C. §§ 100(f)-(g), which are the

- 19
Appx
000643

Case 1:20-cv-00903-LMB-TCB Document 25 Filed 02/24/21 Page 21 of 24 PageID# 703

statutory provisions in which Congress expressly defined “inventor” to be an “individual.”
Congress added those provisions to the Patent Act not in 1952, but in 2011, through the America
Invents Act. See PUB. L. 112-29, § 3(a), 125 Stat. 285 (Sept. 16, 2011); see also H.R. RPT. 11298 (June 1, 2011), available at 2011 U.S.C.C.A.N. 67, 67. Not only was artificial intelligence “a
reality” in 2011, a White House official haled the statute – at the time that President Obama
signed it into law – as follows:
[I]n the past fifty years we have seen more technological advancements than in any point
in history, with no comprehensive patent reform to keep up. The America Invents Act
equips the USPTO to streamline and modernize its operations while strengthening
[intellectual property] protections.
Innovating Our System for Innovation, 2011 WL 4842572, at *1 (W.H. Sept. 16, 2011). Despite
these “technological advancements,” Congress inserted plain language into the Patent Act that
unequivocally is defined to include only “natural persons” as “inventors.”
b.

Plaintiff’s additional policy assessments about how including machines that utilize

artificial intelligence within the statutory ambit of “inventor” will spurn innovation bring him no
closer to reversal of the USPTO’s decision here.9 The simple and short answer to these
normative considerations is that the Supreme Court and the Federal Circuit have held them to be
singularly irrelevant, in circumstances in which a litigant sought judicial review over the
USPTO’s statutory construction analysis:
Fisons makes what can only be characterized as a “policy argument” pointing to
statements of lofty goals indicating that Congress broadly sought to encourage
pharmaceutical innovation by enacting the 1984 Act. . . . It is irrelevant, however, that we
In this respect, plaintiff premises his policy arguments upon the so-called “Patent
Clause” of the federal Constitution, which provides Congress with the “power” to “promote the
Progress of Science and useful Arts, by securing for limited Times to Authors and Inventors the
exclusive Right to their respective Writings and Discoveries.” U.S. CONST., Art. I, § 8, cl.8. But
as courts have recognized, as a part of Article I of the Constitution, the Patent Clause only
provides Congress with authority to legislate, it does not mandate that Congress actually
promulgate legislation. See Powers v. USPTO, 2005 WL 2456979, at *2 (E.D. Va. Oct. 5, 2005)
(citing Bonito Boats v. Thunder Craft Boats, Inc., 489 U.S. 141, 146 (1989)).
9
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might agree with Fisons that, as a matter of policy, Congress might better achieve its
goals through a more liberal grant of patent term extension benefits. Matters of policy
are for Congress, not the courts, to decide. Accordingly, Fisons’ policy arguments are
unhelpful in our interpretation of the complex statutory provision at issue.
Fisons plc v. Quigg, 876 F.2d 99, 101 (Fed. Cir. 1989); see also Sandoz Inc. v. Amgen Inc., 137
S. Ct. 1664, 1678 (2017) (“Even if we were persuaded that Amgen had the better of the policy
arguments, those arguments could not overcome the statute’s plain language, which is our
‘primary guide’ to Congress’ preferred policy.”).10 Congress’s “preferred policy” here – whether
right or wrong – is that an “inventor” under the Patent Act must be a “natural person (i.e., a
“human being”).
///
///

Despite the irrelevance of these policy issues to the statutory construction question
before this Court, it bears mentioning that the USPTO continues to study the impact of artificial
intelligence on current patent regulations, and has engaged the public-at-large in a conversation
on the subject. In particular, the USPTO held a conference on artificial intelligence policy in
January 2019, and then, in August and October 2019, issued requests for public comment on a
whole host of issues related to the intersection of intellectual property policy and artificial
intelligence. The USPTO issued a comprehensive report on those comments in October 2020.
See generally Public Views on Artificial Intelligence and Patent Policy, available at
<https://www.uspto.gov/sites/default/files/documents/USPTO_AI-Report_2020-10-07.pdf>
(visited Feb. 24, 2021). It will suffice to say that many commenters did not share plaintiff’s
subjective view that allowing artificial intelligence machines to serve as “inventors” was the
correct policy choice, or that the question was nearly as simple as plaintiff suggests in his
opening memorandum. See id. at 6 (identifying comments that highlighted the need to “carefully
consider” the practical effects of allowing an artificial intelligence machine to be an inventor).
10
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CONCLUSION
For the foregoing reasons, this Court should affirm the USPTO’s detailed final decision,
concluding that DABUS could not qualify under the Patent Act as an “inventor.” As such, this
Court should enter summary judgment for defendants, and deny the identical relief sought by
plaintiff.

Respectfully submitted,
RAJ PAREKH
ACTING UNITED STATES ATTORNEY
By:

DATE: February 24, 2021
OF COUNSEL:

_________/s/____________________
DENNIS C. BARGHAAN, JR.
Deputy Chief, Civil Division
Assistant U.S. Attorney
2100 Jamieson Avenue
Alexandria, Virginia 22314
Telephone: (703) 299-3891
Fax:
(703) 299-3983
Email: dennis.barghaan@usdoj.gov
ATTORNEYS FOR DEFENDANTS

Meredith Schoenfeld
Peter Sawert
Associate Solicitors
United States Patent & Trademark Office

- 22
Appx
000646

Case 1:20-cv-00903-LMB-TCB Document 25 Filed 02/24/21 Page 24 of 24 PageID# 706

CERTIFICATE OF SERVICE
I hereby certify that on this date, I electronically filed the foregoing with the Clerk of
Court using the CM/ECF system, which will transmit a Notice of Electronic Filing (“NEF”) to
the following:
Geoffrey Alex Neri
Brown Neri Smith & Khan LLP
11766 Wilshire Boulevard, Suite 1670
Los Angeles, California 90025
geoff@bnsklaw.com
Date: February 24, 2021

______/s/______________________
DENNIS C. BARGHAAN, JR.
Deputy Chief, Civil Division
Assistant U.S. Attorney
2100 Jamieson Avenue
Alexandria, Virginia 22314
Telephone: (703) 299-3891
Fax:
(703) 299-3983
Email: dennis.barghaan@usdoj.gov
ATTORNEYS FOR DEFENDANTS

- 23
Appx
000647

Case 1:20-cv-00903-LMB-TCB Document 28 Filed 03/10/21 Page 1 of 17 PageID# 750

IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA
Alexandria Division
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v.

Andrew Hirshfeld, in his official capacity
Performing the Functions and Duties of Under
Secretary of Commerce for Intellectual Property
and Deputy Director of the United States Patent and
Trademark Office, and United States Patent and
Trademark Office,

Defendants.
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I.

INTRODUCTION

Defendants’ motion for summary judgment and opposition to Plaintiff’s motion for
summary judgment mischaracterizes the central legal issue in this case, proposes a myopic
approach to statutory interpretation that ignores contradictory authorities, and ultimately, fails to
confront that their interpretation is inconsistent with Congressional intent.
The primary legal issue in this case is whether a patent can be obtained for an invention
made without a traditional human inventor (“AI-Generated Inventions”). Defendants ask the
court to endorse an interpretation of the Patents Act that would, for the first time, exclude an
entire category of innovation from patent law protection. A category that, in the future, may
come to represent the majority of American innovation. Yet Defendants failed to engage with the
outcome of their interpretation in the underlying agency action—and they continue not to
engage.
Defendants claim that the Patent Act requires a natural person to be listed as an inventor
in order for an applicant to obtain patent rights, but they do so based on the theory that language
can only be given its narrowest and most literal meaning regardless of the consequences.
Defendants do not address instances in which essentially the same language, in the very same
legislation, is used to refer to non-natural persons. Defendants ignore authority in the very cases
they cite holding that the term “individual” does not need to exclusively refer to a natural person.
Defendants rely on cases about whether corporations or sovereigns can be inventors, but fail to
acknowledge the tremendous difference between a company, which is composed of human
agents that it acts through, and an AI, which can generate patentable output without a traditional
human inventor.

1
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What Defendants characterize as attempts at policy making is merely an interpretation of
statutory language that is consistent with Congressional intent. Defendants wrongly claim that
Plaintiff needs to provide explicit evidence that Congress intended to protect AI-Generated
Inventions. What Plaintiff has successfully shown, and what Defendants do not challenge and
cannot reasonably challenge, is that Congress, the Founders, and the Supreme Court have all
been clear about the purposes of the patent system—to incentivize innovation, to promote the
disclosure of information that would otherwise be protected as a trade secret, and so forth. In
every respect, allowing protection for AI-Generated Inventions would be consistent with this
intent, while denying protection would do the opposite. Because there is no evidence that
Congress legislated mindful of the existence of inventions without human inventors, the Patent
Act should now be interpreted to further Congress’ intent to promote innovation in light of
technological advances.
II.

REPLY TO DEFENDANTS’ STATEMENT OF FACTS

Plaintiff understands Defendants are not disputing his statement of undisputed material
facts in his opening memorandum (ECF 24, at 11 [“USPTO does not dispute any of the actual
facts articulated in plaintiff’s material fact statement…”]). In response to additional facts
mentioned by Defendants, Plaintiff will provide a few clarifying comments and does dispute
certain facts.1

1

In addition to Defendants, Mitchell Apper, appearing pro se, has filed various papers in this
matter, including, “Amicus Curiae memorandum opposing motion for summary judgment.”
(Dkt. No. 27). While Plaintiff appreciates his interest in the case, the submission is irrelevant, as
it primarily attempts to dispute factual allegations which are not disputed by Defendants and
which must be accepted as true for the court’s review under the APA. The brief is also
inaccurate, among other things, both with respect to the state of the science related to AI, and the
manner in which machines can be used to generate inventive output in the absence of someone
who qualifies as an inventor under traditional criteria. For these reasons, even if the Court finds
the submissions admissible as a procedural matter, the amicus brief should not be given any
2
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A. Clarifying comments
Plaintiff is not aware of any previously filed applications for AI-Generated Inventions,
and Defendants provided no guidance with respect to filing such applications. Given the unique
nature of the applications, and to ensure that that there was no confusion about the grounds on
which the application was being filed, a statement of inventorship was filed to clarify that the
Applications2 lacked a traditional human inventor and that they were instead generated by an AI.
(ECF 15-2 at pp. 26-27 [A26-A27]; ECF 15-3 at pp. 59-59 [A311-A312]).
Plaintiff, as the “applicant” for the Applications, is responsible for prosecuting the
Applications and he asserts ownership in the Applications and to any ultimately issued patents.
Because he is not the inventor, he filed the assignment document referred to by Defendants (ECF
24, at 7-8) because applications filed in these circumstances generally require such a document
to be filed together with a statement under 37 CFR 3.73(c) (form AIA/96). (ECF 15-2 at pp. 7172 [A71-72]; ECF 15-3 at pp. 107-108 [A360-361]).
Plaintiff’s position, nevertheless, is that the assignment should be unnecessary because
the rights to the underlying inventions should vest directly with Plaintiff. The right to a piece of
fruit does not first vest in a tree and then transfer to a farmer. There is no more reason for the
right to an invention to first vest in a machine and then to transfer to the machine’s owner.
Plaintiff, as the owner of DABUS (as well as it’s developer and user), is entitled to own its
output as a trade secret under, among others, the doctrines of accession and first possession, and
is similarly entitled to own patents filed on those trade secrets.
///

weight. It will not assist the Court because it is irrelevant, and the assertions made therein are
inaccurate and not adequately supported.
2
U.S. Application Serial Numbers 16/524,350 and 16/524,532 (collectively, “the Applications”).
3
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B. Disputed facts
Plaintiff denies that he recognized that, “both the European Union and the United
Kingdom had concluded that their patent law precluded the naming of an inventor that is not a
natural person” (ECF 24, at 9)). Plaintiff also objects to Defendants stating that, “United
Kingdom’s High Court of Justice has since affirmed the United Kingdom Intellectual Property
Office’s conclusion that only a ‘natural person’ can be an ‘inventor’ under the United Kingdom’s
‘Patents Act 1977.’” (ECF 24, at 9).
It is correct that analogs to the Applications were filed in numerous foreign jurisdictions,
and that these applications have been initially effectively rejected by the European Patent Office
(“EPO”) and the United Kingdom Intellectual Property Office (“UKIPO”). However, aside from
the fact that the EPO is independent from the European Union,3 it is critical to note that all such
rejections are currently under appeal. It is Plaintiff’s contention that protection for AI-Generated
Inventions should be permitted under the laws of at least some foreign jurisdictions. There is thus
a risk that the subject matter of the Applications may only be protected in, for example,
Germany, and not in the United States. In any event, whether AI-Generated Inventions are
permitted under various national or regional laws and regulations is, much like the present case,
still being decided.
While the High Court upheld UKIPO’s rejection, it noted, “I would wish to make clear
that I in no way regard the argument that the owner/controller of an artificially intelligent
machine is the ‘actual devisor [inventor] of the invention’ as an improper one. Whether the

3

https://www.epo.org/law-practice/legal-texts/official-journal/informationepo/archive/20200129.html (“The European Patent Organisation is an international organisation
established on the basis of the European Patent Convention (EPC). It is independent of the EU
and currently has 38 member states, of which 28 are also members of the EU (incl. the UK) and
10 are not.”) The UK, of course, has now withdrawn from the EU, but not the EPC.
4
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argument succeeds or not is a different question and not one for this appeal: but it would be
wrong to regard this judgment as discouraging an applicant from at least advancing the
contention, if so advised.” ([2020] EWHC 2412 (Pat), at 52(B)).4 This statement, suggesting that
an AI-Generated Invention could be protected by naming the machine’s owner as the inventor on
the basis of machine ownership rather than human inventive activity, would be non-binding
dictum under U.S. law. The argument that Plaintiff could be an inventor under the law of
England and Wales simply by virtue of ownership of DABUS was not advanced by Plaintiff at
the High Court. (Id.)
An appeal from the High Court has been accepted on a discretionary basis and is
currently pending before the UK Court of Appeal.5 Ultimately, whether patents are granted for
the applications in the United Kingdom is dependent on the language of The Patents Act 1977,
and principles of statutory interpretation in the United Kingdom which differ from those of the
United States. However, both the UKIPO and the High Court acknowledged the negative
consequences of failing to allow protection for AI-Generated Inventions. (See, Ex parte Stephen
L. Thaler, No. BL O/741/19 (U.K. I.P.O. Dec. 4, 2019) and [2020] EWHC 2412 (Pat)).
Moreover, language related to inventorship varies by jurisdiction. Israeli Patent Law, for
example, has no requirement to list an inventor in a patent application, and states that, “anyone
who filed a patent application is considered as the owner of the invention, as long as the contrary
has not been proven.” (State of Israel, Patents Law 5727–1964 as consolidated 2014, § 76).6

4

https://www.bailii.org/ew/cases/EWHC/Patents/2020/2412.html.
A3/2020/1851/PTA. Thaler –v– Comptroller-General of Patents, Design and Trade Marks.
Court of Appeal.
6
https://www.jpo.go.jp/e/system/laws/gaikoku/document/index/israel-e_tokkyo.pdf.
5

5
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The EPO rejections are pending before the EPO Boards of Appeal,7 and the President of
the EPO has recently been granted leave to intervene in the case (similar to filing an amicus brief
in the U.S.). (Request to comment by the President of the European Patent Office).8 In his
words, the applications and subsequent appeal, “constitute important precedential cases, and the
decisions of the Legal Board of Appeal will provide clarification on the definition of
inventorship in relation to AI systems.” (Id.)
In accepting the President’s request, the Board of Appeal wrote that the first issue before
them in the appeal was, “… to determine the purpose and function of the requirement to
designate the inventor in a published European patent application. One possible view on this
point is that the sole purpose of the requirement is to enhance the protection of the inventor's
right to be mentioned as such. On this basis, where an application does not envisage a person
with legal personality as inventor, it could be argued that the requirement to designate the
inventor is redundant. This view would be justified if human intervention did not constitute an
inherent element of a patentable invention under Article 52 EPC [European Patent Convention].
If, by contrast, the term ‘invention’ in Article 52 EPC was considered to be limited to humanmade inventions, then the function of Rule 19 EPC would also be to allow or facilitate
examination of a substantive requirement.” (F3305 Communication of the Board of Appeal (ex
parte/inter partes)).9

7

Appeal number J0008/20-3.1.01.
https://register.epo.org/application?number=EP18275163&lng=en&tab=doclist (listed in the
docket as “General enquiry” dated September 9, 2020).
9
https://register.epo.org/application?number=EP18275163&lng=en&tab=doclist (listed in the
docket as “F3305 Communication of the Board of Appeal (ex parte/ inter partes)” dated February
1, 2021). The other issues in the appeal are more relevant to the EPO than to Defendants, and
concern EPO’s remit to consider inventorship as a substantive matter as well as other formalities
issues. Id.
8

6
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Whether EPO will ultimately approve the applications is unknown at this stage, and in
any event dependent on the language of the European Patent Convention rather than any U.S.
law. Contrary to Defendants’ statement of material facts, whether a patent can be issued for an
invention without a traditional human inventor is both jurisdiction dependent and very much a
current subject of international debate.
As a final reply to Defendants’ comments on the foreign applications, it should be noted
that on October 20th, 2020, the European Parliament (the European Union’s law-making body)
adopted a resolution in favor of patentability of AI-Generated Inventions. European Parliament
resolution of 20 October 2020 on intellectual property rights for the development of artificial
intelligence technologies (2020/2015(INI)) at paragraphs 14 and 15 (“[The European
Parliament]… Points out the difference between AI-assisted human creations and AI-generated
creations, with the latter creating new regulatory challenges for IPR [Intellectual Property
Rights] protection, such as questions of ownership, inventorship and appropriate remuneration,
as well as issues related to potential market concentration; further considers that IPRs for the
development of AI technologies should be distinguished from IPRs potentially granted for
creations generated by AI; stresses that where AI is used only as a tool to assist an author in the
process of creation, the current IP framework remains applicable; Takes the view that technical
creations generated by AI technology must be protected under the IPR legal framework in
order to encourage investment in this form of creation and improve legal certainty for
citizens, businesses and, since they are among the main users of AI technologies for the time
being, inventors[.]”) (emphasis added).10

10

https://www.europarl.europa.eu/doceo/document/TA-9-2020-0277_EN.pdf
7
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III.

ARGUMENT

A. Grounds for appeal
Defendants misstate Plaintiff’s position in alleging that, “[a]s plaintiff ostensibly
concedes… this Court may ‘set aside’ an agency action only if it is ‘arbitrary, capricious, an
abuse of discretion, or otherwise not in accordance with law,’” (emphasis added and internal
citations omitted, ECF 24, at 11). Rather, under the Administrative Procedure Act (“APA”), the
Court shall, among other reasons, “hold unlawful and set aside agency action, findings, and
conclusions found to be—(A) arbitrary, capricious, an abuse of discretion, or otherwise not in
accordance with law; (B) contrary to constitutional right, power, privilege, or immunity; [or] (C)
in excess of statutory jurisdiction, authority, or limitations, or short of statutory right . . .” 5
U.S.C. § 706(2). Defendants’ decision to deny Plaintiff’s request for reconsideration, runs afoul
of subdivisions A, B, and C.
The Constitution’s “Patent Clause” provides an explicit rationale to the patent system that
would be frustrated under Defendants’ proposed interpretation. U.S. Const. Art. I, § 8, cl. 8.
Defendants cite to Powers v. USPTO, 2005 WL 2456979, at *2 (E.D. Va. Oct. 5, 2005) (citing
Bonito Boats v. Thunder Craft Boats, Inc., 489 U.S. 141, 146 (1989)), for the proposition that the
Patent Clause only provides Congress with authority to legislate, it does not mandate that
Congress actually promulgate legislation. Powers involved an individual acting pro se and suing
USPTO for $750 million for making allegedly unauthorized changes to his patent application
before publication, and also seeking an agency retraction of an official publication to remedy an
alleged defamation. While the Eastern District in Powers stated that the Patent Clause did not
confer a private right of action, that is not the holding of Bonito Boats, which held that a Florida
statute was preempted by the supremacy clause. (Id.) Bonito Boats does not resolve whether the

8
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Patent Clause provides a private right of action. Bonito Boats involved a case, unlike the present
action, in which, “Congress has explicitly considered the need for additional protections for
industrial designs and declined to act.” (Id., at 143).
B. Defendants are not entitled to Skidmore Deference
As discussed in Plaintiff’s opening memorandum, Defendants are not entitled to
Skidmore deference. Defendants’ reasoning essentially boils down to asserting that an inventor
has to be a person because an inventor has always been a person, and that there is no way to
interpret a statute other than as narrowly and literally as possible. Defendants do not, and did not
in the underlying agency action, consider alternative interpretations or statutory constructions or
the constitutional imperative in rejecting the Applications. Defendants do not provide any
evidence that Congress intended to exclude AI-Generated Inventions from patentability. Most
problematically, Defendants do not engage with the effects of their interpretation. Under
Defendants’ reasoning, even if the entire patent system ceased to function as a result, the Court
could not so much as consider an alternative interpretation of a statute if it arguably has a plain
meaning.
Therefore, in addition to Defendants’ underlying action constituting an unreasonable
conclusion as to the proper construction of the Patent Act, and thus lacking the power to
persuade, Defendants have not conducted a careful analysis of the issue. That remains clear
today, as Defendants continue to incorrectly argue the underlying legal question in this case is
only whether an AI can be named as an inventor on an application, rather than confronting the
fact that their interpretation would exclude AI-Generated Inventions from patent protection
entirely.

9
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C. As a matter of statutory interpretation, an “individual” need not be a natural
person
Plaintiff’s opening memorandum already explains why a purposive interpretation of the
Patent Act is both desirable and necessary in the context of this case.
Defendants cite to authority that holds terms such as “individual” in statues may refer
only to a natural person. See, Mohamad v. Palestinian Auth., 566 U.S. 449, 453-61 (2012).
Mohamad held that, “[a]s used in the [Torture Victim Protection Act of 1991, “TVPA”], the term
‘individual’ encompasses only natural persons. Consequently, the Act does not impose liability
against organizations.” (Id., at 449).
The term individual may indeed refer solely to a natural person, but as the Mohamad
Court itself noted, “[t]his is not to say that the word ‘individual’ invariably means ‘natural
person’ when used in a statute.” (Id., at 455). Justice Breyer, in concurrence, even went so far as
to state, “[t]he word ‘individual’ is open to multiple interpretations, permitting it, linguistically
speaking, to include natural persons, corporations, and other entities.” (Id. at 462 (2012), Breyer,
J.).
Mohamad involved legislation with respect to victims of torture or extrajudicial killings,
who could only be natural persons. The Court held that Congress appeared to be making
deliberate distinctions between persons and nonsovereign organizations. (Id. at 450). The Court
also found that TVPA’s legislative “history supports this Court’s interpretation,” (id. at 449-450)
and that, in reply to a purposive argument, “Congress appeared well aware of the limited nature
of the cause of action it established in the TVPA.” (Id.). In sum, the Court held that, “[t]he
ordinary meaning of the word, fortified by its statutory context, persuades us that the Act
authorizes suit against natural persons alone.” (Id., at 453) (emphasis added). This is all

10
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dissimilar from the present action, where prohibiting patents for AI-Generated Inventions would
conflict with Congressional intent.
Defendants also cite to Animal Legal Defense Fund v. Dep’t of Agriculture, 933 F.3d
1088 (9th Cir. 2019) which involved whether an individual could be a living animal other than a
natural person. Aside from this case not being binding on the Court, it once more involves a very
different issue and context. “The Freedom of Information Act (‘FOIA’) provides for expediting
processing of records where ‘failure to obtain requested records on an expedited basis … could
reasonably be expected to pose an imminent threat to the life or physical safety of an individual.’
We are asked to decide whether the term ‘individual’ in this context includes an animal as well
as a human being. We conclude it does not.” Id., at 1090 (emphasis added and internal citation
omitted).
Plaintiff’s opening memorandum previously addressed the Federal Circuit cases relied
upon by Defendants. They are distinguished on the basis that they address inventorship as
between natural persons and artificial persons that constitute legal entities. These legal entities
literally act via human agents and are thus unlike AI acting autonomously.
D. A narrow and literal statutory interpretation would be inappropriate in this context
It is inaccurate to state that Plaintiff does not, “even suggest that construing the term
‘individual’ to mean ‘human being’… would somehow lead to ‘absurd result[s],’ and thus should
be disregarded.” (ECF 24, at 16). As Plaintiff has already alleged in both his Complaint and
opening memorandum, Defendants’ agency action is contrary to the spirit, purpose, and intent of
Congress and the Founders, and it will result in negative, and indeed, absurd and disastrous
outcomes.

11
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Curiously, Defendants both claim that Plaintiff has failed to allege that sufficiently
negative outcomes will result from their interpretation, then proceed to criticize Plaintiff for
arguing, in the “zenith of hyperbole”, that, “[t]he future of innovation is at stake in this case”.
(ECF 24, at 18–19).
At the same time, Defendants make no arguments that the future of innovation is not at
stake in this case. In fact, Defendants’ opening and opposing memorandum (ECF 24) does not
discuss the implications of their interpretation. There is good reason for this – the implications
are both disastrous and absurd. Defendants’ interpretation will discourage the use and
development of inventive AI that has the potential to make tremendous social contributions. The
Defendants never discuss or appear to have even thought about the effects of their interpretation
or the effects it will have on innovation.
Defendants provide no evidence that Congress intended to prohibit patents on AIGenerated Inventions. That is because such evidence does not exist to Plaintiff’s knowledge.
Defendants argue that Plaintiff should have the burden of affirmatively providing evidence that
Congress intended to allow patents on AI-Generated Inventions. (See Generally, ECF 24, at 1121.) This misunderstands that Congress did not anticipate or legislate for this specific
circumstance, either at the time the Patent Act was enacted, or during subsequent amendments.
The Patent Act has indeed been amended since 1952. That does not change the fact that
Defendants have provided no evidence whatsoever that Congress intended to exclude AIGenerated Inventions from patentability.
What Congress did intend, and what the Founders did intend, was to create a system of
patent law that would result in certain social benefits. Principally, to incentivize innovation and
the promote the disclosure of information that would otherwise be maintained as a trade secret.

12
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Allowing protection for AI-Generated Inventions would accomplish both of these goals while
prohibiting such protection would do the opposite.
IV.

CONCLUSION

Defendants’ claim that: “Congress’s ‘preferred policy’ here – whether right or wrong – is
that an ‘inventor’ under the Patent Act must be a ‘natural person[’] (i.e., a ‘human being’).”
(ECF 24, at 21). The problem with this argument is that, while Defendants argue their
interpretation is the most literal way to read the Patent Act, they never stop to consider whether it
is actually Congress’ preferred policy. It is not policy making to consider Congressional intent in
statutory interpretation.
The interpretation advanced by Defendants should not be adopted because it conflicts
with Congressional intent. It will hinder innovation, it runs afoul of the Constitutional rationale
for patent protection, and it is at odds with the Patent Act. In light of the consequences that
would follow from Defendants’ interpretation, the Court should enter summary judgment for
Plaintiff, and deny the identical relief sought by Defendant.
///
///
///
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Dated: March 10, 2021

BROWN, NERI, SMITH & KHAN LLP
By: ___________/s/______________________
Ryan Abbott, Esq. (admitted pro hac vice)
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11601 Wilshire Blvd, Ste. 2080
Los Angeles, CA 90025
Phone: (310) 593-9890
Fax: (310) 593-9980
Ryan@bnsklaw.com

By: ___________/s/_______________________
Geoffrey A. Neri, Esq. VSB No. 72219
Attorney for Plaintiff
Brown, Neri, Smith & Khan, LLP
11601 Wilshire Blvd, Ste. 2080
Los Angeles, CA 90025
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UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA
Alexandria Division
STEPHEN THALER,

)
)
Plaintiff,
)
)
vs.
)
)
ANDREW HIRSHFELD,
)
Performing the Functions and
)
Duties of the Under Secretary of
)
Commerce for Intellectual Property )
and Director of the United States
)
Patent and Trademark Office,1
)
et al.,
)
)
Defendants.
)
_________________________________
)

Civil Action No. 1:20cv903

REPLY MEMORANDUM OF LAW IN SUPPORT OF DEFENDANTS’
MOTION FOR SUMMARY JUDGMENT

Pursuant to 35 U.S.C. § 3, the powers and duties of the U.S. Patent and Trademark
Office are vested in an Under Secretary of Commerce for Intellectual Property and Director of
the U.S. Patent and Trademark Office. Effective January 20, 2021, Andrei Iancu resigned as
Under Secretary of Commerce for Intellectual Property and Director of the U.S. Patent and
Trademark Office, and Andrew Hirshfeld began performing the functions and duties of the
Under Secretary of Commerce for Intellectual Property and Director of the USPTO.
Accordingly, the named defendant for the subject civil action has changed. See FED. R. CIV. P.
25(d)(1).
1
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ARGUMENT
I.

THE PLAIN LANGUAGE OF THE STATUTORY TERM “INDIVIDUAL” IS A “NATURAL
PERSON”
As the USPTO explained in its opening memorandum, the touchstone of statutory

construction analysis is the plain meaning of the terms that Congress actually promulgated;
indeed, the “inquiry begins with the statutory text, and ends there as well if the text is
unambiguous.” Def. Mem. (Dkt. No. 24), at 13 (quoting BedRoc Ltd., LLC v. United States, 541
U.S. 176, 183 (2004)). And at the outset, although plaintiff does not dispute this fundamental
principle of statutory construction, his opposition memorandum is devoid of a single citation to
the language of the Patent Act – let alone the particular Patent Act provisions through which
Congress not only defined “inventor” as an “individual,” but also identified the “inventor”
through personal pronouns. See 35 U.S.C. § 100(f) (“The term ‘inventor’ means the individual,
or, if a joint invention, the individuals collectively who invented or discovered the subject matter
of the invention.” (emphasis added)); see also id. § 115(b)(2) (requiring “an oath or declaration
by the original inventor” to the effect that he or she “believes himself or herself to be the original
inventor or an original joint inventor of [the] claimed invention” (emphasis added)). That gap in
plaintiff’s papers reveals that his desired interpretative position is completely unmoored from the
actual language that Congress used, and because that runs afoul of centuries of well-settled
authority, it should be sufficient alone to require rejection of plaintiff’s position.
But more importantly, the USPTO did not rest merely on the bald fact that Congress
defined an “inventor” to be an “individual.” The USPTO’s opening memorandum instead
explained that the Supreme Court had similarly held – after engaging in the same statutory
construction exercise that confronts this Court here – that the plain language meaning of the
statutory term “individual” is “human being” (or “natural person”). Def. Mem., at 14-16 (quoting
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Mohamad v. Palestinian Auth., 566 U.S. 449, 453-61 (2012)). In coming to this conclusion, the
Mohamad Court looked at the following textual guideposts: (1) the ordinary dictionary meaning
of “individual”; (2) the way in which English speakers use “individual” in typical, everyday
parlance; (3) the Dictionary Act’s treatment of “individual”; and (4) other contextual clues
within the particular statute at issue. See Mohamad, 566 U.S. at 454-55. And the USPTO
applied each of these same guideposts to the Patent Act’s use of “individual” to define
“inventor.” Def. Mem., at 15-16.
Plaintiff has no real response to this reasoning, and does not attempt to provide an
alternative application of Mohamad’s textual guideposts to the Patent Act so as to derive a plain
meaning for the term “individual” that includes machines. Instead, plaintiff’s sole argument is
that Mohamed’s analysis is simply inapplicable here because it was adopted in a different
statutory context from the Patent Act – the Torture Victim Protection Act (“TVPA”) – and that
the Mohamad Court noted that Congress does not always equate “individual” with “natural
person.” Pl. Opp. (Dkt. No. 28), at 10-11.
This position is meritless. Mohamad’s reference to “context” is not concerned with the
subject-matter of the statute at issue; indeed, three of the guideposts that Mohamed identified in
determining the plain meaning of “individual” have nothing whatsoever to do with the particular
subject-matter of the TVPA (i.e., ordinary dictionary definition; typical parlance; Dictionary
Act).2 And even if plaintiff were correct in this regard, the Federal Circuit has held that – for
This is the very gravamen of the Ninth Circuit’s decision in Animal Legal Defense Fund
v. Dep’t of Agriculture, 933 F.3d 1088 (9th Cir. 2019):
2

The [Mohamad] Court defined “individual” to mean “natural person” as opposed to an
organization. Although Mohamad addressed a different statutory context, we find much
of its reasoning applicable here.
Id. at 1093.
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purposes of the precise statutory context at issue here, the Patent Act – Congress’s use of the
term “individual” means that only a “natural person” can be an “inventor.” See Univ. of Utah v.
Max-Planck-Gesellschaft, 734 F.3d 1315, 1323 (Fed. Cir. 2013).
Mohamad’s fourth guidepost concerns the “context” in which Congress used the term
“individual” within the particular statute being examined:
Congress remains free, as always, to give the word a broader or different meaning. But
before we will assume it has done so, there must be some indication Congress intended
such a result. . . .
There are no such indications in the TVPA. As noted, the Act does not define
“individual,” much less do so in a manner that extends the term beyond its ordinary
usage. And the statutory context strengthens – not undermines – the conclusion that
Congress intended to create a cause of action against natural persons alone.
Mohamad, 566 U.S. at 455 (emphasis in original); see id. at 456 (canvassing the remaining text
of the TVPA to determine whether there was any indication that Congress intended a different
meaning of “individual”). And here, plaintiff points to nothing within the text of the Patent Act
at all, let alone statutory language within the Patent Act upon which this Court could conclude
that Congress intended to deviate from the typical use of “individual” as a “human being.” Def.
Mem. at 10-13.3 There is a good reason for this; as the USPTO explained in its opening
memorandum, id. at 15-16, by using personal pronouns (i.e., “himself or herself,” 35 U.S.C. §
115(b)(2)) to describe the type of “individual” who can be an “inventor,” the Patent Act is an
even stronger case than Mohamad for equating “individual” with “human being.”
As such, because the plain meaning of the express terms that Congress used to define
“inventor” is a “human being,” this Court’s “interpretive task is at an end” and the statute “must
In the introduction of his opposition memorandum, plaintiff states that the USPTO does
“not address instances in which essentially the same language, in the very same legislation, is
used to refer to non-natural persons.” Pl. Opp., at 1. Despite this cryptic sentence, nowhere
within the remainder of that opposition memorandum does plaintiff identify any other use of the
term “inventor” or “individual” within the Patent Act “to refer to non-natural persons.”
3
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[] be applied in accordance with its plain meaning.” Chris v. Tenet, 57 F. Supp. 2d 330, 334
(E.D. Va. 1999).
II.

PLAINTIFF’S PREFERRED POLICY OUTCOME DOES NOT CONSTITUTE AN “ABSURD
RESULT”
Ignoring the significant Supreme Court and Federal Circuit authority that the USPTO

identified for the proposition that general policy arguments are irrelevant to statutory
construction, Def. Mem., at 20-21, plaintiff simply repeats his position that this Court should
ignore the plain meaning of the terms Congress actually used to define an “inventor.” This is so,
plaintiff offers, because interpreting “individual” to connote a “natural person” would be
“contrary to the spirit, purpose, and intent of Congress and the Founders, and it will result in
negative, or indeed, absurd and disastrous results,” Pl. Opp., at 11-13. But plaintiff cites neither
any jurisprudential authority to support the use of generalized policy arguments in statutory
construction nor any evidence of congressional intent on the particular question raised here (i.e.,
whether a machine should be able to be the “inventor” on a patent application). Id. Instead,
once again, plaintiff simply articulates his own subjective view that the plain meaning of
“individual” “will discourage the use and development of inventive AI that has the potential to
make tremendous social contributions.” Id. at 12.
First, as the USPTO previously explained, subjective arguments about the generalized
policy impacts that Congress sought to inculcate through particular legislation – such as those
that plaintiff articulates here – are simply insufficient to depart from the plain meaning of the
statutory text. Def. Mem., at 20-21 (quoting Fisons plc v. Quigg, 876 F.2d 99, 101 (Fed. Cir.
1989)).4 Far to the contrary, as the Supreme Court recognized over ninety years ago, “there must
As an aside, plaintiff maintains that the USPTO has “failed to engage with the outcome
of their interpretation” of the term “individual” in the Patent Act. Pl. Opp., at 1. Leaving aside
the significant authority cited in the USPTO’s opening memorandum to the effect that such
4
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be something to make plain [Congress’s intent] that the letter of the statute is not to prevail.”
Crooks v. Harrelson, 282 U.S. 55, 59-60 (1930); see also Maryland State Dep’t of Ed. v. Dep’t
of Veterans Affairs, 98 F.3d 165, 169 (4th Cir. 1996) (holding that “to come within the ambit of
this exception … the contrary intent must have been clearly expressed by the legislative body”).5
Applied to the particular statutory construction issue here, in order to avoid the plain meaning of
the statutory term “individual,” there “must be something” that unequivocally demonstrates that
Congress did not intend to limit “inventors” to “natural people.” And plaintiff concedes that he
cannot meet this standard:
Congress did not anticipate or legislate for this specific circumstance, either at the time
the Patent Act was enacted, or during subsequent amendments.
Pl. Opp., at 12. Because there is simply no indication – let alone a clear indication – that
Congress intended for the term “individual” to be construed apart from its plain meaning with
respect to who can be an “inventor” under the Patent Act, this Court must employ that plain
meaning and reject plaintiff’s position here.
Second, to the extent that plaintiff now wishes to avail himself of the so-called “absurd
results” doctrine, Pl. Opp., at 11, decades of well-settled authority provide that a litigant cannot
simply remove the term “absurd” from the title of the doctrine. Generally speaking, as academic

policy debates have no place in statutory construction (and thus need not be addressed in
litigative motion papers), Def. Mem., at 20-21 (quoting Fisons, 876 F.2d at 101), the USPTO has
“engaged” – in an appropriate policy making context, not in an Article III court – with the
difficult issues associated with the connection between intellectual property rights and artificial
intelligence, id. at 21 n.10. Plaintiff ignores these open forum debates, and the significant report
that the USPTO issued in the wake of those debates, possibly because a wide variety of
commenters did not universally share his policy position on the impact that authorizing artificial
intelligence machines to be “inventors” would have on innovation.
Accordingly, plaintiff’s reflexive position that it is the USPTO that must “provide . . .
evidence that Congress intended to prohibit patents on AI-generated Inventions,” Pl. Opp., at 12,
has the burden exactly backwards.
5
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commenters have noted, “the absurd results doctrine should be used sparingly because judicial
speculation that the legislature could not have meant what it unmistakably said risks corrupting
the separation of powers doctrine.” 2A SUTHERLAND STATUTORY CONSTRUCTION, § 46:7, at
257-58. And courts have fully embraced this view, recognizing that it is truly the rare scenario
in which an Article III court can supplant the plain meaning of a statutory term because it would
lead to an “absurd result”:
In most cases, the plain meaning of a provision not contradicted by any other provision in
the same instrument is not to be disregarded because we believe the framers of the
instrument could not intend what they say. It must be one in which the absurdity and
injustice of applying the provision to the case would be so monstrous that all mankind
would without hesitation unite in rejecting the application.
Payne v. Fed. Land Bank, 916 F.2d 179, 182 (4th Cir. 1990) (quoting Sturges v. Crowninshield,
17 U.S. (4 Wheat.) 122, 202-03 (1819)); see also Tiscareno-Garcia v. Holder, 780 F.3d 205, 208
(4th Cir. 2015) (“[I]n ‘exceptionally rare’ instances where ‘a literal reading of a statute . . . results
in an outcome that can truly be characterized as absurd, i.e., that is so gross as to shock the
general moral or common sense,’ we can look past the statute’s plain and ordinary meaning.”
(quoting Sigmon Coal Co. v. Apfel, 226 F.3d 291, 304 (4th Cir. 2000), aff’d sub nom. Barnhart v.
Sigmon Coal Co., 534 U.S. 438, 442 (2002))). Plaintiff’s position on the impact that inventions
allegedly conceived entirely by artificial intelligence would have on innovation falls far short of
the type of “monstrous” result that “shocks the general moral or common sense,” and thus could
possibly authorize a departure from the plain meaning of the term “individual.”6
Plaintiff also suggests disagreement with the USPTO’s position that the so-called Patent
Clause of the Constitution, see U.S. CONST., Art. I, § 8, cl. 8, only provides Congress with
authority to legislate, it does not mandate that Congress actually promulgate legislation
consistent with plaintiff’s view of what would spur innovation. Pl. Opp., at 8-9. But that has
been the nature of Congress’s legislative powers under Article I since the dawn of the republic;
as Chief Judge Marshall wrote, Article I “must allow to the national legislature that discretion
with respect to the means by which the powers it confers are to be carried into execution,” and
provide that national legislature with the ability to exercise “its best judgment in the selection of
6
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*

*

*

In the end, the entirety of plaintiff’s interpretative position here is premised on a single
policy notion – that allowing artificial intelligence machines to serve as the “inventor” on a
patent application will promote innovation. Even were that true – and plaintiff offers nothing
than his own subjective view on that subject – the authorities cited above and in the USPTO’s
opening memorandum provide that these types of policy arguments cannot supplant the plain
meaning of the actual words that Congress passed and the President of the United States signed
into law.
Perhaps more pointedly, however, the Supreme Court recently warned against the use of
policy arguments about the impact that a particular interpretation of the Patent Act would have
on innovation. In Kimble v. Marvel Entm’t, LLC, 576 U.S. 446 (2015), in confronting a question
about patent licensing, the Supreme Court – speaking through Justice Kagan – explained that one
litigant “also [sought] support” for his position “from the wellspring of all patent policy: the
goal of promoting innovation.” Id. at 463. After explaining that the policy debate was nowhere
near as one-sided as the litigant suggested, the Court provided as follows:
measures to carry into execution the constitutional powers of the government.” McCulloch v.
Maryland, 17 U.S. (4 Wheat.) 316, 420-21 (1819) (emphasis added). The Supreme Court, in
more modern times, has held similarly with respect to the Patent Clause (here, with respect to
copyright):
At anytime Congress determines that a particular category of “writing” is worthy of
national protection and the incidental expenses of federal administration, federal
copyright protection may be authorized. Where the need for free and unrestricted
distribution of a writing is thought to be required by the national interest . . . the
Copyright Clause and the Commerce Clause would allow Congress to eschew all
protection.
Goldstein v. California, 412 U.S. 546, 559 (1973); see also Graham v. John Deere Co., 383 U.S.
1, 5 (1966) (“The clause is both a grant of power and a limitation. This qualified authority, unlike
the power often exercised in the sixteenth and seventeenth centuries by the English Crown, is
limited to the promotion of advances in the ‘useful arts.’”).
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Which is one good reason why that is not our job. Claims that a statutory precedent has
“serious and harmful consequences” for innovation are (to repeat this opinion’s refrain)
“more appropriately addressed to Congress.” That branch, far more than this one, has the
capacity to assess Kimble’s charge that Brulotte [v. Thys Co., 379 U.S. 29 (1964)]
suppresses technological progress. And if it concludes that Brulotte works such harm,
Congress has the prerogative to determine the exact right response – choosing the policy
fix, among many conceivable ones, that will optimally serve the public interest.
Id. at 464-65 (quoting Halliburton, Inc. v. Erica P. John Fund, Inc., 573 U.S. 258, 277 (2014)).
And so it is here. If Congress determines that the “inventor” of subject-matter on which
patent protection is sought can be an artificial intelligence machine, it “has the prerogative to
determine the exact right response” – including the identification of the precise circumstances
under which an artificial intelligence machine can be an “inventor.”7 That is simply not the role
of the canons of statutory construction and the Article III litigative process.
///
///

Plaintiff devotes nearly a quarter of his reply memorandum to an explanation of how
other countries (and national consortiums) have addressed the particular policy issue raised here.
Pl. Opp., at 4-7. As plaintiff openly concedes, these other nation’s efforts have no bearing on the
construction of the Patent Act provisions at issue in this civil action. Id. at 5 (“Ultimately,
whether patents are granted for the application in the United Kingdom is dependent on the
language of The Patents Act 1977, and principles of statutory interpretation in the United
Kingdom which differ from those of the United States.”). But there is one aspect of plaintiff’s
discussion that it worth noting in this regard; namely, that the European Parliament has
promulgated legislation on this issue, id. at 7, demonstrating that legislative bodies are the proper
forum for plaintiff’s policy arguments.
7
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CONCLUSION
For the foregoing reasons, and those articulated in the USPTO’s opening memorandum,
this Court should enter summary judgment in favor of the USPTO, and deny plaintiff’s motion
for identical relief.
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IN THE UNITED STATES DISTRICT COURT FOR THE
EASTERN DISTRICT OF VIRGINIA
Alexandria Division
STEPHEN THALER,

)
)
)
)

Plaintiff,

)

V.

1:20-cv-903 (LMB/TCB)

)

ANDREW HIRSHFELD, Performing the
Functions and Duties of the Under Secretary
of Commerce for Intellectual Property and
Director of the United States Patent and
Trademark Office, et al.,

)
)
)

Defendants.
MEMORANDUM OPINION
Before the Court are the parties' cross-motions for summary judgment, which address the
core issue-can an artificial intelligence machine be an "inventor" under the Patent Act? Based
on the plain statutory language of the Patent Act and Federal Circuit authority, the clear answer
is no. Accordingly, Defendants' Motion for Summary Judgment [Dkt. No. 23] will be granted
and Plaintiffs Motion for Summary Judgment [0kt. No. 18] will be denied. 1

I. BACKGROUND
This civil action concerns two patent applications that plaintiff Stephen Thaler
("plaintiff'' or "Thaler") filed with the United States Patent and Trademark Office ("USPTO"),
which were assigned U.S. Application Serial Nos. 16/524,350 (the "'350 application") and

1

Also before the Court is a document titled as a "Motion to Take Leave to Accept Attached
Amicus Curiae Memorandum Opposing MSJ" and a "Motion to Waive Fees" [Dkt. No. 27] filed
pro se by Mitchell Apper ("Apper"), who "is an engineer and inventor of a portfolio of 31
inventions that make extensive use of AI and various types of machine learning and is also a
registered patent practitioner." [Dkt. No. 27] at 2. The motion will be granted and the amicus
brief will be filed; however, the information in the amicus brief is not of help to the Court's
evaluation of the legal arguments in this civil action.
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16/524,532 (the "'532 application") (collectively, "the Applications"). 2 Plaintiff filed the
Applications with the USPTO on July 29, 2019. Administrative Record ("AR") 1-96; 284-379.
In his one-count complaint brought under the Administrative Procedure Act ("APA"), plaintiff
alleges that the refusal of defendants Andrew Hirshfeld and the USPTO (collectively
··defendants") to process the Applications was "arbitrary, capricious, an abuse of discretion and
not in accordance with the law; unsupported by substantial evidence, and in excess of
Defendants' statutory authority." [0kt. No. 1] 170. Plaintiff seeks an order compelling
defendants to reinstate the Applications and vacate the prior decision on plaintiffs petitions filed
under 37 C.F.R. § 1.181. He also seeks "[a] declaration that a patent application for an AIgenerated invention should not be rejected on the basis that no natural person is identified as an
inventor"; "[a] declaration that a patent application for an Al-generated invention should list an
Al where the Al has met inventorship criteria"; and an award of the costs and reasonable
attorneys· fees plaintiff incurred in this litigation. [0kt. No. 1] 11 A-E.
As a civil action brought under the APA, review of the final agency action is limited to
considering the administrative record. The factual assertions made by plaintiff during the
application process are taken as true. Plaintiff alleges that he "is in the business of developing
and applying advanced artificial intelligence (Al) systems that are capable of generating
patentable output under conditions in which no natural person traditionally meets inventorship

2

Because the administrative proceedings with respect to the Applications were identical
(including the dates on which pertinent events occurred), this Opinion treats the Applications
collectively and provides citations to the administrative record that the USPTO has filed with
respect to both Applications.

2
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criteria," [0kt. No. l], 1, and is the owner ofDABUS, 3 an artificial intelligence machine listed
as the inventor of the '350 application, which claimed a "light beacon that flashes in a new and
inventive manner to attract attention ('Neural Flame')," and the '532 application, which claimed
a "beverage container based on fractal geometry ('Fractal Container')." Id. 1 15.
In the Application Data Sheets accompanying the Applications, plaintiff identified the
inventor's "given name" as "DABUS," and under "family name" wrote "Invention generated by
artificial intelligence," identifying his own mailing address as the "mailing address of inventor."
AR 1O; 299. Plaintiff also included a "Statement on Inventorship" in the Applications explaining
that "[t]he unique aspects under which the instant invention was conceived prompted the
incl us ion of such statement in order to explain that the inventor of the subject matter of the
instant invention of the present application is an AI machine, being a type of 'creativity machine'
named 'DABUS,"' and arguing why plaintiff thought DABUS should be considered an
"inventor" under the Patent Act and the USPTO's regulations. AR 60-65; 345-50.
Because DABUS could not execute the necessary oath or declaration that the Patent Act
requires of an inventor, plaintiff included with the Applications a "Substitute Statement Under 37
CFR 1.64 in Lieu of Declaration Under 35 USC § 115(d)," which explained that the "inventor,"
DABUS, was "under legal incapacity in view of the fact that the sole inventor is a Creativity
Machine (i.e., an artificial intelligence), with no legal personality or capability to execute this
substitute statement." AR 26-27; 311-12. Accordingly, Thaler, as the "the Applicant and the

3

'"DAB US" is an acronym for "Device for the Autonomous Bootstrapping of Unified
Sentience." [0kt. No. 19] at 1.

3
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Assignor of the abovementioned application, as well as the owner of said Creativity Machine,
DABUS" signed the substitute statement. Id.
The Applications also included a document through which DABUS had ostensibly
assigned all intellectual property rights in the claimed invention to plaintiff. That document,
entitled "Assignment," provided in pertinent part:
DABUS, the Creativity machine that has produced the below-detailed invention, as the
sole inventor (represented in this assignment by its owner, Stephen L. Thaler, hereinafter
called the "Assignor"), hereby assigns and transfers to:
Stephen L. Thaler
[Address Omitted]
(hereinafter called the "Assignee"), its successors, assignees, nominees, or other legal
representatives, the Assignor's entire right, title, and interest, including, but not limited
to, copyrights, trade secrets, trademarks and associated good will and patent rights in the
Invention and the registrations to the invention ...
In view of the fact that the sole inventor is a Creativity Machine, with no legal
personality or capability to execute said agreement, and in view of the fact that the
assignee is the owner of said Creativity Machine, this Assignment is considered
enforceable without an explicit execution by the inventor. Rather, the owner of DABUS,
the Creativity Machine, is signing this Assignment on its behalf.
Similarly, DABUS, being a machine and having no legal personality, does not have the
capability to receive any consideration, and therefore, Stephen L. Thaler, as its
owner/representative, acknowledges the receipt and sufficiency of good and valuable
consideration for this assignment.
AR 21; 310. The assignment document was signed by both "Stephen L. Thaler, On Behalf of
DABUS, Assignor," as well as "Stephen L. Thaler, Assignee." Id.
After its initial review of the Applications, the US PTO issued plaintiff a "Notice to File
Missing Parts of Non-Provisional Application," allowing him two months to submit proper
information regarding inventorship because the "application data sheet or inventor's oath or

4
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declaration does not identify each inventor or his or her legal name." AR 97-98; 380-81. On
August 29, 2019, plaintiff filed a petition with the USPTO Director pursuant to 37 C.F.R.

§ 1.181 4 in which he asked the USPTO to vacate its "Notice to File Missing Parts," and
essentially reiterated the "Inventorship Statement" that he had submitted with the Applications
arguing that DABUS should be listed as the inventor. AR 111-16; 394-99. On December 17,
2019, the USPTO issued a written decision dismissing plaintiffs petition, in which it explained
that the explicit statutory language that Congress has used to define the term "inventor"-e.g.,
"individual" and "himself or herself'-was uniquely trained on human beings. AR 131-33; 41012. The USPTO also explained that the Federal Circuit had twice held that an inventor could
only be a natural person. Id. (quoting Univ. of Utah v. Max-Planck-Gesellschaft, 734 F.3d 1315,
I 323 (Fed. Cir. 2013) ("Max-Planck"); Beech Aircraft Corp. v. Edo Corp., 990 F.2d 1237, 1248
(Fed. Cir. 1993)). "Because a machine does not qualify as an inventor," the USPTO concluded
that it had "properly issued the Notice ... noting the inventor was not identified by his or her
legal name." Id. The USPTO further explained the way for plaintiff to patent the inventions:
the use of a machine as a tool by natural person(s) does not generally preclude natural
person(s) from qualifying as an inventor or joint inventors if the natural person(s)
contributed to the conception of the claimed invention. See MPEP § 2137.01. ... Where
an application names an incorrect inventor, the applicant could submit a request to correct
inventorship under 37 CFR 1.48. See MPEP § 602.0l(c) et seq.; see also MPEP §
706.03(a), subsection IV.
AR 133; 412.

4

Pursuant to 37 C.F.R. § 1.181 (a)(3), an applicant may file an administrative petition asking the
USPTO Director "[t]o invoke the supervisory authority of the Director in appropriate
circumstances."

5
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On January 20, 2020, plaintiff sought reconsideration of the USPTO's decision by filing
a "Petition to the Director Under 37 CFR 1.181 - Request for Reconsideration." AR 135-46;
414-25. On April 22, 2020, the USPTO denied plaintiffs request for reconsideration in a final
written decision, which plaintiff challenges in this civil action. AR 205-13; 456-64. Relying on
multiple sections of Title 35 of the United States Code, the USPTO explained that "the patent
statutes preclude such a broad interpretation" of "inventor" to cover machines. AR 209; 460.
Additionally, although the US PTO acknowledged that the relevant Federal Circuit decisions
holding that "only natural persons can be 'inventors"' were "in the context of states and
corporations," it concluded that "the discussion of conception as being a 'formation in the mind
of the inventor' and a 'mental act' is equally applicable to machines and indicates that
conception-the touchstone of inventorship-must be performed by a natural person." AR 210;
461 (quoting Max-Planck, 734 F.3d at 1323; Beech Aircraft, 990 F.2d at 1248). The USPTO also
pointed to "numerous references to the inventor as a 'person' in Title 37 of the Code of Federal
Regulations," and the definition of "conception" in the Manual of Patent Examining Procedure
c·MPEP") as "the complete performance of the mental part of the inventive act" and "the
formation in the mind of the inventor of a definite and permanent idea of the complete and
operative invention as it is thereafter to be applied in practice" as further underscoring that only a
natural person may be an "inventor." AR 211; 462. The USPTO addressed plaintiffs remaining
arguments, including policy considerations, and held that "they do not overcome the plain
language of the patent laws as passed by the Congress and as interpreted by the courts." AR 212;
463 (citing Glaxo Ops. UK Ltd. v. Quigg, 894 F.2d 392, 399-400 (Fed. Cir. 1990) for the
holding that the US PTO and courts must honor the plain meaning of the patent statutes when
6
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Congress has spoken on an issue, and that striking policy balances when crafting legislative
language is within the province of Congress).
Plaintiff filed this civil action seeking review of the USPTO's decision, and, after an
agreed briefing schedule was entered, plaintiff and defendants filed their cross-motions for
summary judgment without having engaged in discovery. The parties' motions have been fully
briefed, and oral argument was heard on the record by teleconference due to the COVID-19
pandemic.
II. DISCUSSION

A. Standard of Review
Under the APA, 701 U.S.C. § 701, et seq., a court may only set aside a final agency
action if it is "arbitrary, capricious, an abuse of discretion, or otherwise not in accordance with
law." 5 U.S.C. § 706(2)(A). An action is arbitrary and capricious if the agency "relied on factors
which Congress has not intended it to consider, entirely failed to consider an important aspect of
the problem, offered an explanation for its decision that runs counter to the evidence before the
agency, or is so implausible that it could not be ascribed to a difference in view or the product of
agency expertise." Motor Vehicle Mfrs. Ass'n of U.S., Inc. v. State Farm Mut. Auto. Ins. Co.,
463 U.S. 29, 43 (1983). "A court reviewing the agency decision 'must consider whether the
decision was based on a consideration of the relevant factors and whether there has been a clear
error of judgment."' Burandt v. Dudas, 528 F.3d 1329, 1332 (Fed. Cir. 2008) (quoting Bowman
Transp., Inc. v. Arkansas-Best Freight Sys., Inc., 419 U.S. 281, 285 (1974)). "An abuse of
discretion occurs where the decision is based on an erroneous interpretation of the law, on factual
findings that are not supported by substantial evidence, or represents an unreasonable judgment
7
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in weighing relevant factors." Id. "The focal point for judicial review [under the APA] should be
the administrative record already in existence." SourceAmerica v. United States Dep't of Educ.,
368 F. Supp. 3d 974, 986 (E.D. Va. 2019) (alterations in original) (quoting Camp v. Pitts, 411
U.S. 138, 142 (1973)), vacated in part on other grounds by 826 F. App'x 272 (2020). Under Fed.
R. Civ. P. 56(a), summary judgment is appropriate where the movant shows that there is no
··genuine dispute as to any material fact and the movant is entitled to judgment as a matter of

B. Analysis
The US PTO argues that its interpretation of the various provisions of the Patent Act at
issue here-primarily 35 U.S.C. §§ 100 and 115-is entitled to deference pursuant to the
Supreme Court's decision in Skidmore v. Swift & Co., which accords deference to agency
interpretations of statutory provisions that "constitute a body of experience and informed
judgment to which courts and litigants may properly resort for guidance to the extent that those
decisions have the power to persuade." 323 U.S. 134, 140 (1944). "The weight of such a
judgment in a particular case will depend upon the thoroughness evident in its consideration, the
validity of its reasoning, its consistency with earlier and later pronouncements, and all those
factors which give it power to persuade, iflacking power to control." Id. Similarly, the Federal
Circuit has held that
the Supreme Court intends for us to defer to an agency interpretation of the statute that it
administers if the agency has conducted a careful analysis of the statutory issue, if the
agency's position has been consistent and reflects agency-wide policy, and if the
agency's position constitutes a reasonable conclusion as to the proper construction of the
statute, even if we might not have adopted that construction without the benefit of the
agency's analysis.

8
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Cathedral Candle Co. v. ITC, 400 F.3d 1352, 1366 (Fed. Cir. 2005).
Plaintiff argues that defendants are not entitled to Skidmore deference because
defendants did not "consider alternative interpretations or statutory constructions or the
constitutional imperative in rejecting the Applications," did not "provide any evidence that
Congress intended to exclude AI-[g]enerated [i]nventions from patentability," and did "not
engage with the effects of their interpretation." [Dkt. No. 28] at 9. Plaintiffs arguments are
rejected because they attempt to add requirements for Skidmore deference that are counter to
Supreme Court and Federal Circuit holdings. Contrary to plaintiffs unsupported assertions as to
inadequate consideration of ··alternative interpretations," the US PTO' s interpretation of the
Patent Act was carefully considered and was consistent with the Patent Act's language and the
case law. The decision also explained why plaintiffs policy arguments as to the effects of the
agency's interpretation were rejected, and the decision reached a reasonable conclusion
regarding the proper construction of the statute. Plaintiff has pointed to no US PTO policies with
which the decision is inconsistent. Accordingly, the USPTO's interpretation that an "inventor"
must be a natural person is entitled to deference.
Even if no deference were due, the USPTO's conclusion is correct under the law. The
question of whether the Patent Act requires that an "inventor" be a human being is a question of
statutory construction. Accordingly, the plain language of the statute controls. See, e.g.,
Shoshone Indian Tribe v. United States, 364 F.3d 1339, 1345 (Fed. Cir. 2004). As the Supreme
Court has held: "The preeminent canon of statutory interpretation requires us to 'presume that
[the] legislature says in a statute what it means and means in a statute what it says there.' Thus,
our inquiry begins with the statutory text, and ends there as well if the text is unambiguous."
9
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BedRoc Ltd., LLC v. United States, 541 U.S. 176, 183 (2004) (quoting Connecticut Nat. Bank v.
Germain, 503 U.S. 249, 253-54 (1992)) (internal citations omitted).
Using the legislative authority provided by the Constitution's Patent Clause, see U.S.
Const. art. I, § 8, cl. 8, Congress codified the Patent Act in 1952, see Dawson Chem.
Co. v. Rohm & Haas Co., 448 U.S. 176, 180 (1980), and has amended the Patent Act a number
of times in the ensuing sixty years. In 2011, Congress promulgated the America Invents Act,
which, as relevant here, formally amended the Patent Act to provide an explicit statutory
definition for the term "inventor" to mean "the individual, or, if a joint invention, the individuals
collectively who invented or discovered the subject matter of the invention." 35 U.S.C. § 100(f).
The America Invents Act also added that ''joint inventor" means "any one of the individuals who
invented or discovered the subject matter of a joint invention." Id. § 100(g). Additionally,
Congress has required that "[a]n application for patent shall be made, or authorized to be made,

by the inventor ... in writing to the Director." 35 U.S.C. § 11 l(a)(l). "[E]ach individual who is
the inventor or a joint inventor of a claimed invention in an application for patent shall execute
an oath or declaration in connection with the application" which "shall contain statements that... such individual believes himself or herself to be the original inventor or joint inventor of
[the] claimed invention." Id.§ 115(b). An applicant may also submit a "substitute statement" to
the USPTO "'in lieu of' the oath or declaration:
A substitute statement under paragraph (I) is permitted with respect to any individual
who(A) is unable to file the oath or declaration under subsection (a) because the
individual(i) is deceased;
(ii) is under legal incapacity; or
(iii) cannot be found or reached after diligent effort; or
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(B) is under an obligation to assign the invention but has refused to make the
oath or declaration required under subsection (a).

lil § 115(d)(2). The ··substitute statement" must also "identify the individual to whom the
statement applies" as well as the circumstances triggering the exception to the oath or declaration
requirement. Id. § 115(d)(3).
As the statutory language highlights above, both of the definitions provided by Congress
for the terms '"inventor" and "joint inventor" within the Patent Act reference an "individual" or
"individuals." 35 U.S.C. §§ l00(t)-(g). Congress used the same term-"individual"-in other
significant provisions of the Patent Act which reference an "inventor," including requiring that
··each individual who is the inventor or a joint inventor" execute an oath or declaration, and
permitting a substitute statement in lieu of the oath or declaration "with respect to any individual
who·' meets the requirements. Id.§ 115(a)(l). Similarly, the oath or declaration must contain a
statement that "such individual believes himself or herself to be the original inventor or joint
inventor of [the] claimed invention." Id.§ 115(b)(2). Accordingly, the issue of whether an
artificial intelligence machine can be an "inventor" turns on the plain meaning of the statutory
term "individual."
The Supreme Court recently conducted a statutory construction analysis regarding
Congress's use of the term "individual" in the Torture Victim Protection Act ("TVPA"),
ultimately concluding that "[t]he ordinary meaning of the word, fortified by its statutory
context,'' referred to a "natural person[]." Mohamad v. Palestinian Auth., 566 U.S. 449, 453-54
(2012). Although the TVPA and Patent Act concern different subject matter, the Supreme
Court's statutory analysis of the term "individual" remains applicable here. "Because the [Patent

11
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Act] does not define the term •individual/ we look first to the word's ordinary meaning." Id. at
454. When used "[a]s a noun, 'individual' ordinarily means '[a] human being, a person."' Id.
(quoting 7 Oxford English Dictionary 880 (2d ed. 1989)) (also citing Random House Dictionary
of the English Language 974 (2d ed. 1987) ("a person"); Webster's Third New International
Dictionary 1152 ( 1986) ( "a particular person")). As the Supreme Court recognized, these
definitions accord with "how we use the word in everyday parlance":
We say "the individual went to the store," "the individual left the room," and "the
individual took the car," each time referring unmistakably to a natural person. And no
one, we hazard to guess, refers in normal parlance to an organization as an "individual."
Evidencing that common usage, this Court routinely uses "individual" to denote a natural
person, and in particular to distinguish between a natural person and a corporation.
Id. Similarly, the Patent Act uses the term "individual" as a noun, and therefore '"individual'
ordinarily means' [a] human being, a person."' Id. at 454. As in Mohamed, this definition is
consistent with the ordinary usage of the term "individual" to refer to a human being, as artificial
intelligence machines or systems are not normally referred to as "individuals" in ordinary
parlance.
Relying on the Dictionary Act's denotation of "individual" as "distinct from the list of
artificial entities that precedes it," the Supreme Court explained that "Congress does not, in the
ordinary course, employ the word any differently" from its common usage. Id. (citing 1 U.S.C.
~

1). The Dictionary Act applies to all congressional enactments, and similarly applies to the

Patent Act. See Ngiraingas v. Sanchez, 495 U.S. 182, 190 (1990) (holding that the Dictionary
Act ··supplied[s] rules of construction for all legislation"). Notably, although "Congress remains
free, as always, to give the word a broader or different meaning .... before we will assume it
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has done so, there must be some indication Congress intended such a result. Mohamad, 566 U.S.
at 455 (emphasis in original).
Congress's use of the term "individual" in the Patent Act strengthens the conclusion that
an "'inventor" must be a natural person. Congress provided that in executing the oath or
declaration accompanying a patent application, the inventor must include a statement that "such
individual believes himself or herself to be the original inventor or an original joint inventor of a
claimed invention in the application." 35 U.S.C. § l 15(b)(2) (emphasis added). The Supreme
Court has recognized the principle that "a word is known by the company it keeps (the doctrine

of noscitur a sociis)"' and that this principle is a '"rule we rely upon to avoid ascribing to one
word a meaning so broad that it is inconsistent with its accompanying words, thus giving
·unintended breadth to the Acts of Congress."' Gustafson v. Alloyd Co., 513 U.S. 561,575
( 1995) (quoting Jarecki v. G.D. Searle & Co., 367 U.S. 303, 307(1961 )). By using personal
pronouns such as ·•himself or herself' and the verb "believes" in adjacent terms modifying
"individual," Congress was clearly referencing a natural person. Because "there is a presumption
that a given term is used to mean the same thing throughout a statute," the term "individual" is
presumed to have a consistent meaning throughout the Patent Act. Mohamad, 566 U.S. at 456.
As the US PTO correctly observes, plaintiff relies on no statutory text within the Patent Act to
suppo11 his argument that Congress intended to deviate from the typical use of "individual" as
meaning a natural person. Instead, plaintiff argues that"[e]ven if statutory and judicial language
refers to inventors as individuals, none of this has been in the context of AI-[g]enerated
[i]nventions." [Dkt. No. 19] at 17. That argument does not undercut that the ordinary meaning of
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the word ""individual," fortified by its statutory context, refers to natural persons, which
necessarily excludes artificial intelligence machines.
This conclusion is further buttressed by the Federal Circuit's consistent holdings that
under current patent law "inventors must be natural persons." Max-Planck, 734 F.3d at 1323; see
also Beech Aircraft, 990 F.2d at 1248. In Max-Planck, the Federal Circuit evaluated whether a
state was the real party in interest where a state university sued officials of another state
university (but not the university itself) to correct inventorship of a patent. In holding that "a
State has no core sovereign interest in inventorship," the Federal Circuit stated that "(i]t is
axiomatic that inventors are the individuals that conceive of the invention: [c]onception is the
touchstone of inventorship," and that "[t]o perform this mental act [of conception], inventors
must be natural persons and cannot be corporations or sovereigns." 734 F.3d at 1323. In Beech
Aircraft, the Federal Circuit stated that a corporation "could never have been declared an
•inventor,' as [the corporation] was merely a corporate assignee and only natural persons can be
•inventors.'"' 990 F.2d at 1248 (citing 35 U.S.C. §§ 115-118). Although these cases did not
squarely address the issue raised in this civil action, the unequivocal statements from the Federal
Circuit that ••inventors must be natural persons" and "only natural persons can be 'inventors"'
support the plain meaning of "'individual" in the Patent Act as referring only to a natural person
and not to an artificial intelligence machine. Max-Planck, 734 F.3d at 1323; Beech Aircraft, 990
F.2d at 1248.
Having neither facts nor law to support his argument, plaintiffs main argument is that
policy considerations and the general purpose of the Constitution's Patent Clause and the Patent
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Act require that the statute be read to encompass artificial intelligence machines as "inventors."
Plaintiff argues that:
Allowing patents for AI-Generated Inventions will result in more innovation. It will
incentivize the development of AI capable of producing patentable output by making that
output more valuable .... Patents also incentivize commercialization and disclosure of
information, and this incentive applies with equal force to a human and an AI-Generated
Invention. By contrast, denying patent protection for AI-Generated Inventions threatens
to undermine the patent system by failing to encourage the production of socially
valuable inventions.
Patent law also protects the moral rights of human inventors and listing an AI as an
inventor where appropriate would protect these human rights .... [I]t will discourage
individuals from listing themselves as inventors without having contributed to an
invention's conception merely because their name is needed to obtain a patent. Allowing
a person to be listed as an inventor for an AI-Generated Invention would not be unfair
to an AI, which has no interest in being acknowledged, but allowing people to take credit
for work they have not done would devalue human inventorship.
[Dkt. No. 19] at 11-12. Accordingly, plaintiff argues that the Court should seek to give effect to
Congress· s intent "to create a system that would encourage innovation, as well as to promote
disclosure of information and commercialization of new technologies." Id. at 12. Plaintiff
provides no support for his argument that these policy considerations should override the plain
meaning of a statutory term. Moreover, the Supreme Court has held that there must be "some
indication" that Congress intended a particular provision to be one of the "rare statute[s ]" that
contains a different meaning for the term "individual." Mohamad, 566 U.S. at 455 (emphasis in
original). Accordingly, plaintiffs position that the USPTO must "provide ... evidence that
Congress intended to prohibit patents on AI-[g]enerated [i]nventions" has the burden exactly
backwards. [Dkt. No. 28] at 12.
The Supreme Court and Federal Circuit have explicitly held that policy considerations
cannot overcome a statute's plain language, and that "[m]atters of policy are for Congress, not
15
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the courts. to decide.'' Fisons PLC v. Quigg, 876 F.2d 99, 101 (Fed. Cir. I 989) 5; Sandoz Inc. v.
Amgen Inc., 137 S. Ct. 1664, 1678 (2017) ("Even ifwe were persuaded that Amgen had the
better of the policy arguments, those arguments could not overcome the statute's plain language,
which is our ·primary guide' to Congress' preferred policy."); see also Kimble v. Marvel Entm't,

LLC, 576 U.S. 446, 463-64 (2015) (holding that, although one litigant "also [sought] support
from the wellspring of all patent policy: the goal of promoting innovation[,] .... [c]laims that a
statutory precedent has serious and harmful consequences for innovation are (to repeat this
opinion's refrain) more appropriately addressed to Congress").
In response to plaintiffs accusations that the USPTO has not considered the policy
ramifications of its decision that an artificial intelligence machine cannot be an "inventor," the
USPTO represents that it "continues to study the impact of artificial intelligence on current
patent regulations, and has engaged the public-at-large in a conversation on the subject." [Dkt.
Nos. 24, 25] at 21 n.10. Specifically, the USPTO points to a conference on artificial intelligence
policy it held in January 2019, and to requests for public comment "on a whole host of issues
related to the intersection of intellectual property policy and artificial intelligence" it issued in
August and October 2019. In October 2020, the USPTO issued a comprehensive report on those

5

Specifically, the Supreme Court held:
Fisons makes what can only be characterized as a "policy argument" pointing to
statements of lofty goals indicating that Congress broadly sought to encourage
pharmaceutical innovation by enacting the 1984 Act. ... It is irrelevant, however, that we
might agree with Fisons that, as a matter of policy, Congress might better achieve its
goals through a more liberal grant of patent term extension benefits. Matters of policy are
for Congress, not the courts, to decide.

Fisons PLC v. Quigg. 876 F.2d 99, 101 (Fed. Cir. 1989).
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comments. Id. (citing Public Views on Artificial Intelligence and Patent Policy~ available at
https://www.uspto.gov/sites/default/files/documents/USPTO_AI-Report_2020-l 0-07.pdf (visited
August 31, 2021 ). Many commentators disagreed with plaintifrs view that artificial intelligence
machines should be recognized as inventors-for example, the report found general themes
among the comments that:
The majority of public commenters, while not offering definitions of [artificial
intelligence ("Al")], agreed that the current state of the art is limited to "narrow" AI.
Narrow AI systems are those that perform individual tasks in well-defined domains (e.g.,
image recognition, translation, etc.). The majority viewed the concept of artificial general
intelligence (AGl)-intelligence akin to that possessed by humankind and beyond-as
merely a theoretical possibility that could arise in a distant future.
Based on the majority view that AGI has not yet arrived, the majority of comments
suggested that current AI could neither invent nor author without human intervention.
The comments suggested that human beings remain integral to the operation of AI, and
this is an important consideration in evaluating whether IP law needs modification in
view of the current state of AI technology.
Id. at ii-iii; see also id. at 6.
Additionally, the USPTO points to the fact that, contrary to plaintiffs assertion that the
"'statutes relied upon by Defendants were passed long before AI-[g]enerated [i]nventions were a
reality" and that if Congress had contemplated this artificial intelligence issue, it would have
included artificial intelligence machines within the definition of "inventors"; Congress defined
an "inventor" as an "individual" through the America Invents Act in 2011, when artificial
intelligence was already in existence. See Pub. L. 112-29, § 3(a), 125 Stat. 285 (Sept. 16, 2011);
see also H.R. Rep. No. 112-98 (June 1, 2011), available at 2011 U.S.C.C.A.N. 67, 67.
Accordingly, plaintiffs policy arguments do not override the overwhelming evidence that
Congress intended to limit the definition of "inventor" to natural persons. As technology evolves,
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there may come a time when artificial intelligence reaches a level of sophistication such that it
might satisfy accepted meanings of inventorship. But that time has not yet arrived, and, if it does,
it will be up to Congress to decide how, if at all, it wants to expand the scope of patent law.
III. CONCLUSION
For the reasons stated above, Defendants' Motion for Summary Judgment [Dkt. No. 23]

will be granted, Plaintiffs Motion for Summary Judgment [Dkt. No. 18] will be denied, and
Apper's Motion to Take Leave to Accept Attached Amicus Curiae Memorandum Opposing MSJ
and Motion to Waive Fees [Dkt. No. 27] will be granted by an Order to be issued with this
Memorandum Opinion.
Entered this ~day of September, 2021.

Alexandria, Virginia

Isl~
Leonie M. Brinkeina
United States District Judge
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IN THE UNITED STATES DISTRICT COURT FOR THE
EASTERN DISTRICT OF VIRGINIA
Alexandria Division
STEPHEN THALE R,

)
)
)
)

Plaintiff,
V.

1:20-cv-903 (LMB/TCB)

)

ANDREW HIRSHF ELD, Performing the
Functions and Duties of the Under Secretary
of Commerce for Intellectual Property and
Director of the United States Patent and
Trademark Office, et al.,

)
)
)
)

Defendants.
ORDER
For the reasons stated in the accompanying Memorandum Opinion, Defendants' Motion
for Summary Judgment [Dkt. No. 23] is GRANTED and Plaintif fs Motion for Summar
y
Judgment [Dkt. No. I 8] is DENIED. Accordingly, it is hereby
ORDER ED that judgme nt be and is entered in favor of defendants; and it is further
ORDER ED that the Motion to Take Leave to Accept Attached Amicus Curiae
Memorandum Opposing MSJ and Motion to Waive Fees [Dkt. No. 27] filed by Mitchel
l Apper
be and is GRANTED.
The Clerk is directed to enter judgme nt in defendants' favor pursuan t to Federal Rule of
Civil Procedure 58, forward copies of this Order and accompanying Memora ndum Opinion
to
counsel of record, and close this civil action.
Entered this

L NPday of September, 2021.

Alexandria, Virginia

Leonie M. Brink na
United States District Judge
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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA
Alexandria Division
Stephen Thaler

)
)
)
)
)
)
)
)
)
)

Plaintiff,
v.
Andrei Iancu, et al
Defendant.

Civil Action No. 1:20cv903

JUDGMENT
Pursuant to the order of this Court entered on September 2, 2021 and in accordance with
Federal Rules of Civil Procedure 58, JUDGMENT is hereby entered in favor of the Defendants
and against the Plaintiff.

FERNANDO GALINDO, CLERK OF COURT
By:

/s/
D. Van Metre
Deputy Clerk

Dated: 09/02/2021
Alexandria, Virginia
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