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GOLDEN BLOUNT, INC., §

§
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§
v. §

§
ROBERT H. PETERSON CO., §

§
Defendant. §
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U.S. D ISTRICI" CO URT

I'gORTIIERN DISTRICT OF TFXAS

rRT FILED

_AS

cLEr_ o_-/,l-_mcrco_r ;

\ _._w-,yL - -,

Civil Action No. 3-01CV0127-R

O
I'ROTECTIVE ORDER

Upon motion ofatl the parties for a Protective Order pursuant to Fed. R. Civ. 17.26(c),

It is hereby ORI)ERED that:

1. All Classified Information produced or exchanged in tile COtlt.'se or this litigation

shall be used solely for the purpose of preparation and trial of this litigation and tbr no other

purpose whatsoever, and shall not be disclosed to any person except in accor&mcc with the terms

hereof.

2. "Classified lnfommtion," as used herein, means any information of ;-lily lype, kind

or character which is designated a "Confidential" or "For Counscl Only" (or "Attorneys' Eyes

Only") by rely of tile supplying or receiving parties, whether it be a doctunent, information

contained in a document, information revealed during a deposition, information revealed in ,'m

interrogatory answer or otherwise. In designating inlbrmation as "Contidential" or "l:or Counsel

Only" (or "Attorneys' Eyes Only"), a party will make such designation only as to lhat

information that it in good faith believes contains confidential information. Information or

material which is available to the public, including catalogues, advertising materials, and the like

shall not be classified.

3. "Qualilied Persons," as used herein mcans:

(a) Attorneys of record for the parties in tiffs litigation and employees of such

attorneys to whom it is necessary that the material be shown for purposes of this litigation;

(b) Actual or potential independent technical experts or consultants, who have

been designated by twenty (20) days written notice to all counsel prior to any disclosure of

JT-APP i



Case 3:01-cv-I_127 Document 8 Filed 06/19/2_ Page 2 of 7

Classified Information (i.e., "Confidential" or "For Counsel Only" (or "Attorneys' Eyes Only")

information) to such person, and who have signed the undertaking attached as Exhibit A. Such

signed undertaking shall be filed with the Clerk of this Court by the attorney retaining such

person. If during the notice period a party objects to the disclosure of Classified Information to a

particular expert or consultant, the objecting party shall set forth all such objections in writing.

The objected to expert or consultant shall not received classified information until the parties so

agree or until the Court directs;

(e) The party or one (l) "in-house" corporate officer or employee of a

corporate party representative (in cases where the party is a legal entity) who shall be designated

in writing by the corporate party prior to any disclosure of "Confidential" information to such

person and who shall sign the undertaking attached as Exhibit A. Such signed undertaking shall

be filed with the Clerk of this Court by the party designating such person; and

(d) If this Court so elects, any other person may be designated as a Qualified

Person by order of this Court, after notice and hearing to all parties.

4. Documents produced in this action may be designated by any party or pm_ies as

"Confidential" or "For Counsel Only" (or "Attorneys' Eyes Only") information by marking each

page of the document(s) so designated with a stamp stating "Confidential" or "For Counsel Only"

(or "Attorneys' Eyes Only").

In lieu of marking the original of a document, if the original is not produced, the

designating party may mark the copies that ,are produced or exchanged. Originals shall be

preserved for inspection.

5. Information disclosed at (a) the deposition of a party or one of its present or

former officers, directors, employees, agents or independent experts retained by counsel for the

purpose of this litigation, or Co) the deposition of a third party (which information pertains to a

party) may be designated by any party as "Confidential" or "For Counsel Only" ("or Attorneys'

Eyes Only") information by indicating on the record at the deposition that the testimony is

"Confidential" or "For Counsel Only" (or "Attorneys' Eyes Only") and is subject to the

provisions of tiffs Order.

Any party may also designate information disclosed at such deposition as "Confidential"

or "For Counsel Only" (or "Attorneys' Eyes Only) by notifying all of the parties in writing within

thirty (30) days of receipt of the transcript of the specific pages and lines of the transcript which

JT-APP ii
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Case 3:01 -cv-_27 Document 8 Filed 06/19/2_ Page 3 of 7

should be treated as "Confidential" or "For Couilsel Only' (or "Attorneys' Eyes Only") thcrcafler.

Each party shall attach a copy of such written notice or notices to the face of tile transcript and

each copy thereof in his possession, custody or control. All deposition transcripts shall be treated

as "For Counsel Only" (or "Attorneys' Eyes Only") for a period of thirty (30) days after the

receipt of the transcript.

To the extent possible, the court reporter shall segregate into separate transcripts

information designated as "Confidential" or "For Counsel Only' (or "Attorneys' Eyes Only"),

with blank, consecutively numbered pages beiug provided in a non-designated main transcript.

The separate transcript containing "Confidential" and/or "For Counsel Only" (or "Attorneys'

Eyes Only") information shall have page numbers that correspond to the blank pages in the mat,

transcript.

6. (a) Information designated as "For Counsel Only" (or "Attorneys' Eyes

Only") shall be restricted in circulation to Qualified Persons described in l'aragraphs 3(a)

and (b) above.

(b) "Confidential" inforInation shall not be disclosed or made available by the

receiving party to persons other than Qualified Persons.

(c) Copies of "For Counsel Only" (or "Attorneys' Eyes Only") itffornmtion

provided to a receiving party shall be maintained in the offices of outside counsel for Plaintiff(s)

and Defendant(s). Any documents produced in this litigation, regardless of classification, which

are provided to Qualified Persons of Paragraph 3 (b) above, shall bc maintained only at the office

of such Qualified Person and only working copies shall be made of any such documents. Copies

of documents produced under this Protective Ordcr may be made, or exhibits prepared by

independent copy services, printers or illustrators for the purpose of this litigation.

(d) Each party's outside counsel shall maintain a log of all copies of "For

Counsel Oidy" (or "Attorneys' Eyes Only") documents which are delivered to any one or more

Qualified Person of Paragraph 3 above.

JT-APP iii
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7. Documents previously produced shall be retroactively designated by notice in

writing of the designated class of each document by Bates number within thirty (30) days of the

entry of this order. Documents unintentionally produced without designation as "Confidential"

may be retroactively designated in the same manner and shall be treated appropriately from the

date written notice of the designation is provided to the receiving party. Documents to be

inspected shall be treated as "For Counsel Only" (or "Attorneys' Eyes Only) during inspection.

At the time of copying for the receiving parties, such inspected documents shall be stamped

prominently "Confidential" or "For Counsel Only" (or "Attorneys' Eyes Only") by the producing

party.

8. Nothing herein shall prevent disclosure beyond the terms of this order if each

party designating the information as "Confidential" or "For Counsel Only" (or Attorneys' Eyes

Only) consents to such disclosure or, if the court, after notice to all affected parties, orders such

disclosures. Nor shall anything herein prevent any counsel of record from utilizing

"Confidential" or "For Counsel Only" (or "Attorneys' Eyes Only") information in the

examination or cross examination of any person who is indicated on the document as being an

author, source or recipient of the "Confidential" or "For Counsel Only" (or "Attorneys' Eyes

Only") information, irrespective of which party produced such information.

9. A party shall not be obligated to challenge the propriety of a designation as

"Confidential" or "For Counsel Only" (or "Attorneys' Eyes Only") at the time made, and a failure

to do so shall not preclude a subsequent challenge thereto. In the event that any party to this

litigation disagrees at any stage of these proceedings with the designation by the designating

party of any information as "Confidential" or "For Counsel Only" (or "Attorneys' Eyes Only"), or

the designation of any person as a Qualified Person, the parties shall first try to resolve such

dispute in good faith on an informal basis, such as production of redacted copies. If the dispute

cannot be resolved, the objecting party may invoke this Protective Order by objecting in writing

to the party who has designated the document or information as "Confidential" or "For Counsel

Only" (or "Attorneys' Eyes Only"). The designating party shall be required to move the Court

for an order preserving the designated status of such information within fourteen (14) days of

receipt of the written objection, and failure to do so shall constitute a termination of the restricted

status of such item.
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The parties may, by stipulation, provide for exceptions to this order and any party may

seek ml order of this Court modifying this Protective Order.

10. Nothing shall be designated as "For Counsel Only" (or "Attorneys' Eyes Only")

information except information of the most sensitive nature, which if disclosed to persons of

expertise in the area would reveal significant technical or business advantages of the producing

or designating party, and which includes as a major portion subject matter which is believed to

be unknown to the opposing party or parties, or any of the employees of the corporate parties.

Notlfing shall be regarded as "Confidential" or "For Counsel Only" (or "Attorneys' Eyes Only")

information if it is information that either:

(a) is in the public domain at the time of disclosure, as evidence by a written

document;

(b) becomes part of the public domain through no fault of the other party, as

evidenced by a written document;

(c) the receiving party can show by written document that the information was

iu its rightful and lawful possession at the time of disclosure; or

(d) the receiving party lawfully receives such information at a later date from

a third party without restriction as to disclosure, provided such third party has the right to make

the disclosure to the receiving party.

11. In the event a party wishes to use any "Coxlfidcntial" or "For Counsel Only" (or

"Attorneys' Eyes Ouly") information in any affidavits, bricfs, memoranda of law, or other papers

filed in Court in this litigation, such "Confidential" or "For Counsel Only" (or "Attorneys' Eyes

Only") infomlatiou used therein shall be filed under seal with the Court.

12. The Clerk of this Court is directed to maintain under seal all documents and

transcripts of deposition testimony and answers to interrogatories, admissions and other

pleadings filed under seal with the Court in this litigation which have been designated, in whole

or in part, as "Confidential" or "For Counsel Only" (or "Attorneys' Eyes Only") information by a

party to this action.

13. Unless otherwise agreed to in writing by the parties or ordered by the Court, all

proceedings involving or relating to documents or any other information shall be subject to the

provisions of this order.

JT-APP v
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14. Within one hundred twenty (120) days after conclusion of this litigation and any

appeal thereof, any document and all reproductions of documents produced by a party, in the

possession of any of the persons qualified under Paragraphs 3(a) through (d) shall be returned to

the producing party, except as this Court may otherwise order or to the extent such information

was used as evidence at the trial. As far as the provisions of any protective orders entered in this

action restrict the communication and use of the documents produced thereunder, such orders

shall continue to be binding after the conclusion of this litigation, except (a) that there shall be no

restriction on documents that are used as exhibits in Court unless such exhibits were filed under

seal, and (b) that a party may seek the written permission of tile producing party or order of tile

Court with respect to dissolution or modification of such protective orders.

15. This order shall not bar any attorney herein in the course of rendering advice to

his client with respect to this litigation from conveying to any party client his evaluation in a

general way of "Confidential" or "For Counsel Only" (or "Attorneys' Eyes Only") information

produced or exchanged herein; provided, however that in rendering such advice and otherwise

communicating with his client, the attorney shall not disclose the specific contents of any

"Colffidential" or "For Counsel Only" (or "Attorneys' Eyes Only") information produccd by

another party herein, which disclosure would be contrary to the terms of this Protective Order.

16. Auy party designating any person as a Qualified Person shall have the duty to

reasonably ensure that such person observes the terms of this Protective Order and shall bc

responsible upon breach of such duty for the failure of any such person to observe the terms of

this Protective Order.

SIGNED AND ENTERED this _4__dayof ,-_6' f-_-a20 O L!
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CIVIL ACTION
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P - Charles Gaines
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Dft's findings of fact and conclusions of law

VACATED....Plaintiff's findings of fact and

conclusions of law adopted
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IN THE UNITED STATES DISTRICT COl

FOR THE NORTHERN DISTRICT OF TE_

DALLAS DIVISION

GOLDEN BLOUNT, INC.,

Plaintiff,

V.

ROBERT H. PETERSON CO.,

Defendant.

U.S. DISTRICT COURT
jNORTIII_RN DISTRICT OF TEXAS

RT FILED ,

._IUNI 0 2004

CI_RI_ U.S. Dh."I'RICTCOURT

Deputy

Civil Action No.

3-01CV0127-R

GOLDEN BLOUNT, INC.'S PROPOSED

FINDINGS OF FACT AND CONCLUSIONS OF LAW

Pursuant to this Court's Order of May 11, 2004, directing the parties to submit proposed findings

o f fact and conclusions o flaw o11 the issues of literal infringement, contributory infringement, induced

infringement, infringement under the doctrine of equivalents, willfulness, the exceptional nature of the case,

and damages, Plaintiff, Golden Blount, Inc., submits these Proposed Fkldings o fFact and Conclusions o f

Law.

This Court did not specifically require the parties to include in its Proposed Findings o fFact and

Conclusions of Law any reference to the patent-in-suit not being invalid, as well as ciaim construction. For

completeness, however, Plaintiffhas included those sections in its Proposed Findings of Fact and

Conclusions o fLaw. In view of the Federal Circuit affirming this Court's original Findings of Fact and

Conclusions of Law on those two issues, Plaintifffully understands if this Court wishes to dispense with

those sections. To facilitate the ease of removal or addition to the Proposed Findings of Fact and

Conclusions o fLaw submitted by Plaintitf, Plaintiffis also providing ttfis Court ,,rift1 an electronic copy of

this document in WordPcrfect format.
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Respectfully submitted,

For Plaintiff Golden Blount, Inc.

WILLIAM D. HARRIS, JR.

State Bar No. 09109000

CHARLES W. GAINES

State Bar No. 07570580

GREG H. PARKER

State Bar No. 24011301

Hitt Gaines & Boisbrun, P.C.

225 University Plaza

275 West Campbell Road

Richardson, Texas 75080

972/480-8800 (Telephone)

972/480-8865 (Facsimile)

ATTORNEYS FOR PLAINTNF
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IN THE UNITED STATES DISTRICT COURT

FOR TIlE NORTHERN DISTRICT OF TEXAS

DALLAS DIVISION

GOLDEN BLOUNT, INC.,

Plaintiff,

V.

ROBERT H. PETERSON CO.,

Defendant.

Civil Action No.

3-01 CV0127-R

FINDINGS OF FACT AND CONCLUSIONS OF LAW

This Court has conducted a bench trial on plaintiffGolden Blount Inc.'s claims against defendant

Robert H. Peterson for a finding ofinfringemcnt o fU.S. Patent No. 5,988,159 and permanent injunction,

and on Peterson's cntmterclaims of invalidity and non-infringement. In accordance with FED. R. Ctv. P.

52(a) and consistent with the Court of Appeals for the Fcderal Circuit's Opinion I decided April 19, 2004,

the Court enters the tbllowing findings of fact and conclusions of law. 2

FINDINGS OF FACT

1. This is an action for patent infringement. The Court has subject matter jurisdiction under 28 U.S.C.

§§ 1331, 1338(a). TheCourthaspersonaljm-isdiclionovertheparties.Venueinthisjudicialdistrictis

JWhile the Appellate Court held that the patent was not invalid, and that the defense of unenforceability
was waived, this Court includes general reference to these elements for completeness.

2This order contains both findings of fact ("Findings") and conclusions of law ("Conclusions"). To the

extent that any Findings maybe deemed conclusions of law, they shall also be considered Conclusions. To the
extent that any Conclusions may be deemed findings of fact, they shall also be considered Findings. See Miller v.

Fenton, 474 U.S. 104, 113-14, 88 L. Ed. 2d 405, 106 S. Ct. 445 (1985).

-I-
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proper under 28 U.S.C. § 1391.

2. PlaintiffGolden Blount, Inc. ('"Blount") is a United States corporation having aprincipal place of

business in Addison, Texas.

3. Defendant Robert H. Peterson Co. ("Peterson") is a United States corporation having its principal

place of business in City oflndustry, California.

4. Blount is the owner by assignment of U.S. Patent No. 5,988,159 ("the' 159 patent"), entitled

"Gas-Fired Artificial Logs and Coals-Burner Assembly,"which issued on November 23, 1999. The' 159

patent expires on November 23, 2016.

5. Blount filed this suit for infringement of the ' 159 patent under 35 U.S.C. § § 271 (a) to 271 (e) on

January 18, 2001.

6. On March 19, 2001, Peterson filed its Answer and Counterclaim. Petcrson denied infringement

and asserted counterclaims for noninfringement and invalidity of the ' 159 patent.

A bench trial, by agreement of the parties, commenced on July 29, 2002, and ended on July 31,7.

2002.

8. Claims I, 2, 5, 7-9, 11- 13 and 15-17 are at issue in this case. Claims 1 and 17 are independent

claims. All the other claims at issue are dependent on claim 1.

9. Claim I of the '159 patent reads as follows:

A gas-fired artificial logs and coals-burner assembly for fireplace comprising:

an elongated primary burner tube including a plurality of gas discharge ports;

a secondary coals burner elongated tube positioned forwardly of the primary

burner tube;

a support means for holding the elongated primary burner tube in a raised level

relative to the forwardly position secondary coals burner elongated tube;

the secondary coals burner elongated tube including a plurality o fgas discharge

ports;

the elongated primaryburner tube and the secondarycoals burnerelongated tube

communicating through tubular connection means wherein the gas flow to the secondary

-2-
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elongated coals burner tube is fed through the primary burner tube and the tubular

connection means;

a valve for adjusting gas flow to the secondary coals burner elongated tube

positioned in the tubular gas connection means; and

the primaryburner tube being in communication with a gas source witti a gas flow

control means therein for controlling gas flow into said primary burner tube.

10. Claim 2 of the '159 patent reads as follows:

The gas-fired artificial logs and coals-burner assembly according to claim 1

wherein the support means for the primarybumer tube is comprised of an open flame pan

for supporting tile primary bumcn robe in an elevated position relative to the fireplace floor.

11. Claim 5 of the '159 patent reads as follows:

The gas-fired artificial logs and coals-burner assembly according to claim 1

wherein the secondary coals burner elongated tube is substantially parallel to the primary

burner tube and has a smaller inside dimneter til,'m the primary burner tube with the valve

adjusting gas flow for coals burn and forwarding heat radiation from the fireplace.

12. Claim 7 of the '159 patent reads as follows:

The gas-fired artificial logs and coals-burner assembly according to claim 1

wherein the elongated primary burner tube and the secondary coals bumer elongated tube

are spaced apart on different planes at from about four to about eight inches.

13. Claim 8 of the '159 patent reads as follows:

The gas-fired artificial logs and coals-burner assembly according to claim 1

wherein the secondary coals burner elongated tube is of a smaller diameter than the

primary burner tube which allows for a lower profile of coals and sand coverage.

-3-
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14. Claim 9 of the '159 patent reads as follows:

The gas-fired artificial logs and coals-burner assembly according to claim 1

wherein the secondary coals burner elongated tube is adjustable in height relative to the

floor of the fireplace and tile elevated primary burner tube.

15. Claim 11 of the '159 patent reads as follows:

The gas-fired artificial logs and coals-burner assembly according to claim 1

wherein the primary and secondary burner tubes have apertures of from about 1/32 inch

to about % inch.

16. Claim 12 of the '159 patent reads as follows:

The gas-fired artificial logs and coals-burner assembly according to claim 1

wherein the gas flow adjustment valve has a removable handle, the gas flow adjustment

allowing a variety of settings from full closed to full open.

17. Claim 13 of the '159 patent reads as follows:

The gas-fired artificial logs and coals-burner assembly according to claim 1

wherein the connection means is comprised of a connector attached to the terminal end of

the primary burner tube at a first end of a connector and attached to the secondarycoals

burner elongated tube to a connector second end with the valve interposed between the

primary burner tube and the secondary burner tube.

18. Claim 15 of the '159 patent reads as follows:

The gas-fired artificial logs and coals-burner assembly according to claim 1

wherein the open frame pan and primary elongated burner tube is positioned under an

artificial logs and grate support means.
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19. Claim 16 of the '159 patent reads as follows:

The gas-fired artificial logs and coals-burner assembly according to claim 1

wherein the primary elongated burner tube is covered with sand and the secondary

elongated burner tube is covered with sand, mica, and fibrous materials which simulate

coals and ember burn.

20. Claim 17 of the '159 patent reads as follows:

A gas-fired artificial coals- and embers-burner apparatus suitable for attaching to

a gas-fired primary artificial log burner tube said primary artificial log burner tube having

a terminal end comprising:

a secondary coals bunling elongated tube;

a connector means for com_ecting said ternlinal end in communication with the

sexzondaryburner tube, the secondary burner tube positioned substantiallyparallel, forward

mad below the primary burner tube, the connector means having interposed between the

primary and secondary burner tubes a gas flow adjustment valve, the primary and

secondary burner tubes having a plurality o fgas discharge ports, the secondary burner tube

being in gas flow conm_tmication with filepmnary burner tube being the connection means,

a gas distribution ports of the secondaryburncr tube directed away from the fireplace

opening.

21. At the time the patent issued, Blount's commercial structure under the ' 159 patent had been

marketed for approximately six years. (Trial Transcript, hereafter referred to as "Tr.", vol. 1, pg. 158).

Plaintiff's Trial Exhibit 9 gives an element by element comparison ofPeterson' s manufactttred product and

Blount's commercial structure with both structures compared to the claim elements, and thus establishes

that Blount's manufactured product is representative of the ' 159 patent.

22. Blotmt's sales ofits commercial structure grew significantly during the time spanning the filing of the
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application that resulted in the "159 patent and the issuance of the '159 patent. (Tr., vol. 1, pg. 36-37).

23. In late 1996 or early 1997, Peterson began manufacturing, advertising and selling a device that was

strikingly similar to, ifnot a virtual copy of, Blount's commercial structure. (Tr., vol. 2,pg. 76 and pg.

172).

24. Blount's '159 patent issued on November 23, 1999. (Plaintiff's Ex. No. 1).

25. Blount notified Peterson of the existence of the ' 159 patent and Peterson's infringing activities on

December 16, 1999, using a certified letter postmarked December 10, 1999, from Mr. Dan Tucker

(attorney for Blount) to Peterson's president, Mr. Leslie Bortz. (Plaintiff's Ex. No. 10).

26. This first certified letter included a copy of the ' 159 patent, and informed Peterson that Blount was

prepared to take whatever steps were reasonable and necessary to prevent infringement. Blount requested

a response regarding this matter from Peterson by January 14, 2000. (PlaintifFs Ex. No. 10).

27. On December 17, 1999, Mr. Tod Coffin (Peterson's Vice President) forwarded the December

10, 1999, certified letter onto Peterson's patent counsel, Mr. William McLaughlin. Mr. Con-in wrote, in

a cover letter included with the copy of the first certified letter, "[e]nclosed is apatent infringement letter

we received from Golden Blount's Attorney." (Plaintiff's Ex. No. 17, emphasis added).

28. On December 30, 1999, Peterson responded to Blount's letter o fDecember 10, 1999, explaining

that Peterson had forwarded the December 10, 1999, letter to it attorneys and that Peterson would get

backwith Blount as soon as possible. Given the December Holidays, as well as the New Year, Peterson

informed Blount that Blount's January 14, 2000, response date was unreasonable. (Plaintiff's Ex. No. ! 1).

29. After receiving no response from Peterson for more than four months, Blount sent a second

certified letter to Peterson on May 3, 2000, again informing Peterson ofits patent infringement. The May

3, 2000, letter advised Peterson that Blount "will take [the] necessary steps to stop any such

infringement." (Plaintiff's Ex. No. 12, emphasis added).

30. Peterson, not its Patent Attorney, responded to the May 3, 2000, letter on May 16, 2000, asking

that Blount explain to Peterson, in detail, the basis upon which Blount believed that Peterson was infringing

the patent. (Plaintiff s Ex. No. 13). This Court finds that the May 3, 2000, letter was written simply for

the purpose of delay, or even with the hope that the infringement matter would go away. Moreover, the

May, 3, 2000, letter was from the Company, and not their attorney. Additionally, at the time of the May
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3, 2000, letter Peterson's attomeyhad at most been nominally consulted. This Court concludes that the

request was not genuine.

31. Blount did not respond to Peterson's May 16, 2000, but on January 18,2001, over a year after

Peter'son received its first notice of infringement letter, Blount filed suit. (Plaintiff's Ex. No. 14). Blount's

initial notice letter of December 10, 2001, met the notice requirements under 35 U.S.C. § 287(a), and

e • .......th refore, Peterson s addltmnal information request d_d not reheve Peterson of its obligation to determine

if it was infringing the ' 159 patent.

32. Blount sent a final letter on January 19, 2001, to Peterson advising Peterson that suit was brought

in view ofits failure to respond or indicate in any manner its intentions with r_3ect to its infi-inging product.

(Plaintiff's Ex. No. 14).

33. Peter,son made no efforts to cease its infringing activities either in the time period spanning the

December 10, 1999, letter and the January 19, 2001, letter, or for that matter, up and until the

commencement of tiffs trial. (Plaintiff's Ex. No. 17 & Updated Sales Figures provided by Petersou in

response to this Court's request).

34. During the period between December l 6, 1999, and September 19, 2002, Peterson sold 3,723

ember flame burner units ("ember burners"). (Tr., vol. 2, pg. 181 and Peterson Company's Obj ection to

Golden Blount's Motion for Updated Damages filed on September 18, 2002).

35. Peterson's ember burner is intended to be attached to its G-4 series burner system or G-5 series

burner system. (Joint Pretrial Order--Stipulations, pg. 6).

36. The G-4 and G-5 series burner systems are identical except that Peterson pre-assembles the G-5

burner system according to certain Canadian Gas Association specifications. (Tr., vol. 2, pg. 179).

37. At least 10 o fthe 3,723 Ember burners sold by Peterson were included on the pre-assembled G-5

series burner systems. (Oct. 5, 2001, deposition of Mr. Leslie Bortz, pg. 154-55).

LITERAL INFRINGEMENT-DIRECT

38. The construction of the claims appears under paragraphs 113 thru 116 of the Conclusions of Law

section. The determination of infringement based on the construed claims is factual and is therefore

organized here under the Findings of Fact.
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39. The analysis with respect to the literal infringement of claim 1 is as follows:

The first element of claim 1 reads: "an elongated primaryburner tube including a plurality of gas

discharge ports.'" Based upon the totality o fthe evidence, including unrebutted testimony of Mr. Golden

Blount and this Court's own observations of the accused device, it is this Court's finding that the primary

bumer tube is the fundamental burner tube used in a majorityofall gas operated fireplaces. Similarly, the

plurality o fgas discharge ports allow the flammable gas to escape from the primary burner tube and be

ignited to provide a flame. Blount presented unrebutted testimony in the form of an infringement chart 3,

(Plaintiff's Exhibit No. 9), as well as oral testimony by Mr. Blount that Peterson's manufactured products

include aprimaryburner tube having gas disclaarge ports therein. (Tr., vol. 1, pg. 45-50). In addition to

this unrebutted testimony, this Court had the opportunity to closely observe an assembled version of

Peterson's manufactured product, wherein this Court observed Peterson's manufactured product having

theprimaryburner tube including two or more gas discharge ports. (Tr., vol. 2,pg. 28). Further, Peterson

never presented any evidence that its manufactured products did not contain the aforementioned claimed

element. Thus, Peterson's manufactured products meet the first limitation ofclairn 1, which reads: "an

elongated primary burner tube including a plurality of gas discharge ports."

40. The second element of claim 1 reads: "a secondary coals burner elongated tube positioned

forwardly ofthe primary burner tube." Given the claim interpretation as set forth by the Court of Appeals

for the Federal Circuit and based upon the totality of the evidence, the secondary coals burner elongated

tube is positioned toward the opening of the fireplace, at least as compared to the primary burner tube, and

is designed to provide a realistic flame, likened to a flame that might emanate from burning coals. Blount

again presented testimonyin the form o fan infringement chart, (Plaintiff's Exhibit No. 9), as welt as oral

testimony by Mr. Blount, that Peterson's manufactured products include a secondary coals burner

elongated tube, and that it is positioned forwardly of the primary burner tube. (Tr., vol. 1, pg. 45-50).

Based on this Court's close observation of Peterson's manufactured product, this Court finds that

Peterson's manufactured products contain the claimed secondary coals burner elongated tube and that it

was positioned forwardly the primary burner tube. (Tr., vol. 2, pg. 28). Further, Peter'son never presented

3 This Court includes, as a supporting Exhibit A to its Findings and Conclusions, an Infringement Chart.

(Plaintiff's Ex. No. 9).
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evidence that conclusively established that its manufactured products did not contain the aforementioned

claimed element• Thus, Peterson's manufactured products meet the second limitation o fclaim 1, which

reads: "a secondary coals burner elongated tube positioned forwardly of the primary burner tube."

41. The third element of claim 1 reads: "a support means for holding the elongated primarybumer tube

in a raised level relative to the forwardly position[ed] secondary coals burner elongated tube.'" The

previous two paragraphs already demonstrate that Peterson's manufactured products include both the

elongated primary burner tube and the forwardly positioned secondary coals burner elongated tube. The

only additional limitation added by this element is that a support means holds the elongated primary burner

tube in a raised level relative to the secondary coals burner elongated tube. Peterson's manufactured

products include a support means that holds the primary burner tube. Actually, Peterson's support means,

which is an industry standard pan, is substantially identical if not completely identical, in shape and function

to the support means ill ustrated in the' 159 patent. (Tr., vol. 1, pg. 47). The question for this Court to rule

on is whether Peterson's support means holds Peterson's elongated prhnary burner tube in a raised level

relative to its secondary coals burner elongated tube. As affirmed by the Court of Appeal for the Federal

Circuit, this Court construes the term "raised level" to mean that the top of the primary burner tube is at a

raised level with respect to the top of the secondary burner tube. In support of the tops test, Blount offered

evidence m the form o fBlotmt s Trial Exhibit 22, which tllustrated that measttrements taken at three different

locations along the lengths of Peterson's burner tubes (i.e., A, B and C) established that the tops of

Peterson s pnmaryburner tubes are higher than the tops ofPeterson s secondary coals burner elongated

tubes. Blount ott_red further testimonyby demonstrating, using a carpenter's level laid across the tops of

the tubes ofPeterson's manuPactured product, that Peterson's primary burner was raised with respect to

its secondary burner. (Tr., vol. 2, pg. 28). Even Peterson's oven patent attorney, Mr. McLaughlin,

admitted during the demonstration that "assuming the table is level, the top of the fiont burner is below the

top of the rear burner." (Tr., vol. 2, pg. 29). Also Peterson's executive Mr. Bortz admitted the top of the

ember burner was lower than the top of the primary burner. (Tr., vol. 2, pg. 42). Similarly, Mr. Corrin

testified that the tube is below the top of the main burner tube. (Tr., vol. 2, pg. 173 and Defendant's Ex.

No. 8). The above evidence was, for the most part, unrebutted because Peterson based the majority ifits

case in chief on the argument that the relative height of the primary burner tube with respect to the

-9-
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secondary coals burner elongated tube should be measured from the bottoms of the respective tubes, or

the ports. Peterson actually offered to this Court, (Defendant's Exhibit 30), which it argued was provided

to customers and installers to illustrate how to pmperlyinstall the assembly. While Defendant's Exhibit 30

was offered in an attempt to establish non-infringement based upon Peterson's asserted bottoms test that

Peterson was proposing, the instructions clearly illustrate that Peterson's preferred installation has the tops

o fthe primary burner tube being in a raised level with respect to the tops of the secondary coals burner

elongated tube. Thus, given the above discussed interpretation, and in view of the evidence presented,

Peterson's manufactured products meet the third limitation of claim I, which reads: "a support means for

holding the elongated primaryburner tube in a raised level relative to the forwardlyposition[ed] secondary

coals burner elongated tube."

42. The fourth element of claim 1reads: "the secondary coals burner elongated tube including a plurality

of gas discharge ports." Blount again presented testimonyin the form ofan infringement chart, (Pl',finti ff's

Exhibit No. 9), as well as oral testimony by Mr. Blount that the secondary coals burner elongated tube o f

Peterson's manufactured products include a plurality of gas discharge ports. (Tr., vol. 1, pg. 45-50).

Further, this Court's close observation of Peterson's manufactured product established that Peterson's

secondary coals burner elongated tube includes a plurality of gas discharge ports. (Tr., vol. 2, pg. 28).

Peterson never presented anyevidence that its manufactured products did not contain the aforementioned

claimed element. Thus, Peterson's manufactured products meet the fourth limitation of claim 1, which

reads: "the secondary coals burner elongated tube including a plurality of gas discharge ports."

43. The fifth element o fclaim 1reads: "the elongated primary burner tube and the secondary coals

burner elongated tube communicating through tubular connection means wherein the gas flow to the

secondary elongated coals burner tube is fed through the primary burner tube and the tubular connection

means." Blount presented testimony in the form of an infringement chart, (Plaintiff's Exhibit No. 9), as well

as oral testimonyby Mr. Blount, that Peterson's manufactured products include the tubular connection

means and that the gas flow to the secondary elongated coals burner tube is fed through the primary burner

tube and tubular connection means. (Tr., vol. 1, pg. 45-50). Additionally, this Court physically observed

this claimed element in Peterson's manufactured product. (Tr., vol. 2, pg. 28). Further, Peterson never

presented any evidence fl,,atits manufactured products did not contain the aforementioned claimed element.
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Thus, Peterson's manufactured products mcet the fifill limitation of claim 1, which reads: "the elongated

primary burner tube and the secondary coals burner elongated tube communicating through tubular

connection means wherein the gas flow to the secondary elongated coals burner tube is fed through the

primary burner tube and the tubular connection means."

44. The sixth element of claim I reads: "a valve for adjusting gas flow to the secondary coals burner

elongated tube positioned in the tubular gas connection means." The evidence as established byBlount's

infringement chart, (Plaintiff's Exhibit No. 9), as well as oral testimony by Mr. Blount and this Court's own

inspection of Peterson's manufactured product, confirms the presence of the valve. (Tr., vol. 1, pg. 45-50

and vol. 2, pg. 28). Further, Peterson never presented shy evidence that its manufactured products did

not contain the aforementioned claimed element. Thus, Peterson's manufactured products meets the sixth

limitation of claim 1, which reads: "a valve for adjnsting gas flow to tlie secondary coals burner elongated

tube positioned in the tubular gas connection means."

45. The seventh element o fclairn I reads: "the pmnary burner tube being in communication with agas

source with a gas flow control means therein for controlling gas flow into said primary burner tube." Blount

again presented testhnony in the form ofan infringement chart, (Plaintiff's Extaibit No. 9), as well as oral

testimonyby Mr. Blount that the primaryburner tube of Peterson's manufactured products would ultimately

be coupled to a gas source with a gas flow control mcans therein for controlling gas flow into the primary

burner tube. (Tr., vol. 1, pg. 45-50). Furthermore, the parties stipulated prior to the commencement of

the trial that "Robert H. Peterson Co.'s ember burner is intended to be attached to its G-4 series burner

system or G-5 series burner system and the combined unit comprises a primarybumer pipe, an ember pan

that supports the primary burner pipe, a secondary burner tube and a valve that controls a flow of gas

between the primary burner pipe and the secondary burner tube, and that an end user would connect the

primary burner pipe to a gas source having a valve associated therewith." (Joint Pretrial Order--

Stipulations, pg. 6). "Ilaus,Peterson's manufactured products would ultimately meet the seventh limitation

of claim 1,which reads: '_he primary burner tube being in communication with a gas source with a gas flow

control means therein for controlling gas flow into said primary burner tube."

46. This Court finds that the evidence establishes direct infi-ingement byPeterson and by the ultimate

purchasers of Peterson's products ofclaina 1. Peterson's direct infringement of claim 1 is established by
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the testimony of Messrs. Bortz and Corrin, both corporate officers of Peterson, who testified that on

multiple occasions, Peterson assembled and operated the infringing device for distributors so theyhad the

opportunity to see how the item worked. (Tr., vol. 2, pg. 65-66 and 199). Direct infringement by the

ultimate purchasers of claim I is established by the evidence that proves that Peterson supplied installation

• t" " ' .....mstruc ions (see infra), (Defendant s Ex. No. 30), to its ultlmate purchasers. It is these mstructaons that

undoubtedly were used by these purchasers to assemble the ember burner, its associated components, and

connect it to a gas source as stipulated by the parties. (Tr., vot. 1, pg. 45-50)• These facts provide this

Court with sufficient evidence to find that direct infringement did indeed occur of claim 1.

47. Therefore, Blount has clearly established direct infringement on the part of Peterson and the

ultimate purchaser of claim 1 the ' 159 patent.

48. This Court further concludes that in addition to directly infringing independent claim 1o fthe' 159

patent, Peterson and the ultimate purchasers directly infringe independent claim 17 of the '159 patent.

49. With the exception of a few additional elements included in independent claim t 7 not included in

independent claim 1, and a few elements included within independent claim I that are not included within

independent claim 17, claims 1 and 17 are substantially similar.

50. Independent claim 17does not include the claim limitation of independent claim 1 that the primary

burner is in communication with a gas flow control means. Thus, this element need not be found in

Pelerson's manufactured products to find direct infringement by Peterson of independent claim 17.

51. The first element of independent claim 17 recxtes, a secondary coals burmng elongated tube, and

is similar to the fourth element of independent claim I. Accordingly, the discussion above with respect to

the fourth element of independent claim 1 may be applied to the first element of independent claim 17.

Thus, Peterson's manufactured products will ultimately meet the first limitation of claim 17, which reads:

"a secondary coals burning elongated tube."

52. The second element of independent claim 17 recites: "a connector means for connecting said

terminal end in cormnunication with the secondary burner tube, the secondary burner tube positioned

substantially parallel, forward and below the primary burner tube, the connector means having interposed

between the primary and secondary burner tubes a gas flow adjustment valve, the primary and secondary

burner tubes having a plurality of gas discharge ports, the secondary burner tube being in gas flow
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communication with the primary burner tube being the connection means, gas distribution ports of the

secondary burner tube directed away from the fireplace opening."

53. Independent claim 17, however, does require that the gas distribution ports of the secondarybttmer

tube be directed away from the fireplace opening. As affirmed by the Court ofAppeals for the Federal

Circuit, this Court previoaslyconstrued the term "directed away from" to mean that the gas ports of the

secondaryburner tube maybe positioned in anydirection that does not include a horizontal component

pointed toward the vertical plane of the fireplace opening. (Opinion of the Court o fAppeals for the Federal

Circuit dated April 19, 2004, pg. 7-8). Blount presented testimonyin the form o fan infringement chart,

(Plaintiff's Ex. No. 9), as well as oral testimony by Mr. Blount, that the gas ports of Peterson's

manufactured products are positioned directly down, which according to the above-referenced

interpretation, are away from the fireplace opening. (Tr., vol. 1, pg. 45-50). In addition to this testimony,

this Court closely observed an assembled version of Peterson's manufactured product, wherein it observed

the manufactured product having the gas ports directed away from the fireplace opening. (Tr., vol. 2, pg.

28). Because Petersonbelieved the term "directed away from" would ultimately be construed to mean that

the ports must be directed at least partially toward the back of the fireplace, Peterson went so far as to

require the ports of its secondary burner tube to be positioned directly downward. Given the claim

construction, however, this required configuration results in a device that meets the "directed away from"

limitation o f claim 17.

54. As the other claimed elements o fthe second limitation of independent claim 17 have been found

in Peterson's manufactured products, as established above with respect to paragraphs 39 thru 44, this

Court finds that the evidence establishes direct infringement byPeterson and by the ultimate purchasers of

Peterson's products of claim 17. Moreover, the evidence establishes that Peterson itseffdirectlyinfringed

claim 17 when Peterson assembled the G-5 series burner systems and then sold them to customers.

55. Therefore, tlfis Court finds that Peterson and the ultimate purchaser infringed both claims 1 and 17,

as construed under paragraphs 113 thru 116 below, of the '159 patent.
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LITERAL INFRINGEMENT-CONTRIBUTORY

56. Blount established at trial, through stipulation, that Robert H. Peterson Co.'s ember burner is

intended tobe attached to its G-4 series burner system or G-5 series burner system and the combined unit

comprises a primary burner pipe, an ember pan that supports the primary burner pipe, a secondary burner

tube and a valve that controls a flow of gas between the primary burner pipe and the secondary burner

tube, and that an end user would connect the primarybumerpipe to a gas source having a valve associated

therewith. (Joint Pretrial Order--Stipulations, pg. 6).

57. Peterson was made aware of the ' 159 patent as early as December 16, 1999, bythe letter from

Mr. Tucker, which is referenced above. (Plaintiff's Ex. No. 10). Given these facts, it is clear that Peter,son

was aware that the combination for which its components were especially made was patented and

infringing, as required by 35 U.S.C. § 271(e).

58. Blount further established through the testimony o fMr. Bortz that Peterson's ember burner had no

substantially non-infringing uses. (Tr., vol. 2, pg. 67). The Court also finds the testimonyofMr. Bortz and

Mr. Coffin, as well as Mr. Blount and all the evidence, to support the fact that the ember burner was not

a staple article of commerce.

59. As discussed above, this Court finds that direct infringement existed. For those units covered by

stipulation for hookup, they were normally hooked up by pro fessional installers or persons from the dealer.

With their experience and relation to Peter,son and with all of Peterson's literature (including Defendant's

Exhibit No. 30) one can count on proper installations. Thus, each installation is a direct infringement. (Tr.,

vol. 2, pg. 189). To some extent circumstantial evidence is involved in this analysis, however, the

circumstantial evidence is very solid. Blount has clearly proven contributoryinfiSngement on the part of

Peterson of claims 1 and 17 for those units.

LITERAL INFRINGEMENT-]NDUCEMENT

60. The record establishes that Peterson sold the ember burner. In addition, the record also establishes

that Peterson sold the G-4, which includes the primary burner and support pan, and sold the G-5, ten at

least of which, had the ember burner attached. Further, given the stipulation that the ultimate assembly

would be connected to a gas source, there is sufficient basis to conclude that Peterson knew or should have
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known that this ultimate corlfiguration would infringe independent claims 1and 17. (Joint Pretrial Order--

Stipulations, pg. 6).

61. Peterson was made aware of the ' 159 patent as early as December 16, 1999, by the letter of

December I0, 1999, from Mr. Tucker, which is referenced above. (PlaintitFs Ex. No. 10). Given these

facts, it is clear that Peterson was aware that the combination for which its components were especially

made was patented and infringing. Also Peterson fully assembled an entire infringing structure and hooked

it up to a gas source to demonstrate it and its use to independent distributors. This Court finds this to be

a substantial inducement.

62. The record is also clear that Peterson provided literature and assembly instructions to consumers

detailing how to install the components in apreferred configuration, which induced its customers to install

the componcnts in an infi_lging manner. (Tr., vol. 2, pg. 173-174). Also, Peterson fully assembled and

hooked up in a fireplace an accused structure and demonstratcd it and its use to independcut distributors,

which this Court finds to be a substantial inducement.

63. Because Peterson providcd the consumers with detailed instructions, (Defendant's Ex. 30), how

to assemble the parts in an infringing manner, Peterson knew or should have known that such actions would

induce direct infringement, and executive Conin testified either the consumer would hire an installer or the

dealer would provide the service for the store. Thus there is little doubt that the installation was in fact done

in accordance with Peterson's directions. Invariably, infi'ingement occurred. Whether this is viewed as

direct or circumstantial evidence, it is very strong. (Tr., vol. 2, pg. 189).

64. As found by this Court in paragraphs 39 thru 54 above, there was direct in fringement by Peterson

or its ultimate purchasers of claims 1 and 17 of the '159 patent.

65. Accordingly, this Court finds that in those htstances where direct inflJngement byPeterson was not

proven, Blount has clearlyproven induced infringement on the part of Peterson of claims 1 and 17 for those

units.

66. In view of tiffs Court's literal infringement findings, because Peterson's manufactured products

literallyinfringe claims I and 17 of the ' 159 patent, it infi-inges the patent. Thus, comparison of Peterson's

product to the remaining claims depending from independent claim 1 is generally unnecessary. The Court

7 ...._onetheless concludes that Peterson s product infringes (under any one of or the combination of 35 U.S.C.
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§§ 27 l (a) to 271 (c)) the claims dependent on claim 1, because, as supported by the testimony ofBIount

and the accompanying claim infringement chart, the elements of these dependent claims are also present

in Peterson's manufactured products. The literal infringement of dependent Claim 15 is particularly

important because Claim 15 includes the artificial logs and the grate support means.

INFRINGEMENT-DOCTRINE OF EQUIVALENTS

67. Blount offered unrebutted testimony at trial that every element of Peterson's manufactured products

perform substantially the same function in substantially the same way to obtain the same result as the

claimed elements of the '159 patent. (Tr., vol. 1, pg. 59-60).

68. Blount further offered unrebutted testimony by Mr. Blount at trial that any difference between

Peterson's manufactured products and the claim elements were insubstantial at best. Mr. Blount actually

testified that they were an exact copy. (Tr., vol. 1, pg. 30, 37, 46, 48, 56 and 60).

69. Based on the evidence presented to it, this Court finds that there is no prosecution historyestoppel

that limits the range o fequivalents regarding the claimed elements. Moreover, attomey McLaughlin testified

that he did not rely on estoppel in his infringement analysis. (Tr., vol. 1, pg. 186).

70. Thus, this Court finds that in those instances where literal infringement does not exisl, there is

infringement of the claims of the '159 patent under the doctrine of equivalence. 4

71. In summation, this Court concludes that Peterson literally infringes (e.g., directly, by inducement,

or contributorily) or infringes under the doctrine of equivalents independent claims 1 and 17 of the ' 159

patent, as well as claims 2, 5, 7-9, 11-13 and 15-16 that depend from independent claim 1.

DAMAGES

72. Mr. Blount testified for Blount at trial as to the demand that existed for the product during the

period in question, frr., vol. 1, pg. 61). Thus, Blount has conclusively established the first required element

o f Panduit. s

d The Equivalence Chart presented by Blount at trial supports this finding.

See the Conclusions of Law section, paragraph 139, where the Panduit factors are set forth.
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73. In addition to establishing a demand for the patented product during the period in question, Blount

established an absence, during the period ofinfringement, of acceptable non-infringing substitutes. (Tr.,

vol. I, pg. 63-65).

74. The facts o fthe present case establish a two-supplier market. Blount offered evidence through the

testimonyo fMr. Blount that Blount and Peterson together held approximately 95 percent or more of the

market associated with Ember burners similar to that covered by the' 159 patent. (Tr., vol. l, pg. 64).

While Peterson attempted to impeach Mr. Blount's testimony on this point, it unfortunatelydid not present

any evidence to the contrary, which is surprising in view of Peterson's many years in the market and the

knowledge Peterson must have acquired about the market. Therefore, ttfis Court finds that Mr. Blount's

testimony issufficient to establish a two supplier market. The supposed 5 percent of the market thatBtount

and Peterson did not hold isdcminimus, and therefore, for damage calculations a two-supplier market still

exists.

75. Peterson argued that this is not a two-supplier market, and that other acceptable non-infringing

substitutes exist.

76. Here the patented product offers quite unique and novel results. (Tr., vol. 1, pg. 28-30). The so

called "acceptable non-infringing substitutes"Peterson has introduced are eithel not acceptable, or they

too infiinge.

77. Blount established at trial that Peterson's front flame director was not an acceptable substitute.

(Tr., vol. 2, pgs. 184, 195). Peterson's own Vice President, Mr. Corrin, testified that the front flame

director lacked the valve for adjusting the height of the fiont flame. Even more telling, Mr. Coffin testified

! that the front flame director was not as good as their ember burner. (Tr., vol. 2, pgs. 184, 195).

78. As the valve to adjust the height of the front flame is one of the particular features available only

! from the patented product, under the law set forth in Standard Havens, the front flame director, lacking

that valve or any adjustment means, is not an acceptable non-infringing substitute.

! 79. Pcterson furthcr argues that Blount admitted at trial that at least five products on the markct perform

rouglflythe same function as Blount's patented device. (Tr., vol. 1, pg. 63). The record is clear that those

! fiveproducts were infringing substitutes mad not acceptable non-infringing substitutes. (Tr., vol. 1,pg. 63).

In fact, the record indicates that Blount sent the manufactures ofthose five products the identical notice of

! -17-
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infringement letter at the same time it sent Peterson its letter. (Tr., vol. 1, pg. 63). No evidence exists in

the record that the aforementioned five instances ofinfifngement continued after the notice of infringement

letters were received. In fact, Mr. Blotmt's testimony indicates that while the other companies were

moving in and were interested in the outcome of this trial, none were still infringing after receipt o ftheir

notice of infringement letter. (Tr., vol. 1, pg. 62-64).

80. Therefore, this Court believes that Blount provided sufficient evidence to support the finding that

there were no acceptable non-infringing substitutes that could have decreased the market share Blount and

Peterson together held. Thus, Blount has conclusively established the second required element of Panduit.

81. Blount also offered sufficient evidence through Mr. Blount's testimony that Blount had more than

enough manufacturing and marketing capabilityto promote the device. (Tr., vol. 1, pgs. 62, 66). Thus,

Blount has conclusively established the third required element of Panduit.

82. This Court now only needs to determine a detailed computation of the amount of profit Blount

would have made, to meet the final required element of Panduit.

83. In a two-supplier market, to determine the actual damage amount in a lost profit case, the Court

should multiply Blount's per unit profit times the number of infringing devices that Peterson sold.

84. To do this, however, the Court must determine the device upon which lost profits are to be

calculated.

85. Using two different approaches, Blount has established that the device for calculating lost pro fits

includes the entire burner assembly (including the secondary burner and valve), the grate, and a full set of

artificial logs.

86. Dependent claim 15, which was established as literallyinfi-inged above, for instance recites that the

gas-fired artificial logs and coals-burner of claim 1 are positioned under artificial logs and a grate support

means. Because the artificial logs and the grate support means are positively claimed in dependent claim

15, the artificial logs and the grate support means should be included in the device upon which damages

for direct infringement as well as lost profits are to be calculated.

87. Accordingly, the device for calculating lost profits includes the entire burner assembly (including

the secondarybumer and valve), the grate and a full set of artificial logs, which must be the case here,

because apart from the artificial logs and grate, the coals burner unit has no purpose or function.

-18-
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88. Given the circumstances, the entire market value rule is appropriate here as the second approach.

Evidence was offered at trial by Peterson's own o fficer, Mr. Coffin, that Peterson used the ember burner

to entice customers to come back to the store to purchase newer log sets, and at the same time, purchase

Peterson's ember burner, which improved the overall appearance oft.he fireplace. (Tr., vol. 2, pg. 177-

79). These facts are sufficient to establish that the ember burner is the basis for the customer's demand,

as set forth by TWM.

89. Blount also offered evidence that the glowing embers from the ember burner are what draws a

customer's attention to a particular log and burner set, and what ultimately makes the sale. (Tr., vol. 1, pg.

157-63).

90. Blount also offered testimony at trial that the elements o findependent claims I and 17 constitute

a functional unit with the artificial logs and the grate support.

91. Plaintiff, Blount's case-in-chief presented a third-party witness retailer with extensive salcs

experience with gas fireplaces and ember btmaer and gas log sets. He testified that 97 ½ percent of the

time that he sells an ember burner, he also sells an entire burner assembly and log set with it. (Tr., vol. 1,

pg. 160). In addition, Mr. Blount testi fled that they are "always to go with the log set" and that he had

"never known of any one ember burner set sold byitself.'" (Tr., vol. 1,pg. 68). Pcterson had no testimony

to quantify even in a general way when the two would not ultimately be sold together.

92. Peterson failed to rebut Blount's evidence because it did not offer any numerical evidenceregarding

how often it sells one of its Ember burners with the entire burner and log set.

93. In summation of this point,Blount introduced testimony as to the standard practice in the industry

for selling the ember burner, and Peterson failed to introduce its own testimony to rebut Blount's testimony.

94. Because the evidence establishes that 97 V2percent of the sales of the ember burner would also

encompass the sale of the entire burner assembly and log set, the record supports a proration of the

damage amount based upon this percentage.

95. Based on the record, of the 3,723 EMB's sold by Peterson, 2 ½ percent (i.e., 94 EMB's) were

so ld without an associated burner assembly and log set, and the remaining 97 ½ percent (i.e., 3,629) were

sold with an associated burner assembly and log set.

96. Blount established at trial that its profit on the ember burner alone is $14.09 per unit and its profit
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on the ember burner, entire burner assembly and full set of logs is $117.92 per unit. (Plaintiff's Ex. No.

18).

97. This Court finds, based on the percentages and profits established in the paragraphs above, that

the total actual damages amount to $429,256.

WILLFULNESS / EXCEPTIONAL CASE

98. Having carefuUyreviewed the record herein, the Court concludes that Peter'son's minimal attempt

to attain a competent opinion is permeated by a lack of due care. The record is quite clear that Peterson's

supposed oral opinion was an incompetent, conclusory opinion to be used only as an illusory shield against

a later charge o fwillful infringement, rather thanin a good faith attempt to avoid infi'inging another's patent.

99. Throughout the 2 ½ years from the time the first notice letter was sent, P eterson simply never

obtained a single written opinion suggesting that their commercial embodiment avoided infringement. Also,

the denial that the first letter related to notice o finfringement is shown unlikely by Mr. Corrin's own

characterization of it as an "infringement letter" in his correspondence with his patent counsel. (Tr., vol.

2, pg. 192). Also, this Court finds it disingenuous for Peterson to argue at trial that the interrogatories

answered well after suit was filed and during discovery, form the written opinion upon which they relied.

100. The fwst time Peterson spoke to Mr. McLaughlin was on or about December 30, 1999, however,

Mr'Mckaughlindidn°thavetheaccnsedinfiingingdeviceatthistime" (Tr.,vol. 1,pg. 181). Therecord

establishes that Mr. McLaughlin, at this time, onlyhad apicture of the accused infringing device. (Tr., vol.

1, pg. 18 I). Neither did Mr. McLaughlin have the prosecution history o f the' 159 patent at this time,

which is an important element of any competent opinion. (Tr., vol. 1, pg. 202-03).

101. This non-substantive conversation in no way can be construed to be an opinion upon which

Peterson could reasonablyrelybecause it was based solelyon a supposition. This supposition amounted

to a representation on the part orMr. Bortz that the invention had been around 20 to 30 years. (Tr., vol.

2,pg. 55-56). Mr. McLaughlin, with onlythe evidence listed above, said that "if we could prove that the

invention had been around for 20 to 30 years then it wouldbe a strong argument of invalidity." (Tr., vol.

2, pg. 55-56, emphasis added). This"i fthis, then that"statement plainly does not amount to an opinion

'upon which a prudent person could reasonably rely.
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t 02. Peterson made no further efforts to determine whether it was truly in fringing or not, until after suit

was filed, almost a year and two months after receiving the first notice letter. (Tr., vol. 1, pg. 202-03).

• . . ¢¢ • o103. Peterson argues that itdid nothing further because it was awatmg addinonal information or further

e 1 " ' " " " ° "xp anatlon from BIount s attorney. This Court finds this argument lacking ment. Blount does not, after

sending multiple notice of infringement letters to Peterson, owe Peterson any obligation with regard to

advising Peterson how they actually were infringing.

104. Nevertheless, Blount's failure to respond to Peterson's additional information request did not

relieve Peterson of its obligation to determine if it was willfully infringing the' 159 patent. To the contrary,

Peterson continued its infringing activities even after May 16, 2000, and actually even through the trial

proceedings. (Tr., vol. 2, pg. 181 and Peterson Company's Objection to Golden Bloant's Motion for

Updated Damages filed on September 18, 2002). This reflects an egregious disregard for the' 159 patent.

105. It was not until after the lawsuit was filed in January 2001 that Peterson finally became concerned,

not with the damages associated with the infringing activity, but apparently with the attorney's fees that

Peterson might be required to pay as a willful infringer. (Tr°, vol. 2, pg. 60-62). By Mr. Bortz' own

admission, he told Mr. McLaughlin that tiffswas not a very meaningful case "dollar wise" but that he heard

a person might have to pay attorneys' fees if he loses a patent lawsuit, and he asked Mr. McLaughlin what

he should do. (Tr., vol. 2, pg. 60-62 & Dee. 19, 2001, deposition of Mr. Leslie Bortz, pg. 60). Mr.

MeLaughlin told him that one waythat attorney's fees could be avoided was byobtaining an opinion. (Id).

106. At no time when Mr. McLaughlin gave Mr. Bortz advice did Mr. McLaughlin ever see the actual

accused structure. (Tr., vol. I, pg. 181). While some advertisements ofPeterson's structnre were shown,

detailed drawings were never provided to Mr. McLaughlin, including the installation instructions that were

apparently sold with the device. Thus, Mr. McLaughlin never had a full understanding of the accused

structure. (Tr., vol. 1, pg. 200).

107. While Peterson argues that three oral consultations occurred, this Court finds that onlyone oral

opinion of counsel, if it can even be called that, was rendered• This oral opinion was rendered by Mr.

MeLaughlin on or about May 1, 2001, about 4 months after suit had been filed and 2½ years after

Peterson was first noticed of its infringing activity. (Tr., vol. 1, pg. 179-83).

108. This Court believes that Peterson did get what it asked for, a statement that there was no
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infringement. Peterson's primary desire, however, was to avoid paying attorneys' fees or increased

damages, and this appears to have been the sole reason for consultation with counsel, and these actions

showed a willful and egregious disregard for the ' 159 patent.

109. In summary, this Court finds that Peterson had three consultations with Peterson's Attorney. All

were oral. Only the last oral consultation byphone approached what was needed to determine infiq.ngement

and validity issues, and even it was made with a search limited to the company's own records and with

there having been no accused structure shown the patent attorney and without even a single meeting. This

third consultation occurred a number of months after suit had been filed and was motivated by the

apprehension of Peterson having to pay attorneys' fees, and not for a concern of infringement of the ' 159

patent.

1 i0. Peterson's cavalier attempt to obtain an opinion and the non-persuasive trial testimony of

Peterson's witnesses are classic examples of conduct that clearly and convincingly demonstrates willfulness,

which serves as a basis for an exceptional case.

111. This Court therefore finds that the infi_lgemcnt o fPeterson was willful, thus the actual damages

are trebled, totaling $1,287,766.

112. Given Peterson's conduct and its overall willful disregard for the' 159 patent, such an award is

appropriate here. The Court finds that as a result of Peterson's continued infringement, without a

reasonable basis for believing that it had a right to make, use or sell its product prior to the expiration o f

the' 159 patent, Blount has been compelled to prosecute an infringement claim at great expense. Under

these circumstances, an award of attorneys' fees is proper.

113. This Court therefore finds this to be an exceptional case under 35 U.S.C. § 285, thus reasonable

attorneys' fees in the amount of $332,349 are awarded to Blount.

CONCLUSIONS OF LAW

CLAIM CONSTRUCTION

114. The parties dispute the meaning o ftwo terms in the claims of the patent in suit, namely the phrase

"raised level," as recited in claim 1, and the term "below" and the phrase "away from the fire place
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opening," as recited in claim 17.

115. As affirmed by the Court of Appeals for the Federal C_rcuit in its opinion dated April 19, 2004,

this Court construes that the term"at a raised level" in claim 1refers to the top of the two burner tubes, and

that the tops o fthe tubes should be used to determine whether the primary burner tube is held at a raised

level with respect to the secondary burner tube as recited in claim 1. This Court also construes that the

term "below" in claim 17 refers to the tops of the two burner tubes, and that the tops of the tubes should

be used to determine whether the secondarybumer tube is positioned below the primary burner tube as

recited in claim 17. (Opinion of the Court of Appeals for the Federal Circuit dated April 19, 2004, pg. 7-

8).

116. As affirmed by the Court o fAppeals for the Federal Circuit in its opinion dated April 19, 2004,

this Court construes the term "away from the fireplace opening" to mean that the gas ports may be

positioned in any direction that does not include ahorizontal component pointed toward the vertical plane

of the fireplace opening. (Opinion o fthe Court o fAppeals for the Federal Circuit dated April 19, 2004,

pg. 7-8).

l 17. All the other terms in the claims at issue arc construed to have a plain and ordinary meaning, which

appears not to have been contested at trial.

VALIDITY

118. Avalidity analysis begins with the presumption of validity. An issued patent is presumed valid- 35

U.S.C. § 282.

119. An "accused infringer who raises patent invalidity as a defense bears the burden of showing

invalidity by facts supported by clear and convincing evidence."Robotic Vision Systems, Inc. v. View

Engineering, Inc., 189 F.3d 1370, 1377 (Fed. Cir. 1999); Weatherchem Corp. v. J.L. Clark, Inc., 163

F.3d 1326, 1334-35 (Fed. Cir. 1998).

120. As affirmed by the Court of Appeals for the Federal Circuit on April 19, 2004, this Court

concludes that Peterson has failed to prove by clear and convincing evidence that the' 159 patent is invalid

for obviousness. This Court therefore finds the '159 patentnottobeinvalid. (OpinionoftheCourt of

Appeals for the Federal Circuit dated April 19, 2004, pg. 12).
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LITERAL INFRINGEMENT-DIRECT

121. The claims define the metes and bounds of the invention, and only they may be infringed.

SmithKline Diagnostics, Inc. v. Helena Labs. Corp., 859 F.2d 878, 882 (Fed. Cir. 1988); Coming

Glass Works v. Sumitomo Elec. USA, Inc., 868 F.2d 1251 (Fed. Cir. 1989).

122. The patentee's burden is to show literal infringement by a preponderance o fthe evidence. Braun

v. Dynamics Corp., 975 F.2d 815 (Fed. Cir. 1992).

123. A patent claim is litemllyinfi-inged if the accused product or process contains each element of the

claim. Tate Access Floors v. Maxcess Techs., 222 F.3d 958,964 (Fed. Cir. 2000); Uniroyal, Inc. v.

Rudkin-Wiley Corp., 837 F.2d 1044, 1054 (Fed. Cir. 1988). If each element is present, literal

infringement exists and"that is the end of it." Graver Tank v. Linde Co., 339 U.S. 605,607, 94 L. Ed.

1097, 70 S. Ct. 854, 1950 Dec. Comm'r Pat. 597 (1950).

124. In determining infringement, the accused product is compared to the patent claims, not the

patentee's product. Zenith Laboratories, Inc. v. Bristol-Myers Squibb Co., 19 F.3d 1418, 1423 (Fed

Cir. 1994); Glaxo Inc. v. TorPharm Inc., 153 F.3d 1366, 1373 (Fed. Cir. 1998).

125. Infringement of a single claim is infringement, Panduit Corp. v. Dennison Mfg. Co. Inc., 836

F.2d 1329, 1330 n. 1 (Fed. Cir. 1987); IntervetAmerica v. Kee-VetLaboratories, 887 F.2d 1050,

1055 (Fed. Cir. 1989), and entitles the patentee to the full panoply of statutory remedies. Intervet, 887

F.2d at 1055.

126. This Court understands that in detemfining infringement, the accused product is compared to the

patent claims, not the patentee's product. However, FIG. 2 of the ' 159 patent is representative of the

claims of the' 159 patent and the claims maybe read on the FIG. 2 structure. For this reason a comparison

o fone ofBlount's devices and Peterson's manufactured product is highly instructive for purposes of this

Court's analysis, and is, therefore, provided.
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Blount's Patented Device

FIG. 2 of the '159 Patent
Peterson's Manufactured Product

Figure 2 of Peterson's Installation Instructions

127. The findings in the sections above make out a clear case of direct infringement on all of the devices

sold.

LITERAL [NFILINGEMENT- C ONTF.,IBUTO KY

128. Contributory infringement liability arises when one "sells within the United States... a component

of a patented machine...constituting a material part of the invention, knowing the same to be especially

made or especially adapted for use in an infringement of such patent, and not a staple article or commodity

of commerce suitable for substantially noninfringing use." 35. U.S.C. § 271 (c) (2002).

129. Thus, Blount must show that Peterson "knew that the combination for which its components were

especially made was both patented and infringing," Preemption Devices, Inc. v. Minn. Mining & Mfg.,

Co., 803 F.2d 1170, 1174 (Fed. Cir. 1986).

130. An appropriate infringement notice letter fi'om the patentee to the accused infringer provides the

requisite knowledge required by 35 U.S.C. § 271 (c). Aro Manufacturing Co., Inc. v. Convertible Top

Replacement Co., 377 U.S. 476, 490 (1964).

13 I. Further, Blount must show tlmt Peterson's components have no substantially noninfringing uses,

while meeting the other elements of the statute. Alloc, Inc. v. ITC, 342 F.3d 1361, 1374 (Fed. Cir.

2003).
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132. The findings in the sections above make out a clear case of Contributoryinfringement on all of the

devices sold.

LITERAL INFRINGEMENT-INDUCEMENT

133. In order to find Peterson liable for inducing infringement under 35 U.S.C. § 271 (b), Blount must

show that Peterson took action that actually induced infringement. Met-Coil Sys. Corp. v. Korners

Unlimited, lnc., 803 F.2d 684, 687 (Fed. Cir. 1986) ("There can be no inducement of infringement

without direct infringement by some party.")

134. Further, Blount must show that Peterson knew or should have known that such actions would

induce direct infringement. Micro Chem. Inc. v. Great Plains Chem. Co., 194 F.3d 1250 (Fed. Cir.

1999).

135. The findings in the sections above make out a clear case of induced infringement on all of the

devices sold.

INFRINGEMENT-DOCTRINE OF EQUIVALENTS

136. Infiingement under the doctrine of equivalents occurs when a claimed limitation mad the accused

product perform substantially the same function in substantially the same way to obtain the same result. See

Warner-Jenkinson Co. v. Hilton-Davis Chem. Co., 520 U.S. 17, 39-40, 137 L. Ed. 2d 146, 117 S.

Ct. 1040 (1997).

137. Infringement under the doctrine of equivalents also requires that any difference between the claim

elements at issue and the corresponding elements of the accused product be insubstantial. Id.

138. This Court finds alternatively(or cumulatively) that there was infringement under the doctrine of

equivalents.

DAMAGES

139. To recover lost profit damages, the patentee need only show causation and the factual basis for

causation between the infringement and the lost profits. Lam, Inc. v. Johns-Manville Corp., 718 F.2d

1056, 1065, 219 U.S.P.Q. 670 (Fed. Cir. 1983).
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140. To do this, Panduit established that the patent owner need only demonstrate:

1) a demand for the product during the period in question;

2) an absence, during that period, of acceptable non-infringing substitutes;

3) its own manufacturing and marketing capability to meet or exploit that demand; and

4) a detailed computation of the amount of the profit it would have made.-

Panduit Corp. v. Stahlin Bros. Fibre Works. Inc., 575 F.2d 1152, 1156, 197 U.S.P.Q. 726 (6th

Cir. Mich. 1978); Radio Steel &Mfg. Co. v. MTD Prods., Inc., 788 F.2d 1554, 1555, 229 U.S.P.Q.

431 (Fed. Cir. 1986).

141. In a two-supplier market it is reasonable to assume, provided the patent owner has the

manufacturing capabilities, that the patent owner would have made the infringer's sales but for the

infringement. State Indus. v. Mor-Flo Indus., 883 F.2d 1573, 1578, 12 U.S.P.Q.2d 1026 (Fed. Cir.

1989).

142. The"Ira]ere existence of a competing device does not make that device ,anacceptable substitute."

T_VMMfg. Co., Inc. v. Dura Corp., 789 F.2d 895, 901,229 U.S.P.Q. 525 (Fed. Cir. 1986), cert.

denied. A product on the market that lacks the advantages o fthe patented product can hardly be termed

a substitute acceptable to the customer who wants those advantages. Standard Havens Products, Inc.

v. Gencorlndustries, Inc., 953 F.2d 1360, 1373, 21 U.S.P.Q.2d 1321 (Fed. Cir. 1991), cert. denied.

If purchasers are motivated to purchase because of particular features available only from the patented

product, products without such features would most certainly not be acceptable non-infringing substitutes.

Id.

143. Also, courts have generally held that an infi-inger's acceptable substitute argument is of"limited

influence" when it [the infringer] ignores those substitutes while selling the patented invention. (emphasis

added). TWM, 789 F.2d at 902. This is exactly what Peterson did.

144. In an alternative approach, however, the "entire market value role" may be used to determine the

device for calculating lost profits. In Beatrice Foods, the Court stated that the law does not bar the

inclusion of convoyed sales in an award of lost profits damages. Beatrice Foods Co. v. New England

Printing & Lithographic Co., 899 F.2d 117l, 1175, 14 U.S.P.Q.2d 1020 (Fed. Cir. 1991).

145. The "cntire market value rule" allows for the recoveryofdamages based on the value of art entire
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apparatus containing several features, even though only one feature is patented. Paper Converting

Machine Co., v. Magna-Graphics, Corp., 745 F.2d 11, 33, 223 U.S.P.Q. 591 (Fed. Cir. 1984).

146. The"entire market value role" further permits recovery of damages based on the value of the

entire apparatus containing several features, when the patent-related feature is the basis for customer

demand. See TWM, 789 F.2d at 901.

147. The"entire market value role'" is appropriate where both the patented and unpatented components

together are analogous to components of a single assembly, parts of a complete machine, or constitute a

functional unit. See Rite-ttite v. Kelly Co., 56 F.3d 1538, 1550, 35 U.S.P.Q.2d 1065 (Fed. Cir. 1995).

WILLFULNESS / EXCEPTIONAL CASE

148. In addition to requiring "damages adequate to compensate for the infringement," Section 284 of

the Patent Act authorizes a district court to "increase damages up to three times the amount found or

assessed." 35 U.S.C. § 284.

149. The Federal Circuit has interpreted this provision of Section 284 as requiring a two-step process:

''First the fact- finder must determine whether an infringer is guilty o fconduct upon which increased damages

may be based." Jurgens v. CBK, Ltd., 80 F.3d 1566, 1570, 38 U.S.P.Q.2d 1397 (Fed. Cir. 1996).

"If so, the Court then determines, exercising its sound discretion, whether, and to what extent, to increase

the damage award given the totality of the circumstances." Id.

150. "An act of willful infringement satisfies this culpability requirement, and is, without doubt, sufficient

to meet the first requirement to increase a compensatory damages award." [d. Thus, once a proper

willfulness finding is made, the first step in determining whether damages should be enhanced is complete.

[d. At that point, the Court need consider only whether, and to what extent, the compensatory damages

awarded by the fact finder should be increased, in light o f"the egregiousness of the Defendant's conduct

based on all the facts and circumstances of the case." Id.

151. "A potential infringer having actual notice of another's patent rights has an affirmative duty of

care." Spindelfabrick Suessen-Schurr, Stahlecker & Grill GmbH v. Schubert & Salzer

MaschinenfabrikAktiengessellschafi, 829 F.2d 1075, 1084 (Fed. Cir. 1987). An act of infringement

is thus deemed willful when the infifinger is aware of another's patent and fails to exercise due care to avoid
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infringement. Electro MedicalSys., S.A.v. Cooper Life Sciences, Inc., 34 F.3 d 1048, 1056 (Fed. Cir.

1994); Rolls-RoyeeLtd. v. GTE Valeron Corp., 800 F.2d 1101, 1109 (Fed. Cir. 1986). This standard

o fcare typically requires an opinion from competent patent counsel prior to engaging in any potentially

infringing activities. Underwater Devices, Inc. v. Morrison-Knudsen Co., 717 F.2d 1380, 1389-90

(Fed. Cir. 1983). To establish willfulness, Blount must demonstrate by clear and convincing evidence,

considering the "totality o fthe circumstances," that Peterson will fully infringed its patent. Electro Medica 1,

34 F.2d at 1056.

152. The prosecutiorihistory of a patent in question is an important element of any competent opinion.

Underwater Devices, 717 F.2d at 1389-90.

153. A holding of willful infringement is usually sufficient to make a case exceptional and entitles the

opposing party to its attorney's fees. 35 U.S.C. § 285 (2002); Aria Group Intl. Inc. v. L.A. Gear

California, Inc., 853 F.2d 1557, 1567 (Fed. Cir. 1988).
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CONCLUSION

For the reasons set forth above, the Court concludes that Peterson's manufactured products infiinge

the claims of the '159 patent. Blount is entitled to actual damages from Peterson in the amount of

$429,256. The infiqngement of Peterson was willful, thus the actual damages are trebled, totalling

$1,287,766. Blount is also awarded prejudgment interest, which shall be calculated on a simple rather than

compound basis, on the actual damages of $429,256 at the rate of 5.0% for the period fiom December

16, 1999, to August 9, 2002. This is an exceptional case under 35 U.S.C. § 285, thus reasonable

attorneys' fees in the amount of $332,349 are awarded to Blount. Blotmt is fi.trther awarded postjudgment

interest, calculated pursuant to 28 U.S.C. § 1961, on the sum of the trebled damages and attorney's fees

at the rate of 1.88% from the date of the finaljudgrnent. Costs in the amount o f$10,031.04 shall be taxed

against Peterson. Based upon the fact that infringement causes irreparable harm, an injunction is granted

against Peterson.

It is so ORDERED

SIGNED: June ,2004.

JUDGE JERRY BUCHMEYER

UNITED STATES DISTRICT COURT

NORTHERN DISTRICT OF TEXAS
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CERTIFICATE OF SERVICE

I hereby certify that a true copyofthe enclosed Golden Blount, Inc. 's Proposed Findings of Fact

and Conclusions o fLaw was served on the following counsel of record on June 10, 2004, by first class mail

and facsimile:

Jerry R. Selinger

Jenkens & Gilchrist

1445 Ross Avenue, Suite 3200

Dallas, Texas 75202

214/855-4500 (Telephone)

214/855-4300 (Facsimile)

Gr_H. Parker
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IN THE UNITED STATES

FOR TIlE NORTt|ERN DI:
DALLAS DIV

GOLDEN BLOUNT, INC, §

§
Plaintiff, §

§
v. §

§
ROBERT It. PETERSON CO., §

§
Defendant. §

NORTh'_'ff'.."-.- .'
)ISTRICT Cpp:RT _.
TRICT_WI_XAS - ""

SI.ON LSkt) 2 : ,
J

CLERI_ U.S.O|b-fl_2CTCGGRF

By_ __
Deputy

Civil Action No.

3-01CV0127-R

ORDER

This Court, consistent with its ruling at the conclusion of the Oral Hearing on August 18,

2004, hereby VACATES Defendant's Findings of Fact and Conclusions of Law previously adopted

on June 22, 2004. The Court, also consistent with its ruling at the conclusion of the Oral Hearing on

August 18, 2004, is of the opinion that the Plaintiff's Findings of Fact and Conclusions &Law

submitted on August 31, 2004, are correct, and they are hereby ADOPTED as the Findings and

Conclusions of this Court.

IT IS SO ORDERED.

ENTERED: this _ day of _(-_F " ,2004.

NORTHERN DISTRICT OF TEXAS

JT-APP 0048
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IN THE UNITED STATES I

FOR THE NORTIIERN DIS

DALLAS DIVI

GOLDEN BLOUNT, INC_, §
§

Plaintiff, §

§
v. §

§
ROBERT H. PETERSON CO., §

§
Defendant. §

rRICT pr_-_s :--=--7

_,0N /SEp _ 2 2004 !

CLERK, U.S.DiSTKfCT COURI"

]BY Dept;ly _

Civil Action No.

3-01CV0127-R

ORDER

This Court, consistent with its ruling at the conclusion of the Oral Hearing on August 18,

2004, hereby VACATES Defendant Robert H. Peterson's Application for Attorneys' Fees

previously adopted on August 1 I, 2004.

IT IS SO ORDERED.

ENTERED: this _ day of _-_%- ,2004.

JT-APP 0049
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IN THE UNITED STATES DISTIE

FOR THE NORTHERN DISTRIC'I

DALLAS DIVISION

GOLDEN BIA)IJNT, INC.,

Plaintiff,

V.

ROBERT H. PETERSON CO.,

Defendant.

U.': ;.'*'.-r :_ t _,"i" C," ;{qgC

]_ORl'lLi_a{ 7 i i -;:. "iP-.-C POF'I'E.vLAS

CLERK, U.S. DISTRICT COURT

_By , Depuly

Civil Action No.

3-01CV0127-R

FINDINGS OF FACT AND CONCLUSIONS OF LAW

This Court has conducted a bench trial Oll plaintiff Golden Blount Inc.'s claims against

defendant Robert H. Peterson for a finding of infringement of U.S. Patent No. 5,988,159 and

pemlanent injunction, and on Peterson's counterclaims of invalidity and non-infringement. Lrt

accordance with FED. R. CIr. P. 52(a) and consistent with the Court of Appeals for the Federal

Circuit's Opinion' decided April 19, 2004, the Court enters the following findings of fact and

conclusions of law. z

FINDINGS OF FACT

1. This is an action for patent infringement. The Court has subject matter jurisdiction under28

U.S.C.§§ 1331, 1338(a]. TheCourthaspersoualjurisdictionovertheparties. Venueinthisjudicial

district is proper under 28 U.S.C. § 1391.

' While the Appellate Court held that the patent was not invalid, and that the dcfcusc of unenforceability
was waived, this Court includes general reference to these elements for completeness. Golden BIount, Inc. v.
RoberttL Peterson Co., 365 F.3d 1054 (Fed. Cir. 2004).

rrhis order contains both findings of fact ("Findings") and conclusions of law ("Conclusions"). To the

extent that any Findings may be deemed conclusions of law, they shall also be considered Conclusions. To the

extent that any Conclusions may be deemed findings of fact, they shall also be considered Findings. See Miller v.

Fenton, 474 U.S. 104, 113-14, 88 L. Ed. 2d 405, 106 S. Ct. 445 (1985).
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2. Plaintiff Golden Blount, Inc. ("Blount") is a United States corporation having a principal

place of business in Addison, Texas.

3. Defendant Robert H. Peterson Co. ("Peterson") is a United States corporation having a

principal place of business in City of Industry, California.

4. Blount is the owner by assignment of U.S. Patent No. 5,988,159 ("tile' 159 pateng'), entitled

"Gas-Fired Artificial Logs and Coals-Burner Assembly," which issued on November 23, 1999. The

"159 patent expires on November 23, 2016.

5. Blount filed this suit for infringement of the "159 patent under 35 U.S.C. §§ 27 i (a) thru 271

(c) on Jartuary 18, 2001.

6. On March 19, 2001, Peterson filed its Answer and Counterclaim. Peterson denied

infringement and asserted counterclaims for noninfringement and invalidity of the "159 patent.

7. A bench trial, by agreement ofthe parties, commenced on July 29, 2002, and ended on July

31, 2002.

8. Claims I, 2, 5, 7-9, 11-13 and 15-17 are at issue in this case. Claims 1 and 17 are

independent claims. All the other claims at issue are dependent on claina 1.

9. Claim 1 of the '159 patent reads as follows:

A gas-fired artifieial logs and coals-burner assembly for fireplace comprising:

an elongated primary burner tube including a plurality of gas disclmrge ports;

a secondary coals burner elongated tube positioned forwardly of the primary

burner tube;

a support means for holding the elongated primary burner tube in a raised

level relative to the forwardly position secondary coals burner elongated tube;

the secondary coals burner elongated tube including a plurality of gas

discharge ports;

the elongated primary burner tube and the secondary coals burner elongated

tube communicating through tubular connection means wherein the gas flow to the

secondary elongated coals burner tube is fed through the primary burner tube and the

tubular connection means;

-2-
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a valve for adjusting gas flow to the secondary coals burner elongated tube

positioned in the tubular gas connection means; and

the primary burner tube being in communication with a gas source with a gas

flow control means therein for controlling gas flow into said primary burner tube.

10. Claim 2 of the "159 patent reads as follows:

The gas-fired artificial logs and coals-burner assembly according to claim 1

wherein the support means for the primary burner tube is comprised o fan open frame

pan for supporting the primary bunler tube in an elevated position relative to the

fireplace floor.

11. Claim 5 of the ' 159 patent reads as follows:

The gas-fired artificial logs and coals-burner assembly according to claim 1

wherein file secondary coals burner elongated tube is substantially" parallel to the

primary burner tube and has a smaller inside diameter than the primary burner tube

with the valve adjusting gas flow for coals bunt and forwarding heat radiation from

the fireplace.

12. Claim 7 of the ' 159 patent reads as follows:

The gas-fired artificial logs and coals-burner assembly according to clahn 1

wherein the elongated primary burner tube and the secondary coals burner elongated

tube are spaced apart on different planes at from about four to about eight inches.

13. Claim 8 of the "159 patent reads as follows:

The gas-fired artificial logs and coals-burner assembly according to claim 1

wherein the seconda D, coals burner elongated tube is of a smaller diameter than the

primary burner tube which allows for a lower profile of coals and sand coverage.. _

14. Claim 9 of the '159 patent reads as follows:

-3-
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The gas-fired artificial logs and coals-burner assembly according to claim 1

wherein the secondary coals burner elongated tube is adjustable in height relative to

file floor of the fireplace and the elevated primary burner tube.

15. Claim 11 of the '159 patent reads as follows:

The gas-fired artificial logs and coals-burner assembly according to claim 1

wherein the primary and secondary burner tubes have apertures of from about 1/32

inch to about Va inch.

16. Claim 12 of the '159 patent reads as follows:

The gas-fired artificial logs and coals-burner assembly according to claim 1

wherein file gas flow adjustment valve has a removable handle, the gas flow

adjustment allowing a variety of settings from full closed to full open.

17. Claim 13 of the "159 patent reads as follows:

The gas-fired artificial logs and coals-burner assembly according to claim 1

wherein the connection means is comprised of a connector attached to the terminal

end of the primary burner tube at a first end of a connector and attached to the

secondary coals burner elongated tube to a connector second end with the valve

intewosed between the primary burner tube and the secondary burner tube.

18. Claim 15 of the ' 159 patent reads as follows:

The gas-fired artificial logs and coals-burner assembly according to claim 1

wherein the open flame pan and primary elongated burner tube is positioned under

an artificial logs and grate support means.

19. Claim 16 of the "159 patent reads as follows: .

The gas-fired artificial logs and coals-burner assembly according to claim 1

wherein the primary elongated burner tube is covered with sand and the secondary

-4-
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elongated burner tube is covered with sand, mica, and fibrous materials which

simulate coals and ember bunL

20. Claim 17 of the "159 patent reads as follows:

A gas-fired artificial coals- and embers-burner apparatus suitable for attaching

to a gas-fired prhnary artificial log burner tube said primary a_ti ficial log buruer tube

having a terminal end comprising:

a secondary coals burning elongated tube;

a connector means for connecting said terminal end in communication with

the secondary bumer tube, the secondary burner tube positioned substantially

parallel, forward and below the primary burner tube, the connector means having

interposed between the primary and secondary burner tubes a gas flow adjustment

valve, the primary and secondary burner tubes having a plurality of gas discharge

ports, the secondary burner tube being in gas flow communication with tile primary

burner tube being the connection means, a gas distribution ports of the secondary

burner tube directed away from the fireplace opening.

21. At the time the patent issued, Blount's commercial structure covered by tile ' 159 patent had

been marketed for approximately six years. (Trial Transcript, hereafter referred to as "Tr.", vot. 1,

pg. 158). The invention covered by the ' 159 patent is a simple yet very useful device that is to be

used in artificial gas fireplaces. The general idea is that the device has two tubes, with the main or

primary burner tube being higher than the ember burner tube to allow for artificial embers and sand

to be fanned out over the tubes with a decreasing depth of materials to simulate a natural angle of

repose of coals in a real fireplace. A secondary valve controls the flow of gas from the primary

burner tube to the ember burner to allow for an adjustment of flame from the ember burner. Thus,

with the presence of the ember burner forward the primary burner tube, more flame can be provided

out front of the gas logs to better simulate a real fireplace and thereby make the artificial fireplace

more aesthetically pleasing. Evidence presented at trial establishes tlmt Peterson's accused device

fulfills exactly the same purpose. (Tr. vol. 2, pg 175; Defendant's Ex. No. D-33).
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22. Blount's sales of its commercial structure grew significantly during the time spanning the

filing of the application that resulted in the "159 patent and file issuance of the ' 159 patent. (Tr., vol.

1, pg. 36-37).

23. In late 1996 or early 1997, Peterson began manufacturing, advertising and selling a device

that was strikingly similar to, if not a virtual copy of, Blount's commercial structure. (Tr., vol. 2,

pg. 76 and pg. 172).

24. Blount's ' 159 patent issued on November 23, 1999. (Plaintiff's Ex. No. 1).

25. Blount notified Peterson of the existence of the ' 159 patent and Peterson's infringing

activities on December 16, 1999, using a certified letter postmarked December 10, 1999, from Mr.

Dan Tucker (attorney for Blount) to Peterson's president, Mr. Leslie Bortz. (Plaintiff's Ex. No. t 0).

26. This first certified letter included a copy of the "159 patent, and informed Peterson that

Blount was prepared to take whatever steps were reasonable and necessary to prevent infringement.

Blount requested a response regarding this matter from Petev_on by January 14, 2000. (Plaintiff's

Ex. No. 10).

27. On December 17, 1999, Mr. Tod Coffin (Peterson's Vice President) forwarded the December

10, 1999, certified letter onto Peterson's patent counsel, Mr. William MeLaughlin. Mr. Cotrin

wrote, in a cover letter included with the copy of the first certified letter, "[e]nclosed is a patent

infringement letter we received from Golden Blount's Attorney." (plaintiff's Ex. No. 17, emphasis

added). Given the letter from Blount's attorney and this acknowledgment by Mr. Cotrin, this Court

finds that Peterson had knowledge of its infringement of the ' 159 patent as of December 16, 1999.

28. On December 30, 1999, Peterson responded to Blount's letter of December 10, 1999,

explaining that Peterson had forwarded the December 10, 1999, letter to its attorneys and that

Petevson would get back with Blount as soon as possible. Given the December Holidays, as well as

the New Year, Peterson informed Blotmt that Blount's January 14, 2000, response date was

unreasonable. (Plaintiff's Ex. No. 11).

29. At2er receiving no response from Peterson for more than four months, Blotmt sent a second

certified letter to Peterson on May3, 2000, again informing Peterson of its patent infringement. The

May 3, 2000, letter advised Peterson that Blount "will take [the] necessary steps to stop any such

infringement." (Plaintiff's Ex. No. 12, emphasis added).

-6-
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30. Peterson responded to the May 3, 2000, letter on May 16, 2000, that it disagrccdwiih

Blount's assertion that Peterson was marketing a device that was substantially similar to the bunter

assembly claimed in the ' 159 patent. Peterson further asked that Blount explain to it, in detail, the

basis upon which Blount believed that Peterson was infringing the patent. (Plaintiff's Ex. No. 13).

This Court finds that Peterson's disagreement lacks any serious credibility, since a simple

comparison of the device as illustrated in the '159 patent with Peterson's product Would have

revealed to any reasonable person that infringement was highly likely. Moreover, the record before

this Court reveals that Peterson did not have any documents before it or its attorney at this time that

provides a reasonable basis for this statement, Even though Blount did not give any explanation to

Peterson, this did not relieve Peterson o fits obligation to investigate in good faith whether it was in

fact infringing the "159 patent. This Court further finds that the May 3, 2000, letter was written

simply for the purpose of delay, or even with the hope that rile infringement matter would go away.

This Court, therefore, concludes that the request was not genuine.

31. On January 18, 2001, over a year aIler Petevson received its ftrst notice of infringement letter,

Blount filed suit. (Plaintiff's E×. No. 14). Blount's initial notice letter of December 10, 1999, met

the notice requirements under 35 U.S.C. § 287(a), and therefore, Peterson's additional information

request did not relieve Peterson of its obligation to delenniue if it was infringing the '159 patent.

32. Blount sent a final letter on January 19, 2001, to Peterson advising Peterson that suit was

brought in view of its failure to respond or indicate in any nmnnex its intentious with respect to its

infringing product. (Plaintiff's Ex. No. 14).

33. Pcterson made no efforts to cease its infringing activities either in rile time period spanning

the December 10, 1999, letter and the January 19, 2001, letter, or for that matter, up and until the

commencement of this trial. (Plaintiff's Ex. No. 17 & Updated Sales Figures provided by Peterson

in response to this Court's request).

34. During theperiod betweenDecember 16, 1999, and September 19, 2002, Peterson sold 3,723

ember flame burner units ("ember burners"). (Tr., vol. 2, pg. 181 and Peterson Company's Objection

to Golden Blount's Motion for Updated Damages flied on September 18, 2002).

35. Peterson's ember burner is intended to be attached to its G-4 series burner system or G-5

series burner system. (Joint Pretrial Order--Stipulations, pg. 6). In addition to selling the ember

-7-
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burner, Peterson also sells log sets that can be used with the ember burner and often uses the ember

burner to entice their customers to come back in and buy new log sets. (Tr. vol. 2, pg 178).

36. The G-4 and G-5 series burner systems are substantially identical except that Peterson pre-

assembles the G-5 burner system according to certain Canadian Gas Association specifications. (Tr.,

vol. 2, pg. 179).

37. At least 10 of the 3,723 Ember bumers sold by Peterson were included on the pre-_sembled

G-5 series burner systems. (Oct. 5, 2001, deposition of Mr. Leslie Bortz, pg. 154-55).

38. At trial, Blount introduced Plaintiff's Exhibit No. 4A, which is one of Peterson's

manufactured products including a Peterson G_ bumer pan with Peterson's ember burner attached

to it. Blount properly laid foundation for this Plaintiff's Exhibit No. 4A through the testimony of

one of Peterson's own witnesses• Mr. Jankowski, who stated that he recognized Plaintiff's Exhibit

No. 4A as Peterson's products. (Tr. vol. 2, pg. 145). Also• Mr. Blount, whose business competes

with Peterson's, identified Plaintiff's Exhibit No. 4A as being Peterson's competing product. (Tr.

vol. 1, pg. 144). This Court also finds that foundation for this device is further established because

the Court finds it to be virtually identical to the picture on page 3 of Peterson's own general

..... • Oinstallation mstructtons (inla'oduced at trial by Peterson as Defendant s Ex. N .D-34), except for the

valve knob, which is not at issue.

LITERAL INFRINGEMENT-DIRECT

39. The construction of the claims appears under paragraphs 120 thru 123 of the Conclusions of

Law section. The determination of infringement based on the construed claims is factual and is

therefore organized here under the Findings of Fact.

40. The analysis with respect to the literal infringement of claim l is as follows:

The first element of claim I reads: "an elongated primary burner tube including a plurality of gas

discharge ports." Based upon the totality of the evidence, including unrebutted testimony of Mr.

Golden Blount and this Court's own observations of the accused device• it is this Court's finding that

the primary burner tube is the fundamental burner tube used in a majority of all gas operated

fireplaces. Similarly, the plurality of gas discharge ports allow the flammable gas to escape from

the primary burner tube and be ignited to provide a flame. Blount presented the unrebutted oral

testimony of Mr. Blotmt, who using an infringement chart (Plaintiff's Ex. No. 9) as a guide, testified

-8-
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that Peterson's manufactured products include a primary burner tube having gas discharge ports

therein. (Tr., vol. 1, pg. 45-50). In addition to this uurebutted testimony, this Court had the

opportunity to closely observe an assembled version of Peterson's manufactured product 3,wherein

this Court observed Peterson's manufactured product having the primary burner tube including two

or more gas discharge ports. (Tr., vol. 2, pg. 28). Peterson even adnfitted and stipulated to the

presence of this element in its device. (Tr., vol. 2, pg. 173; Joint Pretrial Order--Stipulations, pg. 6).

Further, Pcterson never presented any evidence that its manufactured products did not contain the

aforementioned claimed element. Thus, Peterson's manufactured products meet the first limitation

of claim 1, which reads: "an elongated primary burner tube including a plurality of gas discharge

ports."

41. The second element of claim I reads: "a secondary coals burner elongated tube positioned

forwardly of the primary burner tube." Given the claim interpretation as set forth by the Court of

Appeals for the Federal Circuit and based upon the totality of the evidence, the secondary coals

burner elongated tube is positioned toward the opening of the fireplace, at least as compared to the

primary burner tube, and is designed to provide a realistic flame, likened to a flame that might

emanate from burning coals. B lount again presented evidence in the form of oral testimony of Mr.

Blount, that Peterson's manufactured products include a secondary coals burner elongated tube, and

that it is positioned forwardly of the ptirnary burner tube. (Tr., vol. 1, pg. 45-50). Based on this

Court's close observation of Peterson's manufactured product 4, this Court finds that Peterson's

manufactured products contain the claimed secondary coals burner elongated tube, which in

Plaintiff's Exhibit No. 4A is Peterson's Ember Flame Booster (ember burner), and that it was

positioned forwardly the primary burner tube. (Tr., vok 2, pg. 28). Peterson even admitted and

stipulated to the presence of this element in its device. (Tr., vol. 2, pg. 173; Joint Pretrial Order--

Stipulations, pg. 6). Further, Peterson never presented evidence that conclusively established that

its manufactured products did not contain the aforementioned claimed element. Thus, Peterson's

manufactured products meet the second limitation of claim l, which reads: "a secondary coals burner

elongated tube positioned forwardly of the primary burner tube."

) See Finding of FactNo. 38, discussed above.

4See Finding of FactNo. 38, discussed above.
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42. The third element of claim 1 reads: "a support means for holding the elongated primary

burner tube in a raised level relative to the forwardly position[ed] secondary coals burner elongated

tube." The previous two paragraphs already demonstrate that Peter'son's manufactured products

include both the elongated primary burner tube and the forwardlypositioned secondary coals burner

elongated tube. The only additional limitation added by this element is that a support means holds

the elongated primary burner tube in a raised level relative to the secondary coals burner elongated

tube. Peterson's manufactured products include a support means that holds the primary burner tube.

Actually, Petersort's support means, which is an industry standard pan, is substantially identical if

not completely identical, in shape and function to the support means illustrated in the ' 159 patent.

(Tr., vol. 1, pg. 47). The question for this Court to rule on is whether Peterson's support means

holds Peterson's elongated primary burner tube in a raised level relative to its secondary coals burner

elongated tube. As affirmed by the Court of Appeal for the Federal Circuit, this Court construes the

term "raised level" to mean that the top of the primary burner tube is at a raised level with respect

to the top of the secondary burner tube. Blount offered evidence at trial that the top of Peterson's

primary burner tube was higher than the top of Peterson's ember burner tube, by demonstrating

before this Court, using a carpenter's level laid across the tops of the tubes of Plaintiff's Exhibit No.

4A, that Peterson's primary burner tube was raised with respect to its secondary burner. (Tr., vol.

2, pg. 28). Even Peterson's own patent attorney, Mr. McLaughlin, admitted during the

demonstration that "assuming the table is level, the top of the front burner is below the top of the

rear burner." (Tr., vol. 2, pg. 29). Also, Peterson's executive Mr. Bortz admitted that the top of the

ember burner was lower than the top of the primary burner. (Tr., vol. 2, pg. 42). Similarly, Mr_

Corrin testified that the tube is below the top of the main burner tube. (Tr., vol. 2, pg. 173 and

Defendant's Ex. No. 8). The above evidence was, for the most part, unrebutted because Peterson

based the majority o fits case in chief on the argument that the relative height of the primary burner

tube with respect to the secondary coals burner elongated tube should be measured from the bottoms

of the respective tubes, or the ports. This Court further observed a general set of instructions

included within the box of each ember burner, (Defendant's Ex. No. D-34 at pg. 3), which instructs

the person assembling the device to tighten the Ember Flame Booster (ember burner) so that the

valve faces forward and flush with the burner pan. According to the testimony of Mr. Bortz, the

normal configuration is to have the valve resting on the fireplace floor because it serves as a support

-I0-
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for the ember burner. (Leslie Bortz Deposition, vol. 1, pg. 70-71). At trial, and as observed by this

Court, when the valve was resting on the table flush with the pan, the top o fthe primary burner was

above the top of the ember burner. Additionally, Peterson actually offered to this Court,

(Defendant's Ex. No. D-30), which it stated was provided to customers and installers to illustrate

how to properly install tile assembly. (Tr. vol. 2, pg. 183). While Defendant's Exhibit No. D-30 was

offered in an attempt to establish non-infringement based upon Pcterson's asserted bottoms test that

it was proposing, the instructions clearlyillustrate that Peterson's preferred installation has the tops

of the primary burner tube being in a raised level with respect to the tops of the secondary coals

burner elongated tube. Thus, given the above discussed interpretation, and in view of the evidence

presented, Peter.son's manufactured products meet the third limitation of claim 1, which reads: "a

support means for holding the elongated primary burner tube in a raised level relative to the

forwardly position[ed] secondary coals burner elongated tube."

43. The fourth element of claim 1 reads: "the secondary coals burner elongated tube including

a plurality of gas discharge ports." Blount again presented oral testimony of Mr. Blount that the

secondary coals burner elongated tube of Peterson's manufactured products include a plurality of gas

discharge ports. (Tr., vol. 1, pg. 45-50). Further, this Court's close observation of Peterson's

manufactured product s established that Peterson's secondary coals burner elongated tube includes

a plurality of gas discharge ports. (Tr., vol. 2, pg. 28). Peterson also admitted to the presence of a

plurality of gas discharge ports or jets, (Tr., vol. 2, pg. 174), and mentions this claimed element in

its installation instructions. (Defendant's Ex. No. D-34). Further, Peterson never presented any

evidence that its manufactured products did not contain the aforementioned claimed element that

successfully rebuts Blount's evidence on this point. Thus, Peterson's manufactured products meet

the fourth limitation of claim I, which reads: "the secondary coals burner elongated tube including

a plurality of gas discharge ports."

44. The fifth element of claim 1 reads: "the elongated primary burner tube and the secondary

coals burner elongated tube communicating through tubular connection means wherein the gas flow

to the secondary elongated coals burner tube is fed through the primary burner tube and the tubular

connection meaus." Blount presented the oral testimonyofMr. Blount that Peterson's manufactured

See Finding of Fact No. 38, discussed above.
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products include the tubular connection means and that the gas flow to the secondary elongated coals

burner tube is fed through the primary burner tube and tubular connection means. (Tr., vol. 1, pg.

45-50)• Additionally, this Court physically observed this claimed element in Peterson's

manufactured product 6, (Tr., vol. 2, pg. 28), and again notes that the illustration in Defendant's

Exhibit No. D-34 shows this tubular connection means. Moreover, Peterson never presented any

evidence that its manufactured products did not contain the aforementioned claimed element. Thus,

Peterson's manufactured products meet the fifth limitation of claim 1, which reads: "the elongated

primary burner tube and the secondary coals burner elongated tube communicating through tubular

connection means wherein the gas flow to the secondary elongated coals burner tube is fed through

the primary burner tube and the tubular connection means."

45. The sixth element of claim l reads: "a valve for adjusting gas flow to the secondary coals

burner elongated tube positioned in the tubular gas connection means." The evidence as established

by Mr. Blount's testimony, Peterson's general instructions (Defendant's Ex. No. D-34), and this

Court's own inspection of PlaintifFs Exhibit No. 4A, confirms the presence of the valve. (Tr•, vol.

1, pg. 45-50 and vol. 2, pg. 28)• Peterson even admitted and stipulated to the presence of this

element in its device. (Tr., vol. 2, pg. 173; Joint Pretrial Order-Stipulations, pg. 6). Further,

Petersou never presented any evidence that its manufactured products did not contain the

aforementioned claimed element. Thus, Peterson's manufactured products meet the sixth limitation

of claim 1, which reads: "a valve for adjusting gas tlow to the secondary coals burner elongated tube

positioned in the tubular gas connection means."

• ii •
46.Theseventhelementofclaim I reads• theprtmarybumertubebeinginconuurmicationwith

a gas source with a gas flow control means therein for controlling gas flow into said primary burner

tube." Blount again presented the oral testimony of Mr. Blount that the primary burner tube of

Peterson's manufactured products would ultimately be coupled to a gas source with a gas flow

control means therein for controlling gas flow into the primary burner tube. (Tr., vol. 1, pg. 45-50).

Furthermore, the parties stipulated prior to the commencement of the trial that "Robert H. Peterson

Co.'s ember burner is intended to be attached to its G-4 series burner system or G-5 series burner

system and the combined unit comprises a primary burner pipe, an ember pan that supports the

6See Finding of Fact No. 38, discussed above.
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primary burner pipe, a secondary burner tube and a valve that controls a flow of gas between the

primary burner pipe and the secondary burner tube, and that an end user would cozmect the primary

burner pipe to a gas source having a valve associated therewith." (.loint Pretrial Order--Stipulations,

pg. 6). Thus, Peterson's manufactured products would ultimately meet the seventh limitation of

claim 1, which reads: "tile primary burner tube being in communication with a gas source with a gas

flow control means therein for controlling gas flow into said primary burner tube."

47. This Court tinds that the above evidence is substantial and it clearly establishes that

Peterson's accused device contains each and every element of claim 1 of the '159 patent.

48. The evidence presented at trial establishes that Pcterson provided its customers with two sets

of installation instructions. One set was a general set o finstructions, (Defendant's Ex. No. D-34 at

pg. 3), which instructs the person assembling the device to tighten the Ember Flame Booster (ember

burner) so that the valve faces forward and flush with the burner pan. According to the testimony

of Mr. Bortz, the nomlal configuration is to have the valve resting on the fireplace floor because it

serves as a support for the ember burner. (Leslie Bortz Deposition, vol. 1, pg. 70-71). At trial, and

as observed by this Court, when the valve is resting on the table flush with the pint, the top of the

primary burner is above tile top of the ember burner. The other set of instructions, (Defendant's Ex.

No. D-30), was very specific in the way in which the ember burner was to be oriented with respect

to the primary immer. When the device is installed pursuant to these instructions, Defendant's

Exhibit No. D-30 clearly shows that the top of the primary burner is above the top of the ember

burner. Thus, both ofthese instructions consistently show that when the G-4 or the G-5 and tile

e ' " - " " "tuber burner ofPeterson s accused device are installed pursuant to these _nsttuctlons, tt would result

in an infringing configuration.

49. Although Peterson did not make this argument at any tkne during trial, Peterson asserts on

remand that Blount has not established direct infringement by it or its customers because Blount

never directly proved how the devices were actually assembled. Peterson, instead relied on its case-

in-chief that it did not infringe because of its urged claim construction and that the ' 159 patent was

invalid, both of which this Court and the Federal Circuit rejected. Moreover, Peterson's position is

against the weight of the evidence, both direct and circumstantial, in tiffs case. This Court fincls that

the evidence clearly supports a case of direct infringement, not only by Peterson, but by its customers

as well. Case law holds that when instructions are provided with art infringing device, it can be

-13-



circumstantiallyinferredthatthecustomerfollowsthoseinstructionswithrespecttotheaccused

device.Thus,it isreasonableforthisCourttoconcludethat both Peter,son and its customers would

have assembled the devices in the way set forth in both sets of Peterson's assembly instructions_

Peterson's direct infringement of claim 1 is established by the testimony of Messrs. Bortz and

Corrin, both corporate officers of Peterson, who testified that Pcterson assembled and operated the

infringing device for distributors so they had the opportunity to see how the item worked. (Tr., vol.

2, pg. 65-66 and 199). In addition, Peterson itself assembled and sold at least 10 G-5 devices with

a preassembled ember burner, which are the same as the G-4 except for being preassembled to

comply with ANSI regulations. Mr. Bortz testified that he was sure that the ember burner was used

with the G-5 because Peterson preassembled it and put it together, presumably in accordance with

its own instructions. (Leslie Bortz Deposition, vol. I, pg. 36). There has been no reasons given to

this Court why Peterson didn't assemble these devices in accordance with its own instructions.

Thus, the record establishes direct infringement on the part of Peterson itself.

50. Direct infringement by the ultimate purchasers of claim l is established by the evidence that

proves that Peterson supplied all the required elements of claims 1, 15 and 17 of the "159 patent, as

well as installation instructions, (Defendant's Ex. Nos. D-34 & D-30; Tr. vol. 2, pg. 177, 183), to

its ultimate purchasers. It is reasonable to conclude that these instructions were used by Peterson's

ultimate customers to assemble the ember burner, its associated components, and connect it to a gas

source as stipulated by the parties. (Tr., vol. 1, pg. 45-50). These facts provide this Court with both

direct and circumstantial evidence to find that direct infringement of claim 1 did indeed occur by

Peterson's ultimate consumers.

51. Therefore, Blount has clearly established direct infringement on the part of Peterson and the

ultimate purchaser of claim 1 of the ' 159 patent.

52. Dependent claim 15 includes all o fthe elements of independent claim I plus the element that

"the open flame pan and primary elongated burner tube is positioned under an artificial logs and

grate support means." Literal infringement of dependent claim 15 is particularly important because

claim 15 includes the artificial logs and the grate support means. As set forth above, Pcterson also

manufactures and sells logs and other accessory items that can be sold with its G--4 or G-5 and the

ember burner, and in fact uses rite ember burner to entice customers to come back and buy new logs.

(Tr., vol. 2, pg 178).
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53. Sufficient evidence exists in the ree__rd to establish that Peterson's burner will ultirnatelybe

positioned under an artificial logs and grate support means. Therefore, Blount has clearly established

direct infringement on the part of Peterson and the ultimate purchaser of claim 15 of the ' 159 patent.

54. This Court further concludes that in addition to directly infringing independent claims 1 &

15 of the "159 patent, Peterson and the ultimate purchasers directly infringe independent claim 17

of the "159 patent.

55. With the exception of a few additional elements included in independent claim 17 not

included in independent claim 1, and a few elements included within independent claim 1 that are

not included within independent claim 17, claims 1 and 17 are substantiaUy similar.

56. Independent claim 17 does not include the claim limitation of independent claim 1 that the

primary burner is in communication with a gas flow control means. Thus, this element need not be

found in Peterson's manufactured products to find direct infringement by Peterson of independent

claim 17.

57. The first element of independent claim 17 recites: "a secondary coals burning elongated

tube," and is similar to the fourth element ofiudependcnt claim 1. Accordingly, the discussion above

with respect to the fourth element of independent claim 1 may be applied to the first element of

independent claim 17. Thus, Peterson's manufactured products will ultimately meet the first

limitation of claim i 7, which reads: "a secondary coals burning elongated tube."

58. The second element o findependent claim 17 recites: "a connector means for connecting said

terminal end in conmmnication with the secondary burner tube, the secondary burner tube positioned

substantially parallel, forward and below the primary burner tube, the connector means having

interposed between the primary and secondary burner tubes a gas flow adjustment valve, the primary

and secondary burner tubes having a plurality of gas discharge ports, the secondary burner tube being

in gas flow communication with the primary burner tube being the connection means, gas

distribution ports of the secondary burner tube directed away from the fireplace opening."

59. Thus, independent claim 17 requires that the gas distribution ports of the secondary burner

tube be directed away from the fireplace opening. As specifically construed and affirmed by the

Court of Appeals for the Federal Circuit, this Court previously construed the term "directed away

from" to mean that the gas ports of the secondary burner tube may be positioned in any direction that

does not include a horizontal component pointed toward the vertical plane of the fireplace opening.

-15-
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Golden Blount, Inc. v. RobertH. Peterson Co., 365 F.3d 1054, 1059-60 (Fed. Cir. 2004). Blount

presented oral testimony of Mr. Blount that the gas ports of Peterson's manufactured products are

positioned directly down, which according to the above-refereneed interpretation, are away from the

fireplace opening. (Tr., voL 1, pg. 45-50). In addition to this testimony, this Court closelyobserved

an assembled version of Peterson's manufactured product 7, wherein it observed file manufactured

product having the gas ports directed away from file fireplace opening. (Tr., vol. 2, pg. 28). Because

Peterson believed the term "directed away from" would ultimately be construed to mean that the

ports must be directed at least partially toward rite back of the fireplace, Peterson went so far as to

require the ports of its secondary burner tube to be positioned directly downward. Given the claim

construction as construed and affirmed by the Federal Circuit, tiffs required configuration results in

a device that meets the "directed away from" limitation of claim 17.

60. As the other claimed elements of the second limitation of independent claim 17 have been

found in Peterson's manufactured products, as established above with respect to paragraphs 40 thru

46, this Court finds that the evidence establishes direct infringement by Peterson and by the ultimate

purchasersofPeterson'sproductsofclaim 17. Moreover, the evidence establishes that Peterson

itself directly infringed claim 17 when Peterson assembled the G-5 series burner systems and then

sold them to customers.

6 I. Therefore, this Court finds that Peterson and the ultimate purchaser directly infringed at least

claims I, 15 and 17, as construed under paragraphs 120 thru 123 below, of the '159 patent.

LITERAL INFRINGEMENT -CONTRIBUTORY

62. Blount established at trial, through stipulation, that Robert It. Peterson Co.'s ember burner

is intended to be attached to its G-4 series burner system or G-5 series bttrner system and the

combined unit comprises a primary burner pipe, an ember pan that supports the primary burnerpipe,

a secondary burner tube and a valve that controls a flow of gas between the primary burner pipe and

the secondary burner tube, and that an end user would connect the primary burner pipe to a gas

source having a valve associated therewith. (Joint Pretrial Order-Stipulations, pg. 6).

See Finding of FactNo. 38, discussed above_
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63. Peterson was made aware of the' 159 patent as early as December 16, 1999, by the letter from

Mr. Tucker, which is referenced above. (Plaintiff's Ex. No. 10). Given these facts, it is clear that

Peterson was aware that the combination for which its components were especially made was

patented and infringing, as required by 35 U.S.C. § 271(c).

64. Blount further established through the testimony of Mr. Bortz that Peterson's ember burner

is especially adapted for use in an infringement of the' 159 patent, had no substantial non-infringing

uses, and that it was intended to be used with both the G_I and G-5 burner pans. (Tr., vol. 2, pg. 67;

Leslie Bortz Deposition, vol. 1, pg. 36). Thus, the Court also finds that file testimony of Mr. Bortz

and Mr. Con-in, as well as Mr. Blount, supports the fact that the ember burner was not a staple article

of commerce.

65. As discussed above, this Court finds that direct infiingement existed. For those units

covered by stipulation for hookup, they were normally hooked up by professional installers or

persons from the dealer. With their experience and relation to Peterson and with all of Peterson's

literature (including Defendant's Ex. Nos. D-34 & D-30) one can count on proper installations

pursuant to Peterson's installation instructions as discussed above. Thus, each installation ullimately

results in a direct infringement. (Tr., vol. 2, pg. 189). Blomlt has clearly proven contributory

infringement on the part ofPeterson ofclaims 1, 15 and 17 for those units.

LITERAL IN FRINGEMENT-INDUCEMENT

66. The record establishes that Peterson sold the ember burner. In addition, the record also

establishes that Peterson sold the G-4, which includes the primary burner and support pan, and sold

the G-5, ten at least of which, had the ember burner attached. Further, given the stipulation that the

ultimate assembly would be connected to a gas source, there is sufficient basis to conclude that

Peterson knew or should have known that this ultimate configuration would infringe independent

claims 1 and 17. (Joint Pretrial Order-Stipulations, pg. 6).

67. Peterson was made aware of the ' 159 patent as early as December 16, 1999, by the letter of

December 10, 1999, from Mr. Tucker, which is referenced above. (Plaintiff's E×. No. 10). Given

these facts, it is clear that Peterson was aware that the combination for which its components were

especially made was patented and infringing.

-17-
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68. The record is also clear that Peterson provided literature and assembly instructions to

consumers, as discussed above, detailing how to install the components in a preferred configuration,

which induced its customers to install the components in an infringing manner. (Tr., vol. 2, pg. 173-

174, 177, 183; Defendant's Ex. Nos. D-34 & D-30). Also, Peterson fully assembled and hooked up

in a fireplace an accused strue0are and demonstrated it and its use to independent distributors, which

this Court finds to be a substantial inducement.

69. Because Peter'son provided the consumers with detailed instructions, (Defendant's Ex. Nos.

D-34 & D-30), how to assemble the parts in an infringing manner, and given the fact that Peterson

had knowledge of the 'I 59 patent by way of the notice letter of December 16, 1999, Peterson knew

or should have known that such actions would induce direct infringement. Thus, there is little doubt

and almost a certainty that the installation was in fact done in accordance with Peterson's published

installation instructions. The demonstrations ofa properlyconnected device to distributors further

shows inducement because this information was passed on to dealers and ultimately to assemblers

and customers. Invariably, infringement occurred. (Tr., vol. 2, pg. 189).

70. As found by this Court in paragraphs 40 thru 6l above, there was direct inflingement by

Peterson or its ultimate purchasers of claims 1, 15 and 17 of the '159 patent.

7 I. Accordingly, this Court finds that in those instances where direct infringement by Petersou

was not conclusively established on a unit by unit basis, Blount has clearly proven induced

infringement on the part of Petersun of claims 1, 15 and 17 for those units.

72. Because Peterson's manufactured products literally infringe claims 1, 15 and 17 of the ' 159

patent, they infringe the patent. Thus, comparison of Peterson's product to the remaining claims

depending from independent claim 1, whether it be in determining direct infringement, contributory

infringement or induced infringement, is generally unneceasaryand is therefore not addressed herein.

INFRINGEbtENT-DOCIRINE OF EQUIVALENTS

73. Blount offered unrebutted testimony at trim that every element of Peterson's manufactured

products perform substantially the same function in substantially the same way to obtain the same

result as the claimed elements of the "159 patent. (Tr., vol. 1, pg. 59-60).

74. B lount further offered unrebutted testimony by Mr. Blount at trial that any difference between

Peterson's manufactured products and the claim elements were insubstantial at best. Mr. Blount
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actually testified that they were an exact copy. (Tr., vol. 1, pg. 30, 37, 46, 48, 56 and 60). In

addition, through this Court's own observance of the accused product 4A, this Court finds that there

was a substantial equivalent of each and every element of at least claims 1, 15 and 17 in Peter,son's

accused products.

75. Based on the evidence presented to it, this Court finds that there is no prosecution history

estoppel that limits the range of equivalents regarding the claimed elements.

76. Thus, this Court finds that in those instances where literal infringement might not exist, there

is infringement of the claims of the '159 patent under the doctrine of equivalence.

77. In summation, this Court concludes that Blount established literal infringement (e.g., directly,

by inducement, or contributorily) or infringement under the doctrine of equivalents, each of claims

1, 15 and 17 of the "159 patent, by Peterson by at least a preponderance of the evidence.

DAMAGES

78. Damages have been determined using the Panduit factors. Mr. Blount testified for Blount

at trial as to the demand that existed for the product during the period in question. (Tr., vol. 1, pg.

61). Thus, Blount has conclusively established the first required element ofPanduit, s

79. In addition to establishing a demand for the patented product during the period in question,

Blount established an absence, during the period of infringement, of acceptable non-infringing

substitutes. (Tr., vol. 1, pg. 63-65).

80. Peterson argued that other acceptable non-infringing substitutes exist.

81. Here the patented product offers quite unique and novel results. (Tr., vol. 1, pg. 28-30). The

so called "acceptable non-infringing substitutes" Peterson has introduced are either not acceptable,

or they too infringe, although no third party infringing device was offered by either side.

82. Blount established at trial that Peterson's front flame director was not an acceptable

substitute. (Tr., vol. 2, pgs. 184, 195). Peterson's own Vice President, Mr. Corrin, testified that the

front flame director lacked the valve for adjusting the height of the front flame. Even more telling,

Mr. Corrin testified that the front flame director was not as good as their ember burner. (Tr., vol. 2,

pgs. 184, 195).

s See the Conclusions of Law section, paragraph 151, where the Panduit factot_ are set forth.
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83.Asthevalvetoadjusttheheightof the front flame is one of the particular features available

only from the patented product, under the law set forth in Standard Havens, the front flame director,

lacking that valve or any adjustment means, is not an acceptable non-infringing substitute.

84. Peterson further argues that Blount admitted at trial that at least five products on the market

perform roughly the same function as Blount's patented device, fir., vol. 1, pg. 63). The record is

clear that those five products were infi-inging substitutes and not acceptable non-infringing

substitutes. (Tr., vol. 1, pg. 63). In fact, the record indicates that Blount sent the manufactures of

those five products the identical notiee of infringement letter at the same time it sent Peterson its

letter. (Tr., vol. 1, pg_ 63). No evidence exists in the record that the aforementioned five instances

of infringement continued after the notice of infringement letters were received. In fact, Mr.

Blount's testimony indicates that while the other companies were moving in and were interested in

the outcome of this trial, none were stillinfringing after receipt of their notice ofirtflingement letter.

(Tr., vol. I, pg. 62-64).

85. Therefore, this Court finds that Blount provided sufficient evidence to support the finding

that there were no acceptable non-infringing substitutes that could have decreased the market share

Blount and Peterson together held. Thus, Btount has conclusively established the second required

element of Pandult.

86. Blount also offered sufficient evidence through Mr. Blount's testimony that Blount had more

than enough manufacturing and marketing capability to promote the device, thus entitling Blount to

actual damages. (Tr., vol. 1, pgs. 62, 66). Thus, Blotmt has conclusively established the third

required element of Panduit.

87. Because the Panduit factors have been established, it is reasonable for this Court to infer

that the lost profits claimed were in fact caused by Peterson's infringing sales. This Court now only

needs to determine a detailed computation o fthe amount of profit Blount would have made, to meet

the final required element of Panduit.

88. In addition, however, the Court also finds that the facts of the present case establish a two-

supplier market. Blount offered evidence through the testimony of Mr. Blount that Blount and

Peterson together held approximately 95 percent or more of the market associated with ember

burners similar to that covered by the "159 patent. (Tr., vol. 1, pg. 64). While Peterson attempted

to impeach Mr. Blount's testimony on this point, this Court finds that Peterson failed to do so.
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Therefore, this Court finds that Mr. Blount's testimony is sufficient to establish a two supplier

market. The supposed 5 percent of the market that Blount and Peterson might not have held is

deminimus, and therefore, for damage calculations a two-supplier market has been found to exist in

this case. Therefore, causation may be inferred, that is, "but for" Peterson's infringing activities,

Blount would have made the sales it normally would have made.

89. To determine the actual damage amount in a lost profit case, the Court can multiplyBlount's

per unit profit times the number of infringing devices that Peterson sold.

90. To do this, however, the Court must determine the device upon which lost profits are to be

calculated.

91. Using two different approaches, Blount has established that the device for calculating lost

profits includes the entire burner assembly (including the secondary burner and valve), the grate, and

a full set of artificial logs. This Court finds that Blount ultimately lost the sale of the entire burner

assembly (including the secondary burner and valve), the grate, and a full set of artificial logs.

92. Dependent claim 15, which was established as literally infringed above, recites that the gas-

tired artificial logs and coals-burner of claim 1 are positioned under artificial logs and a grate support

means. Because the artificial logs and the grate support means are positively claimed in dependent

claim 15, the artificial logs and the grate support means should be included in the device upon which

damages for direct infi-ingement as well as lost profits are to be calculated.

93. Accordingly, the device for calculating lost profits includes the entire burner assembly

(including the secondary burner and valve), the grate and a full set of artificial logs, which must be

the case here, because apart from the artificial logs and grate, the coals burner unit has no purpose

or function.

94. Given the circumstances, the entire market value rule is appropriate here as an alternative,

second approach. Evidence was offered at trial by Peterson's own officer, Mr. Corrin, that Peterson

used the ember burner to entice customers to come back to the store to purchase newer log sets, and

at the same time, purchase Peterson's ember burner, which improved the overall appearance of the

fireplace. (Tr., vol. 2, pg. 177-79). These facts are sufficient to establish that the ember burner is

the basis for the customer's demand, as set forth by _ see infra.
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95. Blouat also offered evidence that the glowing embers from the ember burner are what draws

a customer's attention to a particular log and burner set, and what ultimately makes the sale. (Tr.,

vol. I, pg. 157-63).

96. Blount also offered testimony at trial that the elements of independent claims 1 and 17

constitute a functional unit with the artificial logs and the grate support.

97. Blount presented a third-party witness retailer, Mr. Charlie Hanft o fAtlanta, with extensive

sales experience with gas fireplaces and ember burner and gas log sets. He testified that 97 ½

percent o f the time that he sells an ember burner, he also sells an entire burner assembly and log set

with it. (Tr., vol. 1, pg. 160). Peterson did not successfully rebut Blount's evidence on this point

because Peterson presented no testimony to quantify even in a general way when the two would not

ultimately be sold together.

98. Peterson failed to rebut Blount's evidence because it did not offer any numerical evidence

regarding how often it sells one of its Ember burners with the entire burner and log set.

99. In summation of this point, Blount introduced testimony as to the standard practice in the

industry for selling the ember burner, and Peterson failed to introduce its own testimony to rebut

Blount's testimony.

100. Because the evidence establishes that 97 ½ percent of the sales of the ember burner would

also encompass the sale of the entire burner assembly and log set, the record supports a proration of

the danmge amount based upon this percentage.

101. Based on the record, of the 3,723 EMB's sold by Peterson, 2 ½ percent (i.e., 94 EMB's)

were sold without an associated burner assembly and log set, and the remaining 97 ½ percent (i.e.,

3,629) were sold with an associated bumer assembly and log set.

102. Blount established at trial that its profit on the ember burner alone is $14.09 per unit and

its profit on the ember burner, entire burner assembly and full set of logs is $117.92 per unit.

(Plaintiff's Ex. No. 18).

103. Tlfis Court finds, based on the percentages and profits established in the paragraphs above,

that the total actual damages amount to $429,256.
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WILLFULNESS / EXCEPTIONALCASE

104. Having carefully reviewed the record herein, the Court concludes that Peterson's minimal

attempt to attain a competent opinion is permeated by a lack of due care and was willful, which leads

this Court to find that the case is exceptional. Blount has established by clear and convincing

evidence that Peterson's supposed oral opinion was an incompetent, conelusory opinion to be _used

only as an illusory shield against a later charge of willful infringement, raffler than in a good faith

attempt to avoid infringing another's patent.

105. Throughout the 2½ years from the time the fL_stnotice letter was sent, Peterson simply never

obtained a single written opinion suggesting that their commercial embodiment avoided

infringement. Also, the denial that the first letter related to notice of in fringement is shown unlikely

by Mr. Corrin's own characterization of it as an "infringement letter" in his correspondence with his

patent comtsel. (Tr., vol. 2, pg. 192). Also, this Court fmds it disingenuous for Peters, an to argue

at trial that the interrogatories answered well after suit was tiled and during discovery, form the

written opinion upon which they relied.

106. The first time Peterson spoke to Mr. McLanghlin was on or about December 30, 1999,

however, Mr. McLaughlin did not have the accused infringing device at this time. (Tr., vol. 1, pg.

18 l). The record establishes that Mr. McLaughlin, at this time, only had a picture of the accused

infringing device. (Tr., vol. 1, pg. 181). Neither did Mr. MeLaugldin have the prosecution history

of the ' 159 patent at this time, which is an important element of any competent opinion. (Tr., vol.

1, pgs. 183,202-03).

107. This non-substantive conversation cannot be coustrued to be an opinion upon wlfich

Peterson could reasonably rely because it was based solely on a supposition. This supposition

amounted to a representation on the part of Mr. Bortz that the invention had been around 20 to 30

years. (Tr., vol. 2, pg. 55-56). Mr. McLaughlin, wifll only the evidence listed above, said that "if

we could prove that the invention had been around for 20 to 30 years then it would be a strong

O " V " " _argument fm ahdlty. (Tr., vol. 2, pg. 55-56, emphasis added). This "if this, then that" statement

plainly does not amount to an opinion upon which a prudent person could reasonably rely.

108. Importantly, this Court has found that Peterson made no further efforts to determine whether

it was truly infringing or not. until after suit was filed, almost a year and two months after receiving

the first notice letter. (Tr., vol. 1, pg. 202-03).
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109. Peterson argues that it did nothing further because it was awaiting "additional information

or further explanation from Blount's attomey." This Court finds this argument lacking merit. Blount

did not, after sending multiple notice of infringement letters to Peterson under the law, owe Peterson

any obligation with regard to advising Peterson how they actually were infringing.

110. Nevertheless, Blount's failure to respond to Peterson's additional information request did

not relieve Peterson of its obligation to determine if it was willfully infringing the ' 159 patent. 9 To

the conlrary, Peter'son continued its infringing activities even at_er May 16, 2000, and actually even

through the trial proceedings. (Tr., voi. 2, pg. 181 and Peterson Company's Objection to Golden

Blount's Motion for Updated Damages filed on September 18, 2002). This reflects an egregious and

willful disregard for the '159 patent.

111. It was not until after the lawsuit was filed in January 2001 that Peterson finally became

concerned, not with the damages associated with the infringing activity, but apparently with the

attorney's fees that Peterson migltt be required to pay as a willful infringer. (Tr., vol. 2, pg. 60-62).

By Mr. Bortz" own admission, he told Mr. McLaughlin that this was not a very meaningful case

"dollar wise" but that he heard a person might have to pay attorneys" fees if he loses a patent lawsuit,

and he asked Mr. MeLaughlin what he should do. (Tr., vol. 2, pg. 60-62 & Dec. 19, 2001, deposition

of Mr. Leslie Bortz, pg. 60). Mr. McLaughlin told him that one way that attorney's fees could be

avoided was by obtaining an opinion. (Id). This set of facts underscores Peterson's true intentions

with respect to its willful disregard of the ' 159 patent, that it was concerned more with having to pay

attorneys' fees than it was with its own infringement. The Court finds that this constitutes an

intentional disregard for the ' 159 patent on the part of Peterson.

112. At no time when Mr. McLanghlin gave Mr. Bortz advice did Mr. MeLaughlin ever see the

actual accused structure. (Tr., vol. 1, pg. 18 i). While some advertisements of Peterson's structure

were shown, detailed drawings were never provided at this time to Mr. McLaughlin, including the

installation instructions that were apparentlysold with the device. Thus, Mr. MeLaughlin never had

a full understanding of the accused structure, (Tr., vol. 1, pg. 200), and Mr. MeLaughlin should have

known that his opinion would not be reasonable without such an understanding.

9 See also, Finding of Fact No. 30.
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113. While Peterson argues that fllree oral consultations occurred, flais Court finds that only one

oral opinion of counsel, if it can even be called that, was rendered. This oral opinion was rendered

byMr. MeLaughlin on or about May 1,2001, about 4 months after suit had been filed and 2% years

after Peterson was first noticed of its infringing activity. (Tr., vol. 1, pg. 179-83).

114. This Court believes that Peterson did get what it asked for, a statement that there was no

infiingement. Peterson's primarydesire, however, was to avoid paying attorneys' fees or increased

damages, and this appears to have been file sole reason for consultation with counsel, and these

actions show a willful and egregious disregard for the "l 59 patent.

115. In summary, this Court finds that Peterson had three consultations with its Attorney. All

were oral. Only the last oral consultation approached what was needed to determine infringement

and validity issues, and even it was made with a search limited to the company's own records and

with there having been no accused structure shown the patent attorney. This third consultation

occurred a number of montl_s after suit had been filed and was motivated by the apprehension of

Peterson having to pay attorneys' fees, and not for a concern of infringement of the ' 159 patent.

116. Peterson's cavalier attempt to obtain an opinion and the non-persuasive trial testimony of

Peterson's witnesses are classic examples of conduct that clearly and convincingly demonstrates an

exceptional case, an indication of which is gross wilfulness.

117. This Court therefore finds that the infringement of Peterson was willful, thus the actual

damages are trebled, totaling $1,287,766.

118. Given Peterson's conduct and its overall willful disregard for the' ! 59 patent, such an award

is appropriate taere. The Court finds that as a result of Petersou's continued infringement, without

a reasonable basis for believing that it had a right to make, use or sell its product prior to the

expiration of the' 159 patent, Blount has been compelled to prosecute an infringement claim at great

expense. Under these circumstances, an award of attorneys' fees is proper in addition to the enhanced

damage award.

119. This Court therefore fmds this to be an exceptional case under 35 I./.S.C. § 285, thus

reasonable attorneys" fees are awarded to Blount.
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CONCLUSIONS OF LAW

CLAIM CONSTRUCTION

120. The parties dispute the meaning of two terms in the claims of the patent in suit, namely the

phrase "raised level," as recited in claim 1, and the term "below" and the phrase "away from the fire

place opening," as recited in claim 17.

121. As affirmed by the Court of Appeals for tile Federal Circuit in its opinion dated April 19,

2004, this Court construes that the term "at a raised level" in claim 1 refers to the top of the two

burner tubes, and that the tops of the tubes should be used to determine whether the primary burner

tube is held at a raised level with respect to the secondary burner tube as recited in claim 1. This

Court also construes that the term "below" in claim 17 refers to the tops of the two burner tubes, and

that the tops of the tubes should be used to determine whether the secondary burner tube is

positioned below the primary burner tube as recited in claim 17. Golden Blount, lnc. v. Robert H.

Peterson Co., 365 F.3d 1054, 1059-60 (Fed. Cir. 2004).

122. As affirmed by the Court of Appeals for the Federal Circuit in its opinion dated April 19,

2004, this Court construes the tem_ "away from the fireplace opening" to mean that the gas ports

may be positioned in any direction that does not include a horizontal component pointed toward the

vertical plane of the fireplace opening. [d.

123. All the other terms in the claims at issue are construed to have a plain and ordinary meaning,

which appear not to have been contested at trial.

VALIDITY

124. A validity analysis begins with the presumption o fvalidity. An issued patent is presumed

valid. 35 U.S.C. § 282.

"125. An "accused infringer who raises patent invalidity as a defense bears the burden o fshowing

invalidity by facts supported by clear and convincing evidence." Robotic Vision Systems, [n_ v. View

Engineering, Inc., 189 F.3d 1370, 1377 (Fed. Cir. 1999); Weatherchem Corp. v../.L. Clark, Inc., 163

F.3d 1326, 1334-35 (Fed. Cir. 1998).

126. As affuxned and determined by the Court of Appeals for the Federal Circuit on April 19,

2004, this Court concludes that Peterson has failed to prove by clear and convincing evidence that
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the '159 patent is invalid. This Court therefore finds the "159 patent not to be invalid. Golden

Blount, Inc. at 1061-62.

LITERAL INFRINGEMENT-DIRECT

127. The claims define the metes and bounds of the invention, and only they may fie infringed.

SmithKline Diagnostics. Inc. v. Helena Labs. Corp., 859 F.2d 878, 882 (Fed. Cir. 1988); Coming

Glass Works v. Sumitomo Elec. USA, lnc., 868 F.2d 1251 (Fed. Cir. 1989).

128. The patentee's burden is to show literal infringement by a preponderance of the evidence.

Braun v. Dynamics Corp., 975 F.2d 815 (Fed. Cir. 1992).

129. A patent claim is literally infringed if the accused product or process contains each element

of the claim. Tare Access Floors v. Maxcess Techs., 222 F.3d 958, 964 (Fed. Cir. 2000); Uniroyal.

Inc. v. Rudkin- Wiley Corp., 837 F.2d 1044, 1054 (Fed. Cir. 1988). If each element is present, literal

infringement exists and "that is the end of it." Graver Tankv. Linde Co., 339 U.S. 605, 607, 94 L.

Ed. 1097, 70 S. Ct. 854, 1950 Dec. Conun'r Pat. 597 (1950).

130. In determining infringement, the accused product is compared to the patent claims, not the

patentee's product. Zenith Laboratories, Inc. v. Bristol-Myers Squibb Co., 19 F.3d 1418, 1423 (Fed

Cir. 1994); Glaxo Inc. v. TorPharm Inc., 153 F.3d 1366, 1373 (Fed. Cir. 1998).

131. Infringement of a single claim is infringement, Panduit Corp. v. Dennison Mfg. Co. Inc.,

836 F.2d 1329, 1330 n. 1 (Fed. Cir. 1987); lntervet America v. Kee-Vet Laboratories, 887 F.2d 1050,

1055 (Fed. Cir. 1989), and entitles tile patentee to the full panoply ofstatutoly remedies, lntervet,

887 F.2d at 1055.

132. If one is arguing that proofofinduchlg infringement or direct infringement requires direct,

as opposed to circumstantial evidence, the Federal Circuit disagrees. It is hornbook law that direct

evidence of a fact is not necessary. "Circumstantial evidence is not only sufficient, but may also be

more certain, satisfying and persuasive than direct evidence." Metabolite Laboratories, Inc. v.

Laboratory Corp. of America, 370 F.3d 1354, 1365 (Fed. Cir. 2004) (citing Moleculon Research

Corp• v. CBS. Inc., 793 F.2d 1261, 1272 (Fed. Cir. 1986).

133. In determining whether a product claim is infringed, the Federal Circuit has held that an

accused device may be found to infi, inge if it is reasonably capable o fsafis fying the claim limitations,
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even though it may also be capable o f non-infringing modes of operation. See, [ntel Corp. v. United

States Int'l Trade Comm 'n, 946 F.2d 821, 832, 20 USPQ2d 1161, 1171 (Fed.Cir. 1991 );Key Pharms.,

Incv. Hereon Labs. Corp., 981 F.Supp. 299, 310 (D.Del.1997), aft'd, 161 F.3d 709, 48 USPQ2d

1911 (Fed.Cir. 1998); Huck Mfg. Co. v. Textron, Inc., 187 USPQ 388, 408 (E.D.Mieh. 1975) ("The

fact that a device may be used in a manner so as not to infi-inge the patent is not a defense-to a claim

of infringement against a manufacturer of the device if it is also reasonably capable of a use that

infringes the patent."); cf. High Tech Med. Instrumentation, Inc. v. New linage Indus., lnc, 49 F.3d

1551, 1556, 33 USPQ2d 2005, 2009 (Fed.Cir.1995).

134. Circumstantial evidence of product sales and instructions indicating how to use the product

is sufficient to prove third party direct infringement. Moleculon Research Corp. v. CBS, Inc., 793

F.2d 1261, 1272 (Fed. Cir. 1986).

135. This Court understands that in determining infringement, the accused product is compared

to the patent claims, not the patentee's product. However, FIG. 2 of the ' 159 patent is representative

of the claims of the ' 159 patent and the claims may be read on the FIG. 2 structure. For this reason

a comparison of one of Blount's devices and Peterson's manufactured product is highly instructive

for purposes of this Court's analysis, and is, therefore, provided.

tzl*

12. to,12

mz _o_m' FIG. 2

Blount's Patented Device

FIG. 2 of the '159 Patent
Peterson's Manufactured Product

Figure 2 of Peterson's Installation Instructions

without the control knob shown
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136. The findings in the sections above make out a clear case o fdirect infringement on all of the

devices sold.

LITERAL I NFR/NGEMENT-CONTRIBUTORY

137. Conlributory infringement liability arises when one "sells within the United States... a

component of a patented machine...constituting a material part of the invention, knowing the same

to be especially made or especially adapted for use in an infringement o fsuch patent, and not a staple

article or commodityofcommerce suitable forsubstantiallynoninfringing use." 35. U.S.C. § 271(c)

(2002).

138. Thus, B lount must show that Peterson "knew that the combination for which its components

were especially made was both patented and infringing." Preemption Devices, Inc. v. Minn. Mining

& Mfg., Co., 803 F.2d 1170, 1174 (Fed. Cir. 1986).

139. An appropriate infringement notice letter from the patentee to the accused infringer provides

the requisite knowledge required by 35 U.S.C. § 271(c). dro Manufacturing Co., hzc. v.

Convertible Top Replacement Co., 377 U.S. 476, 490 (1964).

140. Further, Blount must show that Peter'son's components have no substantially noninfringing

uses, while meeting the other elements of the statute. Alloc, Inc. v. ITC, 342 F.3d 1361, 1374 (Fed.

Cir. 2003).

141. It is not necessary for a plaintiffto make the direct infringer a party defendant in order

recover on a claim of contributory infringement. It is enough for the plaintiff to prove, by either

circumstantial or direct evidence, that a direct infringement has occurred, dmersham International

PLC v. Coming Glass Works, 618 F. Supp. 507 (D. Mich., 1985).

142. The findings in the sections above make out a clear case of Contributory infringement on

all of the devices sold.

LITERAL INFRINGElvlENT-INDUCF2dF2qT

143. In order to find Peterson liable for inducing infiingement under 35 U.S.C. § 271 (b), Blount

must show that Peterson took actions that actually induced infi-ingement. Met-Coil Sys. Corp. v.

Korners Unlimited, Inc., 803 F.2d 684, 687 (Fed. Cir. 1986) ("There can be no inducement of

infringement without direct infringement by some party.")
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144. Further, Blount must show that Peterson knew or should have known that such actions

would induce direct infringement. Micro Chem. Inc. v. Great Plains Chem. Co., 194 F3d 1250

(Fed. Cir. 1999).

145. Dissemination of instructions along with sale of the product to art ultimate consumer is

sut_icieut to prove infringement by an inducement. Moleculon Research Corp. v. CBS," Inc., 793

F.2d 1261, 1272 (Fed. Cir. 1986). Thus, Blount has met its burden of showing infringement under

section 35 U.S.C. 271(b).

146. The findings in the sections above make out a clear case of induced infringement on all of

the devicez sold.

INFRINGEMENT-DOCTRINE OF EQUIVALENTS

147. Infringement under the doctrine of equivalents occurs when a claimed limitation and the

accused product perform substantially the same function in substantially the same way to obtain the

same result. See Warner-Jenkinson Co. v. Hilton-Davis Che_ Co., 520 U.S. 17, 39-40, 137 LEd.

2d 146, 117 S. Ct. 1040 (1997).

148. Infringement under the doctrine of equivalents also requires that any difference between the

claim elements at issue and the corresponding elements of the accused product be insubstantial. Id.

149. This Court finds alternatively (or cumulatively) that there was infringement under the

doctrine of equivalents.

DAMAGES

150. To recover lost pro fit damages, the patentee need only show causation and the factual basis

for causation between the infringement and the lost profits. Lam, Inc. v. Johns-Manville Corp., 718

F.2d 1056, 1065, 219 I_I.S.P.Q. 670 (Fed. Cir. 1983).

151. To do this, Panduit established that the patent owner need only demonstrate:

1) a demand for the product during the period in question;

2) an absence, during that period, of acceptable non-infiinging substitutes;

3) its own manufacturing and marketing capability to meet or exploit that demand; and

4) a detailed computation of the amount of the profit it would have made.
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Panduit Corp. v. Stahlin Bros. Fibre Works, Inc., 575 F.2d 1152, 1156, 197 U.S.P.Q. 726 (6th

Cir. Mich. 1978); Radio Steel & Mfg. Co. v. MTD Prods., Inc., 788 F.2d 1554, 1555,229 U.S.P.Q.

431 ('Fed. Cir. 1986).

152. In a two-supplier market it is reasonable to assume, provided the patent owner has the

manufacturing capabilities, that the patent owner would have made the infringer's sales but for the

infringement. Statelndus. v. Mor-FloIndus., 883 F.2d 1573, 1578, 12 U.S.P.Q.2d 1026 (Fed_ Cir.

1989).

153. The "[m]ere existence of a competing device does not make that device an acceptable

substitute." TWMMfg. Co., ln_ v. Dura Corp., 789 F.2d 895,901,229 U.S.P.Q. 525 (Fed. Cir.

1986), cert. denied. A product on the market that lacks the advantages of the patented product can

hardly be termed a substitute acceptable to the customer who wants those advantages. Standard

Havens Products, Inc. v. GencorIndustries, Inc., 953 F.2d 1360, 1373, 21 U.S.P.Q.2d 1321 (Fed.

Cir. 1991), cert. denied. If purchasers are motivated to purchase because of particular features

available only from the patented product, products without such features would most certainly not

be acceptable non-infi-inging substitutes. Id.

154. Also, courts have generally held that an infringer's acceptable substitute argument is of

"limited influence" when it [the infringer] ignores those substitutes while selling the patented

invention. (Emphasis added). TWM, 789 F.2d at 902• This is exactly what Peterson did.

155. In ml altemative approach, however, the "entire market value rule" may be used to

determine the device for calculating lost profits. In Beatrice Foods, the Court stated that the law

does not bar the inclusion of convoyed 8ales in an award of lost profits damages. Beatrice Foods

Co. v. New England Printing & Lithographic Co., 899 F.2d 1171, 1175, 14 U.S.P.Q.2d 1020 (Fed.

Cir. 1991).

i 56. The "entire market value rule" allows for the recovery of damages based on the value of an

entire apparatus containing several features, even though only one feature is patented. Paper

Converting Machine Co., v. Magna-Graphics, Corp., 745 F.2d 11, 33,223 U.S.P.Q. 591 (Fed. Cir.

1984).

157. The "entire market value rule" further permits recovery of damages based on the value of

the entire apparatus containing several features, when the patent-related feature is the basis for

customer demmld. See TWM, 789 F.2d at 901.
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158. The "entire market value rule" is appropriate where both the patented and unpatented

components together are analogous to components of a single assembly, parts of a complete

machine, or constitute a functional unit. See Rite-Hire v. Kelly Co., 56 F.3d 1538, 1550, 35

U.S.P.Q.2d 1065 (Fed. Cir. 1995).

WILLFULNESS / EXCEPTIONAL CASE

159. In addition to requiring "damages adequate to compensate for the infringement," Section

284 of the Patent Aet authorizes a distriet court to "increase damages up to three times the amount

found or assessed." 35 U.S.C. § 284.

160. The Federal Circuit has interpreted this provision of Section 284 as requiring a two-step

process: "First the fact-finder must determine whether an infringer is guilty of conduct upun which

increased damages maybe based." Jurgens v. CBK, Ltd., 80 F.3d 1566, 1570, 38 U.S.P.Q.2d 1397

(Fed. Cir. 1996). "If so, the Court then determines, exercising its sound discretion, whether, and to

what extent, to increase the damage award given the totality of the circumstances." Id.

161. "An act ofwillful infringement satisfies this culpability requirement, and is, without doubt,

sufficient to meet the fast requirement to increase a compensatory dainages award." ld. Thus, once

a proper willfulness finding is made, the first step in determining whether damages should be

enhanced is complete, ld. At that point, the Court need consider only whether, and to what extent,

the compensatory damages awarded by the fact finder should be increased, in light of "the

egregiousness of the Defendant's conduct based on all the facts and circumstances of the case." ld.

162. "A potential infringer having actual notice of another's patent rights has an affirmative duty

of care." Spindelfabrick Suessen-Sehurr, Stahlecker & Grill GmbH v. Schubert & Salzer

MaschinenfabrikAktiengessellschafl, 829 F.2d 1075, 1084 (Fed. Cir. 1987). An act of infringement

is thus deemed willful when the infringer is aware of another's patent and fails to exercise due care

to avoid infringement. Electro MedicaI Sys., S.A. v. Cooper Life Sciences, lne., 34 F.3d 1048, 1056

(Fed.Cir. 1994); Rolls-Royce Ltd. v. GTEValeronCorp.,8OOF.2d 1101, 1109 (Fed. Cir. 1986). This

standard of care typically requires an opinion from competent patent counsel prior to engaging in any

potentially infringing activities. Underwater Devices, Inc. v. Morrison-Knudsen Co., 717F.2d 1380,

1389-90 (Fed. Cir. 1983). To establish willfulness, Blount must demonstrate byclear and convincing
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evidence, considering the "totality of the circumstances," that Peterson willfully infringed its patent.

Electro Medical, 34 F.2d at 1056.

163. The prosecution history of a patent in question is an important element of any competent

opinion. Underwater Devices, 717 F.2d at 1389-90.

164. A holding of willful infringement is usually sufficient to make a case exceptional and

entitles the opposing party to its attorney's fees. 35 U.S.C. § 285 (2002); Aria Group IntL lnc. v.

L.A. Gear California, Inc., 853 F.2d 1557, 1567 (Fed. Cir. 1988).

CONCLUSION

For the reasons set forth above, the Court concludes that Peterson's manufactured products

infringe the claims of the '159 patent. Blount is entitled to actual damages from Peterson in the

amotmt o f$429,256. The infringement of Peterson was willful, thus the actual damages are trebled,

totaling $1,287,768. Blount is also awarded prejudgment interest, wlfich shall be calculated on a

simple rather than compound basis, on the actual damages of $429,256 at the rate of 5.0% for the

period from December 16, 1999, to August 9, 2002. This is an exceptional case under 35 U.S.C. §

285, thus reasonable attorneys' fees are awarded to Blount. Blount is further awarded post judgment

interest, calculated pursuant to 28 U.S.C. § 1961, on the sum of the trebled damages and attorney's

fees at the highest rate allowed by the law from the date of Augnst 9, 2002, to April 19, 2004, and

resuming from the date of the signing of the final judgmdnt. Based upon the fact that infringement

causes irreparable harm, an injunction is granted against Peterson.

It is so ORDERED

SIGNED: c:_ day of September, 2004.
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GOLDEN BLOUNT, INC., §

§
Plaintiff, §

§
v. §

§
ROBERT H. PETEIKSON CO., §

§
Defendant. §

ORDER

iLs. DISTRICT COURT
Noa_m_D_cr ov_x_

URT FILED

XAS [" al_----]15

_yc_v/_rmcrcov_r
_A

"- g D.tg*tT

Civil Action No. 3:01-CV-0127-R

Pursuant to the District Court's Order of Reference, entered September 16, 2004, Plaintiff

Golden Blount, Inc.'s ("Plaintiff') Application for Attorney Fees, filed September. 8;-2004, and

Plaintiff's Application for Costs, filed September 9, 2004, (collectively "Applications") have

been referred to the United States Magistrate Judge for hearing if necessary and determination.

Having considered Plaintiff's Applications, Defendant Robert H. Peterson's ("Defendant")

Opposition to Plaintiff's Applications for Attorneys' Fees and Costs ("Opposition"), Plaintiff's

Reply to Defendant's Opposition to Plaintiff's Applications for Attorney's Fees and Costs and

Objection to Defendant's Untimely Filing of Notice of Appeal ("Reply"), and the applicable law,

Plaintiff's Applications are GRANTED in part and DENIED in part.

Specifically, this Court grants Plaintiff's request for attorney fees in the mnoum of

$622,015.00 and Plaintiff's request for costs in the amount of $3,679.83. Plaintiff's request for

costs in the amount of $6,351.21 is denied. On September 2, 2004, the District Court adopted

Plaintiff's Findings of Fact and Conclusions o fLaw ("Findings and Conclusions"), filed August

3 l, 2004, which awards Plaintiffpost judgment interest on attorney fees from August 9, 2002 to

April 19, 2004, and resuming from the date the final judgment is signed. Therefore, Plaintiff's

J

_JT-APP 0083



request for post judgrnent interest on attomey fees from September 2, 2004 is denied, because the

District Court has already determined that the post judgment interest should resume from the date

the final judgment is signed.

I. Background l

The District Court issued a judgment favorable to Plaintiffon August 9, 2002. On April

19, 2004, the United States Court of Appeals for the Federal Circuit remanded the case to the

District Court to issue more specific findings regarding the patent infringement, willfulness, the

exceptional nature of the case, and the damages amount. On May 11,2004, the District Court

ordered the parties to submit proposed findings of fact and conclusions of law. The District

Court adopted Defendant's Findings and Conclusions on June 22, 2004 ("June 22, 2004 Order").

Plaintiff filed its Request for Reconsideration of Adoption of Defendant's Findings of Fact and

Conclusions o fLaw, Alternative Motion for New Trial ("Motions for Reconsideration and New

Trial") on July 6, 2004. At a heating on August 18, 2004, the District Court decided to vacate its

previous adoption of Defendant's Findings and Conclusions and to adopt Plaintiff's Findings and

Conclusions, and ordered Plaintiff to provide the necessary findings and final judgment ("August

18, 2004 Minute Order"). On September 2, 2004, the District Court entered an Order vacating

Defendant's Findings and Conclusions and adopting Plaintiff's August 31, 2004 Findings and

Conclusions ("September 2, 2004 Order").

In the Findings and Conclusions adopted by the District Court on September 2, 2004,

Plaintiff was awarded reasonable attorney fees under 35 U.S.C. § 285, and post judgment

I - o

The background information comes from Defendant Robert H. Peterson Co.'s Opposition to Plaintiff's
Applications for Attorney Fees and Costs, tiled September 17, 2004, and Plaintiff's Memorandum in Support of
Golden Blount, Inc.'s Application for Attorneys' Fees, filed September 8, 2004.
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interest, calculated pursuant to 28 U.S.C. § 1961, on attorney fees at the highest rate allowed by

the law from August 9, 2004, to April 19, 2004, and resuming again on the date the final

judgment is signed. Plaintiffsubsequently filed its Applications on September 8, 2004 and on

September 9, 2004. Defendant disputes the District Court's jurisdiction to entertain Plaintiff's

Applications on the basis that the August 18, 2004 Minute Order constituted the final judgment,

and therefore, Plaintiff's Applications, filed September 8, 2004, and September 9, 2004, were

untimely under the Federal Rules of Civil Procedures 52(b) and 54(d).

If. Analysis

A. Timeliness of Plaintiff's Applications

1. Plaintiff's Motion for New Trial

The District Court has jurisdiction to entertain Plaintiff's Applications, because they were

timely filed under the Federal Rules. Defendant asserts that since the District Court's August 18,

2004 Minute Order disposed of Plaintiff's Motions for Reconsideration and a New Trial, under

Federal Rule of Civil Procedure ("FRCP") 58(a)(l)(D), a separate document is not required for

the entry of judgment. However, a "'judgment' [is] defined as 'a decree or any order from which

an appeal hes. Freudensprung v. Offshore Teeh. Servs., 379 F.3d 327, 336 (5th Cir. 2004)

(quoting Theriot v. ASW Well Serv., 951 F.2d 84, 88 (5th Cir. 1992)). Further, under Federal

Rule of Appellate Procedure ("FRAP") 4(a)(4)(A), "Ifa party timely fries in the district court any

of the following motions under the Federal Rules of Civil Procedure, the time to file an appeal

runs for all parties from the entry of the order disposing of the last such rentatnmg..... motion, z

2 See also FRAP 4(a )(4)(B)(i) ( "lfa party f-des a notice of appeal after the court announces or enters a
judgment-but before it disposes &any motion listed in FRAP 4(aX4)(A)-the notice becomes effective to appeal a
judgment or order, in whole or in part, when the order disposing of the last such remaining motion is entered.").
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(emphasis added). The provisions ofFRAP 4(a)(4)(A)(iv) and FRAP 4(a)(4)(A)(v) list the

identical motions set out in FRCP 58(a)(l)(D). 3 Since an appeal does not lie until the District

Court enters an order disposing of both Plaintiff's Request for Reconsideration and Plaintiff's

Motion for New Trial, and since there is nothing on the docket disposing of Plaintiff's Motion

for a New Trial, there is no judgment. See FED. R. CIV. P. 58(o)(I ) (If a separate document is not

required under FRCP 58(a)(1), a judgment is deemed entered when it is entered in the civil

docket in accordance with FRCP 79(a).).

Even ifttfis Court were to accept Defendant's argument that the District Court adopted

Plaintiff's June 10, 2004 Findings and Conclusions at its August 18, 2004 heating and that the

adoption disposed of Plaintiff's Request for Reconsideration of Adoption of Defendant's

Findings of Fact and Conclusions of Law when the minute entry of that hearing was entered on

the docket, Plaintiff's Alternative Motion for New Trial is still pending. Therefore, Plaintiff's

Applications were timely filed, because the time to file motions under FRCP 52(b) and FRCP

54(b) do not start running until a judgment is entered, and the judgment is not entered for

Plaintiff's Motions for Reconsideration and New Trial until the District Court enters an order

disposing of Plaintiff's Motion for New Trial.

Also, even if the District Court's August 18, 2004 Minute Order could be considered a

judgment, Plaintiff's applications would still be timely filed "because the ... order lacked a

3The motions enumerated in FRAP 4(a)(4)(AXi) through FRAP4(aX4)(A)(vi) track the motions listed in
FRCP 58(a)(l)(A) through FRCP 58(a)(l)(E) as exceptions to the separate docun_ut requirement. In fact, the
Advisory Committee Notes for 2002 after FRCP 58 specifically state that the amendments to FRCP 58(a)(1) were
made in order to address the problems that arise under FRAP 4. See also Freudensprung, 379 F.3d at 334 ("Certain
Amendments, effective December 1, 2002, were made to resolve uncertainties concerning how Rule 4(aX7)'s
"def'mition of when a judgment or order is deemed entered interacts with the requirement in [Rule] 58 that, to be
effective, a judgment must be set forth on a separate document.'" (internal quotations omitted) (quoting Notes of
Advisory Committee on Rules 2002 Amendments, following Rule 4)).
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required separate document, under amended Rules 4 and 58(b), the order was not deemed

'entered' - and the time to file notice of appeal did not begin to run ...." Freudenspmng, 379

F.3d at 337. Under FRCP 58(b)(2)03), a judgment is also considered entered, even where it is

lacking a required separate document, when 150 days have run from its entry on the docket

pursuant to FRCP 79(a). However, this does not apply here because 150 days from August 18,

2004 is January 15, 2005.

2. Plaintiff's Request for Reconsideration

Plaintiff's Applications were also timely tiled because the District Court's August 18,

2004 Minute Order did not dispose of Plaintiff's Request for Reconsideration under FRCP

58(a)(1)(D) as a "motion to alter or amend the judgment." The District Court's June 22, 2004

adoption of Defendant's Findings of Fact and Conclusions of Law is not an entered judgment

until it is set forth on a separate document, and no such separate document exists. See FEI). R.

CIr. P. 58(b)(2)(A); see also Freudenspr_mg, 379 F.3d at 334 ("[A] judgment or order is deemed

'entered' within the meaning of Rule 4(a) when it is set forth on a separate document in

compliance with Federal Rules of Civil Procedure 58(a)(1) and entered on the district court's

civil docket as required by Federal Rules of Civil Procedure 79(a)."). The Provisions of FRCP

58(o)(2)03 ) also do not apply here because 150 days from June 22, 2004 is November 19, 2004.

Further, the District Court's June 22, 2004 Order cannot be considered "an order

disposing of a motion" and hence cannot fit under the exception to the separate document

requirement in FRCP 58(A)(1). Defendant's Findings and Conclusions, adopted in the District

.I-_-APP 00B7



Court's June 22, 2004 Order, do not constitute a motion. 4 "[The document] was not styled as a

motion. The writing did not 'state with particularity the grounds' ..."of the motion. 5 Defendant's

Opposition ("Def.'s Opp.") at 4 (quoting FED. R. CIV. P. 7(b)(1)). However, even if Defendant's

Findings and Conclusions could be considered a motion, they do not fall under the enumerated

motions listed in FRCP 58(a)(l)(A) through FRCP 58(a)(1)(E). _

3. The District Court's Instructions and Adoption

Contrary to Defendant's assertion, the District Court's order at the August 18, 2004

heating for the Plaintiff"to present [the Court] with the necessary findings and necessary final

judgment ... "clearly shows that the District Court did not make a final decision regarding which

version of the findings it was going to adopt. (Pl.'s Rep. at 3). Therefore, the District Court's

August 18, 2004 Minute Order did not dispose of Plaintiff's motions under FRCP 58(a)(l)(D),

making Plaintiff's Applications timely under FRCP 52(19) and FRCP 54(d). The District Court's

instruction to Plaintiff was not "language calculated to conclude all claims before the court."

(Def.'s Opp. at 5 (citing Moreau v. Harris County, 158 F.3d 241,244 (5th Cir. 1998))). At the

August 18, 2004 hearing, the District Court only made the decision to vacate Defendant's

4 t" " _" .....A mo 1on ts defined as a written or oral applacalaonrequesting a court to make a specified ruling or
order." BLACK'SLAWDICrION^RY458 (2d pocket ed. 2001). Defendant's proposed findings and conclusions was
not an "application requesting" the Court to make a certain ruling or an order.

This was the reasoning put forth by Defendant as to why Plaintiff's August 3 I, 2004 Findings and
Conclusions do not constitute a proper FRCP 52(b) motion. (Def.'s Opp. at 4).

6 Defendant's Findings and Conclusions do not fit(l) under FRCP 58(a)(1)(A) as a motion for judgment

under FRCP 50Co), which discusses renewing a motion for judgment after trial or an alternative motion for a new

Irial; (2) under FRCP 58(aXI)(B) as a motion to amend or make additional Findings of fact under FRCP 52(b); (3)
under FRCP 58(aXI)(C ) as a motion for attorney fees under FRCP 54, which states that claims for attorneys' fees
and related non-taxable expenses shall be made by a motion; (4) under FRCP 58(a)(IXD ) as a motion for a new trial
or to alter or amend the judgment under FRCP 59; (5) under FRCP 58(aXI)(E ) as a motion for relief under FRCP
60, which states that relief may be granted for mistakes, inadvertence, excusable neglect, newly discovered evidence,
etc..
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findings and to adopt Plaintiff's instead, and it did not adopt Plaintiff's June 10, 2004 findings as

the Defendant asserts, ffthat was the District Court's intent, it would not have instructed

Plaintiff to submit the necessary findings since the June 10, 2004 version had previously been

submitted to the District Court. It is apparent from the facts that the District Court's decision

regarding which version of the findings and conclusions it wished to adopt was not finalized until

September 2, 2004.

Defendant states that the "August 31 [v]ersion [of Plaintiff's findings and conclusions]

contains significant additional findings and conclusions which alter and amend those set forth in

tile June 10 [f]indings." (Def.'s Opp. at 3). The District Court's September 2, 2004 adoption of

those findings without any indication that it is vacating the adoption of the June 10, 2004

findings, also makes it clear that the District Court never adopted Plaintiff's June 10, 2004

Findings and Conclusions at its August 18, 2004 hearing. The District Court's September 2,

2004 Order states, "[C]onsistent with its ruling at the conclusion of the Oral Hearing on August

18, 2004, [the District Court] is of the opinion that the Plaintiff's Findings of Fact and

Conclusions of law submitted on August 31, 2004, are correct, and they are hereby adopted as the

Findings and Conclusions of this Court." (emphasis omitted). This Order clearly shows that the

District Court only adopted the August 31, 2004 version of Plaintiff's findings and conclusions.

The District Court waited for the version of the findings that Plaintiff submitted pursuant to its

request, and after reviewing it and fmding it to be satisfactory, the District Court adopted it on

September 2, 2004.

.2._
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B. Reasonableness of the Plaintiff's Requested Attorney Fees and Costs

1. Attorney Fees

The District Court has already determined that under 35 U.S.C. § 285, this is an

exceptional case entitling Plaintiffto attorney fees. Therefore, the issue left before this Court is

whether the amount of attorney fees requested by Plaintiffis reasonable. The Federal Circuit's

precedent governs the substantive interpretation of 35 U.S.C. § 285. Pharmacia & Upjohn Co. v.

Milan Pharms., Inc., 182 F.3d 1356, 1359 (Fed. Cir. 1999). However, "[t]he methodology of

assessing a reasonable award under 35 U.S.C. § 285 is within the discretion of the district court."

Mathis v. Spears, 857 F.2d 749, 754 (Fed. Cir. 1988) (citing Lain, Inc. v. Johns-Manville Corp.,

718 F.2d 1056, 1068 (Fed. Cir. 1983)). This Court applies the lodestar analysis. The lodestar

amount is determined by multiplying the number of hours reasonably spent on the litigation by a

reasonable hourly rate. Green v. Adm 'rs of the Tulane Educ. Fund, 284 F.3d 642, 661 (5th Cir.

2002) (quoting Rutherford v. Harris County, Tex., 197 F.3d 173, 192 (5th Cir. 1999)). The

factors set out in Johnson v. Georgia Highway Express, Inc. are considered in analyzing the

reasonableness of the hours expended and the hourly rates requested. 488 F.2d 714, 717-19 (5th

Cir. 1974). 7 Further, the work performed by paralegals should be legal work, not clerical tasks,

for their fees to be recoverable as attorney fees. Vela v. City of Houston, 276 F.3d 659, 681 (5th

Cir. 2001) (citing Allen v. United States Steel Corp., 665 F.2d 689,697 (5th Cir. 1982)).

"Otherwise, paralegal expenses are separately unrecoverable overhead expenses." Allen, 665

7The factors set out in Johnson are: (1) the time and labor required; (2) the novelty and difficulty of the

issues involved; (3) the skill required to litigate the case; (4) the ability of the attorney to accept other work; (5) the
customary fee for similar work in the community;,(6) whether the fee is fixed or contingent; (7) time limitations
imposed by the client or the circumstances of the ease; (8) the amount involved and results obtained; (9) the
experience, reputation, and ability of the attorneys; (10) the "undesirability" of the case; (11) the nature and length of

 r,p 0o9o

the attorney-client relationship; and (12) awards in similar cases. Johnson, 488 F.2d at 717-19.
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F.2d at 697 (citing Jones v. Armstrong Cork Co., 630 F.2d 324, 325 & n. I (5th Cir. 1980)).-

Plaintiffseeks attorney fees for the three law firms that represented it throughout the

course of this case. Plaintiffseeks compensation for: 80.15 hours for the services of the Locke,

Liddle & Sapp, L.L.P. ("Locke") attorneys who served as counsel before the ease was turned

over to Hitt Gaines, P.C. ("Hitt"), and Schultz, & Associates, P.C. ("Schultz"); 66.5 hours for the

services of the Hitt's paralegals and 2,185.1 hours for the services of the I/itt attorneys; and

171.7 hours for the services of the Schultz attorneys. Plaintiffseeks compensation for its counsel

at hourly rates ranging from $135.00 to $375.00, and for Hitt's paralegals at hourly rates ranging

from $65.00 to $90.00. s

This Court has considered the Johnson factors, as well as Plaintiff's Application for

Attorney Fees, Memorandum in Support of Plaintiff's Application for Attorney Fees, and

Appendix in Support of Plaintiff's Application for Attorney Fees. The number of hours that

Plaintiff seeks compensation for are reasonable for this case, and Plaintiff's requested hourly

rates are reasonable for this case in this community. Plaintiffhas also sufficiently shown that the

work done by Hitt's paralegals is "work traditionally done by an attorney," and thus the

paralegals' hours are recoverable as the prevailing party's attoaley fees. Allen, 665 F.2d 689 at

697. Defendant has not contested the reasonableness of the number of hours or the hourly rates

Plaintiffis requesting for its counsel and paralegals. Taking into consideration Plaintiff's

requested hourly rates and the number of hours for which Plaintiff seeks compensation, Plaintiff

sOn page 6 of Plaintiff's Application for Attorney fees, and on page A-I 12 of the Appendix in Support of
Plaintiff's Application for Attorney Fees ("Attorney Fees Appendix"), attorney Charles Phipps' billing rate is listed
as $130.00. However, in the Appendix at page A-87, his billing rate is listed as $230.00. It appears from Locke's
statements itemizing its services that Charles Phipps' billing rate is $230.00. Therefore, this Cotut assessed the
reaso_mbleness of Plaintiff's request for attorney fees for the services rendered by Charles Phipps at the hourly rate
of $230.00.

_J
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is awarded attorney fees at the following rates for the following number of hours: $249.39 per

hour for 2,180.04 hours for the services rendered by Hitt; $71.57 per hour for 66.34 hours for the

services rendered by Hitt's paralegals; $318.11 per hour for 171.7 hours for the services rendered

by Sehultz; and $236.65 per hour for 80.15 hours for the service rendered by Locke: In sum,

Plaintiffis awarded a lodestar amount of $622,015.00. 9

Once the lodestar has been determined, it may be adjusted upward or downward, if the

Johnson factors, not "already considered in calculating the lodestar," warrant such an adjustment.

Shipes v. Trinitylndus., 987 F.2d 311,320 (5th Cir. 1993) (citing Von Clark v. Butler, 916 F.2d

255, 258 (5th Cir. 1980)). However, the lodestar is presumptively reasonable and should be

modified only in exceptional cases. Wat_'ns v. Fordice, 7 F.3d 453,457 (5th Cir+ 1993), on

remand, 852 F. Supp. 542 (S.D. Miss. 1994), off'd, 49 F.3d 728 (5th Cir. 1995) (citing City of

Burlington v. Dague, 505 U.S. 557, 562 (1992), on remand, 976 F.2d 801 (2d Cir. 1991)).

Plaintiff does not seek a fee enhancement and Defendant does not dispute the reasonableness of

the amount of fees requested by Plaintiff. Therefore, this Court determines that the lodestar

amount should not be adjusted.

2. Costs

Plaintiffseeks $ I0,031.04 in costs. Costs other than attorney fees may be awarded to the

prevailing party under FRCP 54(d)(1). Gaddis v. United States, 381 F.3d 444, 452 (5th Cir.

2004) (quoting Coats v. Penrod Drilling Corp., 5 F.3d 877,891 (5th Cir. 1993)). "28 U.S.C. §

1920 defines recoverable costs, and a district court may decline to award the costs listed in the

9 See Plaintiff's Attorney Fees Appendix for the specific hourly rates and the number of hours requested.

10

+.F
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statute but may not award costs omitted from file list. ''_° Id. Althougli Defendant has not

disputed file reasonableness of Plaintiff's requested costs, upon reviewed of Plaintiff's Bill of

Costs, this Court determines that Plaintiffshould only be awarded $3,679.83 in costs. It is not

apparent that the other costs requested, in the amount of $6,351.21 for postage, facsimile, courier

services, on-line search expenses, trial supplies, obtaining patents, taxi and airfare for a

deposition, parking for and in preparation of trial fit within 28 U.S.C. § 1920 as recoverable

costs. See Coats, 5 F.3d at 891 (Travel expenses, costs incurred for "blow ups" used at trial, and

video technician fees for a deposition are not recovcrable as costs, because they are not expenses

included ill 28 U.S.C. § 1920.).

III. Conclusion

Based on the above, Plaintiff's Application for Attorneys' Fees and Plaintiff's

Application for Costs arc GRANTED in part and DENIED in part. Defendant is ordered to

pay Plaintiff the above mentioned amounts within 30 days from the District Court's entry of the

final judgment. /-tf f

SO ORDERED. November _/__, 2004. '/ 2_"

PAUL D. STICKNEY

UNITED STATES MAGISTRATE JUDGE

10The costs listed in 28 U.S.C. § 1920 arc: (1) fees of the clerk and marshal; (2) fees of the court reporter
for stenographic transcriptnecessarily obtained for use in the case; (3) fees and disbursements for printing and
witnesses; (4) fees for exemplification and copies of papers necessarily obtained for use in the case;(5) docket fees
under 28 U.S_C. § 1923; (6) compensation of court appointed experts, Compensation of interpreters, and salaries,
fees, expenses, and costs of special interpretation services under 28 U.S_C. § 1828.

I1
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"" "." " " " _'_ L'F Of TEXAS

IN THE UNITED STATES DIST_RICT C_)_UR_i ..... ' _-. --'- I
FOR THE NORTHERN DISTRICT OF _EXAS -- ' /

DALLAS DIVISIO_ i D_ I _ _ ," ]

/ cL_,._-_, ,, - . /

§ Civil Action No.

v. §

§ 3-01-CV-0127-R

ROBERT H. PETERSON CO., §

§
Defendant. §

FINAL JUDGMENT

Pursuant to Rule 58 of the Federal Rules of Civil Procedure and the Court's Findings of Fact

and Conclusions of Law entered September 2, 2004, it is hereby ORDERED that judgment is

entered for Plaintiff: It is further ORDERED that Plaintiff recover danlages, as set forth in the

Courl's Findings of Fact and Conclusions of Law of September 2, 2004, and reasonable attorneys

fees and costs, as set forth in the Court's Order Granting Attorney's Fees and Costs of November

15, 2004. Moreover, it is ORDERED that interest shall run on the damages, attomey's fees and

costs, as set forth in the Court's Findings of Fact and Conclusions of Law of September 2, 2004.

Based upon the fact that infringement causes irreparable harm, it is additionally ORDERED that

Defendant be permanently enjoined from making, using, offering to sell, selling or importing into

the United States the device found to infringe the adjudicated claims of United States Patent No.

5,988,159, or colorable variations thereof.

IT IS SO ORDERED.

ENTERED: this [_S day of b._ C • ,2004.

SEN_QII _TED STATES DISTRICT JUDGE
NORTHERN DISTRICT OF TEXAS

jT-APP 0094
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Nature of Suit: 830 Patent
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Freeborn & Peters - Chicago
311 S Wacker Drive
Suite 3000
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Lte Filed # Docket Text

/ 18/2001 1

/18/2001

COMPLAINT FOR PATENT INFRINGEMENT filed; Filing Fee $150.00 Receipt #
135399 (14) (vdf) (Entered: 01/19/2001) .....

.2&

DEMAND for jury trial by plaintiff Golden Blount (vd f) (Entered:.O_ "_9)2001)
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01/18/200l

01/23/2001 2

03/I 9/2001 3

03/20/2001 4

Page 3 of 14

PRELIMINARY ASSIGNMENT TO Magistrate Judge Paul Stickney (vdf) (Entered:
01/19/2001)

CERTIFICATE OF INTERESTED PERSONS by plaintiff Golde:n Blount, lnc (1) (vd o
(Entered: 01/24/2001)

ANSWER to Complaint ,'rod COUNTERCLAIM by defendant Robert H Peterson Co

against Golden Blount, Inc (4) (vdf) (Entered: 03/20/2001)

SCHEDULING ORDER setting Amending of Pleadings oll 7/17/01 ; Discovery cutoff

9/14/01 ; Deadline for filing ofdispositive motions 10/26/01 ; Pretrial materials due oll

2/15/02 Pretrial conference for 10:00 3/1/02 ; Docket call set for 3/4/02 (SEE ORDER

FOR SPECIFICS) ( Signed by Chief Judge Jerry Buchmeyer ) Copies to counsel:

03/21/01 Page(s): 11 (wtf) (Entered: 03/21/2001 )

03/20/2001 4 STATUS REPORT ORDER. Joint Status rcporl due on 5/18/01 ( Signed by Chief Judge

Jerry Bucluneyer ) Copies to counsel: 03/21/01 Page(s): 11 (vdf) (Entered: 03/21/2001)

03/23/2001

05/18/2001 6

06/14/2001 7

06/19/2001 8

09/13/2001 p

10

! t

39/17/2001

)9/21/2001

)9/24/2001

)9/26/2001 1_3_

)9/26/2001 14

0/12/2001 15

10/12/2001 16

ORDER REGARDING JUDGE BUCttMEYER'S SCHEDULING ORDER (SEE

ORDER FOR SPECIFICS) ( Signed by Magistrate Judge Paul D. Stickney ) Copies to
counsel: 03/23/01 Page(s) 2 (vdf) (Entered: 03/23/2001)

JOINT STATUS REPORT by defendant Robert H Peterson Co, plaintiff Golden

Blount, lnc (3) (vd 0 (Entered: 05/18/2001)

JOINT MOTION fbr protective ordcr by dcfendant Robert H Peterson Co, plaintiff

Golden B Iount, Inc. (10) (hnr) (Entered: 06/15/2001 )

PROTECTIVE ORDER granting [7-1 ] joint motion for protective order (SEE ORDEI _,

FOR SPECIFICS) ( Signed by Magistrate Judge Paul D. Stickney ) Copies to counsel:

06/20/01 Page(s) 7 (vdf) (Entered: 06/20/2001)

JOINT MOTION to extend discovery cut-off by plaintiffGolden Blount, Inc, dcfendant

' Robert H Peterson Co (2) (vd 0 (Entered: 09/14/2001)

ORDER granting [9-1] joint motion to extend discovcry cut-off reset discovery duc fbr

10/5/01 ( Signed by Chief Judge Jerry Buchmeyer ) Copies to counsel: 09/I 7/01 Page(s)

(vd f) (Entered: 09/17/2001 )

MOTION by Roy W. Hardin, attorney for plaintiff Golden Blount, Inc., for Roy W.

Hardin and Lockc Liddell & Sapp LLP, to withdraw as attorney. (3) (jaw) (Entered:
09/24/2001 )

ORDER granting [11-1] motion for Roy W. Hardin and Locke Liddell & Sapp LLP, to

withdraw as attorney (Terminated attorney Roy W. Hardin). ( Signed by Magistrate

Judge Paul D. Stickney ) Copies to counsel: 09/25/01 Page(s) 1 (jaw) (Entered:

09/26/2001 )

NOTICE of attorney appearance for plaintiff Golden Blount, Inc. by William D. tlarris.

(2) (jaw) (Entered: 09/26/2001)

NOTICE of attorney appearance for plaintiffGolden Blount, Inc. by Charles Wayne
Gaines. (2) (jaw) (Entered: 09/26/2001)

MOTION by plaintiffGolden Blount, lnc in limine or in the alternative motion to

enforce the agreement of opposing attorneys. (2) (jaw) (Entered: 10/15/.2001 )

MEMORANDUM by plaintiffGolden Blount, Inc. in snpport o_'_] motion in liminel

or in the alternativc motion to enforce the agreement ofopposhlg attorneys. (8)(Exhibits

tps://ecf.txnd.uscourts.gov/cgi-biiVDktRpt.pl?889765717429615-L 280 0-1 dT-APP 0097 4/20/2005
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0/18/2001

0/23/2001

L7

not imaged.) (jaw) Modified on 10/15/2001 (Entered: 10/15/2001)

ORDER OF REFERENCE: [15-1] Plaintiff's motion in limine or in the alternative

motion to enforce the agreement of opposing attorneys, is referred to Magistrate Judge
Paul D. Stickney for hearing, if necessary, and recommendations or determination, to

this Court. See order for specifics. ( Signed by Chief Judge Jerry Buchmeyer ) Copies to
counsel: 10/18/01 Page(s): 1 (jaw)(Entered: 10/18/2001)

ORDER setting bearing: Motion hearing setfor 11:00 11/14/01 in the Magistrate's
courtroom 15C22, 1100 Commerce Street, Dallas, Texas, for [15-1] motion in liminc or

in the alternative motion to enforce the agreement of opposing attorneys ( Signed by
Magistrate Judge Paul D. Stickney ) Copies to counsel: 10/24/0l Page(s): 2 (djd)
(Entered: 10/24/2001)

1/01/2001 L9 RESPONSE by defendant Robert H Peterson Co. ill opposition to [15-1] motion in
limine or, in the alternative, motion to enforce the agreement of opposing attorneys. (11)
(Exhibits not imaged.) (jaw) (Entered: 11/01/2001)

1/13/2001 20 REPLY by plaintiff Golden Blount, Inc. to response to [ 15-1 ] motion in limine or in the

alternative motion to enforce the agreement of opposing attorneys. (6) (jaw) (Entered:
11/14/2001)

1/14/2001 21 ORDER RESETTING HEARING: Motion hearing set for l 1:00 a.m. on 11/26/01 for
[15-1 ] motion in limine or in the alternative motion to enforce the agreement of
opposing attorneys. See order for specifics. ( Signed by Magistrate Judge Paul D.
Stickney ) Copies to counsel: 11/14/01 Page(s): 2 (jaw) (Entered: 11/14/2001)

1/26/2001 Motion hearing held re: [ 15-1 ] plaintiffs motion in limine or in the alternative motion to
enforce the agreement of opposing attorneys. (jaw) (Entered: 11/26/2001)

1/26/2001 22 Minute order: Motion hearing held before Magistrate Judge Paul D. Stickney; Court
Reporter: Gladys Janssen. Order to enter. (1) (jaw) (Entered: 11/26/2001)

1/26/2001 .23_ ORDER denying [15-1 ] plaintiff's motion in limine. ,,,the defendant will produce Mr.

McLaughlin and the attorney upon whose advice the defendant is relying in Dallas and
at the defendant's cost. The defendant will pay the cost of the Court reporter to attend
the deposition, and each patty is to pay for its own deposition transcripts. Plaintiff's

request for attorneys' fees is denied as to the motion and deposition. See order for
specifics. ( Signed by Magistrate Judge Paul D. Stickney ) Copies to counsel: 11/27/01

Page(s) 1 (jaw) (Entered: 11/27/2001)

2/05/2001 24 TRANSCRIPT filed Court Reporter: Electronic. Date(s): 11/26/01 Volume(s): 1 Type

of proceeding: Hearing on Motion in Limine. (15+)(USC/Not imaged- bound
document.) (jaw) Modi fled on 12/05/2001 (Entered: 12/05/2001)

2/28/2001 _2_5ANSWER by plaintiff Golden Blount, Inc. to [3-2] counterclaim. (3) (jaw) (Entered:
01/02/2002 )

1/22/2002 26 Witness list by plaintiffGolden Blount, Inc. (5) (jaw) (Entered: 01/23/2002)

1/22/2002 26 Exhibit list by plaintiffGolden Blount, Inc. (5) (jaw) (Entered: 01/23/2002)

1/22/2002 27 Exhibit list by defendant Robert H Peterson Co. (6) (jaw) (Entered: 01/23/2002)

1/22/2002 28 Witness list by defendant Robert H Peterson Co. (4) (jaw) (Entered-.-01/23/2002)

2/05/2002 29 RESPONSE by defendant Robert H Peterson Co in opposition to_z_i: 1] 6xhibits list,
[26-1] witness list (5) (cxj) (Entered: 02/06/2002) __-_

)s://ecf.txnd.uscourts.gov/cgi-bilVDktRpt.pl?889765717429615-L 280 0-1
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02/05/2002 30 RESPONSE by plaintiffGolden Blount, Inc in opposition to [28-1] witness list, [27-1]
exhibits list (4) (cxj) (Entered: 02/06/2002)

02/19/2002 Letter confirming extension of time by plaintiffGolden Blount, Inc. Deadline for

submission of pretrial materials extended to 2/20/02. (3) (jaw) (Entered: 02/20/2002)

02/20/2002 31 Proposed issues and jury instructions by defendant Robert H Peterson Co (15+) (tern)
(Entered: 02/22/2002)

02/20/2002 32 PETERSON CO's PROPOSED Special Verdict Form and Special Interrogatories by
defendant Robert H Peterson Co (10) (tern) (Entered: 02/22/2002)

02/20/2002 3.3 Proposed voir dire questions by defendant Robert H Peterson Co (3) (tern) (Entered:
02/22/2002)

02/20/2002 34 Exhibit list by defendant Robert H Peterson Co (5) (tern) (Entered: 02/22/2002)

02/20/2002 35 Witness list by defendant Robert H Peterson Co (4) (tern) (Entered: 02/22/2002)

02/20/2002 36 PRETRIAL MATERIAL by plaintiff Golden Blount, Inc (15+) (Attachments not
imaged) (tern) (Entered: 02/22/2002)

02/22/2002 _,7 i Joint Proposed pre-trial order from plaintiffGolden Blount, Inc, defendant Robert H

Peterson Co (attactmaent not imaged) (15+) (tern) (Entered: 02/25/2002)

02/26/2002 38 MOTION by defendant Robert H Peterson Co for protective order to preclude testimony
of F. William McLaughlin. (2) (jaw) (Entered: 02/27/2002)

02/26/2002 39 MEMORANDUM by defendant Robert H Peterson Co in support of [38-1] motion for
protective order to preclude testimony ofF. William McLaughlin. (5) (jaw) (Entered:
02/27/2002)

02/27/2002 40 JOINT AGREED MOTION by plaintiffGolden Blount, lnc, defendant Robert H

Peterson Co to motion for trial by the Court sitting without a jury. (2) (jaw) (Entered:
02/27/2002)

02/27/2002 41 ! UNOPPOSED MOTION by plaintiff Golden Blount, lnc for 60-day continuance. (3)
(jaw) (Entered: 02/27/2002)

02/27/2002 42 MEMOKANDUM by plaintiff Golden Blount, Inc in support of [41-1 ] motion for 60-
day continuance. (2) (jaw) (Entered: 02/27/2002)

02/27/2002 43 Amended SCHEDULING ORDER setting Docket call set for 5/6/02 ; Pretrial materials
due on 4/19/02 Pretrial conference for 10:00 5/3/02...see order. ( Signed by Judge Jerry

Buctuneyer ) Copies to counsel: 2/28/02 Page(s): 2 (jrb) (Entered: 02/28/2002)

02/27/2002 44 ORDER granting [4 I-1 ] motion for 60-day continuance...pretrial conference scheduled
for 3/1/02 will still be held. ( Signed by Judge Jerry Buclnneyer ) Copies to counsel:

2/28/02 Page(s) 1 (jrb) (Entered: 02/28/2002)

03/05/2002 45_ ORDER granting [40-1] motion to motion for trial by the Court sitting without a jury

( Signed by Judge Jerry Buctuneyer ) Copies to counsel: 3/6/02 Page(s) 1 Orb) (Entered:
03/06/2002)

03/15/2002 4-6 RESPONSE by plaintiffGolden Blount, Inc to [38-1] motion for protective order to

preclude testimony of F. William McLaughlin. (6) (jaw) (Entered: 03/18/2002)

04/19/2002 47 PROPOSED FINDINGS OF FACT AND CONCLUSIONS OF4_W b_ defendant ..
Robert H Peterson Co (16) (aat) (Entered: 04/22/2002) ---_--_

:tps://ecf.txnd.uscourts.gov/cgi-bin/DktRpt.pl?889765717429615-L_280 0-1
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,4/19/2002

4/19/2002 49

4/19/2002

4/22/2002 51

4/22/2002 52

5/03/2002

5/03/2002 53_

5/l 7/2002 54

5/23/2002 55

5/28/2002 56

5/31/2002

5/31/2002 57

5/03/2002 58

5/04/2002 59

_/26/2002 60

T/25/2002 _61

'/29/2002

'/29/2002 _63

48

5O

ISSUE DIRECTED TRIAL BRIEF by plaintiffGolden Blount, Inc (10) (aat) (Entered:
04/22/2002)

SUBSTITUTE LIST OF EXHIBITS by plaintiffGolden Blount, Inc (4).-(aat) (Entered:
04/22/2002)

FINDINGS OF FACT AND CONCLUSIONS OF LAW by plaintiffGolden Blount, Inc
(9) (aat) (Entered: 04/22/2002)

SUPPLEMENTAL JOINT PRETRIAL ORDER pursuant to Local Rule 16.4 filed.
(Signed by Judge Jerry Buchmeyer) Copies to counsel: 4/23/02 Page(s): 8 (aat)
(Entered: 04/23/2002)

ORDER OF REFERENCE: Peterson Co.'s [38-1 ] motion for protective order to
preclude testimony of F. William McLaughlin is referred to Magistrate Judge Paul D.
Stickney for hearing, if necessary, and recommendations or determination, to this Court.

( Signed by Judge Jerry Buchmeyer ) Copies to counsel: 4/23/02 Page(s): 1 (aat)
(Entered: 04/23/2002)

Pre-trial conference held. (mill) (Entered: 05/06/2002)

Minute order: Pretrial conference held before Judge Jerry Buchmeyer. Court Reporter:
Not on record. (mlh) (Entered: 05/06/2002)

OPENING CLAIM CONSTRUCTION/TRIAL BRIEF by plaintiff Golden Blount, Inc.
(15+) (Exhibits not imaged.) (cxb) (Entered: 05/20/2002)

ORDER setting hearing: Motion hearing set for 10:00 5/31/02 for [38-1] motion for

_rotective order to preclude testimony ofF. William McLaughlin. See order for
specifics. ( Signed by Magistrate Judge Paul D. Stickney ) Copies to counsel: 05/24/02
Page(s): 2 (jaw) (Entered: 05/24/2002)

RESPONDING BRIEF REGARDING CLAIM CONSTRUCTION by defendant Robert
H Peterson Co. (I 5+)(Exhibits not imaged.) (jaw) (Entered: 05/29/2002)

Motion hearing held re: [38-1] motion for protective order to preclude testimony ofF.

William McLaughlin. Motion denied; order to enter. (jaw) (Entered: 06/03/2002)

Minute order: Motion hearing held before Magistrate Judge Paul D. Stickney; Court
Reporter: Gladys Janssen. (1) (jaw) (Entered: 06/03/2002)

REPLY by plaintiff Golden B lount, Inc in opposition to [56-l ] defendant's responsive
claim construction brief. (14) (jaw) (Entered: 06/04/2002)

ORDER denying [38-1 ] motion for protective order to preclude testimony of F. William

McLaughlin. ( Signed by Magistrate Judge Paul D. Stickney ) Copies to counsel: 6/5/02
Page(s) 1 (cxb) (Entered: 06/05/2002) . .

35 USC SECTION 282 NOTICE of by defendant Robert H Peterson Co (3) (svc)
(Entered: 06/27/2002)

SUPPLEMENTAL DOCUMENT to [60-1 ] exhibit list by plaintiff Golden Blount, Inc.
(2) (jaw) (Entered: 07/25/2002)

Bench trial held- First day. (jaw) (Entered: 07/31/2002)

,s://ecf.txnd.uscourts.gov/cgi-bin/DktRpt.pl?889765717429615-L 280 0-1

Minute order: First day of bench trial held before Judge Jerry Buchmeyer;--Court
Reporter: Janet Wright. Court adjourned until 7/30/02 at 9:00 a m._l_ (jaN) Modified .

on 07/31/2002 (Entered: 07/31/2002)

JT-APP 0100
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07/30/2002

07/30/2002

07/31/2002

07/31/2002

Bench trial held- Second day. (jaw) (Entered: 07/31/2002)

6_4

62

65

Page 7 of 14

Minute order: Second day of bench trial held before Judge Jerry Buctmmyer; Court
Reporter: Janet Wright. Court adjourned until 7/31/02 at 9:00 a.m. (l).(jaw) Modified
on 07/31/2002 (Entered: 07/31/2002)

MOTION with memorandum in support by plaintiff Golden Blount, Inc. to disregard the
testimony of Jotm Palaski. (6) (jaw) (Entered: 07/31/2002)

APPLICATION AND ORDER for 1;'William McLaugblin to appear pro hac vice.
( Signed by Judge Jerry Buchmeycr ) Copies to counsel: 08/01/02 Page(s) 3 (jaw)
(Entered: 08/01/2002)

07/31/2002 66 APPLICATION AND ORDER lbr Dean A Monco to appear pro hac vice ( Signed by
Judge Jerry Buchmeyer ) Copies to counsel: 08/01/02 Page(s) 3 (jaw) (Entcred:
08/01/2002)

07/31/2002 Bench trial held. (jaw) (Entered: 08/05/2002)

07/31/2002 6_7 Minute order: Bench Trial held before Judge Jerry Buchmeyer; Court Reporter: Janet

Wright. Bench trial ends; Findings will be entered. (1) (jaw) (Entered: 08/05/2002)

08/09/2002 68

69908/09/2002

FINDINGS OF FACT AND CONCLUSIONS OF LAW ...Based on the foregoing
Findings of Fact and Conclusions of Law, this Court finds for the Plaintiff. Plaintiffs

request for injunctive relief is granted. See Findings of Fact for specifics. (Signed by
Judge Jerry Buchmeyer) Copies to counsel: 08/09/02 Page(s): 8 (jaw) (Entered:
08/09/2002)

JUDGMENT Pursuant to Rule 58 of the Federal Rules of Civil Procedurc and the

Court's Findings of Fact and Conclusions of Law, entered 8/9/02, it is hcreby ordered
that judgment is entered for the Plaintiffs. It is further ordered that Plaintiffrecover

damages and reasonable attorneys fees as set forth in the Court's Findings of Fact and
Conclusions of Law. (Signed by Judge Jerry Buchmeyer ) Copies to counsel: 08/09/02
Page(s): 1 (jaw) (Entered: 08/09/2002)

08/09/2002 ! Case closed (jaw) (Entered: 08/09/2002)

08/20/2002 70 RESPONSE by defendant Robert H Peterson Co to [62-1] motion to disregard the
testimony of John Palaski. (8) (jaw) (Entered: 08/21/2002)

08/23/2002 _7_1.MOTION by defendant Robert H Peterson Co for leave to file under seal Peterson

Company's First Motion to Amend Findings of Fact, Conclusions of Law and Judgment
in accordance wuth Rule 52(b) FRCP. (3) (jaw) Modified on 08/26/2002 (Entered:
08/26/2002)

08/23/2002 72 SECOND MOTION by defendant Robert H Peterson Co to amend [68-1] findings of
fact order, [69-1 ] judgment order under Rule 52(b), or, for new trial undcr Rule 59(a),
FRCP. (3) (jaw) Modified on 08/26/2002 (Entered: 08/26/2002)

08/23/2002 73

7408/23/2002

MEMORANDUM by defendant Robert H Peterson Co in support of [72-1] motion to

amend [68-l] findings of fact order, [69-1] judgment order under Rule 52(b), or, for
new trial trader Rule 59(a), FRCP. (15+)(Exhibits not imaged.) (jaw) (Entered:
08/26/2002)

MOTION with memorandum iu support by plaintiff Golden Blount, lnc to include
updated damages and pre and post judgment intercst. (15+)(Exhibits notJlnaged.) (jaw)
Modified 09/05/2002 (E 1 08/26/2002)on ntere( : _

.tps://ecf.txnd.uscourts.gov/cgi-bin/Dk!Rpt.pl?889765717429615-L 280 0-1
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)8/23/2002 _7_5

_8/23/2002 76

_8/23/2002 77

_8/23/2002 78

_8127/2002

1910412002 .72

_9/09/2002 _8.__0

_9/12/2002 81_

'9/19/2002

9/19/2002

,9/19/2002

,9/23/2002

0/04/2002

8_

84

_85_

86

APPLICATION/MOTION by plaintiffGolden Blount, Inc for attorney fees. (5) (jaw)

(Entered: 08/26/2002)

MEMORANDUM by plaintiff Golden Blount, Inc in support of [75-t]-motion for

attorney fees. (15+) (jaw) (Entered: 08/26/2002)

APPENDIX by plaintiffGolden Blount, Inc in support of[75-l] motion for attorney
fees. (15+)(Not imaged.) (jaw) Modified on 08/26/2002 (Entered: 08/26/2002)

Bill of costs. (15+)(Exhibits not imaged.) (jaw) (Entered: 08/26/2002)

Costs $10,031.04. taxed for plaintiff Golden Blount, Inc. (jaw) (Entered: 08/27/2002)

REPLY by plaintiff Golden Blount, lnc to response to [62-1] motion to disregard the
testimony of John Palaski. (4) (jaw) (Entered: 09/05/2002)

JOINT MOTION for one-week extension of time to respond to post-trial motions by

plaintiff, defendant. (3) (jaw) (Entered: 09/09/2002)

ORDER granting [80-1] joint motion for one-week extension of time to respond to post-
trial motions. Response to motion reset to 9/19/02 for [75-1] motion for attorney fees;
[74-1] motion to include updated damages and pre and post judgment interest; and for

[72- t ] motion to amend [68-1 ] findings of fact order, [69- I ] judgment order under Rule
52(b), or, for new trial under Rule 59(a), FRCP. Response to motion reset to 9/23/02 for
first motion to amend Findings of Fact, Conclusions of law. See order for specifics.
(Signed by Judge Jerry Buchmeyer ) Copies to counsel: 09/13/02 Page(s) 1 (jaw)
(Entered: 09/13/2002)

' OBJECTIONS/RESPONSE by defendant Robert H Peterson Co in opposition to [75-1]

:motion for attorney fees. (15+)(Exhibits not imaged.) (jaw) Modified on 09/20/2002
(Entered: 09/20/2002)

OBJECTIONS/RESPONSE by defendant Robert H Peterson Co in opposition to [74-1]

motion to include updated damages and pre and post judgment interest. ( 15+)(Exhibits
not imaged.) (jaw) (Entered: 09/20/2002)

RESPONSE by plaintiffGolden Blount, Inc to [72-1] motion to amend [68-l] findings
of fact order, [69-1] judgment order under Rule 52(b), or, for new trial under Rule 59(a),

FRCP. (15+)(Exhibits not imaged.) (jaw) (Entered: 09/20/2002)

RESPONSE by plaintiff Golden Blount, Inc. to Peterson Company's First Motion to

Amend Findings of Fact, Conclusions of Law and Judgment in accordance with Rule 52
(b) FRCP. (3) (jaw) (Entered: 09/24/2002)

REPLY by plaintiff Golden Blount, Inc to response to [74-l] motion to include updated

damages and pre and post judgment interest. (9)(Exhibit not imaged.) (jaw) Modified on

l 0/04/2002 (Entered: 10/04/2002)

0/04/2002 87 REPLY by ptaintiffGolden Blount, Inc to response to [75-1] motion for attorney fees.
(15+)(Exhibits not imaged.) (jaw) (Entered: 10/04/2002)

0/04/2002 8__8_REPLY by defendant Robert H Peterson Co to response to [72-1] motion to amend [68-

1] findings of fact order, [69-1] judgment order under Rule 52(b), or, for new trial under

Rule 59(a), FRCP. (15+)(Exlfibits not imaged.) (jaw) (Entered: 10/04/2002)

0/0412002 89

2/07/2003 _9_O.

PROFFER TO THE COURT FOR IN CAMERA REVIEW by plaintiff Golden Blount,

Inc. (3) (jaw) (Entered: 10/07/2002) _ A ...

ORDER denying [62-1] motion to disregard the testimony of John Palaski; granting [71-

?s://ecf.txnd.uscourts.gov/cgi-bin/DktRpt.pl?889765717429615-L 280 0-1 JT-APP0102 4/20/2005
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1] motion for leave to file under seal Peterson Company's First Motion to Amend

Findings of Fact, Conclusions of Law and Judgment in accordance with Rule 52(b)
FRCP; denying [72-1 ] Second Motion to amend [68-1 ] findings o f fact order, [69-1 ]

judgment order under Rule 52(b), or, for new trial under Rule 59(a),,FRCP; granting
[74-1 ] motion to include updated danlages and pre and post judgment interest, granting
[75-1] motion for attorney fees. Plaintiffs Application for Attorney's Fees is hereby
granted. Plaintiff is awarded reasonable atomey's fee sin the amount of $332,349.00.

Plaintiffs Motion for Updated Damages and Pre and Post Judgment Interest is hereby
granted to the extent that the award of damages is updated to cover the period between
May 1st and August 9, 2002. Defendant is ordered to provide this Court, within 10
calendar days of the date of this Order, with sales figures for the ember flame unit for

tile period from 5/1/02 to May 9, 2002. See order for specifics. ( Signed by Judge Jens"
Buehmeyer ) Copies to counsel: 02/07/03 Page(s) 2 (jaw) (Entered: 02/07/2003)

02/07/2003 91 SEALED DOCUMENT placed in sealed area (svc) (Entered: 02/10/2003)

02/07/2003 92 SEALED DOCUMENT placed in sealed area (svc) (Entered: 02/10/2003)

02/18/2003 9_3_ AGREED MOTION for a one-week extension oftinre by Golden Blount, Inc., Robert H

Peterson Co. (jaw) (Entered: 02/18/2003)

02/19/2003 9_ ORDER granting 93 Motion to Extend Timc....the deadline for Robert H. Peterson Co.

to provide sales figures for the ember flame unit for the period from 5/1/02 to 8/9/02 is

extended from 2/17/03 until and including 2/24/03. (Signed by Judge Jerry Buchmeycr
on 02/19/03) (jaw,) (Entered: 02/20/2003)

02/24/2003 95 RESPONSE to Order rc 90 Order of 2/6/03 filed by Robert H Peterson Co. (jaw,)
](Entered: 02/27/2003)

02/28/2003 9_6 NOTICE To the Court that Defendant Pctcrson Company's Response to the Court's
Order of 2/6/03 Contains Volunteered and Non-Responsive Information by Golden
Blount, Inc. (jaw,) (Entered: 03/03/2003)

93/06/2003 97 NOTICE OF APPEAL TO FEDERAL COURT OF APPEALS as to 90 Order ..... -69

Judgment, by Robert H Peterson Co. (jmr,)ec:Judge.;.NO FEE PAID. TO MAILED.
(attachments not imaged.) Modified on 3/11/2003 (jmr,). (Entered: 03/07/2003)

)3/07/2003 Transmission of Notice of Appeal and Docket Sheet to US Court of Appeals re 97
Notice of Appeal (jmr,) (Entered: 03/07/2003)

33/10/2003 98

99)3/18/2003

)3/19/2003

ORDER: Pursuant to this Court's post-trial Order (entered 2/7/03), the Final Judgment
(entered 8/9/02) is hereby amended as follows: Plaintiff is awarded actual damages in

the amount of $439,016, and actual damages are trebled, totaling $1,317,048. Plaintiff is
awarded prejudgTnent interest, which shall be calculated on a simple rather than

compound basis, on the actual damages of $439,016 at the rate of 5.0% for the period
from 12/10/99 to 8/9/02 Plaintiff is awarded reasonable attonley's fees in the amount of

$332,349. Plaintiffis awarded postjudgment interest.., at the rate of 1.88% from the date
of the Final Judgment. Costs shall bc taxed against Defendant. (Signed by Judge Jerry
Buetuneyer on 03/10/03) (jaw,) (Entered: 03/11/2003)

AMENDED NOTICE OF APPEAL TO US. FEDERAL CIRCUIT COURT OF

APPEALS as to 90 Order ..... @ Judgment,, 98_Order,,,, _68Findings of Fact &

Conclusions of Law, by Robert H Pcterson Co. TOOC Receipt # 192347.(jmr, )cc:Judge
(Entered: 03/19/2003)

Transmission of Notice of Appeal and Docket Sheet to US Fede_irctfit Court of -.:
Appeals re 99 Notice of Appeal (jlnr,) (Entered: 03/19/2003) - --_

tps://ecf.txnd.uscourts.gov/cgi-bin/DktRpt.pl?889765717429615-L_280_0-1 JT-APP 0103 4/20/2005
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,3/25/2003

3/31/2003

5/08/2003

4/23/2004

5/11/2004

5/17/2004

;/17/2004

100

101

102

t03

106

107

5/18/2004 104

5/I 8/2004 L0_5

5/07/2004 1_0_8_

6/09/2004 109

6/10/2004

6110/2004

;/22/2004

5/28/2004

5/28/2004

110

111

112

!JJ
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US Federal Court of Appeals Case Number 03-1298 for 97 Notice of Appeal filed by
Robert H Peterson Co. (jmr,) (Entered: 03/25/2003)

TRANSCRIPT REQUEST by Robert H Peterson Co for proceedings held on 7/29-
31/02 Bench Trial before Judge Buchmeyer, re 97 Notice of Appeal, 99 Notice of
Appeal. to US Federal Court of Appeals (jmr,) (Entered: 03/31/2003)

__ AGREED ORDER Pursuant to Local Rule 67.1, and by agreement of the parties, it is
hereby ordered that Defendant may deposit cash in the registry of the Court in the
amount of $2,061,710.00 in lieu of(but with the same legal effect as) giving a

supersedeas bond pursuant to FRCP 62. (Signed by Judge Barefoot Sanders for Judge
Jerry Bucluneyer on 05/08/03) (jaw) (Entered: 05/09/2003) -

____ JUDGMENT/MANDATE of USCA: Affirmed in part, vacated in part, and remanded.

No costs; as to 99 Notice of Appeal filed by Robert H Peterson Co, 97 Notice of Appeal
filed by Robert H Peterson Co. Issued as Mandate: 4/19/04. (jmr) (Entered: 04/27/2004)

__ ORDER: The parties shall submit proposed findings of fact and conclusions of law on
the issues of literal infringement, contributory infringement, induced infringement,
infringement under the doctrine of equivalents, willfulness, the exceptional nature of the

case, and dmnages by 6/10/04. (Signed by Judge Jerry Bucluneyer on 5/11/04) (art,)
(Entered: 05/12/2004)

__ Opinion of USCA: Affirmed in part, vacated in part and remanded; no costs; (certified
copy) in accordance with USCA judgment re 9_77Notice of Appeal filed by Robert H

Peterson Co. (jmr) (Entered: 05/24/2004)

__ JUDGMENT/MANDATE of USCA: Affirmed in part, vacated in part, remanded; as to

92 Notice of Appeal filed by Robert H Peterson Co, 97 Notice of Appeal filed by Robert
H Peterson Co. Issued as Mandate: 5/10/04. (jnu-) (Entered: 05/24/2004)

MOTION for inm_ediate return of cash security by Rohert H Peterson Co (aat,)
i (Entered: 05/19/2004)

MEMORANDUM in support re 104 motion for immediate return of cash security filed
by Robert H Peterson Co. (mat,) (Entered: 05/19/2004)

iMEMORANDUM in opposition re 104 motion for immediate return of cash security
filed by Golden Blount, Inc. (mat,) (Entered: 06/08/2004)

I ORDER granting 104 motion for immediate return of cash security. (Signed by Judge

Jerry Buchmeyer on 6/9/04) (aat,) (Entered: 06/09/2004)

__ PROPOSED FINDINGS OF FACT AND CONCLUSIONS OF LAW by Golden

Blount, Inc. (aat,) (Entered: 06/14/2004)

__ PROPOSED FINDINGS OF FACT AND CONCLUSIONS OF LAW by Robert H

Peterson Co. (aat,) (Entered: 06/14/2004)

***VACATED PER 9/2/04 ORDER***ORDER ADOPTING l l I proposed findings of
fact filed by Robert H Peterson Co (Signed by Judge Jerry Bucturaeyer on 6/22/04)

(aat,) (Entered: 06/23/2004)

Application and Order for Admission Pro Hac Vice by David S Becker for Robert H

Peterson Co. (Signed by Judge Jerry Buchmeyer on 6/28/04) Copy to Becker.(aat, )
(Entered: 06/29/2004)

Application and Order for Admission Pro Hac Vice by Leland W FIfi--t_inson for Robefi:

_s://ecf.txnd.uscourts.laov/c_i-bin/DktRot.ol?8897657174296 l 5-L 280 0-1
JT-APP 0104
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07/06/2004

07/06/2004

07/06/2004

1_15-

116

117

H Peterson Co. (Signed by Judge Jerry Buchmeyer on 6/28/04) Copy to Hutchinson
(aat,) (Entered: 06/29/2004)

REQUEST/MOTION for reconsideration of adoption of defendant'skfindings of fact and
conclusions of law, alternative MOTION for new trial and REQUEST for oral hearing
by Golden Blount, Inc (aat,) (Entered: 07/07/2004)

MOTION to amend its findings of fact and conclusions of law by Golden Blount, Inc
(hat,) (Entered: 07/07/2004)

__ BRIEF in support re 115 request/motion for reconsideration of adoption of defendant's
findings of fact and conclusions of law, alternative motion for new trial arid request for
oral hearing filed by Golden Blount, Inc. (aat,) (Entered: 07/07/2004)

07/08/2004 1__1_8ORDER as to 116 motion to amend its findings of fact and conclusions of law. Motion

hearing set for 8/4/2004 at 10:00 AM before Judge Jerry Buchmeyer. (Signed by Judge
Jerry Buchmeycr on 7/8/04) (_mt,) (Entered: 07/08/2004)

07/22/2004 _1.[9 APPLICATION for attorneys' fees by Robert H Peterson Co (aat,) (Entered:
07/23/2004)

07/22/2004 120

07/22/2004 121

07/22/2004

____ MEMORANDUM in support re _1..19application for attorneys' fees filed by Robert H
Peterson Co. (aat,) (Entered: 07/23/2004)

__ DECLARATION of Jerry I_..Selinger in support of 119 application for attorneys' fees.
(aat,) (Entered: 07/23/2004)

i DECLARATION ofF. William McLaughlin in support of 119 application for attorneys'
fees. (aat,) (Entered: 07/23/2004)

19_2

07/22/2004 123 DECLARATION ofLeland W. Hutchinson, Jr. in support of l!9 application for

Iattorneys' fees. (nat,) (Entered: 07/23/2004)

07/23/2004 1_5 RESPONSE in opposition re 11_5motion for reconsideration and for a new trial and 1 !6

motion to amend findings filed by Robert H Peterson Co. (nat,) (Entered: 07/26/2004)

07/23/2004 125 ORDER as to 110. motion to amend it's findings of fact and conclusions of law. Hearing
reset for 8/18/2004 at 10:00 AM before Judge Jerry Buchmeyer. (Signed by Judge Jerry

Buchmeyer on 7/23/04) (ant,) (Entered: 07/26/2004)

08/09/2004 126 REPLY to Defendant's opposition to Motion 115 amend findings, for reconsideration

and for a new trial filed by Golden Blount, Inc. (svc,) (Entered: 08/10/2004)

08/11/2004 12_7 ***VACATED PER 9/2/04 ORDER***ORDER granting 119 motion for attorney fees.
(Signed by Judge Jerry Buchmeyer on 8/11/04) Oat, ) (Entered: 08/11/2004)

08/18/2004 128 Minute Entry for proceedings held before Judge Jerry Buehmeyer : Motion hearing held

on 8/18/04 re J 15 motion for reconsideration filed by Golden Blount, Inc. Defendant's
findings of fact and conclusions of law vacated, plaintiff's findings of fact and

conclusions of law adopted. (Court Reporter Joe Belton.) (mat,) (Entered: 08/19/2004)

08/31/2004 129 Proposed Findings of Fact and Conclusions of Law by Golden Blount, Inc. (svc,)

(Entered: 09/01/2004)

09/02/2004 1__3_0

09/02/2004

ORDER: The Court vacates defendant Robert H. Peterson's application for attorneys'
fees previously adopted on 8/11/04. (Signed by Judge Jerry Buchmeyer on 9/2/04)

(aat,) (Entcred: 09/02/2004)

ORDER: The Court vacates defendant's findings of fact and conclffsl_ ns of law

:tps://ecf.txnd.uscourts.gov/cgi-bin/DktRpt.pl?889765717429615-L 280 0-1 JT-APP 0105 4/20/2005
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)/02/2004

9/08/2004

_/08/2004

;)/08/2004

132

133

134

135

previously adopted on 6/22/04. The Court adopts plaintiffs findings of fact and
conclusions of law submitted 8/31/04. (Signed by Judge Jerry Buchmeyer on 9/2/04)
(aat,) (Entered: 09/02/2004)

FINDINGS OF FACT AND CONCLUSIONS OF LAW. Blount is entitled to actual

damages from Peterson of $429,256. The infringement of Peterson was willful, thus the

actual damages are trebled, totaling $1,287,768. Blount is also awarded prejudgment
interest on the actual damages of $429,256 at the rate of 5.0% for the period from
l 2/16/99 to 8/9/02. Reasonable attorneys' fees are awarded to Blount. B lount is awarded
post judgment fees at the highest rate allowed by the law from 8/9/02 to 4/19/04, and

resuming from the date of the signing of the final judgment. (Signed by Judge Jerry
Buchmeyer on 9/2/04) (aat,) (Entered: 09/03/2004)

APPLICATION for attorneys' fees by Golden Blount, Inc (aat,) (Entered: 09/09/2004)

__ MEMORANDUM in support re 133 application for attorneys' fees filed by Golden
Blount, Inc. (aat,) (Entered: 09/09/2004)

APPENDIX in support re 133 application for attorneys' fees filed by Golden Blount,
Inc. (aat,) (Entered: 09/09/2004)

9/09/2004 136_ APPLICATION for costs by Golden Blount, Inc (aat,) (Entered: 09/10/2004)

9/16/2004 137

1389/17/2004

__ ORDER OF REFERENCE: 133 Motion for attorney fees filed by Golden Blount, Inc.
and 136 application for for costs filed by Golden Blount, Inc. are referred to US
Magistrate Judge Stiekney. (Signed by Judge Jerry Buchmeyer on 9/16/04) (aat,)
(Entered: 09/17/2004)

__ NOTICE OF APPEAL as to 132 Findings of Fact & Conclusions of Law, 130 Order

vacating defendant Peterson's application for attorney's fees adopted 8/11/04, 131 Order
vacating defendant's findings of fact and conclusions of law adopted 6/22/04, by Robert

H Peterson Co. (jmr) (Entered: 09/20/2004)

9/17/2004 J 39 Opposition to Plaintiffs _133 MOTION for Attorney Fees, 1_3_6MOTION for costs filed
by Robert H Peterson Co. (hnr,) (Entered: 09/20/2004)

)/17/2004 140

141

142

)/20/2004

)/21/2004

)/23/2004

9/23/2004

)/01/2004

_/28/2004 1_43_

___ Appendix in Support 136 Application for Attorney Fees and Costs filed by Robert H
Peterson Co. (lmr,) (Entered: 09/21/2004)

Transmission of Notice of Appeal and Docket Sheet to US Federal Court of Appeals re

138 Notice of Appeal. (jmr) (Entered: 09/20/2004)

USCA Appeal Fees received $ 255 receipt number 211323 re 138 Notice of Appeal,

filed by Robert H Peterson Co (ddb,) (Entered: 09/21/2004)

__ REPLY to response to motion re 133 and 136 application for attorneys' fees and costs
and OBJECTION to defendant's untimely filing of notice of appeal filed by Golden

Blount, Inc. (aat,) (Entered: 09/24/2004)

__ TRANSCRIPT REQUEST by Robert H Peterson Co for proceeding held on 8/18/04
Motion Hearing before Judge Buchmeyer, re 138 Notice of Appeal. Court Reporter: Joe

Belton. (jmr) (Entered: 09/24/2004)

USFCA Case Number 04-1609 for 138 Notice of Appeal, filed by Robert H Peterson

Co. (jmr) (Entered: 10/12/2004) __

JOINT MOTION to approve supersedeas bond and stay execution-_f_ Golden Blount,
Inc, Robert H Peterson Co (aat,) (Entered: t0/29/2004) " ---_-'-"

)s://ecf.txnd.uscourts.gov/cgi-bin/DktRpt.pl?889765717429615-L 280 0- I
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10/29/2004 144

11/04/2004 145

11/15/2004 146

11/15/2004 147

11/l 5/2004 148

t 1/ 17/2004

12/08/2004 149

12/09/2004

12/13/2004

Ls_Q
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AGREED ORDER granting 14_joint motion to approve supersedeas bond and stay
judgment. Defendant shall file a supersedeas bond of $2,372,649. (Signed by Judge
Jerry Buctuneyer on 10/29/04) (aat,) (Entered: 11/01/2004)

___ Supersedeas Bond in file amount of $2,372,649 posted by RobertH -Peterson Co. (aat,)
(Entered: 11/05/2004)

TRANSCRIPT filed for date of 8/18/04 before Judge Buchmeyer re 138 Notice of

Appeal. Court Reporter: Joe Bclton. (jmr) (Entered: 11/15/2004)

__ ORDER granting in part and denying in part 133 motion for attorney fees and granting
136 motion for costs. The Court grants plaintiffs request for attonmy fees in the amount
of $622,015.00 and plaintiffs request for costs of $3,679.83". (Sigimd by Judge Paul D
Stickaley on 11/12/04) (aat,) (Entered: I 1/I 7/2004)

___ BILL OF COSTS by Golden Blotmt, Inc. (aat,) (Entered: 11/17/2004)

Costs ]'axed in amount of $ 3,679.83 against Robert H. Peterson Co. (aat,) (Entered:
11/17/2004)

SUBMISSION of final judgment and order dismissing remaining pending motions by
Golden Blount, Inc (aat,) (Entered: 12/09/2004)

NOTICE OF APPEAL as to J__2 Findings of Fact & Conclusions of Law, 14-./.Order on
Motion for Attorney Fees, Order on Motion for Miscellaneous Relief, 127 Ordcr on

Motion for Attomcy Fees, 130 Order vacating Motion for Attorneys Fees, 131 Ordcr

vacating Findings of Fact and Conclusions of Law, by Robert H Pctcrson Co. Filing fee
$ 255, receipt number 214044. TOOC. (jmr) (Entered: 12/13/2004)

Trmlsmission of Notice of Appeal and Docket Shect to US Federal Court of Appeals re
150 Notice of Appeal. (jmr) (Entered: 12/13/2004)

12/15/2004 _1__5_1ORDER DISMISSING REMAINING PENDING MOTIONS. (Signed by Judge Jerry

Buchmeyer on 12/15/04) (eat,) (Entered: 12/I 6/2004)

12/15/2004 J 5__

_l__fi

154

01/13/2005

01/14/2005

FINAL JUDGMENT. Plaintiff recovers damages as set forth in the findings of thct and

conclusions of law of 9/2/04, and reasonable attorneys fees and costs as set forth in the
Court's order granting attoruey's fees and costs 11/15/04. Interest shall run on the
damages, attorney's fees and costs as set forth in the 9/2/04 findings. (Signed by Judge
Jerry Buchmeyer on 12/15/04) (aat,) (Entered: 12/16/2004)

!NOTICE of Docketing Notice of Appeal from USFCA re 150 Notice of Appeal, filed by

Robert H Peterson Co. USFCA Case Number 05-1141. (jmr) (Entered: 01/13/2005)

NOTICE OF APPEAL as to 132 Findings of Fact & Conclusions of Law, 147 Order on

Motion for Attorney Fees, Order on Motion for Miscellaneous Relic, 152 Judgment, 130

Order, 131 Order, by Robert H Pcterson Co. Filing fee $ 255, receipt number 215143.
TOOC. (jmr) (Entered: 01/18/2005)

01/18/2005 .1__55Transmission of Notice of Appeal and Docket Sheet to US Federal Court of Appeals re

154 Notice of Appeal. (jmr) (Entered: 0 l/18/2005)

01/31/2005 156 ORDER of USFCA as to 15_0Notice of Appeal, filed by Robert H Peterson Co, 154

Notice of Appeal, filed by Robert H Peterson Co. The appeals are consolidated. The
case number is 05-1141,- 1202. (j mr) (Entered: 01/31/2005)

_IT APP 0107
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IN THE UNITED STATES DISTRICT CC]tURT

NORTtiERN DISTRICT OF TEXAS[
DALLAS DIVISION [

GOLDEN BLOUNT, INC. §

§
Plaintiff, §

§
v §

§
ROBERT H. PETERSON CO. §

§
Defendant. §

.!a_4I _l 207 1

J
CLEP.K.U.S. DiSTPdCT COURT

I;y --

I;¢pul r

Civ A_i i'rn _ C, i,,"-_

(JURY TrUAL DEMANDED)

J

COMPLAINT FOIl PATENT INFRINGEMENT AND JURY DEMAND

TO THE HONORABLE UNITED STATES 1)ISTRICT COURT:

Plaintiff, Golden BIotmt, Inc. ("Golden Blounl"), by its attorneys, complains

against Defendant, Robert H. Peterson Co. ("Pelerson"), as follows:

PARTIES, JURISDICTION AND VENUE

I. Plaintiff Golden Blount is a corporation organized and existing under the

laws of the Slate of Texas, having a place of business at 5310 Harbor Town, Dallas,

Texas 75287.

2. On information mid belief, Defendant Peterson, is a corporation organized

and existing under the laws of the State of California. On information and belief,

Peterson has been, and is now, directly and through its agents and intermediaries, doing

business continuously and systematically in this judicial district and elsewhere in Texas.

3. Tiffs Court has original ,and exclusive jurisdiction pursuant to Title 28

United States Code, Sections 1331 and 1338(a) because this action arises under tim Patent

Laws of the United Stales (Title 35 United States Code, Section 1 et seq.) for

COMPLAINT _OEf
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infringement of a United States Patent. Venue in this Judicial District is proper pursuant

to Title 28 United States Code, Sections 1400(b) with 1391(c).

CLAIM FOR PATENT INFRINGEMENT

4. United States Patent No. 5,988,159 ("'159 Patent"), entitled "GAS-FIRED

ARTIFICIAL LOGS AND COALS-BURNER ASSEMBLY", w_ duly mid legally

issued on November 23, 1999 for ,'m inventive gas fired _mificial logs and coals-burner

assembly. Golden Blount is the owner of the '159 Patent. A copy of the 'l 59 Patent is

attached hereto as Exhibit A.

5. Tile Defendant Peterson has, within tile six yeas next preceding the filing

of this Complaint, infringed the '159 Patent ill violation of Title 35 United States Code,

Section 271(a), through its making, using, offering to sell, and selling the "Ember Flame

Booster" accessory (a picture of the device is attached hereto as Exhibit B), to the

damage and injury of Golden Blount.

6. On information ,and belief, Petcrson ",vill continue its infringing conduct,

and its conduct which induces or contributes to inflingemcnt, unless enjoined by this

Court.

7. l'eterson's infringing activities are being conducted without right, license

or permission from Golden Blount.

PRAYER AND RELIEF

WHEREFORE, Golden Blount petitions this Court for a judgment:

A. That the '159 Patent is valid and that the claims thereof have been

infringed by Peterson;

COMPLAINT _=_GE 2=_
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B. Preliminarily and permanently enjoining Peterson, its directors, officers,

employees, attorneys, agents and all other person in active concert or participation with

any of the foregoing from further acts of infringement, contributory inSMngement or

inducement infi_gement of the 'I 59 Patent;

C. For an accounting and ,an award of damages adequate to compensate

Golden Blount for infringement of the ' 159 Patent by Peterson, but in no event less than a

reasonable royalty for the use made of the invention, together with interest thereon;

D. Awarding to Golden Blount its costs and attorney fees; and

E. Awarding to Golden Blount such other ancl further relief as this Court

deems proper and just.

JURY DEMAND

Plaintiff demands a trial by jury of all issues triable by a jury.

Dated: January 18, 2001

Respectfully submitted,
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(57] ABSTRACT

A gas-tired arti_cial logs and coals-burner assembly is

provided for fif_pla ce use in coopc_tiot_ with dccofadvn gas

logs. and artificial coak and embers decorative.items by

placement fofwazd of the ga_; log'_ in the fixeplace
arrangement a secondary elongated coals- and emlxxs-

buyer tub_ apparatus. The assembly provides gas-_ed

artificial logs. ¢oals- and emb'-_s-burner apparatus foe f_c-

place_ whexeia gas flow through primary burner tube is the

sottrcc oi ga_ flo_" IO a scx:o_da_ Coal_- a_d erober_-b_acr

tub,z po_itiot_ed for_,'a_d ;_nd below the pnm_ty bunaeg tube

with multiple dixchacgc Doits, io the secondary tube dixectcd

away fi-om the floor of the f_cplaoe, thus cntuociog the

lianax'al burn in coop_ation of the fia'eplacc dra_ as well as

the aesthetic beauty o[ thc imita6c, a bturrting logs. coals and
¢mbe_ s.

19 Claims, 3 Drawing Shect_
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1
GAS-FIRED ARTIFICIAL LOGS AND

COALS-BURNER ASSEMBLY

The present application is • coednuadon-in-part appU-

cadoa of U.S. patent application S_. No. 0_Z76.1_. filed

Jul. 19. 19_. now abandoned, entidcd "A Sepplcmeat2d

Bu_nct for Rctrofitliag to aa Exi_dag Ga_ Log Burner

Assembly" which is a coatiauadoo-i_-pa_t appUca£ion of

U.S patent appi/cation Set. No 0g/06L727. fded May 17.

1993. catitlcd"CcmuoUed Eraber Bed BurneC which is now

abandoacd.

TECHNICAL FIELD OF T}_ INVEN/'ION

The prc3cnt invention relates to a gas-fired at_ficial logs

and coMs-bmncr assembly for a fireplace to be useM with

decorative gas logs _md coals or embers decorative Sterns

placed forward of the g;LS Iogl in the fffcptace alTaagemeaL

In another aspect, the inveBtina relates to coals- lad e ilxb_s-

Dare, or apparatus suitable lot attaching to a tct"miaal cod of

a gas-fired pKn_w'/aft_cial burner, the coals- and embers-

burner assembly udiialag • valve bc_cca the pri_
anificlM logs lyafncr and the cams- and embers-burette'.

In yet another aspect, the invc0don relates to a gas-fired

actificiM logs. coals- and embers-burner assembly for fire-

place whcreth gas flow through a prh_ary bt_ttct" tube. is the

*ourcc for gas f_ow to a secoa6a o, coals bran= tube posl-

tinned forocaxd and below the primacy btLrn¢t tube with the

muldplc dischargc ports in the sccond_ tube d[rect=d away

flora the from of the firepta¢c.

"I_c pccscut further lclates to ctfidcut gas burners foc

burning natm'M ga_. manufact_cA ga_ ;rodF¢opanc gaSeOUs

[ucls within a fireplace: cnviromocnt. 111addition, the invea

tioa provldcs a_ c_icient brunet system for burning gaseous

fuels in • manac.r which provides dacoradvc flames and

dccocativc coals and embers which sinmlatc wood burning.

Gas logs arc usuaUy made of • fire rcsist_nt ceramic

material; however when gas flames axe dilccted against

such ccra_c ro-_tcdals, the gas fl2ulxc is cooled by the

artificial logs and fanny times produces a highly inc_cient

_d dirty ycUow game. Such a flame further indicates

incotnpl_te burn of the gaseous materiM3 duc to a lack of

suR3cicat burn tcmperatu2c and oxygrn supply thus creating

c._ccssivc scot and carbon monoxide. Various attempts bavc

boca made in correcting these decorative fireplace gas log

d¢ficicncieL

Further it is known that gas buruet_ or gas noLfles can bc

h.trie2, below a level of sand _md vermiculite. These humor

s_stcms are tcbrrcd to as sand pan bttt_crs which disburse

the sasses through the fireproof Ixatedal and pcrmis the gas

penucatiog through the porous matcdal to ignite upon

entering the atmosphere. Such systems allow di_bu/sal of

the flames over a large a_ca cr bad of matraiaL Such

disburse1 of flaml_ creates a mote c_dct_t burn which

further simulates the action of bu_g wood. ash_s a_d

caxbcrs in a fi_eplace.

l_or a_t burner s_stcras for artifi_al decorative logs _md

sand pan t3q3c brothers _tc incorporated in various prefabri-

cated fireplaces at cxist_0g roasoa_ fireplaces: however.

such systcm_ axe rcqulsed to mcct the ANSI emission
stan6ards which have bezn adapted by the American Gas

Instittrte. Accordingly. it is vcp] d_sisablc to provide a clean

baralng gas_eA actificiM logs and coaLs-beerier assembly

which mcct the present A_SI emission staadas_.

Gas logs a_c increasingly popnla_ in homes- Decorative

artificial logs arc placed on a g_ate which is Incited over a

gas h_rBec. The bmncr is typicajly a tube with spao:d

5,988.159
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apertures. Sand is poured over thc gaz buracc to hide it from

sighk Art_clal embers arc then spread across the sand- In

use. gas flows through the burner and cscapc_ through the

spaccd apcttmes. The gas fthers up thsough the sand under- _

neath the artificlal logs.T_c gas is ighited _md _cates flames

between the logs.The height of the flame is contlolled by a

pri_ valve which can be ma_ipulateA by the uscc.

Gas logs c_ta.undc.tthese condJtioRs.!xovid.c a great dcal

of heat to a room_ ALso. gas logs rcquise v_al]y aO cfforl

t0 to light- Natt_al logs. o0 the othc_ hand. must bc properly

cured before burning. Even then. kin diiag is usually needed_

And Once ill it is di_c_t tO control the rate Of bul_ng.

Beyond c_aveaicacc, gas logs arc also aesthctlcally picas-

ing. However. the steaded gas logs brunet only _eatcs

i$ flalue5 axouad the artificial logs. lqatxffal logs. Whe_ btltncd

will break apart to produce be_udful bur aing crab, s in fffont

of the main log stack. A need cxistl to produce a marc

tcaLLsdc acsthctlc burn with ga_ logs.

Duc to the popularity o[ gas logs. • number of advances

20 have been patcntexL Foe oxalic. U.S. PaL NO. 5.000.162 to

Skimck ct aL discloses a "Clean B_hing Glowing Ember
and Gas Log _Bunacr System_" "Ibis unit is marketed undmr

the l_adetllatk_ Itcat-N-Glow as the Model 5C_0GDV_IIt as

a self-contained fireplace and wall heater for mob_c homes.

2J The system is a low-BTU system whose ma_ objecrivc is to

tnl_zc carbon moaoxld¢ ere.arian and soot deposit oa the

logs. A busnct system is provided with a first bralach and a

second branch. The firstbranch is supported on a pcdabri-

cased g_ate between 1 ft_t attdSecond dcco[at_vc log.The

30 stoned branch islotw_d of the logs attdis IXOtccted undo"

a metal mesh. A Vc_ fightlayertffspecialember ma t_ial is

spread on top of thc mcsh. Shlmck ct el."162 is only sold as

a cam#ere system of logs. bur_cr and xpccial ember mate-

t_aL It tmanot be fitted to cMsdng pan burnc_s which arc by
a5 (as" the post colxanoa burner in use. the combination result-

ing in the assembly of the invention. ThuL the Sl_ck

buraer system is an expcasivc opdon.

"l_e Sb.imck buraer _/stcm provides a metal trLm picot or

4o refractory raatcdal in f_ont of the scco0d bt_ncr pipe branch

so that it is not easily viewed by a person staud_g in front

of the fireplace.The second branch only illuminates a thin
line of craber raatcrial. Neither the first oc second branch can

bc cove_¢d by sand as is commot_ in other trollS. The gas

•t_ apcctuscs in the branches _c localed on the upper surface of
both branchcL Thus. sa_d could easily clog the apermrcs.

Moreover. the flow of gaS intO the second branch caano_ bo

regulated-

U_. Pat. No. 5.052.370 to Kaxabln discloses a "'Gaa

50 Bmmer A_scmbly Ipehidlag Embcriz/ng MateriaL" The gas

burner comprises a first a0d secoad gas-bttrncr assembly.

The first gas-ben-no" assembly is formed by a pair of parallel

btmaer tubes connected by a thkd burner tube.The second

gas-bun_er assembly is IocateM forward of the f_st assembly

_ and is generally T-shape& The second botner only ilium-

narcs a thin line of ember material A sln#c gas sauce

suppt/es boch bumct asscmbUcs. An ighitcx is provi&:d to

igm_ the gas ftom the main burner assembly. The flame

bop that b_hing gas igdtcs the gas from the second b_n_

6o assembly. A_ with the Shlmek ct aL buraex a_scmbly, the

flow of gas to the second bmncr assembly cannot 13e
contloUc_L

F-Lnally. U_. PaL No. 5.0gl.9gl to _cal disclo_s yet

another burner and is eoddod "'Yellow kqame Ga_ Fircpl_cc

6s Barnes Assembly." The Bcal reference is pclmarily co_-

ccrucd with producing a clean ycUow flamc_ The burner

assembly includes a U-shaped b_mcr tube.The boat po_on _
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of the burn_ tube is forward of the artifidal logs and

provides flsme for ember material, llowcvc_, as with the
Shimck reference above, the focward p<xtion of the bttrncf

lube isliid&n Earn view by a poctinn of the g_tc. The Beat

system does not contemplate the present assembly. 5

Furthermore. as with both the ShLmck and Karabin

references,thc_c isno recant Providcd to controlscpa_tely

the flow of gas inlo the flont b_rocx tube.

A need exists for an inexpensive assembly for improving

the performance and aestheticappeal of pan-type gas b_n- to

ors.The _scmbly should distn_ou_gas un&r ap,ificindcoals

of embers in frontof the g_-fied Iogs.Tl_cassembly should

also provide a method of con_oHing the flow of gas to a

secondary b_ucr, thus controlling the height of the coals and
embers bed flafae_ and the a_c_ut of heat indented into a l_

room. A n ec_ _cx cxisL_foran assembly which can safely

operate cvea if completely covered by sand tad ¢ahaoo:s

gas b_n of both primary log burner and secondary coals and

embers bu#ocf by gas flow control _d burn dkectiom

These ptcscutand long-fdl needs for gas logs and glow- 2o

ing cuds- and cmbers-hiuoer systems will hzrn clean and

closely slmulatc the natural games Produced by bcuning

wood logs have not yet been met by the aft. Tacreforc. it is

- desirable to produce a reliableand eft]cloutgas logs and

glowing coals-and embers-burner assembly which Producc_ 73

the desired e_cicacy of burn while providing dscof_dve

flames that closely simulate b_nlog wood logs wh_c at the

sarnc dm¢ providing useable heat and still mcct EPA tegu-

4
interposed belwc_n thepdm2ay and scco nd_ burners in the

colx_cctlo0 I12¢_tn£. The: co_ffol of g_ f_ow thus ¢ont_d-_ the

hclght of the coals and cmbers bed flames and the amount of

radiant heat which is produced in the fro0t of the f_cplacc

and is distn'buted into the room The amount Of radiant heat

can bo enhanced by utili.xing the cout_ol valve for increasing

the amount of gas being burned in the secondary burner or

the utilization of even a tertiary bumct along with the

secondary burner which are F_ovidcd forward of the gas logs

a_nngcmcnt in the fireplace. _he _coadary b_c_ can

operate ¢{Bcicndy when completely covctcd with s_nd and

attificlal coals and crab.s matccials, there beiag no need for

a new glare to hide the se_coodary burner.

The ability to rcgulat¢ the flow of gas to the secondary

burner is an especially impocla nt [caturc. l_ addition, the gas

flow from the secondary ben-nor away from the opening of

the fix'cplao: and. in cffccL toward the primary burn cr is also
of special impotence because of the utilization of the

fixcplacc natural ds;dt and dlrcctioo of flames to _c_c

completely burn the gas, avoid any pockets of g_ in front

of the gas logs.The dincc_ion of the gas dispersion from the

sccondaP/ burner cnsttrcs that thfc_agh the actloo of the

luatmal draft of the ficplacc and the bun_ing logs f_om the

primary burner that complete and total combustion in an

eltlclcut man_c:r will be achlevcd of the ga_ flowing from the

secondary burner which is pofidoned somewhat _oo,vaxd of

the pdma_ Ixtrner.

People buy gas logs Prinmrily for coovcaic0cc, but this

lafio_s and thc ANSI cmlssinos and safety standards+

SUMMARY 0F TtiE IhrVENI'ION

It is a pcima_ object of the prt:_ut invcodon to provide

a h_ghly c _cieut ga_-burnc_ assembly for use with artificial

d_corativc logs and glowing coals and embers wherein the

assembly provides cont_o! fc* the glowing coals and embers

in&pendcndy of the gas logs bran_

It is aouthcr pdma_ object of the present invcodou to

Provi& a novel btumcc assembly which closely simulates the

flamcs, embers and coals of natural wood logs burn_

II is anotho" pdnclplc object of the present invention to

provide a novel bamcz assembly which has low carbon
monoxide cm/ssioa chacactct_tics_

It is ycl anuthc2 object of the prcscol invention to pr ovldc

an cflicicnl low carbon moooxldc emission burner as_rably

thai combines long dccofativc gas flames with short or low

smoldering glowing embers and coals in the same assembly.

It is an6thc_ object of thc present invention to provide a

gas flow commudcating prim.u7 and secondary btam_

tubes with the gas d/smh_tina ports of the secondary burn_

tube directed away from the opening of the fix=place and

utili2_g the natural dsalt of the fixcplacc to enhance the

overall cl_cicncy of the burn.of the two bumcn.

Thc prcscut burner assembly is the combination of an

incxpcaalvc ptuuary gas logs burnc_ asscmbly in gas flow

commuhicadoa with a secondary coals- and embet_-btamcr

tub,: po sidoncd fotw acd aud below the primary btwncr which

operates to enhance the _t_al draft of the ftreplacc to

does not me*as that they warn to give up o0 the beauty of

_o burning xcal logs. Standard pan burners only provide part of

that beauty, ttaving roaring flarncs throughout the logs is

greatly comp_cmcatcd by lower flames in front of the gas

logs th_o_ghout a coals and cmbcr_ bed. No0c of the prior
aft t_c[_et_cc$ above fcattllc of cvco stlggest a "variable

]_ co0trol mc_ms for accomplishing lower flames in the coals

and ember* bed. Moreover. every ficplacc dsafu differ c ally.

Such digcrcnccs in fi/cplacc construction and drafting. Lc..

fixcplacc Haft. as wcU as sizing and manulacturc of Present

astificial fircplacc burner aFpavams dictates that variable

40 controlof the secondary b_ner, the coils and cmb_s btu'ncr

which opcrate.s independently of the primary log_ burner is

occessaGt. Volume and velocity of air entering the firebox

varies according to the size of the room. height of the
ccRings, and size of the firebox. Nooc of the Prior

45 tefc_cnccs compensate for the varying drafrt of ficplaccs

and therefore fail to accommodate all fifcphccs while

arzcmp6ng to provide the m_uum aestheticbeauty d_sircd

and c_dcncy of burn_

Most importantly, thc gas-fled artificiallogs,coals- and

5o cmh_s-bmncr a_scmbly thiough the s_conda_ btn_c_ con-

ool affor&d by the wlvc. allows the uscr to sclcctivcly

inc_casc thc amount of gas being b_ncd forward of the

artificialIogs.Thls co0_ol also affordsa g_catc_inaoducfioo

of radianthcat to the room as dcs_cd on colder days.

_ prcviously discussed, artificial gas logs can act as a heat sink

aod absorb heat proceed by the flames.The beat gcncrat_:d

by the scconda_' burner is laxgcly radiant and is proj_U:d

into thc room. which affords quick hear ng of the room while

improve etfidcocy of btnm and aesthetic appeal of the also providing the aesthetic beauties of a gas-fled a_ificinl

gas-fled attifidal logs. coals- and cmbct_-bmmcr assembly. 6o logs, coals- and cmbe_mmcr assembly op<xalion.
The secondary b_rucr can distdbutt: gas u0der ar_iclal coals
and embers in front of the gas logs with co0tzol of the gas BRIEF DESCRIPTION OFTHE DRAWINGS

flow to the s_ondary I:x_ncr being readily adjustable by a For a marc complete understanding of the pr_cot

valve in the connection means bctwcca the primary and iovcttdoo, and for fufthcl deta_s and advantages thereof.

secondary bttmers. The sccoodary briner rcccivcs gas 65 [elcleocc is BOW lnade lathe followingDetailed Dcso_ptlon

through the p_ burner, the cotm¢ctio0 mcanL and the taken in conjunction with the accompanying drawings, in

gas flow is tcgttlatod selectively by the vMvc which is wklch:
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FIG. I provides • patspcctive view of a prior art pan

bo_¢r used with actLficial gas logs;

FIG. 2 provides I g _-f_ed aftificLd logs primary pa_ thb¢

Ix_cr lad 3ccoad,_y coals and crnb_s tub,: bttr_o5

FIG. 3 illustrates the effect of the ptc_:nt a_embly in

Ixovidiog logs. coals and embor5 flames; a_d

FIG. 4 is a front view of the assembly illuminating the

c_als and cmbrds bed and ga_ logs flames.

DETAILED DESCP,,ZtrHON OF THE DRAW/'NGS

The present assembly provi_s a 0umber ol advantages

over the burner assemblies disclosed in the prim art. FIG. 1

illustrates • staad_d pact bt_ner I 0 which is used in the vast

rmj _ity of an_¢hl log sets.The pan burner 10 has an open

frame 12 which supports a btwncr tube 14. An inlet 16 is

connected to a gas sum-co (ant shown). A plurality of

apertures, a_ evidenced by gas pinrnes 18. ate spaced along

the length of the burner rubc 14. Gas escapes through the

apertures and filters through sand (ant shown). Gas which

escapes _om the sand is initially ignited to c'_cate flames.

Tl_es_ flames ate c_odnually fcxlby the escaping gas.'Thc

burner tube 14 is strppoctcd by thc side wails 12_a. 12b of the

. flame 12- The ha-net tube 14 extends beyond the side wall

12o and is cappeA.

FIG. 2 Rlu strafes a secondary btrrnct apparatus 100 which

cmbodics the present invention in combinatina with primary

burner tube 14. The secondary b_acr app_atus I_ can b¢

retrofitted to the terminal cad 14a o[ the bttrncr tube 14 in

the pan burner 10. The cap must be rcrnoved from the

tcrminul cad 14a. A connector 102 is then aaached to the

uncappeA cad of bu.,-ncrtubo 14. The connector 102 isfined

to the secondary b_racr tub<: 104 Creating ac enclosed fluid

path for thc g3s, The connections betweco the cooncctor 102

and the tcalulnal cod 14a should be adequately scaled to

prevent leakage. Likewise. the connection between the coa-

t_ectoc 102 and the secondary btn'u er tube 104 should also be

properly scaled. A valve 106 is intcwoscd ia this fluid path.

The valve 106 can be variably positioned to glvc thc usor the

abilily select the 2wnount of gas e_lerizg the _cconda_

I:_,u_cr. The scconda_/burnc_ tube 104 is generally parallel

to the primary ly,.wner tube 14. The tomin_l potion of the

secondary burner tube 104a is dosed. The ptwna_ and

_condacy b_ner tubes a_e typically made of _tceL

A plurality of apertures 108 arc along the length of the

secondary burner _be 104.The apo'tu[cs 10g can bc evenly

spaced or ctustcred- Tt_e atoll t_es 108 ate typically between

V_: and _A inch in diameter, but arc prdc_ahly tA+ o[ an inch

in diarnctcr. _{otc _ntiy. the apcr_tres a_-_ located

alot_g the radial cdgc of thn scconda_ bttmc_ lube 104,

below the upw-r ridge of the tube. By avoiding the upper

ridge, the apt rtures arc less likely to be cloggc_ by sand_ Ga_

passing through the valve 106 cutczs the secoodacy bttrncr

tube 104 and escapes through the spaced apertures. The

apeaaur_ can be evenly spaccd o_ clus_+cd.

These various spaced aperture_ or gas discharge ports are

most important in tbeLr pofifion in tcga#d to both the primary

and secondary tubo btt_crs, In the scco_da_ burnca-tube

104. the gas is discharged in a di_ccfio_ away f_om the

opening of the fiscplace c_ io another aspect is directed

somc',uhat toward or directly toward the primary htt_cr tube

14. The cffcct_of such gas bum chrcctiooenhances thc

aestheticbeauty of the overalllogs.coal3,and ernbcr_ burn.

b_L mocc imp_naafly, provide several safety fcatuxcs of the

ga_-f_cd axtificial logs. coals- and cmbers.burnc_ assembly.

F'trSL the natural dra.fl of the _cplac¢ p_ovidcs a mote

¢l_cleatbuc_ of the gas and avoids high c¢iztolcrableIcvcl_

6

of cachon monoxide. Even more iml>octantiyis that the

backward ditectinnc¢ gas flow di_ectinatoward the primary

bttr_ct &ore the secondary b_ncr avoids cxcatioa of pocke_

of gas in the sand arid other cove-rage matcrlal of thc:_e

j burncrs which could possibly create a gash explosion due to

accumulated gas. For example, if the gas it dixected from the

sccottda_ Ixtrncr 10zl toward the opening of the fircphce.

then two iadq>cndcnt sources or gas pocked ng occurs---one

on the gas logs pdma_ burner which may or may ant be

1o covccccl by granula.r materials as wcU as that gencrateti by

thn secotldal_ I_ffncf which is removed flora about four to

eight or ten inches in front of the prim_t_ borneo Lighting

of such gas distrib_tlon F.o,ckcts would bo hazardous and

utzif_rnity of coordinated bua'_ utilizing natural &aft of the

15 ftrepincc would hc lost. If the second.a_ btttncr104 dis-
eha_gcs gas in a vertical clkection, apeaures in the sand o_ "

coverage granular material will occur and one would lose

the aesthetic beauty of the applications of disu_ution of gas

for burning and creating flame coals" and cmbors" appcar-

2o anne.
In the ga_-ftred at_icial logs. coals- and embets+b_ssnct

a_sembty of the invention_ the Ixamary elongated bttrac_

tube can be cot'_l:nSsed of a one-half inch pip_ whilc the

secot_daf']coals- and cmbo-s-butncr clongated t_b¢ can be

2j of • one-quartet inch pipe, These dimensional [clatiouships

can be varied depending on th_ nccds fc_ ga_ volume and thc

sire of the fireplace. The spacing between the I_imaP/ and

secondary b t_nr, f tubes can also be varied within rcasonable

lengths of [torn about four to eight c< tea inches depending

2,0 on the si_c •nd depth of the coals and ember1 bed one

rcqu_cs.The secondary dongated btwocr tube can also have

adjustments for height, mea_og distancc elewtcd from the

floor of the ftrcplacc, again depending on the depth and slzc

of the coals and embers f_c bed. In allof these dlmen_ional

35 rclationshlps, the present invention p_ovidcs an adjustable

burn IfacifJty for thc seconda_ elongated burnc_ tube which

controls the amount of coals and embers flame and glow.

again depending on the individual's desires, size of the

room. si2_ of the f_cplacc and the amount of natural dual1

_o through the fireplace.
FIGS. 3 and d illustrate the effect of the sccoad,w'/bt_n_

apparatus 100 once connected to the p_ bttrac_ I0. As

discussed, a grate 20 is Ic, cat_d abovc the pan btn_c_ which

is covc_ed with sand 22. The grate 20 can hold at In.axe one

45 artificial log "Zd. Artificial cmbct material 26 which glows

whcn heated can be strewn tinder and around the az'lificlal

logs and oa top of the sand_ FLamc_ 30 fed by gas from the

Primaz 3' bttr_cr tube 14 risc through the artificial logs 24.

l'qamcs 40 fed by ga_ from the sccondac/burner tube 164

5¢ can rise through the artificial ember bed 28. As illustratccL

the fla_'nc s 40 can bc lower than the fl ames 30, thus providiz g

• n acsthcdcally plca,_ing :fight.

Although pccfc:r_ed embodiments of the invcntina have

becm'descrtqr_-.Ain the foregoing Dcta_cd Description ancl

55 illustrated in the accompanying'&awings, it will be trades-

stood that th_ invention is not limited to the embodlmcnt_

disclose& but is capable of numerous rcarrangcmel_ts.

modifications, and substitutionsof pat_ and elements with-

oul departing from the spiritof the invention.Accordingly.

60 the present invcntion is intended to encompass such

rearrangements, modifications, and substitutionsof pat_

and elements as fallwithin thc scope of the invcntinn_

What is claimed is:

1- A gas-fired artific/al logs and coals-burner assembly for

_s ftrcplacc comprising:

an elongated l:ximafy be.truer tube including a plurality of

gas discharge pot't_;
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a sccottdary coals Ixmact elongated tube poilgoned foc-

watdly of the ixi_ary boi_e_ mbc;

a support means f_¢ hulding the cl_ttgalcd lxamary burner

tube in a raised level tchdve to the focwa_dly Posido.

sccondax'y coals b_ncr elongated _be;

the secondary coal_ btu'ucx ciongalcd tub,: including a

pl_a/iry of gas dd_-batge forts;

the elongated p_ bttrncr tube and the secondary coals

8
12. Tbo gas-ftrcd azt_f|d al logs and coals .be.truer assembly

acc'_ding to claim 1 wherein the gas flow adjustment valve

has it rc.movabl¢ handlc, the gas flow adjustment Idlowing •

vat,ely of se_ngs from foff dosed to fuI/open.

13.Tint gas-flied a_ficial logs a_d coals-btu_er _setxlbly "

acoording to claim I _vhetcin the conncctlon lrteans is

conapdsed of • conncctur attached to the terminal ¢t_d of the

primary bttr_e¢ tube at a ft_£t end ot" a connecter and attacbed

to the sccondazy coals btumct" clongazed tube to a cotmc_or

burnec clongated tube communicating tlxough tubular to sccgnd end with the valve interposed between the primary

connection means wborcin the ga_ flow to the second- bafocf _be nod the sccoadar/barocr euix.

ary elongated coals butnct tub,: is fed through the ld "I_c gas-flied attifidallogs and coals-btumer assefobly

pt hxa2tl_ burlier tube a_d the tub_lax connection mean:l; according In claim 13 Wixxcin the connector generally is

a valve for adjusting gas flow to the secondary coals shaped outward from the first cad connected to the primary

b_ncr elongated tub: positioned in the _bohr gas ts btwacr tub,:,d_ccted gct_crally pc_pcudiculax to the bt_ao-

Cotancction tuean_; and I_b_s alJgnrncEt and inward to the second clad cot_ne, ctcd to

the primary burner tube being in communication with a

gas _ot_cc with a gas flow control means therein foc

cocttrollizg ga_ flow into said pomary learner tube_

2. The gas-flied actificia] logs and coals-blamer assc:mbly 20

according to claim 1 wherein the support m¢•os for the

pfima/y btttmcr tube is com[xiscd o{ an open frame pan for

suppotllng the primary burner tube in an elevated position

.relative to the fttcplacc flooL

the secondary bulmcr tube. the valve and conncctoc being

positmacd geeexaUy exzczior of the pfim*xy a_d sccooda O"

burner tube flrc zoflcs.

15. The gas-fired art_ci_l logs and coals-burner assembly

acctudi_g to claim 1 wixrcin the olxn frarnc pan Jmd

primary elongated burucr tube is positioned under an arti-

ficiallogs and g_atc support means

16 Tbc g_fired artifidal logs and coais-bmucr assembly

3. The gas-fired arlificial logs and coals-burucr assembly _ according to claim I wh_ein the primary elongated burner

according to claim I wherein the secondary c_.ls bmncr tube is covered with sand and the secondary elongated

elongated tuix dlschargc ports arc dixccted toward the burncrtubeiscovcrcdwithsand, mlca_andfibrousmatcrlals

pfisma_ buamcr elongated tube at an angle of fxom about 5 which simulat_ c_als a_d cmbex burn.

to about 75 dcgrccs based o0 the platte of the _cptacc Ilooc 17. A gas-_cd artificial coals- and cmb_s-h_ncr appa-

4. The gas-f_cd arti_cbJ logs attd coals-banner assembly _o _atus suitable for attachi0g to a gas-flicd primary ardficinl

according to claim 3 wherein the secondary coils bttrac_

elongated mix discborgc Ports dkectcd toward the primary

burner tube utillzcs the ftrcplacc r_atxnal d_aJ_ in achinvi_g

combustion of both gas somccs in std_cinnt air to maintain

satisfactory lcvcL_ of CO. _5

5. TI_c gas-fired ardficia/logs attd coals bttc_cr assembly

according to claim 1 wherein the _co0dary co_ds burner

elongated tube is suhstat_daily par allcl to the primary burner

tuix and has a smaller izlsidc diameter than the primary

Ixtrncr robe with the valve adjusting ga_ flow [r_r coals bttlm ,to

and forwarding heat radiation lxom the flieplacc.

6. The gas-fu'cd ardficial logs.and coils-bor ucr assembly

according (o claim 4 whc_nin the pdma_ b_ncr tube is

comprised of a standard half-inch pipe and the secondary

bttt_c_ mix is compassed of a standard quarter-inch pipe_ 4._

"L The gas-f_cd arti_cial log_ and coals-btwncr assembly

according to claL, u 1 wherein tbe elongated primary burt_

tube attd the secondary coals btt_cf cloogatcd robe are

spaced apart oa dillcrc0t planes at _om about fear to about

eight inches.

8.The gas_flied at_i_cial logs add coals-burner assembly

according to claim 1 wherein the _:coadary coils burner

clottgatcd tube i_ of a smaller di_auctcr tha_ the primary

btwne.r tube which ailowt for a lower profile of coal_ and

sand covca'age.

9.The gas-fared artificial logs and coals-burner assembly

according to claim 1 whcrclo the secondary coils h_ttcr

elongated tube is adjustable in height relative to thc flc<_r of

the fireplace and the elevated ptimary bttrDcr tube.

I 0.Tne gz$-flicd arShd al logs and coals-brunet assembly 6o

accordLsg to claim 1 wherein at least two zccoadary coal

burnr_ clo,gatcd rubes arc utilized for artiftciM coal buim

and radiattt heat generation.

If. The gas-rued at'd/id a/logs attd coa/_ - btt_lca" z_scmbIy

according to claLm 1 whcscin the pdma_y amd secondary 6_

lyamcr tubo_ have _IXn_urcs o[ from about %_ inch to abo_

% i_ch.

log bttrncr tube said ptinxa O' artificial log buract tube having

a terminal cod comlxising:

Im _condafy coals bufding clotlgatcd tube;

a connc_to_ means for conncctittg said terminal cad in

commumcation with the secondary brunet tub<. the

secondary burner tube Positioned substanti_ly parallel.

forward and below the lxin'.a_v burner tube. the coo-

hector m_'ans havi_g intcrposeA between the pzimary

and sccond,zz)' bt_ac_ tubes a gas flow adjustment

valve, the pdma_y and seco_da O" burner tubes having

a ph_ahty of gas dLschargc Ports. tbo secoadacy bt_ac_

tube Ixi0g in ga_ flow communicadott with the primary

btL,_ tube being the connection means. • gas di_trl-

budon poe, a of the secondary b_ncr mix directed away

horn the fireplace openizg

] 8 The gas-filed attifi cial eoMS- a_d cmbcrs-btn_er zppa-

talus according Io claim 1. wherein the ga_ dLs_butioa poets

of the secondary bui_ cr tube _c dire ctcd toward the primary

buyer h_be zt lrom about 5 degrees to about 75 degrees

5o clcvatloa from the _cplacc floor.

19. A ga_ btuuer assembly for u_ in • ftrcpince compris-

ing:

a primary b_nc_ tube _¢ing a ft_st cad and a second cad.

5:, said fli_t cod adapted to bc connected to a ga_ source

with a gas flow control ruca_s for cOotlOiling the

a_otlat of gas flowing into _aJd p_ ht_ncr tube;

a second btt_ct tube;

a connector tube art,ached to said second end of sald

primary burner tube and to said second borncr tub,: to

provide guid communication between said pt_ar,/

bttrncr tube and said second burner tube; and

a vdvc disposed in said councctor tube foc selectively

cootro/lJog the flow of gas _rom s_Jd p_ btuncr

tube into said second burner t_ix.
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Control Systems

Glinting Embers Burner
(G4 and GX4 Series)
The Peterson ReaI-Fyre Glowing Embers Burner
remains tile most popular of our burner systems.
This systems creates dancing, wood-fire-like flames
and a remarkably au',hentic g!owing ember bed
beneath tile logs.

Tile G4-Sedes burner system is available in sizes
12" to 60". It is compatible with most ReaI-Fyre Gas
Log styles. The burner system includes a wood-fire
style grate, Glowing Embers Burner Pan, connector
kit, Glowing Embers, granules (select sand or
vermiculite), grate clips and damper clamp. The G4
Series will aecorrunodate all Peterson controls,
including the remote control systems, and the Warn1
Air Circulator.

Tile ReaI-Fyre G4 burner pan is engineered to
provide tile m_Lximum in performance, safety and
durability. The burner portholes are precisely sized
and spaced to ensure a natural, balanced flame
presentation. It also provides quick ignition and
quiet operation. The fuel injector/air mixer allows
only tile required amount of fuel, ensuring the
ultimate in perfomlance while conserving gas. The
pan is constructed of high quality steel covered wilh
a heat-resistant paint. It is securely welded to
prevent gas from escaping.

The G4 Series is available to burn Natural or

Propane Gas (a safety pilot system is required for
burners using Propane Gas). P,adco listed on units
up to 96,000 BTU's. Also available for See-Thru
and Peninsula fireplaces.

Page 2 of 3

The l:ront Flame Burner System"
07 Series)
features a patented burner design that provides
dramatic flames to the front of the togs, as well
as flicke|ing fire through the log stack. Speciall
designed flame baffles bang preL,,Jnent flames
around the bottom front log for a dramatic
presentation. This burner system is RADCO
approved ,and compatible with most Real-Fyre
Gas Log styles. Available for natural and propa
gas in sizes 12" to 60". Burner system includes
Front Flaine burner, custom grate and connecto
"kit. "File Front Flame Burner System is a.vailabI
in see*through and circular formats.

I.'lame l'an Ih|rner (I' Series)
The Flame Pan Burner System is designed to
provide a unique setting for your fireplace. The
Pan includes special baffles that allows the
flames to erupt over the entire pan surface,
sutroandmg 5'our Real-Fyre Logs. This makes
the Flame Pan t_urner S.vstem ideal for see-
ttu-ough, peninsular or island fireplaces. The le
of the pan burner are removable, which allows
you to set the pan low on the hearth, bur)' it wit
embers and create a campfire effect

The Flame Pan Burner System is available for
natural or propane gas in sizes t6" to 42". It is
compatible ;vith most Real-Fyre Gas Log style
and Petclson control systems.

_ Ember Flame Booster

(see example)
As an aecessorT for you G4 Series Burner
System. Model # EMB-18, EMB-24,

] .,/- EMB-30 or Order pre-assembled on your

•', /_ G-S Series (AGA l)esign Certified) Log% _ Set.

t
,,, The Realism and excitement of your Real-

Fyre Gas Log set is mmplified by the Ember Flame Boostm (EMB Series).
This easy-to-install accessoc,' adds dramatic front fl_nes to your gas log set

t,_,_-//,,_,.w rtlnO ersOl_.CO _/CO ltrol.htm
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IN TIlE UNITED STATES PATENT DISTRI(
NORTHERN DISTRICT OF TEXA

DALLAS DIVISION

GOLDEN BLOUNT, INC. §

§
Plaintiff, §

§
v. §

§
ROBERT I1. PETERSON CO. §

§
Defendant. §

• . {ICT(?oU X _7

NORTIIER_" IIISTPdCT OF TSL,. . z

r COURT__-___ - [

CLEIti_ O_,. &/,-:_-.,: 2 ."( "_.

_c :ql
-2L2_

Civil Action No. 3-01CV0127-R

ANS_,VER AND COUNTERCLAIM

Defendant, Robert H. Pcterson Co. ("Peterson"), by its attorneys answers

PlaintifFs, Golden Blount, hm_ ("Golden Blount"), complaint as follows:

I. Defendants are without I_lowledge or information sufficient to form a belief

as to the truth of the allegations of Paragraph I, and therefore deny the same.

2. The allegations of Paragraph 2 are admitted.

3. In response to the allegations of Paragraph 3, l)efend,'mt denies that venue is
3

proper pursuant to Title 28 United States Code, Section 1400(b), and dcnics that it has

done anything improper. The remaining allegations are admitted.

4. In response to the allegations of Paragraph 4, Defendant adnfits that U. S.

Patent No. 5,988,159 was issued by the U. S. Patent and Trademark Office and that a copy

of the "159 patent was attached to the Complaint as Exhibit "A". Defendants deny that the

' 159 patent was duly and legally issued. Defendants are without knowledge or information

I_llitZ 11_$171 • 1.99999.0OOOI t

_dT-APP 0124
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sufficient to form a beliefas to the truth of the remaining allegations of Paragraph 4 and

I

I

I

I
therefore deny the same.

5. The allegations of Paragraph 5 are denied.

6. The allegations of Paragraph 6 are denied_

7. The allegations of Paragraph 7 are denied.

AFFIRMATIVE DEFENSE

8. The ' 159 patent, and each of the claims allegedly infringed by Defendant,

are invalid for failure to comply with one or more of the requirements of Title 35, United

States Code.

COI.INTERCI,AIM

9. The allegations of Paragraph 8 of Defendant's affirmative defense are

repeated and realleged herein.

10. This counterclaim seeks a declaratory judgment of invalidity of United

States Patent No. 5,988,159. The Court has subject matter jurisdiction in accordance with

- I

i

I

:/] I

_1 I
_ I
l I

28 U.S.C. Sections 2201, 2202 and 1338(a).

11. The ' 159 patent is invalid for failure to comply with one or more of the

requirements of Title 35, United States Code.

WHEREFORE, Defendant Robert H. Peterson Co. prays for judgment against

Golden Blount, Inc. as follows: ' I]

IDalla,2 765371 v I. 9_)gAR)0OI
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A. A judgment in favor of Defendant and against Plaintiff with no award to

Plaintiff of any damages, costs, or fees;

B. A declaratory judgment that U. S. Patent No. 5,988,159 is invalid;

C. An order awarding Defendant its costs in addition to its attorneys" fees in

accordance with 35 U.S.C- Section 285; and

D. Such other and further relief as the Court may deem just and equitahle.

_ State Bar No_ 18008250
[/ J_NKENS & GILCItRIST, A P.C.
'_._A 445 Ross Avenue, Suite 3200

Dallas, Texas 75202

214/855-4776 (Telephone)
2141855-4300 (Facsimile)

ATTORNEYS FOR

ROBERT If. PETERSON CO.

OF COUNSEL:

Dean A. Monco

F. Wilfiam McLaughlin
WOOD. PttlLLIPS, VANSANTEN,

CLARK & MORTIMER

500 West Madison Slxeet, Suite 3800

Chicago, Illinois 60661-2511

Telephone: 312.876-1800
Facsimile: 312.876-2020

13_11as2 765371 • Io990t99+IX_I
-3-
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CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true and correct copy of the foregoing

Answer and Counterclaim has been served on all counsel of record by first-class mail,
postage prepaid, on this 19a' day of March, 2001.

Dallas2 765371 v I, 99999 0C_OI
-4-
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IN THE UNITED STATES DIS

FOR TIlE NORTHERN DIST[

DALLAS DIVISI

GOLDEN BLOUNT, INC., §

§
Plaintiff, §

§
v. §

§
ROBERT It. PETERSON CO., §

§
Defendant. §

'"_'i¢ JUFJ_ DrS-rVaCr OF .rK\_as I
r,- RrR,C,_ :::1

-__ ..._{:?? _,

Civil Actmn No.

3-01CV0t27-R

PLAINTIFF'S REPLY TO DEFENDANT'S COUNTEP.CLAIM

Plaintiff, Golden Blount, Inc. ("Golden Blount"), by its attorneys replies to Defendant's,

Robert H. Peterson Co. ("Peterson"), counterclaim as follows:

t. Paragraph 9 fails to contain factual allegations, however, in any event the

allegations of Paragraph 9 are denied.

2. In response to the allegations of Paragraph 10, Plaintiffadmits that tile

counterclaim seeks a declaratory judgment of invali&ty of tile patent in suit, as well as Plaintiff

admits that the subject matterjunsdiction is mandated by 28 U.S.C Sections 2201, 2202 and

1338(a).

3. Plaintiff denies the allegations of Paragraph 11

JT-App 0128 "



PRAYER AND RELIEF

WHEREFORE, Golden Blount petitions this court for a judgment against Peterson on

this declaratory judgment count and that the relief set forth in the complaint be extended to

Plaintiff.

Respectfully submitted,

For PlaintiffGolden Blount, Inc.

State Bar No. 09109000 /
CHARLES W. GAINES

State Bar No. 07570580

Hitt Gaines & Boisbrun, P.C.

225 University Plaza

275 West Campbell Road

Richardson, Texas 75080

972/480-8800 (Telephone)

972/480-8865 (Facsimile

1
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CERTIFICATE OF SERVICE

I hereby certify that a true copy of the enclosed Plaintiff's Reply to Defendant's

Counterclaim was served on the following counsel of record on December 28, 2001, by first class
mail and facsimile:

Jerry R. Selinger
Jenkens & Gilchrist

1445 Ross Avenue, State 3200

Dallas, Texas 75202

2 J4/855-4500 (Telephone)

214/855-4300 Facsimile)

F. William McLaughlin
Dean A. Monco

Wood, Plnllll)S , VanSanten,
Clark & Mortimer

500 W. Madison Street, Suite 3800

Chicago, lJ_ 60611-2511

312/876-1800 (Telephone)

312/876-2020 (Facsimile)

William D. Harris, Jr. f

-___ JT_'APp 0130---..-
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I IN THE UNITED STATES DISTRICT COURT

FOR TIlE NORTHERN DISTRICT OF TEXAS

DALLAS DIVISION

GOLDEN BLOUNT, INC.,

Plaintiff,

V.

ROBERT H. PETERSON CO.,

Defendant.

Civil Action No.

3-01CV0127-R

PLAINTIFF'S PRETRIAL DISCLOSURE

PURSUANT TO F.R.C.P. 26(a)(3)

This Pretrial Disclosure is submitted in accordance with, and pursuant to, F.R.C.P. 26(a)(3).

A° WITNESSES

1. Expected Witnesses

Golden Blount

4301 Westgrovc
Addison, Texas 75001

(972) 250-3113

Charlie Hanfl
2316 Main Street

Tucker, Georgia 30084

(770) 934-8646

Greg H. Parker

275 West Campbell Rd., Suite 225

Richardson, Texas 75080

(972) 480-8800

(used to provide fomlal identification of demonstrative materials referred to

below)



B.

C°

2. Possible Witnesses

Leslie Bortz

President Robert H. Peterson Co.

(address and telephone number well known by Defendant)

F. William McLaughlin

500 W. Madison Street, Suite 3800

Chicago, Illinois 60611

(312) 876-1800

Steve Blount

4301Westgrove

Addison, Texas 75001

(972) 250-3113

Daryl Webster

Webco Distributing
12012 N. Lamar Blvd.

Austin, Texas 78753
512-836-8476

DEPOSITION WITNESSES

Leslie Bortz

President Robert H. Peterson Co.

(address and phone number well known by Defendant)

F. William McLaughlin

500 W. iMadison Street, Snite 3800

Chicago, Illinois 60611

(312) 876-1800

EXHIBITS

1. Expected Exhibits

•. Document Bates Number B 1213

• Document Bates Number B1554

• Document Bates Numbers B 1555-B 1559

• Document Bates Number 000015

• Document Bates Number 000016

• Document Bates Number 000050

--_ - .

• JT_APP 0132

=1
=_

]
)

)

)

J

)

''l
f

I

I

!

I

I

I

I

I

I

I

I

I

i

I

!

I

I

I

I



I

I

I

I

I

I

I

I

I

I

I

I
I

I

I

I

I

2.

• Document Bates Numbers 000051-000053

• Various Boards, Charts or Computer Animation Illustrating:

- An illustration of elements (and structures) of Defendant's device versus

the claim language of the '159 Patent, and also including an illustration

and comparison of the elements (and structures) of the Plaintiffs device.

Annotated drawings inay be used to illustrate aspects ofihe foregoing.

- Total sales (munber and dollar amount) of Plaintiffs log sets/assembly

burner sets/secondary coals (ember) burner sets.

- Total sales (number and dollar amount) of Defendant's log sets/assembly

buruer sets/secondary coals (ember) burner sets.

- An illustration representing the actual damages (number of devices sold

by Defendant multiplied by Plaintiff's profit per device).

Video demonstration of Defendant's working log and assembly buruer

set with and without secondary coals (ember) burner set, as well as

Plaintiffs working log and assembly burner set with and without secondary

coals (ember) burner set.

A comparison of Defendant's log and assembly burner set with the

secondary coals (ember) burner set to Defendant's log and assembly

burner set without the secondary coals (ember) burner set (illustrations

taken directly from Defendant's website).

• Plaintiffs Commercial Device Covered by the Claims of the '159 Patent

• Defendant's Commercial Device that Allegedly Infringes the ' 159 Patent

Possible Exhibits

Document Bates Numbers B0001-B0726

Document Bates Number 000017

Document Bates Nulnbers 000018-000019

Document Bates Numbers 000033-000034

Certified File Wrapper of the ' 159 Patent

Current Sales Brochure Illustrating Defendant's Marketed Device

- -_I-APp 0133
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• Claim Chart Showing Claim Interpretation (As Decided by the Court)

This Pretrial Disclosure has been drafted and formulated in accordance with F.R.C.P.

26(a)(3).

Respectfully submitted,

For Plaintiff Golden Blount, Inc.

State Bar No. 09109000

CHARLES W. GAINES

State Bar No. 07570580

Hitt Gaines & Boisbrun, P.C.

225 University Plaza

275 West Campbell Road

Richardson, Texas 75080

972/480-8800 (Telephone)

972/480-8865 (Facsimile)
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CERTIFICATE OF SERVICI_

I hereby certify that a true copy of the enclosed Plaintiff's Pretrial Disclosure Pursuant

To F.R.C.P. 26(a)(3) was served on the following counsel of record on January 22, 2002, by

first class mail and facsimile:

Jerry R. Selinger
Jenkens & Gilctn'ist

1445 Ross Avenue, Suite 3200

Dallas, Texas 75202

2141855-4500 (Telephone)

214/855-4300 (Facsimile)

F. William McLaughlin
Dean A. Monco

Wood, Phillips, VanSanten,
Clark & Mortimer

500 W. Madison Street, Snite 3800

Chicago, IL 60611-2511
312/876-1800 (Telephone)

312/876-2020 (Facsimile)

JT':APp 0135
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IN THE UNITED STATES DISTRI(

FOR THE NORTHERN DISTRICT q

DALI.AS DIVISION

GOLDEN BLOUNT, INC.,

Plaintiff,

V.

ROBERT ti. PETERSON CO.,

Defendant.

tl.S. B1STI.tlC'r COURT

NORTIIEP.N DISTRICTOE TEXAS

FILED

,"cou_T. I_FTEX_}SJ_'l 2 2 2002

CLEm_,US.D_s'rmcrcoo_r
By

Deputy

Civil Action No.: 3;gl-CV-0127>R,

ROBERT 11. PETERSON CO.'S

PRETRIAl, I)ISCLOSURE LIST OF EXlllBITS

The following exhibits are likely to be used at trial:

Exhibit No.

I

2

3

4

5

6

7

Dallss2 864092 v L 52244 0OOOI

Description

(Production Nos.)

Blount U.S. Patent No. 5,988,159

File history for Application No. 08/061,727

(000122-000157)

File history for U.S. Application No. 08/276,894

(00158-00257)

File history for Application No. 08/626,498, nov,

Patent No. 5,988,159, (000258-00333)

Peterson, U.S. Patent No. 3,042,109 (000114)

Hem T, U.S. Patent No. 3871,355 (000115)

Stfimek, et al., U.S. Patent No. 5,000,162 (000116)

JT-APP 0136
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8

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

Dallax2 R64092 v I. 52244 (_0_1

Eiklor, et al., U.S. Patent No. 5,033,455 (000113)

Karabin, U.S. Patent No. 5,052,370 (000117)

Beal, U.S. Patent No. 5,081,981 (000118)

Beck, U.S. Patent No. 5,263,852 (000119)

Reserved

Reserved

Reserved

Reserved

Tucker letter to Robert H. Peterson Co. dated

December 10, 1999 (00121)

Coffin letter to McLaughlin dated December 17,

1999 (000120)

Corrin letter to Tucker dated December 30, 1999

(!31469)

Tucker letter to Coffin dated May 3,-2000

Stone letter to Tucker dated May 16, 2000 031467)

Hardin letter to Corrin dated January 19, 2001

031462-3)

Bortz letter to McLaugtdin dated February 9, 2001,

with attactunents (000089-000096)

Bortz fax to McLaugtdin dated March 16, 2001,

with attachments (00097-000112)

Reserved

Reserved

Reserved

-2-
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27

28

29

30

31

32

33

34

35

36

37

38

39

40

41

42

43

44

D_II_2 86_92 v 1. 52244 00001

Resei_,ed

Reserved

Reserved

Reserved

Robert H. Peterson Co. sample G4 burner, model
GG-24

Robert H. Peterson Co. sample Ember Flame

Booster, model AMB-24

Peterson Real-Fyre® Ember Flame Booster

advertisement (00015)

Ember Flame Booster installation and operating

instrnctions (00016)

Photograph of G4 burner and Ember Flame Booster

(000017)

Ember booster assembly drawing (000018)

Flame tube drawing 18"(000019)

Flame tube drawing 24" (000020)

Flame tube drawing 30" (000021)

Valve shield drawing (000022)

V- 17 valve drawing (000023)

Burner Systems International letter to Boekeloo

with attachments (000024-000028)

Drawing of Hook up for Circular G4 burners

(000029)

Operation instructions for hearth elbow (000030)

-3-
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45

46

47

48

49

50

51

52

53

54

55

56

57

58

59

60

61

DalI_2 864092 v I, 52244 00001

z .......

Installation instructions for ReaI-Fyre Hearth Logs

with front flame burner (00003 I)

Installation instructions (000032)

Burner assembly drawing dated July 1, 1983

(000033)

Burner assembly drawing dated July 1, 1983

(000034)

Peterson list price sheet effective March 1, 1977

(000035)

Real-Fyre auxiliary valves and burner parts

advertisement (000036)

ReaI-Fyre F3 series circular burner advertisement

(000037)

Gas log warmth from Peterson ReaI-Fyre

advertisement (000038-000049)

Summary of ember booster sales (000051-0000053)

Engineering bill of materialsdated October 4, 2001

(000087)

!

i

' I
i

_' I

I

I

i

I!
t
I

!

!
I1

Robert H. Peterson Co. Fireplace Decor Accessories

ad (000088)

Declaration of John Palaski

Declaration ofDarryl R. Dworkin

Complaint for Patent Infringement and Jury Demand

I

.I

Answer and Counterclaim

Plaintiff's Reply to Defendant's Counterclaim

Defendant's Answers to Plaintiff Golden Blount,

Inc.'s First Set of Interrogatories

I

-4-

I
.I

• [

t

JT-APP 0139 .._

i'i

I

I

I

I



I

!

t

i

i

i

I

| -

I

I
I

I

I

I
I

I

62

63

64

Defendant's Responses to Plaintiff Golden Blount,

Inc.'s First Set of Document Requests

Plaintiff Golden Blount, lnc.'s Response to

Defendant's First Set of Document Requests

Plaintiff Golden Blount, Inc.'s Answers and

Objections to Defendant's First Set of

Interrogatories

65 Original executed page for Interrogatories (B 1441 )

Defendant also reserves the right to use demonstrative exhibits corresponding to

the above Extfibits.

Respectfully submitted,

_ee_y R. _linger

Texas Bar No. 18008250

JENKENS & GILCHRIST, A Professional Corporation
1445 Ross Avenue

Suite 3200

Dallas, Texas 75202

Telephone: (214) 855-4500

Facsimile: (214) 855-4300

OF COUNSEl.:

F. WiUiam McLaughlin

WOOD, PHILL/PS, VANSANTEN,
CLARK & MORTIMER

500 West Madison Street

Suite 3800

Chicago, lllinois 60661

Telephone: (312) 876-1800

Facsimile: (312) 876-2020

DMI_2 864092 v I, 52244 00001
-5-
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CERTIFICATE OF SERVICE

This certifies that a copy of the foregoing ROBERT H. PETERSON CO.'S

PRETRIAL DISCLOSURE LIST OF EXHIBITS was served by first class mail, postage

prepaid, to counsel for Plaintiff, William D. Harris, Jr., Esq., Hitt Gaines & Boisbrun, P.C.,a

D_I_2 864092 v I. 52244 00001 -6-

.-_3_'-_,pp 0141
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IN THE UNITED STATES DISTIl.

FOR THE NORTHERN DISTRICT

DALLAS DIVISION

GOLDEN BEOUNT, INC.,

Plaintiff,

V.

ROBERT H. PETERSON CO.,

Defendant.

U.S. DIS'FRIC'I" CO URT

NOIt.TtlERN DISTRICF OF TEXAS

FILED

I "T

;I" CO_I_ F_ _2_ i
CLERK, U.S. DISTRICT COU'?.T

By

Civil Action No. 3:01-'C--M-0t_7-R

ROBERT !!. PETERSON CO.'S

PRETRIAL DISCLOSURE LIST OF WITNESSES

"file following persons are likely to be witnesses at trial:

iNLa in e "

Leslie Bortz

Todd Corrin

Vince Jankowski

F. William McLaughlin

Address

Robert H. Peterson Co

2500 West Arthington Street

Chicago, Illinois 60612

Robert H. Peterson Co

14724 East Proctor Avenue

City of Industry, California 91746

Robert H. Peterson Co.

14724 East Proctor Avenue

City of Industry, California 91746

Wood, Phillips, VanSanten, Clark &
Mortimer

500 West Madison Street

Suite 3800

Chica#o, Illinois 60661

llMlas2 I_(A 07 v I, 52244 00¢1}1

-- ----JTTAPP 0142-_- _
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Danyl Dworkin

John Palaski

Tile following persons may testify at

Donald Waldman

Don Henry

Ted Rasmussen

Fred Eiklor

Scott EiHor

Dallas2 g64/O7v I. 52244 (30001

D.N.V., Inc. . :--- - -

Summit-Fyreside
911 First Avenue

Asbury Park, New. Jersey 07712-7207

500 Oak Glen Road

Howell, New Jersey 07731

trial:

RADCO

3220 East 59th Street

Long Beach, California 90805

To be supplied

Rasmussen Iron Works

12028 East Philadelphia Street
Whittier, California 90601

Eiklor Flame

282 E Pivot Point

Paoli, IN 47454

Eiklor Flame

282 E. Pivot Point

Paoli, IN 47454

-2-
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Respectfiflly submitted,

U
Jerry R. Selinger
Texas Bar No. 18008250

JENKENS & GILCHRIST, A Professional Corporation
1445 Ross Avenue

Suite 3200

Dallas, Texas 75202

Telephone (214) 855-4500

Facsimile: (214) 855-4300

OF COUNSEL

F. William McLaughlin

WOOD, I'tlILLIPS, VANSANTEN,
CLARK & MORTIMER

500 West Madison Strect

Suite 3800

Chicago, Illinois 60661

Telephone. (312) 876-1800

Facsimile (312) 876-2020

Dallas2 864107 v I. 52244 00¢_1 -3-

JT-APp 0144-
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CERTIFICATE OF SERVICE ' -....

This certifies that a copy of the foregoing ROBERT H. PETERSON CO.'S

PRETRIAL DISCLOSURE LIST OF WITNESSES was served by first class mail,

postage prepaid, to counsel for Plaintiff, William D. Harris, Jr., Esq., Hitt Gaines &

Boisbrun, P.C., P.O. Box 832570, Richardson, Texas 75083, this ___.day of January,

2002. __._

DalEas2 864101 v I, 52244+00C_ I -4-
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2: ...... ""l" G F I'EX_.S

)

13"4THE UNITEt_STATES PATENT DISTRICT COURT _c_ L-{)PlTI9 [

NORTHERN DISTRICT OF TEXAS '_ _'- J

DALLAS DIVISION ," i......... ----J
, l._ ...... :.5. k'iS'7!:_CTCOURT

GOLDEN BLOUNT, INC., ) o,_.,y

)
Plaintiff, )

)
v. )

)
ROBERT H. PETERSON CO.. )

)
Defendant. )

Civil Action No.: 3.01-CV-0127-R

_J

ROBERT H. PETERSON CO.'S OBJECFIONS

TO PLAINTIFF'S PRE-TRIAL DISCLOSURE

Defendant Robert H. Peterson Co. ("PETERSON CO.") respectfully submits its

objections under Fed. R. Civ. P. 26(3) to the following designated plaintiff's exhibits.

Peterson Co.'s List of Objection
Abbreviations for Blount's Trial Exhibits t

No objection.

"H" Hearsay, Rule 802, F.R. Evid

"NR" Not relevant, Rule 402, F.R. Evid.

'T' Incomplete, Rule 106, I:.R. Evid

"A" Lack of authenticity, Rule 901, FR. Evid

"R" Peterson Co. reserve the right to object until a copy of the proposed exhibit has been

provided and examined

WOOl), pHILLIPS,El gl.

t Any objection stated against an exhibit applies to all duplicate copies, including

enlargements, of that extfibit.

I)_dl_2 $67926 v I. 52744 00C_l

'_= -_JT-App 0146-'=-
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"ilr'

"NP"

"LF"

"PV"

"AC"

"BE"

_A_'

"LS"

Plaintiff

Exhibit #

Dallas2 $67926 v I. 52244 00001

Illegible.

Not produced and/or identified during the discovery period.

Lack of foundation

Probative value substantially outweighed by danger of unfair prejudice; confusion of

issues; waste of time; considerations of undue delay; misleading nature of exhibit or

testimony; needless presentation of cumulative evidence, Rule 403, FR. Evid

Attorney-client privilege and/or work product exclusion.

Best evidence rule, Rule 1002-1004, F.R. Evid.

Lack of authenticity as to handwritten portion, Rule 901, F.R. Evid.

Not properly marked or properly identified on Blount's Trial Exhibit List.

Lack of specific identification of individual exhibit and/or production documents

Peterson Co. reserves the right to object upon proper identification of extfibit

!. Plaintiff's Expected Exhibits

Production #

B 1213

Qbj.ection

I
I

1

I

' 1

' I

11

i]

i]

i]

1

B 1554

B 1555-1559

B 000015

H, LF, AH

H, LF, AH, NR

H, LF, NR, I

B 000u16

B 000050

B000051-53

H, LF, NR, I

H, LF, NR, I

it, LF, NK I

_JT APP 01_tZ_ -__

I

I

I

i
!

I

i

!
I

I

I
I

i

I

It

i

I

!

i



I

I

I

i

i

i

i

!

I

i

I

!

!

i

li

l

!

I

I

Da)l_2 867926 v I. 52244 OC_OI

Physical Ex. - illustration of elements

(and structures) of Defendant's

devices versus claim language of

' 159 patent and comparison of

elements (and structures of) of
Plaintiff's device.

Total sales (number and dollar amount)

of Plaintiff's log sets/assembly banner

sets/secondary coals (ember) burner

SetS.

Total sales (number and dollar amount )
of Defendant's log sets/secondary coals

(ember) burner sets.

An illustration representing tim

actual damages (number of devices

sold by Defendant multiplied by

Plaintiff's profit per device).

Video demonstration of Defendanrs

working log and assembly burner

set with and without secondary

coals (ember) burner set, as well

as Plaintiff's working log and assembly

burner set with and without secondary

coals (ember) burner set.

A comparison of Defendant's log and

assembly burner set with the secondary

coals (ember) burner set to Defendant's

log and assembly burner set without

the secondary coals (ember) burner set.

Plaintiff's commercial devices covered

by the claims of the '!59 patent.

R, NR, PV, LF

R, NR, LF

R, I, NR, NP, LF

R, NR, NP, LF, PV

R, NR, NP, LF, PV

R, NR, PV, LF

: "_-_- JTmApp 0148 _-

=



Plaintiff

Exhibit #

Dallas2 g67926 v I. 522a4 00_01

I]. Plaintiff's Possible Exhibits

Production # O_bj_ection

B00001-726 LS

B 000017 H, LF, NR, I

B 000018- 19 H, LF, NR, 1

B 000033 -34 H, LF, NI_ I

Certified File Wrapper of the
' 159 Patent.

Current Sales Brochure

Illustrating Defendant's
Marketed Device.

Claim Chart Showing

Claim Interpretation (as decided

by the Court).

Respectfully submitted,

Jerry R gelinger / / !

Texas Bar No. 18008250

JENKENS & GILCHRIST, A Professional Corporation
1445 Ross Avenue

Suite 3200

Dallas, Texas 75202

Telephone: (214) 855-4500

Facsimile: (214) 855-4300

.... --c3..r..&,pp 0149
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OF COUNSEL:

F. William McLaughlin

WOOD, PHILLIPS, VANSANTEN,

CLARK & MORTIMER

500 West Madison Street

Suite 3800

Chicago, Illinois 60661

Telephone: (312) 876-1800

Facsimile: (312) 876-2020

CERTIFICATE OF SERVICE

This certifies that a copy of the foregoing ROBERT H. PETERSON CO.'S OBJECTIONS

TO PLAINTIFF'S PRE-TRIAL DISCLOSURE was served by facsimile and first class mail. postage

prepaid, to counsel for Plaintifi; William D. Harris, Jr, Esq., Hitt Gaines & Boisbmn, PC, P O. Box

832570 Richardson, Texas 75083, this 5 tl_, ._2.

Dalla_2 g67926 v I 52244 00001

_ J-T-App_. 0150.
.. _ _ -_y--



IN TIIE UNITED STATES DISTRICT COURT

FOR TIlE NORTHERN DISTRICT OF TEX_

GOLDEN BLOUNT, INC., §

§
Plaintiff, §

§
v. §

§
ROBERT 1I. PETERSON CO., §

§
Defendant. §

WOOD,PHILLIPS,U AL

Civil Action No.

3-01CV0127-R

GOLDEN BLOUNT, INC.'S OI/JECTIONS

TO DEFENDANT'S PRE-TILIA1. 1)ISCLOSURE

Plaintiff Golden Blount, Inc. ("Golden Blount") respectfully submits its objections under

Fed. R. Civ. P. 26(3) to tile following designated DefendmWs exhibits and witnesscs.

Defendant

Objected Exhibit #
17

18

20

22

23

31

Ground of Objection

Hearsay, Rule 802, F.R. Evid.; Lack of Foundation.

Hearsay, Rule 802, F.R. Evid.; Lack of Foundation.

Hearsay, Rule 802, F.R. Evid.; Lack of Foundation.

Itearsay, Rule 802, F.R. Evid.; Lack o fFoundation; Irrelevant;

Best evidence rule, Rule 1002-I004, F.R. Evid.; Insufficient

Identification; Portions Illegible.

Hearsay, Rule 802, R.F. Evid.; Lack of Foundation; Irrelevant;

Portions Illegible; Not produced or identified during discovery

period; Produced after close of discovery.

Lack of Foundation; Plaintiff's reserve right to reject after

inspection.

-- or- ppo si-



32

33

42

43

44

47

48

Lack of Foundation; Plaintiff's reserve right to reject after

inspection.

Hearsay, Rule 802, F.R. Evid.; Lack of Foundation.

Hearsay, Rule 802, F.R. Evid.; Lack of Foundation; Lack of

authenticity, Rule 901, F.R. Evid.; Irrelevant.

Hearsay, Rule 802, F.R. Evid.; Lack of Foundation; Lack of

authenticity, Rule 901, F.R. Evid.; Irrelevant.

Lack of Fotmdation; Irrelevant; Lack ofauthentification, Rule

901, F.R. Evid.

Hearsay, Rule 802, F.R. Evid.; Lack of Foundation; Lack of

authentification, Rule 901, F.R. Evid., as to handwritten

portions; Best evidence rule, Rule 1002-1004, F.R. Evid.

Hearsay, Rule 802, F.R. Evid.; Lack of Foundation; Lack of

authentification, Rule 901, F.R. Evid., as to handwritten

portions; Best evidence rule, Rule 1002-1004, F.R. Evid.

]

J

1
i

J

'l

!1
,}
,l

I

I

|

i

!

I

!

i

!

I
56

57

59

60

61

62

Hearsay, Rule 802, F.R. Evid.; Lack of Foundation; Lack of

authentification, Rule 901, F.R. Evid., as to handwritten

portions; Best evidence rule, Rule 1002-1004, F.R. Evid.; Not

produced or identified during discovery.

Hearsay, Rule 802, F.R. Evid.; Lack of Foundation; Lack of

authentification, Rule 901, F.R. Evid., as to handwritten

portions; Best evidence rule, Rule 1002-1004, F.R. Evid.; Not

produced or identified during discovery.

Hearsay, Rule 802, F.R. Evid; Irrelevant; Not proper evidence

except to the extent that judicial admissions or exceptions may

be involved.

Hearsay, Rule 802, F.R. Evid; Irrelevant; Not proper evidence

except to tile extent that judicial admissions o_exceptions may

be involved.

i

I
I I

i_l I

;J I
i I
I
I

I I
i

I

I

I

Hearsay, Rule 802, F.R. Evid. except to the extent that

admissions may be involved.

Hearsay, Rule 802, F.R. Evid. except to tile extent that

admissions may be involved.
7-
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Defendant

Objected Witnesses

Todd Corrin & Vmce Jankowski

D,'u-ryl Dworkin & John Palaski

Donald Waldman, Don Henry

Ted Rasmussen, Fred Eiklor &
Scott Eiklor

Ground of Obiection

Information expected from witnesses was not given

during the Discovery in response to a 30(b)(6)

designation that covered the subject matter about which

these witnesses are expected to testify.

Witnesses were not identifieduntil long after the

Discovery Period; Witnesses tesitmony is expected to

encompass primarily Hearsay.

Plaitltiffhas not recieved timely notice in that these

witnesses' identities were not made known to Plaintiff

until long after the close of the Discovery Period

Respectfidly submitted,

For PlaintiffGolden Blount, Inc.

_5 /''i

_2_goLg_'ggg 7"_7Y_'7
Hitt Gaines & Boisbrun, P.C.

225 University Plaza

275 West Campbell Road

Richardson, Texas 75080

972/480-8800 (Telephone)

972/,180-8865 (Facsimile)

_ff_-- I_ 0153



CERTIFICATE OF SERVICE

I hereby certify that a true - .:,-r,o n .... -_, ,_:__,copy of the enclgsed Plain .................. _mm-To

F.R.C.P. 26(a)(-3) Golden Blount, Inc.'S Objections to Defendant's Pre-trial Disclosure was

served on the following counsel of record on February 5, 2002, by first class mail and facsimile:

Jerry R. Selinger

Jenkens & Gilchrist

1445 Ross Avenue, Suite 3200

Dallas, Texas 75202

214/855-4500 (Telephone)

214/855-4300 (Facsimile)

F. William McLaughlin
Dean A. Monco

Wood, Phillips, VanSanten,
Clark & Mortimer

500 W. Madison Street, Suite 3800

Chicago, IL 60611-2511

312/876-1800 (Telephone)

312/876-2020 (Facsimile)
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IN TI-FE UNITED q T2L_ n. 4 V.s. i)tST-U C';"("
FOR THE NORTHERN DISTRICT OF TEXAS us

DALLAS DIVISION [ D._2::_

U.S.i.:.] :.::[ .- ":." - i
-NORTIIE;: +.?+" ,"+.._,+'-.+'_+_"[X.',R

GOLDEN BLOUNT, INC.,

Plaintiff,

V.

ROBERT H. PETERSON CO.,

Defendant.

Civil Action No.: 3:01-CV-OI27-R

ROBERT II. PETERSON CO.'S

LIST OF EXIIIBITS

The following exhibits are to be used at trial:

Exhibit No.
Description
(Production Nos.)

131ount U.S. Patent No. 5,988,159

File history for Application No. 08/061,727

(000122-000157)

File history for U.S. Apphcation No. 08/276,894
(00158-00257)

File history for Application No. 08/626,498, now
Patent No. 5,988.159, (000258-00333)

Peterson, U.S. Patent No. 3,042,109 (000114)

Henry, U.S. Patent No. 3871,355 (000115)

Shimek, et al., U.S. Patent No. 5,000,162 (000116)

Eiklor, et al., U.S. Patent No. 5,033,455 (000113)

"2

I
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Karabin, U.S. Patent No. 5,052,370 (000117)

,I
I

!
10

11

12

Beal, U.S. Patent No. 5,081,981 (000118)

Beck, U.S. Patent No. 5,263,852 (000119)

Pulone U.S. Patent No. 3,583,845

!

!
13

14

15

16

17

18

19

20

21

22

23

24

25

26

27.

28

Reserved

Reserved

Reserved

Tucker letter to Robert H. Peterson Co. dated

December 10, 1999 (00121)

Con-in letter to McLaughlin dated December 17,

1999 (000120)

Con-in letter to Tucker dated December 30, 1999

(B 1469)

Tucker letter to Corrin dated May 3, 2000

Stone letter to Tucker dated May 16, 2000 (B1467)

Hardin letter to Coffin dated January 19, 2001

(B 1462-3)

Bortz letter to McLaughlin dated February 9, 2001,

with attachments (000089-000096)

Bortz fax to McLaughlin dated March 16, 2001,

with attachments (00097-000112)

Reserved

Peterson List Price sheet dated March 1, 1992

Peterson brochure on Front Flame Director

Reserved

Reserved

-2-

i

I

-_ J"E--APP 0156 I

I
I
t

!

I

I

I

I

I

I

I

I

I

I

I

I

I



I

I

I

I

!

I

I

I

I

I

I

I

I

I

I

i

I

I

I

29

3O

31

32

33

34

35

36

37

38

39

40

41

42

43

44

45

46

Golden Blount brochure

(13 1409-10)

Sketch showing relative height of G4 burner tube
and Ember Flame Booster burner tube

Robert H. Peterson Co. sample G4 burner, model

GG-24

Robert It. Peterson Co. sample Ember Flame

Booster, model AMB-24

Peterson ReaI-Fyre_ Ember Flame Booster

advertisement (00015)

Ember Flame Booster installation and operating

instructions (00016)

Photograph of G4 burner and Ember Ftame Booster

(000017)

Ember booster assembly drawing (000018)

Flame tube drawirig 18"(0000 | 9)

Flame tube drawing 24" (000020)

Flame tube drawing 30" (000021)

Valve shield drawing (000022)

V- 17 valve drawing (000023)

Burner Systems International letter to Boekeloo
with attachments (000024-000028)

Drawing of Hook up for Circular G4 burners

(000029)

Operation instructions for hearth elbow (000030)

Installation instructions for Real-Fyre Hearth Logs

with front flame burner (000031)

Installation instructions (000032)

-3-
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47

48

49

50

51

52

53

54

55

56

56a

57

57a

58

59

60

61

Burner assembly drawing dated July 1, 1983

(000033)

Burner assembly drawing dated July 1, 1983

(000034)

Peterson list price sheet effective March I, 1977

(000035)

ReaI-Fyre auxiliary valves and burner parts
advertisement (000036)

Real-Fyre F3 series circular burner advertisement

(000037)

Gas log warmth from Peterson Real-F)re

advertisement (000038-000049)

Summary of ember booster sales (000051-0000053)

Engineering bill of materials dated October 4, 2001

(000087)

Robert H. Peterson Co. Fireplace Decor Accessories
ad (000088)

Declaration of John Palaski

Demonstrative exhibit of burner shown in Ex. 56

Declaration of Darryl R. Dworkin

Demonstrative exhibit of burner shown in Ex. 57

Complaint for Patent Infringement and Jury
Demand

Answer and Counterclaim

Plaintiff's Reply to Defendant's Counterclaim

Defendant's Answers to Plaintiff Golden Blount,

Inc.'s First Set of Interrogatories

-4-

_JT-A;PP 0158,

|

! II
?

J II
i

..i I

i

.t

!

!
l

!
II

II

!



I

I

I

I

I
!

I
i

I
I

I

I
I
I

I
I

I

I

62

63

65

66

Defendant's Responses to Plaintiff Golden Blount,

Inc.'s First Set of Document Requests

PlaintiffGolden Blotmt, tnc.'s Response to

Defendant's First Set of Document Requests

PlaintiffGolden Blount, lnc.'s Answers and

Objections to Defendant's First Set of

Interrogatories

Original executed page for Interrogatorics (B1441)

Reserved

67 Reserved

68 Reserved

69 Reserved

70 Reserved

Defendant also reserves the right to use demonstrative exhibits corresponding to
the above exhibits.

OF COUNSEL:

Respectfully submitted,

JerryR._elinger " / _/'
Texas Bar No. 18008250

JENKENS & GILCHRIST, a Professional Corporation
1445 Ross Avenue, Suite 3200
Dallas, Texas 75202

Telephone: (214) 855-4500

Facsimile: (214) 855-4300

F. William McLaughlin

WOOD, PHILLIPS, VAN'SANTEN,
CLARK & MORTDcIER

500 West Madison Street, Suite 3800

Chicago, Illinois 60661

Telephone: (312) 876-1800

-5-
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Facsimile: (312) 876-2020

CERTIFICATE OF SERVICE

This certifies that a copy of the foregoing ROBERT H. PETERSON CO.'S LIST OF

EXHIBITS was served by hand delivery to counsel for Plaintiff, William D. Harris, Jr., Esq.,

Hitt Gaines & Boisbrun, P.C., P.O. Box 832570, Richardson, Texas 75083, thi._O_-_y of

February, 2002.
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U.S. I)PTI}_]C I'COU!_T

_,'tO RT H E b;,P,;I);ST P,'CT OF TEXAS

[ : .... ]

i ji FEB2 0 3002 "
IN THEbTNTrEDSTATESDISTr_C'TCOURT , I
FOR THE NORTHERN DISTRICT OF TEXASc .... ,. t ..,,.D S ,lCTv. ..... T

DALLAS DMSION .:

GOLDEN BLOUNT, INC.,

Plaintiff,

V.

ROBERT H. PETERSON CO.,

Defendant,

Civil Action No.: 3:01-CV-0127-R

ROBERT H. PETERSON CO.'S

LIST OF _,VITNESSES

The following persons are probable witnesses at trial:

Name Address

1. Leslie Bortz Robert H. Peterson Co.

2500 West Artlfington Street

Chicago, Illinois 60612

Expected Testimony: General background of Robert H. Peterson

Co. and its products; background of market

for dual burner fireplace burner systems;

timing and characteristics of allegedly

infringing burner systems; and notice of

litigation and reliance on advice of counsel
regarding issues of non-infringement and
invalidity of the "159 Blount patent.

2. Tod Coffin

Expected Testimony:

Robert H. Peterson Co.

14724 East Proctor Avenue

City of Industry, California 91746

Matters relating to timing and characteristics

of allegedly infringing burner systems, sales

and profits of the allegedly infringing burner

systems.

•-.:_ JT-APP 016:_"- ::-
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3. Darryl Dworkin

Expected Testimony:

D.N.V., Inc.

Summit-Fyreside
911 First Avenue

Asbury Park, New Jersey 07712-7207

Matters relating to the scope and content of

prior art for gas fireplace dual burner
systems including intermediate valves.

4. John Palaski 500 Oak Glen Road

Howell, New Jersey 07731

Expected Testimony: Matters relating to the scope and content of

prior art for gas fireplace dual burner

systems including intermediate valves.

The following persons are possible witnesses at trial:

5. Vince Jankowski

Expected Testimony:

Robert H. Peterson Co.
14724 East Proctor Avenue

City of Industry, California 91746

General background of Robert H. Peterson

Co. and its products; background of market

for dual burner fireplace burner systems;

timing and characteristics of allegedly

infringing burner systems regarding issues
of non-infringement and invalidity of the

' 159 Blount patent.

6. Donald Waldman

Expected Testimony:

RADCO

3220 East 59th Street

Long Beach, California 90805

Matters relating to the scope and content of

prior art for gas fireplace dual burner

systems including intermediate valves.

7, Don Henry

Expected Testimony:

To be supplied

Matters relating to the scope and content of

prior art for gas fireplace dual burner

systems including intermediate valves.
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8. Scott Eiklor

•Expected Testimony:

OF COUNSEL:

F. William McLaughlin
WOOD, PHILLIPS, VANSANTEN,

CLARK & MORTIMER

500 West lVladison Street

Suite 3800

Chicago, Illinois 60661

Telephone: (312) 876-1800

Facsimile: (312) 876-2020

Eiklor Flame

282 E. Pivot Point

Paoli, IN 47454

Matters relating to the scope and content of

prior art for gas fireplace dual burner

systems including intermediate valves.

Respectfully submitted,

Jerry R. Selinger
JENKENS & GILCHRIST
1445 Ross Avenue

Suite 3200

Dallas, Texas 75202

Telephone: (214) 855-4500

Facsimile: (214) 855-4300

-3-
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CERTIFICATE OF SERVICE

This certifies that a copy of the foregoing PETERSON CO.'S LIST OF WITNESSES

was served by hand delivery to counsel for Plaintiff, William D. Harris, Jr., Esq., Hitt Gaines &
.,_

Boisbrun, P.C., P.O. Box 832570, Richardson, Texas 75083, thisc_QOl/_'day of February, 2002.
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IN TIlE UNITED STATES DISTRICT COURT

FOR TIIE NORTIlERN DISTINCT OF TEXAS

DALLAS DIVISION

GOLDEN BLOUNT, INC.,

Plaintiff,

V.

ROBERT II. PETERSON CO.,

Defendant.

Civil Action No.

3-01CV0127-R

I'LA1NTIFF GOLDEN BLOUNT, INC'S
PRETRIAL MATERIAI_,S

The following Pretrial Materials are made to comply with paragraph 11 of the Court's

Scheduling Order.

A. ,1OINT I'RETRIAL ORI)ER

1. The Joint Pretrial Order is being filed as an individual motion in and ofitselt, and

therefore, it is not included herewith.

B° PLAINTIFF'S LIST OF WITNESSES

1_ Plaintiffs list of witnesses is attached hereto as Section B.

C° PLAINTIFF'S LIST OF EXIIIB1TS

1. Plaintiffs list of exhibits is attached hereto as Section C.

D. PLAINTIFF'S DESIGNATION OF PORTIONS OF DEPOSITIONS

1. Plaintiffs designations of portions of depositions is attached hereto as Section D.

- ":_ JT'APP 0166 '-_-
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E. PLAINTIFF'S REQUESTED JURY INSTRUCTIONS AND ISSUES AND

PROPOSED VOIR DIRE QUESTIONS

At the outset Plaintiff points out that, if permission be granted, it .is withdrawing its jury

request. We have come to appreciate that the issues are such that the trial could be conducted much

more quickly without a jury and without a massive infusion of instructions.

Defendant did not make a jury demand and it is the undersigned's understanding that

defendant does not have any objection in moving the case from the jury docket to the bench docket.

This matter could be directed by a formal motion, if necessary, but a simple concurrence from the

Defendant would seem adequate under these circumstances.

Reluctantly we submit herewith our jury instructions and issues and proposed voir dire. This

mass paper could be boiled down into some relative single findings of fact and conclusions of law,

in the event the Court handles this as a bench trial.

Accordingly, enclosed herewith are the following:

1. Plaintiffs proposed voir dire questions are attached hereto as section E- I.

2. Plaintiffs requested jury instructions and issues are attached hereto as section E-2.

3. Plaintiffs requested jury questions ,are attached hereto as section E-3.

Respectfully submitted,

For Plaintiff Golden Blount, Inc.

CHARLES W. GAINES

State Bar No. 07570580

Hitt Gaines & Boisbrun, P.C.

225 University Plaza

275 West Campbell Road

Richardson, Texas 75080

972/480-8800 (Telephone)

972/480-8865 (Facsimile)
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CERTIFICATE OF SERVICE

1hereby certify that a true copy of the enclosed Plaintiff's Pretrial Materials was served

on the following counsel of record on February 20, 2002, by Express Mail:

Jerry R. Selinger
Jenkens & Gilchrist

1445 Ross Avenue, Suite 3200

Dallas, Texas 75202

214/855-4500 (Telephone)

214/855-4300 (Facsimile)

F. William McLaughtin
Dean A. Monco

Wood, Phillips, VanSanten,
Clark & Mortimer

500 W. Madison Street, Suite 3800

Chicago, IL 60611-251 I

312/876-1800 (Telephone)

312/876-2020 (Facsimile)

JT-APp 0168



@ IN THE UNITED STATES DISTRICT COURT

FOR THE NORTHERN DISTRICT OF TEXAS

DALLAS DIVISION

GOLDEN BLOUNT, INC.,

Plaintiff,

V.

ROBERT H. PETERSON CO.,

Defendant.

Civil Action No.

3-01CV0127-R

B. GOLDEN BLOUNT, 1NC.'S
LIST OF WITNESSES AND BRIEF

STATEMENT OF EXPECTED TESTIMONY

The following designations are Plaintiff's effort to comply with paragraph 1 l.b. of the

Court's Scheduling Order (each party's list of the witnesses):

!

]

1

i1

i1

"iJ

g
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I

I
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I

i
A. WITNESSES

1. Probable Witnesses

I

@

Golden Blount

4301 Westgrove

Addision, Texas 75001

(972) 250-3113

Expected Testimony:

General background of gas log industry, Golden Blount, Inc. and its ability to deliver

product to market, background of invention and its development and need in the industry. Matters

regarding notice to Robert H. Peterson Co. of its infringement of U.S. Patent No. 5,988,159 and

reasons for sending the notice. Matters relating to claims at issue of U.S. Patent No. 5,988,159, how

they read on Robert H. Peterson Co.'s Ember Flame Booster and its G-4 and G-5 series log sets, how

they cover Golden Blount, Inc.'s commercial device, and its similarity to Robert H. Peterson Co.'s

devices. Matters relating to the establishment and amount of damages incurred by Golden Blount,

Inc. as a result of Robert H. Peterson Co.'s infringement.*
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*As chief executive officer of a small company, Mr. Blount is in fact custodian of the records, and

may serve that function in the introduction of his companies documents.

Charlie Hanft

2316 Main Street

Tucker, Geogia 30084

(770) 934-8646

Expected Testimony:

His general background and experience in tile industry. General background of his

business and his business relationship with Robert H. Peterson Co.'s products during the years

extending from 1991 through 1997. His initial and continuing impressions of Golden Blount, Inc.'s

commercial ember burner as covered by U.S. Patent No. 5,988,159. How it has addressed a need

in the industry for promoting a more realistic looking gas log set-up by placing a flame adjacent to

the front ember bed and enhancing the appearance of the embers

Greg H. Parker

275 West Catnpbell Rd., Suite 225

Richardson, Texas 75080

(972) 480-8800

Expected Testimony:

Preparation and formal identification of demonstrative materials previously identified.

2. Possible Witnesses

Leslie Bortz
President of Robert H. Peterson Co.

(address and telephone number known by Robert H. Peterson Co.)

Expected "festimony:

Since Mr. Borlz is an adverse witness, the full extent to which Golden Blount, Inc.

knows such testimony is limited and depends on the testimony that Mr. Bortz will give on behalf of

Robert H. Petcrson Co. Nevertheless, Golden Blount, Inc. expects to cover the following areas with

"Mr. Bortz ifhe appears at trial.

4: Matters relating to the oral opinion he obtained fiom William McLaughlin, including

the timing in obtaining the opinion and the circumstances surrounding his need to obtain an opinion,

""_"-'dT-APP 0170
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the oral nature of the opinion given, the incomplete information supplied to him, and the casual

telephone advice like circumstances under which the opinion was given. Matters relating to asserted

prior art devices, including their development and the extent of their use in the marketplace. Matters

relating to the number of units of Ember Flame Boosters and number of G_I and G-5 gas log sets

sold by Robert H. Peterson Co. Matters relating to advertising, marketing and distribution of the
Ember Flame Booster.

F. William McLaughlin
500 W. Madison Street, Suite 3800

Chicago, Illinois 60611

(312) 876-1800

Expected Testimony:

Since Mr. McLaughlin is an adverse witness, the full extent to which Golden Blount,

Inc. knows such testimony is limited and depends on the testimony that Mr. McLaughlin will give

on behalf of Robert H. Peterson Co. Nevertheless, Golden Blount, Inc. expects to cover the

following areas with Mr. McLaughlin if he appears at trial.

Matters relating to the oral opinions he gave to Robert H. Peterson Co., including the

timing of such opinions, the lack of information he possessed on which to base a complete opinion,

the casual telephone circumstances under which his opinion/advice was given, the content of such

opinions and his analysis in reaching his opinions.
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Steve Blount

4301 Westgrove
Addision, Texas 75001

(972) 250-3113

Expected Testimony:

General background of gas log industry and Golden Blount, Inc. and its ability to

deliver product to market and the general state of the art prior to the invention claimed in U.S. Patent

No. 5,988,159.

Daryl Webster

Webco Distributing
12012 N. Lamar Blvd.

Austin, Texas 78753

(512) 836-8476

_,:AI_P 0171 -
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Expected Testimony:

His general background and experience in the industry. General background of his

business. His impressions of Golden Blount, Inc.'s commercial ember burner as covered by U.S.

:Patent No. 5,988,159. How it has addressed a need in the industry for promoting a more realistic

looking gas log set-up by placing a flame adjacent to the front ember bed and enhancing the

appearance of file embers.

B. lIE, CORD CUSTODIANS

Golden Blount

4301 Westgrove

Addision, Texas 75001

(972) 250-3113

* See brief statement concerning Golden Blount in the probable witnesses category
above.

Respectfully submitted,
For PlaintiffGolden Blount. Inc.

• ,JR.
State Bar No. 09109000

CHARLES W. GAINES

State Bar No. 07570580

Hitt Gaincs & Boisbrun, P.C.

225 University Plaza

275 West Campbell Road

Richardson, Texas 75080

972/480-8800 (Telephone)

972/480-8865 (Facsimile)

JT-APP 0172
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IN THE UNITED STATES DISTRICT COURT

FOR THE NORTHERN DISTRICT OF TEXAS

DALLAS DIVISION

GOLDEN BLOUNT, INC.,

Plaintiff,

V.

ROBERT Ii. PETERSON CO.,

Defendant.

Civil Action No.

3-01CV0127-R

C. PLAINTIFF GOLDEN BLOUNT 1NC.'S

LIST OF EXHIBITS

The following list is Plaintiff's effort to comply with paragraph 11.c. of the Court's

Scheduling Order (each party's list of exhibits).

• Document Bates Number B1213

• Document Bates Number B1554

• Document Bates Numbers B 1555-B 1559

• Document Bates Number 000015

• Document Bates Number 000016

• Document Bates Number 000050

• Document Bates Numbers 000051-000053

• Various Boards, Charts and Video Tape as follows:

- Trial Board Exhibit or overheads illustrating elements (and structures) of

Defendant's device versus the claim language of the '159 Patent, and also

-- -oq:-APP 0i73 -
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including ,an illustration and comparison of the elements (and structures) of

the Plaintiff's device.

Armotated drawings may be used to illustrate aspects of the foregoing.

- Trial Board Exhibits or overheads illustrating total sales in number and

dollar amount of Plaintiff's log scts/asscmbly burner sets/secondary coals

(ember) burner sets.

- Trial Board Exhibits or overheads illustrating total sales in number and

dollax amotmt of Defendant's log sets/assembly burner sets/secondary coals

(ember) burner sets.

- Trial Board Exhibits or overhead illustrating the actual damages in number

of devices sold by Defendant multiplied by Plaintiff's profit per device.

- Video demonstration of Plaintiff's working log and assembly burner set

with and without secondary coals (ember) burner set.

A comparison of Defendant's log and assembly burner set with the

secondary coals (ember) burner set to Defendant's log and assembly

burner set without the secondary coals (ember) burner set (illustrations

taken directly from Defendant's website).

• Plaintiff's Commercial Device Covered by the Claims of the '159 Patent

• Defendant's Commercial Device that Allegedly Infringes the ' 159 Patent

• Document Bates Numbers B0001-B0726

• Document Bates Number 000017

• Document Bates Numbers 000018-000019

• Document Bates Numbers 000033-000034

JT-APP 0174
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• Certified File Wrapper of the ' 159 Patent

• Current Sales Brochure Illustrating Defendant's Marketed Device

• Defendant's 97/98 Sales Catalog

• Claim Chart Showing Claim Interpretation (As Decided by the Court)

Respectfully submitted,

For Plaintiff Golden Blount, Inc.

CHARLES W. GAINES

State Bar No. 07570580

Hitt Gaines & Boisbrun, P.C.

225 University Plaza

275 West Campbell Road

Richardson, Texas 75080

972/480-8800 (Telephone)

972/480-8865 (Facsimile)
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IN TIlE UNITED STATES DISTRICT COURT

FOR THE NORTIIERN DISTRICT OF TEXAS

DALLAS DIVISION

GOLDEN BLOUNT, INC., §

§
Plaintiff, §

§
v. §

§
ROBERT II. PETERSON CO., §

§
Defendant. §

Civil Action No.

3-01CV0127-R

D. PLAINTIFF GOLDEN BLOUNT, INC.'S

LIST OF DESIGNATION OF PORTIONS OF DEPOSITIONS

The following designations are PlaintifFs effort to comply with paragraph 11 .d. of the

Court's Scheduling Order (each party's designation of portions ofdepositions).

A. DEPOSITION DESIGNATIONS

l. Pages Designated from Leslie Bortz 30(B)(6) Volume I

October 5, 2001:

Page 3; Lines 1-21

Page 11; Line 11 through Page 12; Line 1
Page 19; Lines 15-21

Page 21; Line 20 through Page 22; Line 24

Page 25; Lines 5-16

Page 27; Lines 2-8

Page 28; Line 5 through Page 29; Line 8

Page 29; Line 13 through Page 31; Line 9

Page 32; Lines 4-22

Page 35; Lines 5-12

Page 36; Lines 11-24

Page 38; Lines I0 through Page 39; Line 21

Page 43; Lines 21 through Page 44; Line 19

Page 47; Lines 15-20

Page 48; Lines 10-20

Page 52; Lines 12-24
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2.

Page 53;

Page 56;

Page 65;

Page 67;

Page 67;

Page 69;

Page 73;

Page 74;

Line 24 through Page 54; Line 15

Lines 13 through Page 59; Line 10
Lines 10-13

Lines 1-19

Line 24 through Page 68; Line I 1

Lines I through Page 71; Line 23

Line 11 ttuough Page 74; Line 6

Line 14 through Page 75; Line 7

Page 78; Line 20 through Page 79; Line 2
Page I 17; Line 1-5

Page 188; Line I0 through Page 120; Line 24
Page 124 Lines 21-23

Page 128; Lines 9-2I

Page 130; Lines 12-18

Page 136; Lines 9-13

Page 140; Line 7 through Page 142; Line 20

Page 153; Line 24 through Page 154; Lines 16

Page 155; Line 2 through 156; Line 24
page 157; Lines 19-21

Page 159; Lines 5-14

Page 160; Lines 11-24

Page 164; Lines 1-24

Page 166; Lines 12-24

Page 174; Line 18 through Page I76; Line 4
Page 178; Lines 1-8

Page 180; Lines 11-21

Page 183; Lines 2-7

Page 186; Line 21 through page 188; Line 17

Pages Designated from Leslie Bortz, Vol. 2
December 19, 2001:

Page 1; Lines 1-25

Page 4; Lines 6-9

Page 16; Lines 13-24

Page 18; Lines 16-25

Page 19; Lines 1-2

Page 20; Lines 9-21

Page 21 ; Lines 3-22

Page 22; Lines 1-25

Page 23; Lines 1-25

Page 24; Lines 11-24
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Page 25; Lines 8-25

Page 26; Lines 1-25

Page 27; Lines 1-2

Page 28; Lines 7-15

Page 29; Lines 12-25

Page 30; Lines 2-14

Page 31 ; Lines 18-25

Page 32; Lines 17-25

Page 33; Lines 1-5

Page 34; Lines 4-9

Page 37; Lines 1-14

Page 53; Lines 9-25

Page 54; Lines 1-22

Page 55; Lines 11-25

Page 56; Lines 1-18

Page 59; Lines 4-25

Page 60; Lines 1-25

Page 61 ; Lines 1-24

Page 63; Lines 13-25

Page 65; Lines 3-19

Page 66; Lines 6-12

Pages Designated from William McLaughlin
December 19, 2001:

Page I, Lines 1-25

Page 5, Lines 18-25

Page 6, Lines 1-3; 7-15; 18-25

Page 7, Line 1

Page g, Lines 12-25

Page 9, Lines J-I 8

Page 1O, Lines 15-22

Page 18, Lines 12-25

Page 19, Lines 1-15

Page 20, Lines 3-24

Page 21, Lines 10-25

Page 22, Lines 1-17; 24-25

Page 23; Lines 1-15

Page 24; Lines 1-25

Page 25; Lines 1-25

Page 26; Lines 1-25

Page 27; Lines 1-25

I;

I
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Page 28; Lines 11-22

Page 29; Lines 2-25

Page 30; Lines 1-24

Page 31 ; Lines 1-24

Page 32; Lines 1-25

Page 33; Lines 1-25

Page 34; Lines 1-24

Page 35; Lines 1-24

Page 36; Lines 1-10; 17-20

Page 37; Lines 20-25

Page 38; Lines 1-2; 9-24

Page 39; Lines 9-25

Page 40; Lines 1-21

Page 42; Lines 12-20

Page 46; Lines 5-14

Page 47; Lines 11-25

Page 48; Lines 1-4; 20-25

Page 49; Lines 1-10
Page 50; Lines 2-25

Page 51 ; Lines 1-25

Page 52; Lines 1-25

Page 53; Lines 1-25

Page 54; Lines 1-25

Page 55; Lines 1-20; 24-25

Page 56; Lines 1-25

Page 57; Lines 1-25

Page 58; Lines 1-22

Page 62; Lines 8-25

Page 63, Lines 1-18

Page 64; Lines 7-24

Page 65; Lines 1-13

Page 66; Lines 14-25

Page 67; Lines 1-2

Page 68; Lines 1-8; ] 7-20

Page 69; Lines 17-25

Page 70; Lines 1-10

Page 72; Lines 7-25

Exhibits 1-2

Respectfully submitted,

4

l

1

]

}

_i

1

:J
I

l

J

t

I

i I

11

..1

_ _dT-App 0.1Z_t

!

!

i

|

|

g

g

a
|

|

I

I

!

I

i

I

I

I

!



I

I

I@
I
I

I
I

I

I

I
I
I

I

I
I
I ®

I

. . -=

For the PlaintiffGolden Blount, Inc.

WILLIAM D. 1-ARRIS, JR.J
State Bar No. 09109000

CHARLES W. GAINES

State Bar No. 07570580

Hitt Gaines & Boisbrun, P.C.

225 University Plaza

275 West Campbell Road

Richardson, Texas 75080

972/480-8800 (Telephone)

972/480-8865 (Facsimile)
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IN THE UNITED STATES DISTRICT COURT

FOR THE NORTItERN DISTRICT OF TEXAS

DALLAS DIVISION

GOLDEN BLOUNT, INC.,

Plaintiff,

V.

ROBERT H. PETERSON CO.,

Defendant.

Civil Action No.

3-01CV0127-R

E-1. PLAINTIFF GOLDEN BLOUNT INC.'S

PROPOSEI) VOIR I)IRE QUESTIONS

Tbe following list ofvoir dire questions is made to comply with paragraph 1 I.e. of the

Court's Scheduling Order.

I.

2.

What is your occupation?

Do you know the plaintiff company, Golden Blount, Inc. or Mr. Golden Blount?
Please describe.

3.

4.

5.

6.

Do you know the defendant, Robert H. Peterson Co.? Please describe.

Have you or any member of your family ever engaged Mr. William Harris or the

law finn of Hitt, Gaines and Boisbrun? Please describe.

Have you or any member of your family ever engaged Mr. Roy W. Hardin, Mr. L.

Dan Tucker or the law firm Locke, Liddell & Sapp? Please describe.

Have you or any member of your family ever engaged Jerry R. Selinger or the law
firm of Jenkens & Gilchrist? Please describe.

6.a.

7.

Have any of you engaged the law finn of Woods et al. or William McLaughlin in

Chicago? Please describe.

How many of you were born and raised in Texas?

._-._JT-ApP 0181
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7.a. How many here have lived in Chicago more than 5 years?

8. Have you previously served on a jury? Please describe.

9. Have you ever been a party to a lawsuit? Please describe.

10. Does your home or office have a fireplace? Please describe. Gas?

11. Have you ever sought or o_led a patent?

12. Have you felt someone has copied an idea of yours or of someone you know?

13. Do you believe that the U.S. patent system is capable to building creation and
inventions?

14. Would you say that you are mechanically inclined or do you like to work with

your hands? Please describe.

15. Have you or ally member of your family worked for the Federal Government?

Please describe.

16. The plaintiff in this case received a patent from the U.S. Patent & Trademark

Office. If the evidence presented in this case by the defendant is sufficient to

show the patent was invalid, would any of you have any difficulty in finding a

patent issued by the U.S. Patent & Trademark Office to be invalid?

17. Would you find a patent issued by the United States Patent & Trademark Office

invalid if it appears the government made no mistake in granting tile patent mad

that the patent has not been shown to be invalid by clear and convincing
evidence?

18. Have any of you purchased a gas fireplace which did not work properly?

19. Have you or anyone you "know ever suffered any property damage or personal

injuries as a result of a defective gas fireplace? Please describe.

Respectfully submitted,

For PlaintiffGolden Blount, Inc.

WILLIAM D. HARRIS, JR. J
State Bar No. 09109000
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CHARLES W. GAINES

State Bar No. 07570580

Hitt Gaines & Boisbrun, P.C.

225 University Plaza

275 West Campbell Road

Richardson, Texas 75080

972/480-8800 (Telephone)

972/480-8865 (Facsimile)

_--_T-APP 0183

1

r.,

,j

1
: I

it
'1

i i

Z_

I

I
I

I

I
I

I

I

I
I

I

I
I

I

I

I

I

I

!

I



I

I

I®
I

I

I
I

I

II .;i

I
I
I

I

I
I

IN TIlE UNITED STATES DISTRICT COURT

FOR THE NORTItERN DISTRICT OF TEXAS

DALLAS DIVISION

GOLDEN BLOUNT, INC.,

Plaintiff,

Y.

ROBERT H. PETERSON CO.,

Defendant.

Civil Action No.

3-01CV0127-R

E-2. PLAINTIFF GOLDEN BLOUNT INC.'S

PROPOSED JURY INSTRUCTIONS
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@ PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 1

PRELIMINARY INSTRUCTIONS

DUTY OF JURY

Ladies and gentlemen: You now are the jury in this case, and I want to take a few minutes

to tell you something about your duties as jurors and to give you some instruction. Atthe end of

the trial 1 will give you more detailed instructions. Those instructions will control your

deliberations.

It will be your duty to decide from the evidence what the facts are. You, and you alone, are

the judges of the facts. You will hear the evidence, decide what the facts are, and then apply those

facts to the law which I will give to you. That is how you will reach your verdict. In doing so, you

must follow that law whether you agree with it or not. The evidence will consist of the testimony

of witnesses, documents, and other tbings received into evidence as exhibits and any facts on which

the lawyers agree or which I may instruct you to accept.

You should not take anything I may say or do during the trial as indicating what I thing of

the evidence or what your verdict should be.

PLAINTIFF'S PROPOSED
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 2

PRELIMINARY INSTRUCTIONS

WtIAT IS NOT EVIDENCE

The following things are not evidence, and you must not consider them as evidence in

deciding the facts of this case:

1. Statements and arguments of the attorneys;

2. Questions and objections of the attorneys;

3. Testimony that I instruct you to disregard;

4. Anything you may see or hear when the Court is not in session even if what you see

or hear is done or said by one of the parties or by one of the witnesses.

PLAINTIFF'S PROPOSED

JURY INSTRUCTIONS 2
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 3

PRELIMINARY INSTRUCTIONS

EVIDENCE FOR LIMITED PURPOSE

Some evidence may be admitted for a limited purpose only. When I instruct you that an item

of evidence has been admitted for a limited purpose, you must consider it only for that limited

purpose, and for no other.

PLAINTIFF'S PROPOSED

JURY INSTRUCTIONS 3
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 4

PRELIMINARY INSTRUCTIONS

DIRECT AND CIRCUMSTANTIAL EVIDENCE

Evidence may be direct or circumstantial. Direct evidence is direct proof of a fa:ct, such as

testimony by a _4tness about what that witness personally saw, heard or did. Circumstantial

evidence is proof of one or more facts from which you could find another fact. You should consider

both kinds o fevidence. The law makes no distinction between tile weight to be given to either direct

or circumstantial evidence. It is for yon to decide how much weight to give to any evidence.

pLAI/ffl]FF'S PROPOSED

JURY INS'IRUCTIONS 4
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 5

PRELIMINARY INSTRUCTIONS

RULING ON OBJECTIONS

There are rules of evidence which control what can be received into evidence. When a

lawyer asks a question or offers an exhibit into evidence and a lawyer on the other side thinks that

it is not permitted by the rules of evidence, that lawyer may object. IfI overrule the objection, the

question may be answered or the exhibit received. Ifl sustain the objection, the question cannot be

answered, and the exhibit cannot be received. When I sustain an objection to a question, you must

ignore the question and must not guess what the answer might have been.

Sometimes I may order that evidence be stricken from tile record and that you disregard or

ignore the evidence. That means that when you are deciding the case, you must not consider the

evidence which I told you to disregard.
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 6

PRELIMINARY INSTRUCTIONS

CREDIBILITY OF WITNESSES

In deciding the facts in this case, you may have to decide which testimony to believe and

which testimony not to believe. You may believe everything a witness says, or part of it, or none of

it.

In considering the testimony of any witness, you may take into account:

1. The opportunity and ability of the witness to see, hear or know the things testified to;

2. The witness' memory;

3. The witness' manner while testifying;

4. The witness' interest in the outcome of the case and any bias or prejudice;

5. Whether other evidence contradicted the witness' testimony;

6. The reasonableness of the witness' testimony in light of all the evidence; and

7. Any other factors that bear on believability.

The weight of the evidence as to a fact does not necessarily depend on the number of

witnesses who testify.

PLAINTIFF'S PROPOSED

JURY INSTRUCTIONS 6
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 7

PRELIMINARY INSTRUCTIONS

CONDUCT OF THE JURY

I will now say a few words about your conduct as jurors.

First, do not talk to each other about this case or about anyone who has anything to do with

it until the end of the case when you go to the jury room to decide on your verdict.

Second, do not talk with anyone else about this case or about anyone who has anything to do

with it until the trial has ended and you have been discharged as jurors. "Anyone else" includes

members of your family and your friends. You may tell them that you are a juror, but don't tell them

anything about the case until after you have been discharged by me.

Third, do not let anyone talk to you about the case or about anyone who has anything to do

with it. If someone should try to talk to you, please report it to me immediately.

Fourth, do not read any news stories or articles or listen to any radio or television reports

about the case or about anyone who has anything to do with it.

Fifth, do not do any research, such as consulting dictionaries or other reference materials, and

do not make any investigation about the case on your own.

Sixth, if you need to conununicate with me, simply give a signed note to the [marshal]

[bailiff] [clerk] [law clerk] to give to me.

Seventh, do not make up your mind about what the verdict should be until after you have

gone to the jury room to decide the case and you and your fellow jurors have discussed the evidence.

Keep an open mind until then.
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 8

PRELIMINARY INSTRUCTIONS

NO TRANSCRIPT AVAILABLE TO JURY

' At the end of the trial, you will have to make your decision based on what you recall of the

evidence. You will not have a written transcript to consult, and it is difficult and time-consuming

for the reporter to read back lengthy testimony. 1urge you to pay close attention to the testimony as

itis given.
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 9

PRELIMINARY INSTRUCTIONS

TAKING NOTES

If you wish, you may take notes to help you remember what witnesses said. -If you do take

notes, please keep them to yourselftmtil you and your fellow jurors go to the jury room to decide the

case. Do not let note-taking distract you so that you do not hear other answers by witnesses. When

you leave, your notes should be left in the [courtroom] [juryroom] [envelope in the jury room].

Whether or not you take notes, you should rely on your own memory of what was said.

Notes are only to assist your memory. You should not be overly influenced by the notes.
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. I0

PRELIMINARY INSTRUCTIONS

TIIE NATURE OF THE ACTION AND THE PARTIES

This is a patent infringement case. The patent involved in this case relates to a burner

assembly for a gas fireplace. During the trial, the parties will offer testimony to familiarize you with

this technology.

The United States Patent and Trademark Office has granted a patent to Golden Blount for

inventions relating to this teclmology. Golden Blount, Inc. is currently the owner of the patent,

which is identified by the Patent Office by number: 5,988,159 (which may be called "the '159

Patent"). This patent may also be referred to as "the Blount patent."

A. The United States Patent

The patent laws promote creative thought and the progress of ideas by giving true inventors

the right to exclude others from making, using, offering to sell or selling the patented invention

within the United States, its territories, and its possessions. In return for tile right of exclusion, the

patent laws impose upon the inventor a requirement of complete disclosure, to ensure adequate and

full disclosure so that upon the expiration of that period, the knowledge of the invention inures to

the people, and stimulates further thinking during that period.

I will briefly describe and the parties will offer testimony to familiarize you with how one

obtains a patent from the United States Patent and Trademark Office (sometimes referred to as "the

PTO"), as well as with the contents of a patent, including the specification or written description and

the claim or claims by which the applicant defines the subject matter of his or her invention.

William D. Harris, Jr. (Bat No. 09109000)
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PLAINTIFF'S PROPOSED

JURY INSTRUCTIONS

I will briefly describe some of the terms for your so that you have some background in the

patent terminology. The Patent and Trademark Office, the PTO, is in the Washington, D.C. area and

is an agency of the Federal Government. It has more than a thousand technically educated examiners

who examine applications for patents.

The application is the initial set of papers filed with the PTO by the applicant. In addition

to some other papers, such as the inventor's oath, the application includes a specification, which

must have a written description of the invention telling what the invention is, how it works, and how

to make and use it so as to enable others skilled in the art to do so. The specification concludes with

one or more numbered sentences. These are the claims. The purpose of the claims is to particularly

point out what the applicant regards as his or her invention. When tile patent is eventually issued

by the PTO, the claims define the scope of the patent owner's exclusive rights during the life of the

patent. In a few minutes, I will describe for you the meaning of the claim[s] of the '159 Patent.

After the applicant files the application, a PTO patent examiner reviews (or examines) the

patent application to determine whether the claims are patentable and whether the specification

adequately describes tile invention claimed. In examining a patent application, the patent examiner

makes a search of the PTO records for prior art to the patent application claims. The examiner

considers, among other things, whether each claim defines an invention that is new, useful, and not

obvious in view of this prior art. The prior art is defined by statute and I will give specific

instructions as to what constitutes prior art to the '159 Patent after the close of the evidence.

However, prior art generally is technical information and knowledge that was known to the public

either before the invention by the applicant or more than a year before the effective filing date of the

William D. Harris, Jr. (Bar No. 09109000)
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application.

Following the prior art search and examination of the application, the patent examiner then

advises the applicant in writing what the examiner has found and whether he has "allowed" any

claim. This writing from the PTO examiner is called an office action. More often than not, the

initial office action by the examiner rejects one or more of the claims. The applicant then responds

to this, and sometimes changes the claims or submits new claims. This process may go back and

forth between the patent examiner in the PTO and the applicant for several months, or even for years,

until the examiner is satisfied that the application and claims meet the conditions for patentability.

The papers generated during this time of corresponding back and forth between the PTO

patent examiner and the applicant is what is called tile prosecution history. This history of written

correspondence is contained in a file in tile PTO, and consequently some people over the course of

the trial may call this history the file wrapper.

B. Patent Litigation

A company is said to be infringing on claims of a patent when they, without permission from

the patent owner, make, use, import, offer to sell or sell the patented invention, as defined by the

claims, within tile United States before tile term of the patent expires. A company is also said to be

infringing on claims of a patent when they induce infringement or contribute to infringement.

Inducement occurs when a company influences, encourages, or assists a third party to make, use,

import, or offer to sell a patented invention. Contributory infringement occurs when a company

offers to sell or sells within the United States or imports into the United States a component of a

patented machine, manufacture, combination or composition, or a material or apparatus for use in

William D. }laxris. Jr. (Bar No. 09109000)
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practicingapatentedprocess,constitutingamaterialpartoftheinvention,knowingtilesametobe

especiallymadeorespeciallyadaptedforuseinaninfringementofsuchpatent.

A patent owner that believes someone is infringing on his or her exclusive rights under a

patent may bring a lawsuit like this to stop the alleged infringing acts and recover damages.. The

patent owner has the burden to prove infringement of the claims of the patent. The patent owner also

has the burden to prove damages caused by that infringement, which are adequate to compensate for

the infringement. Damages may be measured by the patent owner's lost profits caused by the

infringement. Damages may not be less than a reasonable royalty for the use made of the invention.

A person sued for allegedly infringing a patent can deny infringement, and can also defend

by proving the asserted claims of the patent are invalid. The accused infringer has the burden to

prove invalidity by clear and convincing evidence. In evaluating infringement or invalidity, each

claim is to be evaluated independently. 1will now briefly explain the parties' basic contentions in

more detail.

C. Contentions of the Parties

In this case, the plaintiff contends that the defendant makes, uses or sells a product, a

secondary coals burner sold as an ember flame booster, and tells its customers how to use the ember

flame booster, which infringes claims of the ' 159 Patent. Plaintiffhas the burden of proving that the

defendant infringes the patent by a preponderance of the evidence. That means that the plaintiff must

show that more likely than not, the defendant's product infringes the claims of the '159 Patent.

7
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There are two ways in which a patent claim can be directly infringed. First, a claim can be

literally infringed. Second, a claim can be infringed under what is called the "doctrine of
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equivalents," which I will address shortly.

To determine literal infringement, you must compare the accused product with each claim

that the plaintiffasserts is infringed. It will be my job to tell you what the patent claims mean. You

must follow my instructions,as to the meaning of the patent claims.

A patent claim is literally infringed only if defendant's product includes each and every

element of that patent claim. If defendant's product does not contain one or more elements recited

in a claim, defendant does not literally infringe that claim. You must determine literal infringement

with respect to each patent claim individually. If elements are not present, there may still be

inducement to infringe or contributory infringement if the defendant induces another to infringe or

if there is contributory infringement, as I defined earlier.

Apart from inducement and contributory infringement, you may fred that defendant's product

directly infringes a claim of plaintiff's patent, even if not every element of that claim is present in

defendant's product. However, to do so, you must find that there is an equivalent component or part

in defendant's product for each element of the patent claim that is not literally present in the

defendant's product. This is called infringement under the doctrine of equivalents. "Hie plaintiffhas

the burden of proving by a preponderance of the evidence that the defendant's product contains the

equivalent of each element of the claimed invention that is not literally present in the defendant's

product.

The defendant denies that is it infringing the asserted claims of the ' 159 Patent, either directly

or by inducement or contributory infringement. The defendant also contends that the ' 159 Patent

is invalid because the invention was either anticipated by the prior art or was obvious from the prior

PLAINTIFF'S PROPOSED
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Invalidity is a defense to infringement. Therefore, even though the PTO examiner has

allowed the claims of the '159 Patent to issue, you the jury, have the ultimate responsibility for

deciding whether the claims of the patent are valid. The defendant bears the burden of proving

invalidity by clear and convincing evidence. This is a much stricter or higher burden than a

preponderance of the evidence; on the other hand, this does not require proof beyond a reasonable

doubt. It will be your job, at the end of this trial, to determine whether the defendant has met its

burden of proving the invalidity of the asserted claims of the '159 Patent. Clear and convincing

evidence is evidence that produces in your mind an abiding conviction that the claims are invalid.

D. Trial Procedure

We are about to commence the opening statements in the case. Before we do that, I want to

explain to you a little bit about the procedures that we will be following during the trial and the

format of the trial. This tiial, like all jury trials, comes in six general states or phases. We have

already been through the first phase, which is to select you as jurors. We are now about to begin the

second phase, the opening statements. The opening statements of the lawyers are statements about

what each side expects the evidence to show. The opening statements are not evidence in the case.

The evidence comes in the next phase, the third phase, when the witnesses will take the

witness stand and the documents will actually be offered and admitted into evidence. In the third

phase, the plaintiff goes first in calling witnesses to the witness stand. These witnesses will be

questioned by the plaintiff's counsel in what is called direct examination. After the direct

examination of a witness is completed, the opposing side has an opportunity to cross-examine the
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witnesses. Subsequently, the defendant will call its witnesses, who will also be examined and cross-

examined.

The evidence often is introduced somewhat piecemeal, so you as jurors need to keep an open

mind as the evidence comes in. Wait until all the evidence comes in before you make any decision.

In other words, keep an open mind throughout the entire trial.

After we conclude the third phase and the evidence has been presented, the lawyers again

have an opportunity to talk with you in what's called closing arguments, which is the fourth phase.

Again, what the lawyers say is not evidence. The lawyers' closing arguments are for the purpose of

helping you in making your determination.

After that phase, we reach the fifth phase of the trial, which is when I read you the jury

instructions. In that phase, I will instruct you on tile law. I have already explained a little bit about

the law to you. But later, in this fifth phase of the trial, 1 will explain file law in much more detail.

Finally, in the sixth phase of the trial it will be time for you to deliberate. You can then

evaluate the evidence, discuss the evidence among yourselves and make a determination in the case.

Remember that it will be your duty to find what tile facts are from the evidence as presented at the

trial. You, and you alone, are the judges of the facts. You have to apply those facts to the law and

the patent claims that] will advise you of at the close of the evidence.

You are the judges of the facts. I will explain to you the rules of law which apply to this case,

and I will also explain to you the meaning and scope of the patent claims. You must follow that law

and claims interpretation whether you agree with it or not. Nothing I say or do during the course of

the trial is intended to indicate what your verdict should be.
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Authority: Adapted from AIPLA's Guide to patent Jury Instructions; U.S. Const., art I § 8, cl. 8; 35
U.S.C_ § 102, 103. Adapted from Micron Motion v. Exac, 686 F.Supp. 789, U.S.P.Q.2d
1957 (N.D. Cal. 1987), aft'd, 876 F.2d 1574, U.S.P.Q.2d 1070 (Fed. Cir. 1989). Oshkosh

Truck Corp. v. Lockheed Missiles & Space Co., Inc., 678 F.Supp. 809, 4 U.S.P.Q.2d
1404 (N.D. Cal. 1987); Modern Federal Jury Instructions - Civil.
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 11

GENERAL INSTRUCTIONS AFTER CLOSE

DUTIES OF JURY TO FACTS AND FOLLOW LAW

Members of the jury, now that you have heard all the evidence, it is nay duty to instruct you

on the law which applies to this case. A copy of these instructions will be available in the jury room

for you to consult if you find it necessary.

It is your duty to find the facts from all the evidence in the case. To those facts you will

apply the law as I give it to you. You must follow the law as I give it to you whether you agree with

it or not. You must not be influenced by any personal likes or dislikes, opinions, prejudices, or

sympathy. That means that you must decide the case solely on the evidence before you. You will

recall that you took an oath promising to do so at the beginning of the case.

In following my instructions, you must follow all of them and not single out some and ignore

others; they are all equally important. You must not read into these instructions or into anything the

court may have said or done as to what verdict you should return-that is a matter entirely up to you.
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 12

GENERAL INSTRUCTIONS AFTER CLOSE

USE OF NOTES

You may use notes taken during trial to assist your memory. Notes, however, should not be

substituted for your memory, and you should not be overly influenced by the notes.
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 13

GENERAL INSTRUCTIONS AFTER CLOSE

WHAT IS EVIDENCE

The evidence from which you are to decide what file facts are consists of:

1. The sworn testimony of witnesses, on both direct and cross-examination, regardless of

who called the witness;

2. The exhibits which have been received into evidence; and

3. Any facts to which all the lawyers have agreed or stipulated.
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 14

GENERAL INSTRUCTIONS AFTER CLOSE

WHAT IS NOT EVIDENCE

In reaching your verdict, you may consider only the testimony and exhibits received into

evidence. Certain things are not evidence, and you may not consider them in deciding what the facts

are. I will list those things that are not considered evidence for you:

1. Arguments and statements by lawyers are not evidence. The lawyers are not witnesses.

What they have said in their opening statements, closing arguments, and at other times

is intended to help you interpret the evidence, but it is not evidence. If the facts as you

remember them differ from the way the lawyers have stated them, your memory of them

controls.

2. Questions and objections by lawyers are not evidence. Attorneys have a duty to their

clients to object when they believe a question is improper under the rules of evidence.

You should not be influenced by the objection or by the court's ruling on it.

3. Testimony that has been excluded or stricken, or that you have been instructed to

disregard, is not evidence and must not be considered. [In addition some testimony and

exhibits have been received only for a limited purpose; where 1 have given a limiting

instruction, you must follow it.]

4. Anything you may have seen or heard when the court was not in session is not evidence.

You are to decide the case solely on the evidence received at the trial.
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 15

GENERAL INSTRUCTIONS AFTER CLOSE

DIRECT AND CIRCUMSTANTIAL EVIDENCE

-- Evidence may be direct or circumstantial. Direct evidence is direct proofofa fact, such

as testimony by a witness about what the witness personally saw, heard or did. Circumstantial

evidence is proof of one or more facts from which you could find another fact. You should

consider both kinds of evidence. The law makes no distinction between the weight to be given to

" either direct or circumstantial evidence. It is for you to decide how much weight to give to any

evidence.

PLAINTIFF'S PROPOSED

JURy INSTRUCTIONS 22

William D. Harris, Jr. (Bar No. 09109000}

nitl Gaincs & Boisbnm

275 West Campbell Road, Suite 225

Richardson, Texas 75080

(972) 480-8800 Atlorneys for Plaintiff

_TT-A pp 021_-_'i _--



./

®

PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 16

GENERAL INSTRUCTIONS AFTER CLOSE

CREDIBILITY OF WITNESSES

In deciding the facts in this case, you may have to decide which testimony to believe and

which testimony not to believe. You may believe everything a witness says, or part of it, or none of

it.

In considering the testimony of any witness, you may take into account:

1. The opportunity and ability of the witness to see or hear or know the things testified to;

2. The witness' memory;

3. The witness" manner while testifying;

4. The witness' interest in the outcome of the case and any bias or prejudice;

5. Whether other evidence contradicted the witness' testimony;

6. The reasonableness of the witness' testimony in light of all the evidence; and

7. Any other factors that bear on believability.

The weight of the evidence as to a fact does not necessarily depend on the number of

witnesses who testify.
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 17

GENERAL INSTRUCTIONS AFTER CLOSE

OPINION EVIDENCE

"-_ You have heard testimony from persons who, because of education or experience, are

permitted to state opinions and the reasons for their opinions.

Opinion testimony should be judged just like any other testimony. You may accept it or

_-reject it, and give it as much weight as you think it deserves, considering the witness' education and

experience, the reasons given for the opinion, and all thc other evidence in the case.

PLAINTIFF'S PROPOSED

JURY INSTRUCTIONS 24

William D. Harcis, Jr. (Bar No. 09109000)

}titT Gaines & Boisbrun

275 West Campbell Road, Suite 225

Richardson, Texas 75080

(972) 480-8800 AtTorneys for Plaintiff

-'--_- J'F-:APp 0216---z_--



@

®

PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 18

GENERAL INSTRUCTIONS AFTER CLOSE

CHARTS AND SUMMARIES NOT RECEIVED IN EVIDENCE

Certain charts and summaries that have not been received in evidence have been shown to

you in order to help explain the contents of books, records, documents, or other evidence in the case.

They are not themselves evidence or proof of any facts. If they do not correctly reflect the facts or

figures shown by the evidence in the case, you should disregard these charts and summaries and

determine the facts from the underlying evidence.
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@ PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 19

GENERAL INSTRUCTIONS AFTER CLOSE

CHARTS AND SUMMARIES IN EVIDENCE

I

I
I

Certain charts and summaries have been received into evidence to illustrate information

brought out in the trial. Charts and summaries are only as good as the underlying evidence that

supports them. You should, therefore, give them only such weight as you think the underlying

evidence deserves.
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@ PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 20

SPECIFIC INSTRUCTIONS AFTER CLOSE

DESCRIPTION OF A PATENT

r_

A patent is a document issued by the United States Patent Office that consists of a

specification; a claim or claims, which are part of the specification; a drawing; and an oath supplied

by the applicant. A drawing is required when it is necessary to tmderstand the subject matter sought

to be patented. The oath requires the applicant to swear that he or she is the original and first and

true inventor of that for which the applicant seeks the patent.

Tile specification is essentially a description of the invention. The law requires that the

specification of a patent give a written description of the invention that is clear, concise aaadexact,

so that a person skilled in the art to which the patent pertains could make and use the invention.

The specification must conclude with one or more claims. The claims are numbered

paragraphs which define, in words, the inventor's rights by marking the limits or boundaries of the

invention claimed to have been invented. The claims of the patent must define the particular thing

stated to have been invented with precision so that tile public will know what that thing is, and so

be able to avoid infringing the patent.

t
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The claims are also important because only the claim of a patent can be infringed. Each of

the claims must be considered individually. The law permits a patent owner to define his or her

invention in more than one way in order to permit him or her to adequately protect his or her

contribution to the art to which his or her invention pertains. Each claim is presumed to be valid

independent of the validity ofd_e other claims in the patent. It takes infringement of only one claim

|
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of a patent for the patent to be infringed.

In this case, plaintiff contends that the defendant infringed upon claim numbers 1,2, 5, 7-9,

11-13, and 15-17 of the '159 Patent.

Authority: 35 U.S.C. §§ 111-113, 115; IV.L. Gore & Associates, blc. v. Garlock; Inc., 721 F.2d 1540

(Fed. Cir. 1983), cert. denied, 469 U.S. 851 (1984); Sterner Lighting, lnc. v. Allied

ElectricalSupply, lnc., 431 F.2d 539 (5th Cir. 1970), cert. denied, 401 U.S. 909 (1971);

adapted from the charge of Judge Martin in Construction Technology, lnc. v. Lockformer

Co., 86 Civ. 0457, 88 Cir. 0742 (S.D.N.Y. 1991); Modem Federal Jury Instructions -
Civil.
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 21

SPECIFIC INSTRUCTIONS AFTER CLOSE

SUBJECT MATTER OF CLAIMS

The phrase which is used from time to time in these instructions, "the subject matter of the

patent in suit," means that which is covered by the claims of the patent, or that which falls within

the scope of legal protection.

Authority: Adapted from Electronic Data Systems Corp. v. Sigma Systems Corp., CA No. 73-1676

(N.D. Tex. 1973) aft'd, 500 F.2d 241, 183 U.S.P.Q. 327 (5th Cir.), cert. denied, 184

U.S.P.Q. 129 (1974).
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@ PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 22

SPECIFIC INSTRUCTIONS AFTER CLOSE

FUNCTION OF THE CLAIMS

The subject matter of the claims may describe a product or device, sometimes called a

"product claim'_ or an "apparatus claim," or a method of achieving a particular result, sometimes

called a "method claim."

Claims 1,2, 5, 7-9, 11-13, and 15-17 of the ' 159 Patent are "product" or "apparatus" claims.

There are no claims in the ' 159 Patent that take the form of"method" claims.

Authority: Adapted from Regents of the University of Michigan v. Learjet, CA 87-1719 PHX SMM

(D.C. Ariz. 1991).

PLAINrl'IF F'S PROPOSED
JURY INSTRUCTIONS 30

William D. tta.'ris, Jr. (B_r No. 09109000)
tlitl Gaines & Boisb_n

275 West Campbell Road, Suite 225
Richardson, Texas 75080

(972) 480-8800 Attorneys for Plaintiff

Jr-,_ppo2-22_



@

@

=

PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 23

SPECIFIC INSTRUCTIONS AFTER CLOSE

DEPENDENT AND INDEPENDENT CLAIMS

There are two different types of patent claims. The first type is called an independent claim.

An independent claim does not refer to any other claim of the patent. An independent claim must

be considered separately and without regard to any other claim because an independent claim, by

itself, defines a separate invention. Claims 1 and 17 of the ' 159 Patent asserted against defendant

are independent claims.

On the other hand, a dependent claim includes a reference to another claim in the patent. A

dependent claim incorporates all of the limitations or words of the claims to which the dependent

claim refers. Thus, for each dependent claim at issue, you must consider all of the limitations in the

other claims from which it depends when resolving the question of infringement or invalidity.

Claims 2, 5, 7-9, 11- 13, and 15-16 of the ' 159 Patent are dependent claims.

Authority: Adapted from AIPLA Guide, p. 9; 35 U.S.C. § 112; Fromson v. Advance Offset Plate,

Inc., 720 F.2d 1565, 1570 (Fed. Cir. 1983); ShatterproofGlass Corp. v. Libbey Owens

Ford Co., 758 F.2d 613,625,626 (Fed. Cir. 1985); Kloster Speed Steel A B v. Crucible,

Inc., 793 F.2d 1565 (Fed. Cir. 1985).

PLAINTIFF'S PROPOSED

JURY INSTRUCTIONS 3 l

William D. |lards, Jr. (Baz No. 09109000)

Ilitt Gaines & Boisbrun

275 West Campbell Road, Suite 225

Richardson, Texas 75080

(972) 480-8800 Attorneys for Plaintiff

--_-APP-0223

l

!i
' [

r

!

I

J

I

1

I

I

I

I

I

1

I

I

I

I

I

I

I

I

i

I

I



I

I',

!

I

I

I

I

I

i

I

!

!

-= _ .

PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 24

SPECIFIC INSTRUCTIONS AFTER CLOSE

PATENTEE NEED NOT DISCLOSE EVERY .

EMBODIMENT COVERED BY THE CLAIMS

The claims of a patent are not limited to the particular element of the invention described in

the patent specification. The patent laws require that the patent specification and drawings teach one

skilled in the art how to practice the invention and disclose to one skilled in the art the best way

known to the inventor of practicing the invention. The patent laws do not require that the applicant

describe in the specification every conceivable and possible future embodiment of the invention.

This would be impossible. Accordingly, the claims of a patent are not limited to the preferred

embodiment of the invention described in the patent specifications and drawings.

Authority: Adapted from Micro Motion v. Exac, 686 F.Supp. 789, 5 U.S.P.Q. 2d 1957 (N.D. Cal.

1987), aft'd, 876 F.2d 1574, 11 U.S.P.Q.2d 1070 (Fed. Cir. 1989).
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 25

SPECIFIC INSTRUCTIONS AFTER CLOSE

COMBINATION CLAIM

A combination claim is a claim composed of two or more old or new elements which in

combination produce new, different, or additional functions as compared with those previously

performed or produced. In a combination claim, it is not necessary that there exist any single

element that is in itself new. The invention may be found to reside in a new combination or

arrangement of individually old and well-known elements.

Authority: 35 U.S.C. 101 et. seq.; Kinnerar- Weed Corp. v. Humble Oil and Refining Co., 150 F.2d

143 (E.D. Tex. 1956), afffd, 259 F.2d 398 (5th Cir. 1958), reh. den., 266 F.2d 352, cert.
denied361 U.S. 903, 4 L.Ed.2d 158 (1959); Leeds & Catlin Co. v. The Victor Talking

Machine Co., 213 U.S. 325, 53 LEd. 816 (1909).
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 26

SPECIFIC INSTRUCTIONS AFTER CLOSE

TIlE TERM "COMPRISING" MEANS OPEN-ENDED

Several of the patent claims in suit, including claims 1,2, 13 and 17 of the ' 159 Patent, use

the term "comprising" or "comprised." For example, claim 1 of the '159 Patent begins with the

phrase "[a] gas-fired artificial logs and coals-burner assembly for fireplace comprising." In a patent

claim, "comprising" is interpreted the same as "including" or "'containing," that is, "comprising"

means that the claims are open-ended. As such, the claims arc not limited to only the components

or parts recited in the claims. Based on this explanation, if you find that defendant's product

includes all of the components, parts or steps in any one of plaintiff s patent claims and, in addition,

defendant's product includes additional components or parts or steps, defendant's product still

infringes the claim. The presence of additional components or fimctions in the accused product does

not mean that the product does not infringe a patent claim. Infringement cannot be avoided by

adding features or functions beyond those set forth in the claims. Infringement cannot be avoided

by the mere fact that the accused device may be more or less efficient or performs additional

functions.

Authority: Adapted from Wang Laboratories v. Toshiba Corp., 26 U.S.P.Q.2d 1767 (E.D. Va 1992);

Dragan v. Caulk, 12 U.S.P.Q.2d 1081 (D. Del. 1989).
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® PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 27

SPECIFIC INSTRUCTIONS AFTER CLOSE

MEANS CLAIM

Where claims in plaintiff's patent define a component of the invention as a means for doing

something, such as in Claim 1 which includes the language "a support means for holding the

elongated primary burner tube in a raised level relative to the forwardly position secondary coals

burner elongated tube," the claimed element must be interpreted to cover the corresponding

structure, material, or acts described in the patent specification, as well as any equivalent structure,

material, or acts for that element. In other words, the "means plus function" element is not limited

to the particular structure disclosed in the specification, but includes equivalent elements which

perform the same function as the structure described in the patent specification.

Patentees are not required to disclose or predict every possible means of accomplishing the

function set forth in the "means plus function" limitation. The patent laws were written precisely

to avoid a holding that a means plus function limitation must be read as covering only the structure

disclosed in the specification.

In contrast, elcments which do not contain a "means plus function" limitation are to be

construed consistent with the specification and as they would be construed by those of ordinary skill

in the art.

Authority: Adapted from Beckman Instruments v. LKB Produkter AB, 703 F.Supp. 408, 8

U.S.P.Q.2d 1065 (D. Md. 1988), aff'd in part, vac 'g in part, rem "g' 892 F.2d 1547, 13

U.S_P.Q.2d 1301 (Fed. Cir. 1989).
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 28

SPECIFIC INSTRUCTIONS AFTER CLOSE

RIGIITS AS AN ASSIGNEE

In this case, the relevant patent obtained by the inventor Golden Blount was assigned to the

plaintiff Golden Blount, Inc.. As an assignee of the invention, Golden Blount, Inc. holds the same

fights and interests in the patent as were held by the inventor. Golden Blount, Inc. therefore holds

the patent, subject to all defenses of unenforceability and invalidity which could have been raised

against the inventor.

Authority: 35 U.S.C. § 261; Modem Federal July Instructions - Civil, ¶ 86.01.
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 29

SPECIFIC INSTRUCTIONS AFTER CLOSE

BURDEN OF PROOF

As I instructed you earlier, there are two burden of proof standards by which you must weigh

the evidence in this case: preponderance of the evidence and clear and convincing evidence.

As I informed you earlier, to establish a fact by a preponderance of the evidence means to

prove that the fact is more likely true than not true. A preponderance of the evidence means the

greater weight of the evidence. It refers to the quality-and persuasiveness of the evidence, not to the

number of witnesses or documents. In determining whether something has been proved by a

preponderance of the evidence, you may consider the relevant testimony of all witnesses, regardless

of who may have called them, and all fire relevant exhibits received in evidence, regardless of who

may have produced them. Plaintiffhas the burden of establishing infringement of the claims of their

patent by a preponderance of the evidence.

If you find that the credible evidence on a given issue is evenly divided between the parties --

that it is equally probably that ouc side is right as it is the other side is right -- then you must decide

that issue against the party having this burden of proof. That is because the party bearing this burden

must prove more than a simple equality of evidence -- he or she must prove the element at issue by

a preponderance of the evidence. On the other hand, the party with this burden of proof need prove

no more than a preponderance_ So long as you find that the scales tip, however slightly, in favor of

the party with this burden of proof-- that what the party claims is more likely true than not true --

then that element will have been provided by a preponderance of the evidence.
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As I told you earlier, clear and convincing proof is so strong that it leaves no substantial

doubt in your mind. It is proof that establishes in your mind, not only that the proposition at issue

is probable, but also that it is highly probable. It is enough if the party with the burden of proof

establishes its claim beyond any "substantial doubt"; tile party does not have to dispel every

"reasonable doubt." Clear and convincing evidence is a more exacting standard than proof by a

preponderance of the evidence, where you need believe only that the party's claim is more likely true

than not true. On tile other hand, clear and convincing proof is not as high a standard as the burden

of proof applied in criminal cases, which is proof beyond a reasonable doubt.

In patent cases such as this one, the alleged infringer has the burden of establishing that the

patent was invalid by clear and convincing evidence. "File burden of clear and convincing evidence

placed upon the alleged infringer in establishing invalidity is a much stricter burden than the

preponderance of tile evidence burden placed upon the patent holder in establishing infringement.

Other facts beyond that of invalidity, must be established by clear and convincing evidence.

For example, willful infringement, which I will discuss in more detail in a moment, also must be

proven by clear and convincing evidence.

Authority: 35 U.S.C. § 282; Symbol Technologies, Inc. v. Opticon, Inc., 935 F.2d 1569 (Fed. Cir.

1991); Richardson v. Suzuki Motor Co., 868 F.2d 1226, 1238 (Fed.Cir.), cert. denied,

493 U.S. 853 (1989); Smithkline Diagnostics, Inc. v. Helena Laboratories Corp., 859

F.2d 878 (Fed. Cir. 1988); ShatterproofGlass Corp. v. Libbey-OwensFordCo., 758 F.2d

613 (Fed. Cir.) cert. denied, 474 U.S. 976 (1985); Modem Federal Jury Instructions -
Civil.

PLAINTIFF'S PROPOSED

JURY INSTRUCTIONS 3 8

William D. Harris, Jr. (Bar No. 09109000)

llitlGaines & Boisbrun

275 West Campbell Road. Suite 225

Richardsort, Texas 75080

(972) 480-8800 Attorneys for Plaintiff

2

--=_---JT-APP 02:30 --_ >--=



@

• 7

PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 30

SPECIFIC INSTRUCTIONS AFTER CLOSE

INFRINGEMENT - INTRODUCTION

Plaintiffclaims that the defendant has infringed its patent.

Any person or business entity which makes, uses, offers for sale or sells, without the owner's

permission, any product or apparatus legally protected by at least one claim of a patent within the

United States before the patent expires, infringes the patent. There are three ways to infringe a

patent. One may:

1. Directly infringe a patent;

2. Induce others to infringe a patent, in which case the inducer is liable for infringement in

the same way as a direct infringer; or

3. Contribute to the infringement of a patent by another by supplying a component specially

designed for the invention, in which case the contributory infringer will be liable for

patent infringement the same way as the direct infringer•

Plaintiff alleges that defendant has directly infringed claims 1,2, 5, 7-9, 11-13, and 15-17

of the ' 159 Patent by making, using, offering for sale and selling defendant's Ember Flame Booster.

Plaintiffalso alleges that defendant has induced others to infringe and contributorily infringed

by selling defendant's Ember Flame Booster to them and instructing them how to use the device.

-r

t

I

I

!
'i t

t

/i

• )

j

. I

I

'I
Authority: 35 U.S.C. § 271; Modem Federal Jury Instructions - Civil, ¶ 86.02.
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 31

SPECIFIC INSTRUCTIONS AFTER CLOSE

CLAIM CONSTRUCTION

To decide the questions of infringement and validity, you must first understand what the

claims of the patent cover, that is, what they prevent anyone else from doing. It is my function, as

a matter of law, to tell you how the claims are to be interpreted. You are to follow the interpretation

I give you to decide whether one or more of the defendant's devices infringe the claims, as I have

construed them.

Authority: SmithKline Diagnostics, Inc. v. flelena Labs. Corp., 859 F.2d 878, 8 U.S.P.Q.2d 1468

(Fed. Cir. 1988); Structural Rubber Prods. Co. v. Park Rubber Co., 749 F.2d 707,223

U.S.P.Q. 1264 (Fed. Cir. 1984); Markman v. Westview Instruments, Inc., 52 F.3d 967,

34 U.S.P.Q.2d 1321 (Fed. Cir. 1995).
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 32

SPECIFIC INSTRUCTIONS AFTER CLOSE

TWO TYPES OF DIRECT INFRINGEMENT_ LITERAL INFRINGEMENT

, }

There are two ways in which a patent claim can be directly infringed. First, a claim can be

literally infringed. Second, a claim can be infringed under what is called the "doctrine of

equivalents," which I will address shortly after I explain literal infringement.

To determine literal infringement, you must compare the accused product with each claim

that plaintiff asserts is infringed, using my instructions as to the meaning of the patent claims.

A patent claim is literally infringed only if defendant's product includes each and every

element in that patent claim. If defendant's product does not contain one or more elements recited

in a claim, defendant does not literally infringe that claim. You must determine literal infringement

with respect to each patent claim individually, following the construction I have provided on what

the claim means in law.

You must be certain to compare defendant's accused product with each claim it is alleged

to infringe. It should be compared to the inventions described in the patent claim, not to plaintiff's

preferred or commercial embodiment of the claimed invention.

I

t'

Authority: Martin v. Barber, 755 F.2d 1564, 1567, 225 U.S.P.Q. 233,234-35 (Fed. Cir. 1985);

Amstar Corp. v. Envirotech Corp., 730 F.2d 1476, 1484, 221 U.S.P.Q. 649, 655 (Fed.

Cir.), cert. denied, 469 U.S. 924 (1984); Mannesmann Demag Corp. v. Engineered Metal

Prods. Co., 793 F.2d 1279, 1281-82, 230 U.S.P.Q. 45, 46 (Fed. Cir. 1986).

!
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 33

SPECIFIC INSTRUCTIONS AFTER CLOSE

LITERAL INFRINGEMENT OF MEANS PLUS FUNCTION CLAIMS

I have previously instructed you that claims 1,2, 13, 15, & 17 of the ' 159 Patent are a special

form called me,ms plus function. Literal infringement of a means plus function claim is shown if

plaintiffcan prove by a preponderance of the evidence that the function recited in each element of

the claim is identically performed in the accused device, and the structure in the accused device

which performs that function is the same or the equivalent of the structure disclosed in the patent for

performing the function of that element of the claim.

Equivalent structure is defined as one which performs the function recited in the element of

the claim in substantially the same way. What constitutes equivalency in this sense can be

determined from the patent, the teaching of the prior art and the circumstances of the case.

Equivalence in patent law is not determined by a rigid formula, and it is not considered in a vacuum.

It does not require complete identity for every purpose and every respect. You must consider the

reason the means was put in the invention at the start and the function it is intended to perform. A

factor for your consideration is whether or not persons skilled in the art would consider the support

means, connection means, gas flow control means, and grate support means in the patent, and the

support means, coxmection means, gas flow control means, and grate support means of defendant's

device to be interchangeable and still perform the same function.

Authority: Adapted from lvac Corp. v. Terumo Corp., 18 U.S.P.Q.2d 1637 (S.D. Cal. 1990); DM[
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Inc. v. Deere & Co., 225 U.S.P.Q.2d 236 (Fed. Cir. 1985), aff'd, 802 F.2d 421 (1986).
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 34

SPECIFIC INSTRUCTIONS AFTER CLOSE

DOCTRINE OF EQUIVALENTS

You may find that defendant's product infringes a claim of plaintiff's patent, even if not

every element of that claim is literally present in defendant's product. To do so, you must find that

there is an equivalent component or part in defendant's product for each element of the patent claim

that is not literally present in the defendant's product. ]'his is called infringement under the doctrine

of equivalents. It is your job to make this factual determination.

Under the doctrine of equivalents, you may find infringement if the plaintiff establishes by

a preponderance of the evideuce that such product contains elements identical or snbstantially

equivalent to each element of the patented invention.

In order to make such a finding under tile doctrine of equivalents, you must find that there

are not substantial differences between the elements of the patented product and the elements of the

alleged infringing product. In this regard, you may consider whether the defendant's element

performs (1) substantially the same fimction (2) iu substantially the same way (3) to produce

substantially the same result when compared to the plaintiff's element, even though they may differ

in name, shape or form.

An accused product does not infringe under the doctrine of equivalents if its elements

perform the function and achieve the result in a substantially different way than the claimed

invention.

The doctrine of equivalents does not involve the application of a formula and is not an
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absolute to be considered in a vacuum. Rather, the question of whether one or more component of

the allegedly infringing device are equivalent to elements in the patented claim is a factual matter.

It requires you to consider the context of the entire claim. You should view the evidence from the

perspective of a person of ordinary skill in the art, that is, whether a person of ordinary skill in the

art would have considered the differences insubstantial. Your answer will depend upon the drawings

and written description, the patent application history, the prior art and all the circumstances of this

case. All of this you should consider as questions of fact.

Authority: Werner-Jenkinson Co. v. Hilton Davis Chemical Co., 520 U.S. 17, 117 S. Ct. 1040, 137

L. Ed. 2d 146 (1997); Graver Tank & Man ufacturing Co. v. Linde A ir Products Co., 339

U.S. 605, 70 S.Ct_ 854, 90 LEd. 1097 (1950); Modem Federal Jury Instructions - Civil,

¶ 86-02.
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 35

SPECIFIC INSTRUCTIONS AFTER CLOSE

INFRINGEMENT OF OPEN ENDED OR "COMPRISING" CLAIMS

When you analyze infringement, bear in mind that the presence of additional con3ponents of

steps or additional functionality in defendant Robert H. Peterson Co.'s product does not mean that

the defendant's product does not infringe a patent claim. The teml "comprising" permits the

inclusion of other elements or materials in addition to the elements or components specified in the

claims. As such, the claims are not limited to only the components or parts recited in the claims.

Therefore, if you find that defendant's product includes all of the components of any of the claims

of the patent in suit and, in addition, includes additional components or additional functionality, the

product still infringes such claim or claims. One cannot avoid patent infringement by doing more

than is required by a patent's claims.

Authority: Adapted from AIPLA Guide, p. 13; Dow Chemical Co. v American Cyanamid Co., 908

F. 2d 931,945 (Fed. Cir. 1990), cert. denied, 11 S. Ct. 296 (1990).
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 36

SPECIFIC INSTRUCTIONS AFTER CLOSE

INFRINGEMENT. DESPITE DEFENDANT'S IMPROVEMENTS

You may find that defendant's Ember Flame Booster represents an improvement over one

or more of the inventions defined in the claims of the '159 Patent. However, as long as defendant's

accused product includes all of the elements of at least one of the claims of the '159 Patent, or if

defendant's product is found to be equivalent under the doctrine of equivalents to the invention

defined in one or more of the claims of the ' 159 Patent, then that claim is infringed by defendant's

product, despite the existence of such improvements.

Authority: AIPLA Guide, p. 17; Atlas Powder Co. v. E. I. DuPont de Nemours & Co., 750 F. 2d

1569, 1580-81 (Fed. Cir. 1984).

PLA/NTI FF'S PROPOSED

JURY INSTRUCTIONS 47

William D. Ha, Tis. Jr (Bat NO 09109000)

Ilitl Gaines & Boisbrun

275 West Campbell Road. Suite 225

Richardson, Texas 750g0

(972) 480-8800 Attorneys for Plaintiff

J T-A_P 0239

!

. !
!'.

!

!

!
:i

I

I
i
, !
t

,i

!

1

I

I

I

I

!

!

g

!

I

I



I

!

I
@

I

I
I

I

I

I

I _@

I'_

I

I

I

I
i

I

PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 37

SPECIFIC INSTRUCTIONS AFTER CLOSE

INCLUSION OF ADDITIONAL NON-CLAIMED ELEMENTS DOES NOT AVOID
INFRINGEMENT

Similarly, a product which is capable of an infringing use or can reasonably be used in an

infringing manner must be considered by you to be an ixffringement, even if the product is not always

operated in an infringing mamler. This means, for example, if you find, by a preponderance of the

evidence, that under at least some conditions, the use of the Ember Flame Booster satisfies all the

elements of any claim, you must find that claim infringed.

Authority: Adapted from FMC Corp. v. H. & K. Machine, 718 F. Supp. 1403, 12 U.S.P.Q.2d 1554

(D. Wisc. 1989), aff'd, 15 U.S.P.Q.2d 1830 (Fed. Cir. 1990); Bell Comm. Research v.

Vitalink Comm. Corp., 55 F. 3d 615 (Fed. Cir. 1995).
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 38

SPECIFIC INSTRUCTIONS AFTER CLOSE

CONTRIBUTORY INFRINGEMENT

A second form of indirect infringement is contributory infringement. Plaimiffalso alleges

that contributory infringement has occurred with respect to the device claims. Contributory

infringement of a device claim is established when one offers for sale a component of a device which

may be and ordinarily is used and is sold with intention of being used as a component of the claimed

device. That is, the plaintiffmust establish that a component for use with the claimed device was

sold, and that the seller knew that the component was especially made for that purpose and not a

staple article suitable for a substantial noninfringing use. To establish contributory infringement,

plaintiff must prove tile following by a preponderance of the evidence:

1_ That defendant Robert H. Peterson Co. sold or supplied a product;

2. That the product sold or supplied by defendant is not a staple article of commerce

capable of a substantial non-infringing use;

3. That defendant sold or supplied the product with knowledge that the product was made

for use as a component of the claimed device; and

4. That the product is actually assembled by another to infringe the claim.

In determining whether defendant's product is a staple article, you may consider whether

there is evidence of an established trade in the article for uses which do not infringe the patent in

question, that is that the product of Robert H. Peterson Co. is actually sold for some other purpose

PLA[N]qFF'S PROPOSED

JURY INSTRUCTIONS 49
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than an infringing purpose.

Proof of contributory infringement may be based on circumstantial evidence you have heard

in fllis case, rather from direct evidence of infringement.

Authority: 35 U.S.C. § 27t(c); adapted from Johns Hopkins University v. CellPro, 894 F. Supp.

819, 836 (D. Del. 1995)
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 39

SPECIFIC INSTRUCTIONS AFTER CLOSE

INDUCING INFRINGEMENT

Plaintiffalso contends that the defendant is liable because the defendant actively induced

infringement of the patent claims by another person.

I instruct you that whoever induces infringement of a patent is liable as an infringer. In order

to find that the defendant is liable for inducing infringement, plaintiffmust prove by a preponderance

of the evidence each of the following elements:

I. The accused product infringed one or more of plaintiff's claims;

2. That fl_e defendmlt actively induced the infringement; that is, that the defendant

la_owingly induced file infringement. In other words, it is the plaintiff's burden to prove

by a preponderance of the evidence that the defendant intended that his actions would

induce actual infringement by someone else. It does not matter whether the defendant

actually knew the someone else who ultimately acted to infringe.

Proof of inducing infringement and the underlying direct infringement by persons allegedly

induced to infringe may be based on circumstantial evidence you have heard in this case, rather than

from direct evidence of infringement.

Authority: 35 U.S.C. § 271(b); Water Technologies Corp. v. Calco, Ltd., 850 F. 2d 660 (Fed. Cir.),

cert. denied, 488 U.S. 968 (1988); Ninth Circuit Model Civil Jury Instruction 16.04.04;

Johns Hopkins University v. CellPro, 894 F. Supp. 819, 835-836 (D. Del. 1995); Modem

Federal Jury Instructions - Civil.
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO: 40

SPECIFIC INSTRUCTIONS AFTER CLOSE

WILLFUL INFRINGEMENT - - GENERAL

In this action, plaintiffasserts that any infringing acts that defendant Robe_ H. Peterson Co.

may have committed were acts of willful infringement of the' 159 Patent. You must determine both

if defendant has infringed any of the claims of the patent, and, if so, whether it was willful

infringement. I will now instruct you on how to determine if infringement is willful.

PLAINTIFF'S PROPOSED

JURY INSTRUCTIONS 52
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 41

SPECIFIC INSTRUCTIONS AFTER CLOSE

WILLFUL INFRINGEMENT: TOTALITY OF CIRCUMSTANCES - SPECIAL FACTORS

A potential infringer with knowledge of a patent has an affirmative duty to exercise due care to

determine whether it is infringing valid patent rights before initiating or continuing its potentially

infringing activity. The test to be applied is whether, under all the circumstances, a reasonable person

would prudently conduct himself with confidence that a court might hold the patent invalid or not

infringed.

Several factors have been viewed as having special significance in this inquiry. These include:

whether tile infringer deliberately copied the idea,; or design of another, whether the infringer, when he

knew of the other's patent protection, timely investigated the scope of the patent and formed a good faith

belief that the patent was invalid or that it was not infringed; and the infringer's behavior as a party to

the litigation. Copying, for the purposes of the willfulness analysis, does not require an identical copy.

If you find that defendant Robert H. Peterson Co. based the Ember Flame Booster design on plaintiff's

secondary coals burner of the ' 159 Patent, then you may find that defendant copied.

Authority: Ryco, Inc. v. Ag-Bag Corp., 857 F.2d 1418, 1428 (Fed. Cir. 1988); Rolls-Royce Limited v.

GTE Valeron Corp., 800 F.2d 1101, 1110 (Fed. Cir. 1986); Power Lift, Inc. v. Lang Tools,

Inc., 774 F. 2d 478,481 fled. Cir. 1985); Stickle v. Heublein, Inc., 716 F. 2d 1550, 1565

(Fed. Cir. 1983); Central Soya Co. v. Geo. A. Hormel & Co., 732 F. 2d 1573, 1576-1577

(Fed. Cir. 1983); Lam, Inc. v. Johns-Manville Corp., 668 F. 2d 462, 475 (Fed. Cir. 1982),

cert. denied, 456 U.S. 1007 (1982); Milgo Electronic v. United Bus. Commtmications, 623

F. 2d 645, 666 (10 'h Cir.) cert. denied, 449 U.S. 1066 (1980); Bott v. Four Star Corp., 807

F. 2d 1567, 1572 (Fed. Cir. 1986).
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 42

SPECIFIC INSTRUCTIONS AFTER CLOSE

WILLFULNESS: LEGAL ADVICE OR OPINION

The affirmative duty required of a potential infringer may include, among oilier things, the duty

to seek and obtain legal advice from a competent patent attorney regarding its possible infringing

activity.

Such an opinion must be based on more than mere conclusory and unsupported statements. The

following factors may be considered in determining whether such an opinion is adequate:

1. Whether the opinion was given by an attorney whom defendant Robert H. Peterson could

reasonably bave believed was competent and knowledgeable in the field;

2. Whether the opinion was based upon review of the patent file history;

3. Whether the invalidity opinion contains an analysis of the prior art in connection with the

patent claims;

4. Wfiether any infringement opinion contains a comparison between the patent claims and the

accused product;

5. Whether the conclusions reached are based upon an accurate view of the facts;

6. Whether the opinion was requested and/or obtained in a timely fashion;

7. Whether the opinion was a formal written opinion, or just an informal oral opinion.

Authority: Rite-Hite Corp. v. Kelley Co. Inc., 819 F. 2d 1120, 1125 (Fed. Cir. 1987);Underwater

Devices Inc. v. Morrison-Knudson Co., 717 F. 2d 1380, 1389-90 (Fed. Cir. 1983); Del Mar
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Avionics, Inc. v. Quinton Instrument Co., 836 F. 2d 1320, 1328 (Fed. Cir. 1987); McDermott

v. Omid International Inc., 723 F. Supp. 1228, 1233 (S. D. Ohio 1988), afl'd, 883 F. 2d 1026

(Fed. Cir. 1989); Spindelfabrik Suessen-Schurr v. Schubert & Salzer, 829 F. 2d 1075, 1084

(Fed Cir. 1987); Minnesota Mining and Mfg. v. Johnson & Johnson Orthopaedics, Inc., 976

F.2d 1559, 1580 (Fed. Cir. 1992).
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 43

SPECIFIC INSTRUCTIONS AFTER CLOSE

WILLFULNESS - - RELIANCE

Only opinions of counsel upon which defendant Robert H. Peterson Co. actually rel!ed on in

good faith may be considered when determining whether they willfully or intentionally infringed the

'159 Patent. Opinions which defendant obtained merely to ratify its alleged non-infringement of the

patent must be disregarded.

While an opinion of counsel is evidence to be weighed toward a determination of good faith, it

is not conclusive. It is necessary to look at the totality of the circumstances presented in the case when

determining willful infringement, including the timing, competence, and completeness of the advice of

counsel, and also whether it was a written or oral opinion.

Authority: Kloster Speed Steel AB v. Crucible Inc., 793 F. 2d 1565, 1578 (Fed. Cir. 1986); Central

Soya Co., Inc. v. Geo A. Hormel & Co., 723 F. 2d 1573, 1576-1577 (Fed. Cir. 1983);

Modine Manufacturing Co. v. Allen Group, Inc., 14 U.S.P.Q.2d 1210, 1217 (N.D. Cal.

1989); H.B. Fuller Co. v. National Starch and Chemical Corp., 689 F. Supp. 923,952-953

(D. Minn. 1988); Berger & Gorin, Inc. v. Gary Plastic Packaging Corp., 691 F. Supp. 740,

752 (S. D. N. Y. 1988); Shiley, Inc. v. Bentley Laboratories, Inc., 601 F. Supp. 964. 968

(C.D. Cal. 1985) aff'd 794 F. 2d 1563, 1568 (Fed. Cir. 1986).
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@ PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 44

SPECIFIC INSTRUCTIONS AFTER CLOSE

THE PRESUMPTION OF VALIDITY

If you find that plaintiffhas established by a preponderance of the evidence that defendant Robert

H. Peterson Co. infringed one or more claims, you must then determine if the patent is valid. Any patent

granted by the Patent and Trademark Office is presumed, under the patent laws, to be valid, and any

person challenging the validity of a patent bears the burden of proving facts showing invalidity of the

patent by clear and convincing evidence, as I have previously defined that term to you. This is known

as the "presumption of validity."

The reason for the presumption of validity of an issued patent is that the law presumes that the

Patent Office has properly discharged its duty. A patent can be obtained only after the consideration of

the patent application by the United States Patent Office. Deference must be given to the Patent Office

as a qualified government agency that is presumed to have properly done its job. The patent examiners

are experts in interpreting the references and are familiar from their work with the level of skill in the

i
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art. An Examiner's duty is to issue only valid patents after they are satisfied that an application sets

forth an invention in a manner which fully complies with all of the legal prerequisites for patentability.

This presumption means that the subject matter claimed in the '159 Patent is presumed to be

new, useful, and not obvious to a person having ordinary skill in the art, at the time the invention or

discovery was made, and that all other requirements necessary to obtain a patent have been met.

Moreover, each claim of the '159 Patent is presumed valid, independent of every other claim in that
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patent, until it is proven otherwise. These presumptions can be overcome only by a showing of clear

and convincing evidence to the contrary.

Authority: 35 U.S.C. § 282; Stratoflex, Inc. v. Aeroquip Corp., 713 F. 2d 1530, 1534 (Fed. Cir. 1983);
Kaufmau Co. v. Lantech, Inc., 807 F. 2d 970, 973 (Fed. Cir. 1986); Hybritech, Inc. v.

Monoclonal Antibodies, Inc. 802 F. 2d 1367, 1375 (Fed. Cir. 1986); N. V. Akzo, Aramide

Maatschappij v.o.f.v.E.I. DuPont De Nemours, 808 F. 2d 1471, 1479 (Fed. Cir. 1986); T.P.

Laboratories, Inc. v. Professional Positioners, Inc., 724 F. 2d 965,971 (Fed. Cir. 1984), cert.

denied, 105 S. Ct. 108 (1984); Blonder-Tongue Laboratories v. University of Illinois

Foundation, 402 U.S. 313,335 (1971); Brooktree Corp. v. Advanced Micro Devices, Inc.,

977 F. 2d 1555, 1574 (Fed. Cir. 1992); American Hoist & Derrick Co. v. Sowa & Sons, 725

F. 2d 1350, 1359 (Fed. Cir..1984).
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@ PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 45

SPECIFIC INSTRUCTIONS AFTER CLOSE

PRESUMPTION OF VALIDITY - - BURDEN OF PROOF

As a result of the presumption of validity, defendant Robert H. Peterson Co, when asserting

invalidity of a claim of the '159 Patent, must show by clear and convincing evidence that the Patent

Office acted erroneously in issuing that claim.

On the other hand, as the result of this presumption of validity, plaintiff has no burden of proof

with respect to validity. Plaintiff must come forward with evidence, ifat all, only if defendant has put

before you clear and convincing evidence of invalidity.

The presumption of patent validity, and defendant's burden to overcome that presumption by

clear and convincing evidence, are constant. Neither the burden of persuasion nor the presumption of

validity are affected, for example, by the presentation of prior art that was not considered by the Patent

Office.

The presumption of validity of the ' 159 Patent is a requirement which places upon defendant the

burden of coming forward with clear and convincing evidence of facts, which if established, might show

that the patent is invalid. The presumption of validity in itself is not evidence.

If defendant presents art that was before the Patent Office, deference should be given to the

Patent Office's decision to issue the patent, but no such deference is due to prior art that the Patent

Office did not consider. However, if the new prior art is merely cumulative to, or the same as, the prior

art that the Patent Office did consider, then the same deference is due to the Patent Office's
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determination. Therefore, when you consider the prior art which was not before the Patent Office, you

should compare it with the prior art before the Patent Office and then determine what weight to give the

Patent Office's determinations.

Authority: Carella v. Starlight Archery and Pro Line Co., 804 F. 2d 135, 138 (Fed. Cir. 1986); American
Hoist & Derrick Co. v. Sowa & sons, Inc., 725 F. 2d 1350, 1360 (Fed. Cir. 1984); ACS

Hosp. Sys., Inv. V. Montefiore Hosp., 732 F. 2d 1572, 1574-75 (Fed. Cir. 1984); Lear

Siegler, Inc. v. Aeroquip Corp., 733 F. 2d 881,885 (Fed. Cir. 1984); Brooktree Corp. v.
Advanced Micro Devices, Inc., 977 F. 2d 1555, 1574 (Fed. Cir. 1992); Mendenhall v.

Cedarapdics, Inc., (Fed. Cir. 1993).
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 46

SPECIFIC INSTRUCTIONS AFTER CLOSE

SCOPE AND CONTENT OF PRIOR ART

Several of defendant Robert H. Peterson Co.'s contentions of invalidity involve _sertions based

on "prior art." The term "prior art" as used in patent law, means knowledge that was in the possession

of the public before the date of the invention.

The prior art potentially includes devices and materials similar to the invention, that were:

w nerem.xne term Known or usearequtres_r, no.wte_" S_.l_2_e_geAae...rpa_puouc;_or

2. Patented or described by others in a printed publication in the United States or abroad before

the date of invention; or

3. Patented or described in a printed publication in the United States or abroad more than one

year prior to the effective filing date of the patent application; or

4. Publicly used or on sale in the United States more than one year prior to the effective filing

date of the patent application; or

5. Described in another United States patent, the application of which was filed before the date

of the invention.

Prior art in certain circumstances may be shown by oral testimony of witnesses, as well as by

patents and publications. Oral testimony, however, concerning alleged prior art must be received and

!

!

i- I

!

1 !

i/

|

®

considered by you with special care. In considering such testimony, you should take into account the

length of time that has passed since the alleged prior art was used, whether there are documents or
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tangible support to corroborate the testimony, and whether the testifying witness has any bias or interest

in this case. In some circumstances, not common, unsupported oral testimony can be sufficient to prove

prior knowledge or use. However, unsupported oral testimony is to be regarded with suspicion m_d

subjected to close scrutiny. The burden of proof is such that it must be "clear and convincing evidence",

and not simply by a preponderance of the evidence.

Authority: Kimberly-Clark Corp. v. Generation II & Generation II, 745 F.2d 1437, 1453-54 (Fed. Cir.
1984); 35 U.S.C.§ 102; The Barbed Wire Patent, 143 U.S. 275 (1891); Carella v. Starlight

"-:. Archery, 804 F. 2d 135, 138-139 (Fed. Cir. 1986).
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 47

SPECIFIC INSTRUCTIONS AFTER CLOSE

PRESUMPTION THAT CITED ART DOES NOT TEACH THE PATENT IN SUIT

The prior art patents and publications considered by the Patent Office are presumed not to teach

the invention of that patent and therefore are presumed not to be invalidating printed publications. If

defendant Robert H. Peterson Co. offers prior art which is no more pertinent than that considered by the

Patent Office, then it has the burden of overcoming the presumption that the Patent Office properly did

its job correctly.

If defendant offers prior art which is more pertinent than that which was considered by the Patent

Office, it must prove by "clear and convincing evidence" that the claimed invention would have been

obvious.

One prior art reference is more pertinent than another if it is more closely related to either the

problem addressed by the invention or the elements of the invention.

Authority: Hewlett-Packard Co. v. Bausch & Lomb, Inc., 909 F. 2nd 1464, 1467 (Fed. Cir.. 1990);

Kaufman Company, Inc. v. Lantech, Inc., 807 F. 2d 970, 973 (Fed. Cir. 1986); Hybritech,

Inc. v. Monoclonal Antibodies, Inc., 802 F. 2d 1367, 1375 (Fed. Cir. 1986); Kloster

Speedsteel AB v. Crucible, Inc., 793 F.2d 1565, 1571 (Fed. Cir. 1986).
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 48

SPECIFIC INSTRUCTIONS AFTER CLOSE

DIFFERENCES OVER TItE PRIOR ART

You must consider the differences between each claim of each patent in suit and the prior art.

Each claim must be considered in its entirety and separately from the other claims. Although it is proper

for you to consider the differences between the claimed invention and the prior art, you must not

consider those differences as though they were the essence of the invention; tile test is whether the

claimed invention as a whole would have been obvious to one of ordinary skill over all of the prior art.

Even though there may be superficial similarities between the claimed subject matter and tile

prior art, a patentable invcntion may be present when none of the prior art achieved the critical result

achieved by the invention of the patent in suit.

Authority: AIPLA guide, p. 29; Graham v. John Deere, 383 U.S. 1, 17, 15 L. Ed.2d 545, 556 1966);
Gillette Co. v. S.C. Generation I1 & Son, Inc., 919 F.2d 720, 724 (Fed. Cir. 1990); Hybritech,

Inc. v. Monoclonal Antibodies, Inc., 802 F. 2d 1367, 1383 (Fed. Cir. 1986); Santa Fe-

Pomeroy, Inc. v. P&Z Co., 569 F. 2d 1084, 1095 (9th Cir. 1978).
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 49

SPECIFIC INSTRUCTIONS AFTER CLOSE

INVALIDITY - LACK OF NOVELTY

Defendant Robert H. Peterson Co. argues that the patented claim is invalidbecause it lacks

novelty because the patented claim was anticipated by prior art. In order to prevail on this defense, the

defendant must prove anticipation by clear and convincing evidence.

In order for a potential claim to have been anticipated, you must find that the earlier invention

completely embodied the same product as the patented claim and that all of the elements recited in the

patented claim were previously found in exactly the same situation and united in the same way to

perform the identical function. Put another way, each and every element of the patented claim must have

been either inherent or expressly disclosed in a single prior invention or in a single prior art reference.

You may not combine two or more items of prior art to establish anticipation.

If these requirements have not been met, then the patented claims are not invalid by reason of

anticipation.

By contrast, if these requirements have been met, you should next consider whether the defendant

has satisfied its burden of proving how the patented claims were anticipated.

Authority: Scripps Clinic & Research Foundation v. Genentech, Inc. 927 F. 2d 1565 (Fed. Cir. 1991);

Richardson v. Suzuki Motor Co., 868 F. 2d 1226 (Fed Cir. 1989) ; Constant v. Advanced

Micro Devices, Inc., 848 F.2d 1560 (Fed. Cir.), cert. denied, 488 U.S. 892 (1988); Tights,

Inc. v. Acme-McCrary Corp., 541 F. 2d 1047 (4th Cir.), cert. denied, 97 S.Ct. 493 (1976);

Roberts v. Sears, Roebuck & Co., 723 F.2d 1324 (7th Cir. 1983) (en bane); Modem Federal

Jury Instructions - Civil.
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SPECIFIC INSTRUCTIONS AFTER CLOSE
PRINTED PUBLICATIONS

Defendant claims that the patent previously appeared in a printed publication and therefore is

invalid for lack of novelty.

I instruct you that if you find that the defendant has provided by clear and convincing evidence

that the invention was described in a prior publication in this country or in a foreign country before it

was invented by the patentee (or more than one year prior to the filing date of his application), then the

patent is invalid.

There are three componeuts to the prior publication that the defendant must prove.

First, that the publication occurred before the plaintiff invented the invention (or more than one

year before plaintiff filed his application for the patent claim of the invention.).

Second, that the prior publication was at least reasonably available to at least some segment of

the public. In this respect, it is not necessary that the prior publication be available to every member of

the public. It must be available, without restriction, to that segment of the public most likely to avail

itself of the publication's contents.

Finally, the prior publication must make a meaningful disclosure of the invention. To be

meaningful, the disclosure must enable a person of ordinary skill in this art to understand the invention.

The disclosure must be enabling and meaningful. In determining whether the disclosure is complete,,

enabling and meaningful, you should take into account what would have been within the knowledge of

a person of ordinary skill in the art to make, construct and practice the invention.
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 51

SPECIFIC INSTRUCTIONS AFTER CLOSE
NON-OBVIOUSNESS

The defendant contends that the patent is invalid because the invention was "obvious."

I instruct you that a patent is invalid if the defendant establishes by clear and convincing evidence

that the subject mater as a whole would have been obvious to a person of ordinary skill in the pertinent

art at the time the invention was made.

The question of whether the invention was obvious ultimately is a question for me to decide.

However, I will decide that question based upon whether you find the following facts to have been

proved by clear and convincing evidence.

1. What was the scope and content of the prior art at the time the product was invented?

2. What the differences are between each claim of the patent and the prior ,art?

3. What was the level of ordinary skill in the prior ,art at tile time the invention was made?

4. Whether there are secondary considerations that negate defendant's claim of obviousness?

Authority: Graham v. John Deere Co., 383 U.S_ 1, 86 S.Ct.684, 18 L.Ed 2d 545(1966); B.F. Goodrich

Co. v. Aircraft Braking Systems Corp., 72 F.3d 1577 (Fed. Cir. 1996); Ryko Manufacturing

Co. v NuStar, Inc., 950 F.2d 714 (Fed. Cir. 1991); Continental Can Co.. U.S.A., Inc. v
Monsanto Co., 948 F. 2d 1264 (Fed Cir. 1991); Panduit Corp. v. Dennison Manufacturing

Co., 810 F.2d 1561 (Fed. Cir.), cert. denied, 481 U.S. 1052 (1987); Modem Federal Jury

Instructions - Civil.
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 52

SPECIFIC INSTRUCTIONS AFTER CLOSE

DIFFERENCES BETWEEN PRIOR ART AND INVENTION

In making your determination concerning obviousness, you must focus upon the total claimed

invention. The claim should be read as a whole, not element by element, in order to determine whether

the claimed invention is obviousness or unobvious. Your focus must be directed to the time at which

the invention was made by the patentee.

In making your evaluation, hindsight is to be avoided. Obviousness, within the meaning of the

patent law, does not mean that one skilled in the art can perceive the solution after it has been found and

pointed out by someone else. The teaching of the ' 159 Patent carmot be used as a guide through the prior

art references, combining them in the right way so as to achieve the results of the patent. This use of

hindsight must be avoided.

Authority: Hybritech v. Monoclonal Antibodies, Inc., 802 F.2d 1367, 1383-84 (Fed. cir. 986); Bausch

& Lomb, Inc. v. Bames-Hind/Hydrocurve, Inc., 796 F.2d 443, 447-449 (Fed. Cir. 1986;

Loctite Corp. v Ultraseal Ltd., 781 F.2d 861 874 (Fed. Cir. 1985); Interconnect Planning

Corp. v Feil, 774 F.2d 1132, 1138-1139 (Fed. Cir. 1985); Panduit Corp. v. Dennison Mfg.

Co., 774 F.2d 1082, 1090-1096 (Fed. Cir. 1985), vacated on other grounds, 475 U.S. 809,

89 L.Ed.2d 817 (1986) and on remand 810 F.2d 1561, 1568 (Fed. Cir. 1987).
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 53

SPECIFIC INSTRUCTIONS AFTER CLOSE

LEVEL OF ORDINARY SKILL

- I have referred in these instructions to a person of ordinary skill in the art. What do I mean by

such a person 9 The person of ordinary skill is a hypothetical person who is presumed-to be one who is

aware of all pertinent prior art. The skill of the actual inventor is irrelevant, because inventors may

possess something which sets them apart from the workers of ordinary skill in the art

: In reaching your determination as to whether or not the claimed invention was obvious, you

should consider the level of ordinary skill of one who works in the art of gas log fireplaces. The parties

agree that a person of ordinary skill in the art at the time of the invention would have a variety of

educational backgrounds with hands-on experience with gas log fireplaces. It is not necessary that such

a person have a professional education such as an engineering degree. One can be a person of ordinary

skill in the art even without formal schooling in this area, as long as that person has hands-on practical

experience in the field of gas log fireplaces, although many skilled in the area are engineers.

When you decide the issue of obviousness, you are not deciding whether or not tile Blount

inventions were something obvious or not obvious to the inventor himself, but rather you must decide

whether or not the invention would have been obvious to one having this ordinary level of skill in gas

log fireplaces.

Authority: Adapted from Medical Designs Inc. v. Medical Technology, Inc., 786 F.Supp 614,625 (N.D.

Tex, 1992); Norbin Inc. v. International Machines Corp., 453 F.Supp. 1072 (D. Colo. 1978),

affd, 625 F.2d 357 (10th Cir. 1980).
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 54

SPECIFIC INSTRUCTIONS AFTER CLOSE

OBVIOUSNESS - ANALOGOUS ART

Obviousness must be judged against the relevant or analogous art available "at the time the

invention was made." You must determine whether the prior art offered by defendant Robert H.

Peterson Co. is in fact analogous art.

To decide whether prior art in an analogous field is pertinent, you must first determine whether

the prior art is from the same field of endeavor, regardless of the problem addressed by the prior art. If

you find it is from the same field of endeavor, then it is analogous art to be considered in your

obviousness detemSnation. However, if you determine that the prior art is not within the field of

endeavor of the inventor, you must then determine if the prior art was reasonably pertinent to the

particular problem which the inventor Mr. Blount was confronted with. If the answer is "yes" then the

art in question is analogous art to be considered in your obviousness determination.

Authority: 35 U.S.C. §103; In re Clay, 966 F.2d 656, 658-659 (Fed. Cir. 1992).
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 55

SPECIFIC INSTRUCTIONS AFTER CLOSE

OBVIOUSNESS - "COMBINATION" INVENTION

The fact that individual elements of a claimed combination invention may be old is neither

dispositive nor controlling when you evaluate obviousness. The law, instead, requires that obviousness

be determined by a consideration of the claimed invention as a whole. A valid patent may issue on a

combination of old or known elements if the old or known elements are assembled or combined in such

a way to produce a new combination, which would not have been obvious. Virtually all patents contain

claims to inventions formed from combinations of previously known elements.

Authority: United States v. Adams, 383 U.S. 39, 51-52 (1966); Lear Siegler, Inc. v. Aeroquip Corp.,

733 F.2d 881,890 (Fed. Cir. 1984); Lindemann Machinenfabrik GmbH v. American Hoist

& Derrick Co., 730 F.2d 1452, 1462 (Fed. Cir. 1984); Panduit Corp. v. Dennison Mfg. Co.,

810 F.2d 1561, 1575 (Fed. Cir. 1987).
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 56

SPECIFIC INSTRUCTIONS AFTER CLOSE

OBVIOUSNESS - NUMBER OF REFERENCES

:- Reliance on a number of prior art references may be an indication that the claimed invention is

non-obvious. If you find that the number of references relied upon by defendant Robert H. Peterson Co.

is large, you may use that finding as indicative of non-obviousness.

Authority: Minneapolis-Honeywell Regulator Co_ v. Midwestern Instruments, Inc., 298 F.2d 36, 38 (7 'h

Cir. 1961); Bela Seating Co. v. Poloron Prods., Inc., 297 F.Supp. 489,508 (N.D. 111.1968),

aff'd 438 F.2d 733 (7 _ Cir.), cert. denied, 403 U.S. 922 (1971).
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 57

SPECIFIC INSTRUCTIONS AFTER CLOSE

OBVIOUSNESS - COMBINING REFERENCES

F

I

Obviousness may be based upon a combination of separate prior art references: Not all

combinations of references, however, are proper.

To combine prior are references, they must include a clear suggestion, either expressly of by

implication, for the combination of their teachings. If no clear suggestion of motivation for such

combinations appears, the combination is improper and you may not base your consideration thereon.

Obviousness also must be determined from a consideration of the entire combination of each

claim as a whole against the scope and content of the prior art at the time of the invention. Before you

find `any claim invalid based on obviousness, you must conclude that the entire combination of all steps

of the claim were included or clearly suggested in the prior art. lfa clear suggestion of motivation for

combination appears in the prior art, you must then consider whether the claimed inventioh results in

something more than the combination suggested. If so, the patent would not be obvious.

f

A combination of references is improper ifan express statement that teaches away from a desired

combination of references appears in one or more of the references sought to be combined. This is

strong evidence of non-obviousness. A combination of references is also improper when the claimed

invention recognizes and solves a problem that was not delineated in `any of the references.

If you find that a combination of particular references is proper and provides a basis for

determining obviousness, the law prohibits you from picking and choosing among elements in a

. I
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reference, either individually or in that combination. The reference as a whole must always be

considered. Thus, you cannot disregard disclosures in the reference that teachaway from the claimed

invention.

2"

Authority: ACS Hosp. Sys., Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577 (Fed. Ciri 1984); Medtronic
v. Cardiac Pacemakers, Inc., 721 F.2d 1563, 1573-74 (Fed. Cir. 1983); W.L. Gore & Assocs.,

Inc. v. Garlock, Inc., 721 F.2d 1540, 1551 (Fed. Cir. 1983), cert. denied, 469 U.S. 851

:.: (1984); Carella v. Starlight Archery, 804 F.2d 135,140 (Fed. Cir. 1986); Gillette Co. v. S.C.
Generation II & Son, Inc., 919 F>2d 720, 723-724 (Fed. Cir. 1990).
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 58

SPECIFIC INSTRUCTIONS AFTER CLOSE

OBVIOUSNESS - "OBVIOUS TO TRY"

The evidence might indicate to you that what the inventors did was obvious to try. "Obvious to

try," however, is not the standard to be used and it is improper for you to find a patent invalid for

obviousness because you believe it was obvious to try. Rather, it is whether the invention as a whole

would have been obvious to those of ordinary skill in the inventor's field at the time the invention was

made.

The fact that a solution to a problem is simple or appears so when reviewed in retrospect does

not mean that the solution was obvious when it was conceived. The fact that the invention is simple and

that at the prescnt time it seems as if it might have been obvious to the workers in the art, does not

militate against its validity. Many of the most useful inventions depend upon equally simple changes.

Authority: Hybritech, Inc. v. Monoclonal Antibodies, Inc., 802 F.2d 1367, 1379-80 (Fed. Cir. 1986);

Jones v. Hardy, 727 F.2d 1524, 1530 (Fed. Cir. 1984); Ellipse Crop. V. Ford Motor Co., 452

F.2d 163, 169 (7 thCir. 1971 ), cert. denied, 406 U.S. 948, reh'g denied, 409 U.S. 898 (1972);

General Electric Co. v. Hill-Wright Electric Co., 174 F. 996, 998 (2d Cir. 1909); Gillette Co.

v. S.C. Generation II & Son, Inc., 919 F.2d 720, 725 (Fed. Cir. 1990).
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 59

SPECIFIC INSTRUCTIONS AFTER CLOSE

OBJECTIVE EVIDENCE OF NON-OBVIOUSNESS

In determining whether a claimed invention is obvious, you must consider the following

objective evidence of non-obviousness, called "secondary considerations", so long as there is a

connection to the claimed invention involved. Such items need not all be present; indeed, one may

provide material insight:

1. Prior or contemporaneous failure by others to solve the problem at issue;

2. Commercial success of the claimed invention. This may be established by proof of

commercial sales by licensees of the patent, such as Golden Blount, or by defendant Robert

II. Peterson's sales of products covered by the claims of the patent;

3. Filling of a long-felt need in the industry;

4. Copying by defendant;

5. The inventor's departure from recognized principles;

6. The invention's superiority over previously available solutions;

7. The inventor's solution and insight in solving the problem was contrary to the understanding

and expectation of the art; and

8. Adoption of the invention by a substantial part of the industry upon disclosure by the

patentee.

The absence of any or all of these considcrations does not mean that the invention would have

PLAINTIFF'S PROPOSED

JURY INSTRUCTIONS 78

William D. narrk, Jr. (Bar No. 09109000)

Iliil Gaines & Boisbrun

275 West Campbell Road, Suite 225

Richardson, Texas 75080

(972) 480-8800 Anomeys for Plaintiff

.:J_T-APp 0270= --:--:-



been obvious. However, if you find that one or more of these factors has been shown, then that is proof

that the invention was not, in fact, obvious.

+_

Authority: Straloflex, Inc. v. Aeroquip Corp., 713 F.2d 1530, 1539 (Fed. Cir. 1983); Panduit Corp. v.

Dennison Mfg. Co., 774 F.2d 1082, 1097 (Fed. Cir. 1985); Litton Sys., Inc. v. Whirlpool

Corp., 728 F.2d 1524, 1530-31 (Fed. Cir. 1984); Carl Schnenk AG v. Nortron Corp., 713

F.2d 782,785 (Fed. Cir. 1983); Leesona Corp. v. United States, 185 U.S.P.Q. 156, 161 (Ct.

Cls. 1975), aff'd, 530 F.2d 896 (Ct. Cls. 1976); Demaco Corp. v. F. Von LansdorffLicensing
Ltd., 851 F.2d 1387, 1391 (Fed. Cir. 1988).

]
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 60

SPECIFIC INSTRUCTIONS AFTER CLOSE

I COMMERCIAL SUCCESS

I If you find that the apparatus taught by the ' 159 Patent achieved commerci_ succe_;s, that fact

I will be objective evidence o f non-obviousness if the success is due to the novel features of the invention

rather than other considerations such as advertising and promotion. In order for evidence of extensive

I use of the invention to be considered as evidence of non-obviousness, plaintiff need shown only that the

use was of the invention. To negate such evidence, it is defendant Robert H. Peterson's burden to show

I that extensive use of the invention was due to factors other than the merits of the invention, such as

I advertising or promotion•

I Authority: Damaco Corp. v. F. Von LangsdorffLicensing, Ltd., 851 F.2d 1387, 1392 (Fed. Cir. 1988);
_?_!_ Gillette Co. v. S.C. Generation I1 & Sons, Inc., 919 F.2d 720, 725-26 (Fed. Cir. 1990);
' Coleman v. Holly Mfg. Co., 233 F.2d 71, 80 (9 'h Cir. 1956), cert. denied, 352 U.S. 952, 1 ! 1

U.S.P.Q 467 (1956); Hybritech Inc. v. Monoclonal Antibodies, Inc., 802 F.2d 1367, 1383

I (Fed. Cir. 1986).

I

I

I

I

I Willi_an D. Harris, Jr. (Bat No 09109000)
nitt Gaines & Boisbnm
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 61

SPECIFIC INSTRUCTIONS AFTER CLOSE

LONG FELT NEED

Long-felt but unsolved needs, failures of others, and subsequent success and acceptance is

evidence of non-obviousness. For example, a problem in the field which long remained unsolved despite

efforts conducted by others is indicative of non-obviousness. Substantial efforts by others in the art

which failed to accomplish the result achieved by the patented invention can also be persuasive

indication of non-obviousness.

Authority: Stratoflex, Inc. v. Aeorquip Corp., 713 F.2d 1530, 1540 (Fed. Cir. 1983); In re Dow

Chemical Co., 837 F.2d 469, 473 (Fed. Cir. 1988); Under Sea Industries, Inc. v. Dacor

Corp., 833 F.2d 1551, 1559 (Fed. Cir. 1987); Hybritech, Inc. v. Monoclonal Antibodies,

Inc., 802 F.2d 1367, 1380, 1382 (Fed. Cir. 1986); Reeves Instrument Corp. v. Beckman

Instruments, Inc., 444 F.2d 263,272 (9 _ Cir. 1971), cert denied, 404 U.S. 951 (1971);

Santa Fe-Pomeroy, Inc. v. P & Z Co., 569 F.2d 1084, 1098 (9 'h Cir. 1978).
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 62

SPECIFIC INSTRUCTIONS AFTER CLOSE

I COPYING OF TIlE INVENTION

i Copying of an invention by another is evidence of the value of an invention. Specifically,

I evidence that defendant Robert H. Peterson Co. copied the patented apparatus rather than develop its

own product or copy a product within the public domain, is indicative of non-obviousness. The actions

I of an alleged infringer are often the best indication of the importance of an invention.

i Authority: Panduit Corp. v. Dennison Mfg. Co., 774 F.2d 1082, 1099 (Fed. Cir. 1985); Windsurfing
International, Inc. v. AMF, Inc., 782 F.2d 995, 1000 (Fed. Cir. 1986); Diversitech Corp. v.

Century Steps, Inc., 850 F.2d 675, 679 (Fed. Cir. 1988); Specialty Composites v. Cabot

i Corp., 845 F.2d 981,991 (Fed. Cir. 1988).

i

I

I
I
I

I.

I illiam D. Ilarris, Jr. (Bar No. 09109000)
llitt Gainer & Boisbrun

I _ 275 West Campbell Road. Suite 225®
PLAINTIFF'S PROPOSED Richardson, Texas 75080

JURY INSTRUCTIONS 82 (972) 480-8800 Attorneys for Plaintiff
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O PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 63

SPECIFIC INSTRUCTIONS AFTER CLOSE

DAMAGES

lfyou find that the defendant has infringed any of the claims of the plaintiff's-patent and that

those claims are valid, then you should consider the amount of money the plaintiff should be awarded

as damages.

In this respect, it is the plaintiff's burden to proving by a preponderance of the evidence the

amount of damages caused by the infringer.

The fact that I will now turn to the issue of how you should measure damages should not be

taken by you to mean that the Court believes that there was infringement or that the patent is valid.

There are issues for you to resolve consistent with the instructions I have given you. I am instructing

you on damages so that you will have guidance should you decide that the plaintiff is entitled to

recovery. You may consider relevant testimony as an aid to your determination of damages.

Authority: Adapted from Modem Federal Jury Instructions - Civil, ¶ 86.04.

PLAINTIFF'S PROPOSED

JURY INSTRUCTIONS 83

William D. Harris, Jr. (Bar No. 09109000)

Hitl Gaines & Boisbrun

275 West Campbell Road, Suite 225

Richardson, Texas 75080

(972) 480-8800 Attorneys for Plaintiff

"2- --

._JT-APP 0275 _

7

_ I
] I
-!

i I
I

I

!i'
I

_,j I

-]i II

|



I

I
@

I

I &

I

I
I

I

I

I
I
I

I

IL®

i _.

PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 64

SPECIFIC INSTRUCTIONS AFTER CLOSE

OBVIOUSNESS - COMBINING REFERENCES

When the amount of the damages cannot be ascertained with precision, any doubts regarding the

amount are to be resolved against the infringer.

Authority: Adapted from Modern Federal Jury Instructions - Civil, ¶ 86.04.

PLAINTIFFS PROPOSED

JURY INSTRUCTIONS 84

William D. Ilarris, Jr. ([]at No. 09109000)

tlitl Gaines & Boisbrun

275 West Campbell Road. Suite 225

Richardson, Texas 75080

(972) 480-8800 Attorneys for Plaintiff

JT-APP 0276



@

j

PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 65

SPECIFIC INSTRUCTIONS AFTER CLOSE

DAMAGES - COMPENSATION

Damages are compensation for all losses suffered as a result of the infringement. The owner of

a valid patent which has been infringed is entitled to recover enough money so that he will be

compensated for the infringement, but in no event less than a reasonable royalty for the use which the

infringer made of the invention. The measure of damages is the amount needed to return the plaintiff

to the position it would have been in had there been no infringement. In other words, the plaintiff is to

be placed in as good a position as it would have been if no infringement had occurred. Thus, the

question you must consider is, had defendant Robert H. Peterson Co. not infringed, how much money

would plaintiff had made.

Authority: 35 U.S.C. {}284; State Industries, Inc. v. Mor-Flo Industries, Inc., 883 F.2d 1573, 1577 (Fed.

Cir. 1989), cert. denied 493 U.S. 1022 (1089); TWM Mfg. Co. v. Dura Corp., 789 F.2d 895 (Fed. Cir.
1986).
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 66

SPECIFIC INSTRUCTIONS AFTER CLOSE

LOST PROFITS DEFINED

The plaintiffhas argued that they should be awarded the amount of profits lost because of the

alleged infringement.

Lost profits may be in the form of diverted sales, eroded prices or increased expenses. In this

respect, it is tile plaintiff's burden to establish by a reasonable probability that the infringement caused

their lost profits. In order to satisfy this burden, you must find that the plaintiffwould have made the

sales that the infringer made, charged higher prices, and/or incurred lower expenses "but for" the

infringement. In other words, had the infringer not infringed, what would the plaintiffhave made.

Authority: Fonar Con? v. General Electric Co., 107 F.3d 1543, 1553 (Fed. Cir. 1997); Hebert v. Lisle

Con?., 99 F.3d 1109 (Fed. Cir. 1996); Standard Havens Products, Inc. v. Gencor Industries, Inc., 953

F.2d 1360 (Fed. Cir. 1991), cert. denied, 113 S.Ct. 60 (1992); Kaufman CO. v. Lentech, Inc., 926 F.2d

1136 (Fed. Cir. 1991); Modem Federal Jury Instructions - Civil.

Respectfully submitted,

For PlaintiffGolden Blount, Inc.

State Bar No. 09109000

CHARLES W. GAINES

State Bar No. 07570580

Hitt Gaines & Boisbmn, P.C.

225 University Plaza

275 West Campbell Road
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@ IN TIlE UNITED STATES DISTRICT COURT

FOR TIIE NORTHERN DISTRICT OF TEXAS

DALLAS DIVISION

,

I

I

GOLDEN BLOUNT, INC.,

Plaintiff,

V.

ROBERT H. PETERSON CO.,

Defendant.

Civil Action No.

3-01CV0127-R

i

I

I

E-3. PLAINTIFF GOLDEN BLOUNT 1NC.'S

PROPOSED JURY QUESTIONS

The following list of jury questions is made to comply with paragraph I 1 .e. of the Court's

Scheduling Order.

(Answer All Questions unless instructed to the contrary)

I

I

|;.

DIRECT INFRINGEMENT (The instructions specific to this question are found at pages - .)

1. Has Golden Blount proven by a preponderance of the evidence that any of the products

Robert H. Peterson Co. has made, sold or offered to sell after November 23, 1999, in the United States

literally infringe any of the following claims of the Blount patent?

ml t-

Check "yes" or "no" for each of the following claims:

Yes N go

(a) Claim 1

If you answered "No" for claim 1, you must answer "No" for claims 2, 5, 7, 8, 9, 11, 12, 13, 15, and 16.

I i- .- -'---- J_'-APP 0280 -_--_--
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(b) Claim 2

(c) Claim 5

(d) Claim 7

(e) Claim 8

(f) Claim 9

(g) Claim 11

(h) Claim 12

(i) Claim 13

(j) Claim 15

(k) Claim 16

(1) Claim 17

INFRINGEMENT UNDER DOCTRINE OF EQUIVALENTS (The instructions specific to this

question are found at pages - .)

2. Has Golden Blount, Inc. proven by a preponderance of evidence that any of the products

Robert H. Peterson Co. has made, sold or offered to sell after November 23, 1999, in the United States

infringe any of the following claims of the Blount patent under the "doctrine of equivalents"?

Check "yes" or "no" for each of the following claims:

Yes No

(a) Claim 1

If you answered "No" for claim l, you must answer "No" for claims 2, 5, 7, 8, 9, I l, t2, 13, 15, and 16.

(b) Claim 2

(c) Claim 5

j_p _281
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(d) Claim 7

(e) Claim 8

(f) Claim 9

(g) Claim 11

(h) Claim 12

(i) Claim 13

(j) Claim 15

(k) Claim 16

(1) Claim 17

INFRINGEMENT BY INDUCEMENT (The instructions specific to this question are found at pages

3. Has Golden Blount, Inc. proven by a preponderance of evidence that after November 23,

1999, Robert H. Peterson has intentionally induced its distributors to infringe any of the following claims

of the Blount patent?

Check "yes" or "no" for each of the following claims:

Yes No

(a) Claim 1

If you answered "No" for claim 1, you must answer "No" for claims 2, 5, 7, 8, 9, 11, 12, 13, 15, and 16.

(b) Claim 2

(c) Claim 5

(d) Claim 7

(e) Claim 8

(f) Claim 9

-_-_- JT-.J-APP 0282 _-£_.-_-



@ (g) Claim 11

(h) Claim 12

(i) Claim 13

(j) Claim 15

(k) Claim 16

(1) Claim 17

ANTICIPATION (The instructions specific to this question are found at pages --.)

4. Has Robert H. Peterson Co. proven by clear and convincing evidence that the subject matter

of claims 1,2, 5, 7-9, I 1-13 and 15-17 was anticipated by any single reference in the prior art?

Check "yes" or "no" for each of the following claims:

(a) Claim 1

(b) Claim 2

(c) Claim 5

(d) Claim 7

(e) Claim 8

(f) Claim 9

(g) Claim l 1

(h) Claim 12

(i) Claim 13

(j) Claim 15

(k) Claim 16

Yes No

_---_T._:Ai5 p 0283
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(l) Claim 17

OBVIOUSNESS (The instructions specific to this question are found at pages - .)

5. Has Robert H. Peterson Co. established by cle,'u- and convincing evidence that the di fferences,

if any, between the subject matter defined by claims 1,2, 5, 7-9, 11-13 and 15-17 of the Blount patent and

the prior art are such that the subject matter of those claims, as a whole, would have been obvious to a

person having ordinary skill in the art at the time the invention was made?

Check "yes" or "no" for each of the following claims:

Yes No

(a) Claim 1

(b) Claim 2

(c) Claim 5

(d) Claim 7

(e) Claim 8

(f) Claim 9

(g) Claim 11

(h) Claim 12

(i) Claim 13

(j) Claim 15

(k) Claim 16

(l) Claim 17

WILLFUL INFRINGEMENT (The -instructions specific to this question are found at pages

£- --

--aT-APp 0284 =
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7. Has Golden Blount, Inc. proven by clear and convincing evidence that Robert It. Peterson

Co.'s infringement, if any, of the patent in suit was willful?

ANSWER: Yes or No

DAMAGES - LOST PROFITS (The instructions specific to this question are found at pages - .)

8. What amount of money, if paid now in cash, would represent a reasonable payment to Golden

Blount, Inc. for the lost profits caused to Golden Blount, Inc. by the sale or use of products by Robert H.

Peterson, from the time it was properly notified of infringement?

Answer in dollars and cents, if any, for such damages.

$

DAMAGES - REASONABLE ROYALTY (The instructions specific to this qucstion are found at

pages - .)

9. What amount of money, if paid now in cash, would represent a reasonable royalty to Golden

Blount, Inc. for the sale or use of products by Robert H. Peterson, from the time it was properly notified of

infringement?

Answer in dollars and cents, if any, for such damages.

Respectfully submitted,

For PlaintiffGolden Blga,mt, Inc.

WILLIAM D. HARRIS, JR. y
State Bar No. 09109000
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CHARLES W. GAINES

State Bar No. 07570580

Hitt Gaines & Boisbrun, P.C.

225 University Plaza

275 West Campbell Road

Richardson, Texas 75080

972/480-8800 (Telephone)

972/480-8865 (Facsimile)

-_---- J'I-=--APP 0286 -_-_-



I

i

I@
I

I

I
I

I

!

I "

I

I
I
I

I
I

IN THE UNITED STATES DISTRICT COURT

FOR THE NORTIlERN DISTRICT OF TEXAS

DALLAS DIVISION

GOLDEN BLOUNT, INC.,

Plaintiff,

V.

ROBERT H. PETERSON CO.,

Defendant.

Civil Action No.

3-01CV0127-R

JOINT PRETRIAL ORDER

PURSUANT TO LOCAl. RULE 16.4

This Pretrial Order is submitted in accordance with the Court's Scheduling Order and Local

Rule 16.4 of the Local Rules for the United States District Court for the Northern District of Texas.

A. SUMMARY OF CLAIMS AND DEFENSES OF EACH PARTY

1. A summary of the claims and defenses of Golden Blount, Inc. are attached hereto as

Section A-1.

2. A summary of the claims and defenses of Robert II. Peterson Co. are attached hereto

as Section A-2.

B° STATEMENT OF STIPULATED FACTS

I. A statement of stipulated facts is attached hereto as Section B.

C°

C°l.

LIST OF CONTESTED ISSUES OF FACT

1. A list of contested issues of fact by Golden Blount, Inc. is attached hereto as Section

2_ A list of contested issues of fact by Robert H. Peterson Co_ is attached hereto as

PRETRIAL ORDER - Page I

• ---_,,LT-._PP 0287- ---=!--'_-

I



@ Section C-2.

Do LIST OF CONTESTED ISSUES OF LAW

1. A list of contested issues of law by Golden Blount, Inc. is attached hereto as Section

D-I.

2.

Section D-2.

A list of contested issues of law by Robert t-I. Peterson Co. is attached hereto as

E. ESTIMATE OF LENGTH OF TRIAL

I. The parties acting jointly estimate 4 days of trial. (This would be shortened if the

case is a bench trial)•

Fo LIST OF ANY ADDITIONAL MATTERS THAT WOULD AID IN THE

DISPOSITION OF TIlE CASE

1. A list of any additional matters that would aid in the disposition of the case is

attached hereto as Section F.

Date:

Couns[_l 'for Robert _t'_terson '2o.

Judge Jerry Buchmeyer
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IN THE UNITED STATES DISTRICT COURT

FOR THE NORTHERN DISTRICT OF TEXAS
DALLAS DIVISION

GOLDEN BLOUNT, INC,

Plaintiff,

V.

ROBERT H. PETERSON CO.,

Defendant.

Civil Action No.

3-01CV0127-R

A-1. GOLDEN BLOUNT, INC's
CLAIMS AND DEFENSES

PlaintiffGolden Blount, Inc. ("Golden Blount") respectfully submits the following

claims and defenses.

1. Defendant is infringing claims 1,2,5,7-9, 11-13 and 15-17, of the Blount Patent

5,988,159, issued November 23, 1999.

2. Plaintiff contends that tile patent claims at issue are literally infringed; but if not

literally infringed, Plaintiff contends the claims are infringed through the doctrine of equivalents.

3. The infringement is direct, and if not direct, most certainly induced (35 USC

271(b)) and contributory (35 USC 271(e)).

4. The claims at issue are valid, and under the law to invalidate is Defendant's

burden, which must be established by clear and convincing evidence.

I
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5. Plaintiffhas suffered damages as a result of Defendant's infringement. Plaintiff's

damages include lost profits, and in no event less than a reasonable royalty. In this case, lost

profits are applicable and more appropriate than a reasonable royalty.

6. Plaintiff further claims that the infringement of Defendant is willful under the-law

and that this is an exceptional case for attorney's fees (35 USC 285) and an appropriate case for

triple damages (35 USC 284).

7. Plaintiff is entitled to an injunction against further infringement.

PRETRIAL ORDER - Page 4
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IN THE UNITED STATES DISTRICT COURT

FOR THE NORTHERN DISTRICT OF TEXAS

DALLAS DIVISION

GOLDEN BLOUNT, INC.,

Plaintiff,

V.

ROBERT H. PETERSON CO.,

Defendant.

Civil Action No.

3-01CV0127-R

A-2. PETERSON CO.'s

CLAIMS AND DEFENSES

Defendant Robert H. Peterson Co. ("PETERSON CO.") respectfully submits the following

claims and defenses.

1. The claims at issue, claims 1, 2, 5, 7-9, 11-13 and 15-17 of Blount U.S. Patent No.

5,988,159, arc invalid as anticipated under 35 USC § 102 or obvious under 35 USC § 103.

2. Defendant is not literally infringing, directly, by inducement or contributorily, any of

claims 1,2, 5,7-9, 11-13 and 15-17 of the'IS9 patent.

3. Defendant is not infringing under the Doctrine of Equivalents, directly, by inducement

or contributorily, any of claims 1,2, 5, 7-9, 11-I 3 and 15-17 of the'159 patent.

4. Plaintiff has suffered no damage as a result of Defendant's alleged infringement and

if it prevails is entitled to no more than a reasonable royalty.

5. IfPlaintiffis entitled to any lost profits, those lost profits are limited to profits from tile

sales of the secondary burners only.

6. The alleged infringement by Defendant is not willful.

PRETRIAL ORDER - Page 5
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@ IN TItE UNITED STATES DISTRICT COURT

FOR THE NORTHERN DISTRICT OF TEXAS
DALLAS DIVISION

GOLDEN BLOUNT, INC., §

§
Plaintiff, §

§
v. §

§
ROBERT It. PETERSON CO., §

§
Defendant. §

Civil Action No.

3-01CV0127-R

B. STATEMENT OF STIPULATED FACTS

Plaintiff Golden Blount, Inc. ("Golden Blount") and Defendant Robert H. Peterson Co.

("PETERSON CO.") respectfully submit the following statement of facts.

1. The parties, Golden Blount, Inc. and Robert H. Petcrson Co., stipulate that copies

of United States Patent No. 5,988,159 will be accepted as a true and correct copy of the original

i E

I

patent as issued by the United States Patent Office.

2. The parties stipulate that Golden Blount, Inc., is a Texas coqmration and is the

present owner of the entire interest of United States Patent No. 5,988,159, together with the right

to sue and recover for past infringement.

3. The parties stipulate that copies of all brochures, websites or catalogs of Robert H.

Peterson Co., will be accepted as true and correct copies of their originals as distributed by Robert

H. Peterson Co., and likewise the same shall apply to the brochures, websites or catalogs of Golden

Blount, Inc.

4. The parties stipulate that copies of the assigrmmnt from Golden Blount to Golden

Blount, Inc., will be accepted as a true and correct copy of the assigimmnt filed with the United

PRETRIAL ORDER - Page 6
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States Patent Office.

5. The parties stipulate that copies of the documents produced by either party to the

other during the initial discovery period are true and correct copies as produced by the producing

party and that they_may be treated as originals, unless error may appear.

6. The parties stipulate that Robert H. Peterson Co.'s Ember Flame Booster is intended

to be attached to its G-4 series burner system or G-5 series log set and the combined unit comprises

a primary burner pipe, an ember pan that supports the primary burner pipe, a secondary burner tube

and a valve that controls a flow of gas between the primary burner pipe and the secondary burner

tube, and that an end user would connect the primary burner pipe to a gas source having a valve

associated therewith.

The parties stipulate that the claims that are at issue in this action are 1,2, 5, 7-9, I 1-7.

13 and 15-17.

8. The parties stipulate that the copies of the prosecution history of U.S. Patent No.

5,988,159, including any or all continuations thereof, as well any parents thereof, will be accepted

as true and correct copies of the prosecution history as kept by the United States Patent Office,

unless error may appear.

PRETRIAL ORDER - Page 7
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IN THE UNITED STATES DISTRICT COURT

FOR TtIE NORTHERN DISTRICT OF TEXAS

DALLAS DIVISION

GOLDEN BLOUNT, INC.,

Plaintiff,

V.

ROBERT H. PETERSON CO.,

Defendant.

Civil Action No.

3-01CV0127-R

I

I

I

I

i
C-I. GOLDEN BLOUNT, INC's STATEMENT OF

CONTESTED ISSUES OF FACT 1
PlaintiffGolden Blount, Inc. ("Golden Blount") respectfully submits the following statement

of contested issues of fact.

1. Whether claims 1,2,5,7-9, 11-13 and 15-17,individually or as a group, are infringed

by the accused Peterson structure, either by direct infringement, contributory infringement or

inducement to infringement ( 35 USC 271). (It is submitted that the interpretation of the claims is

strictly for the Court; the application of those interpreted claims to the accused device or structure

is for the jury).

2. Whether claims 1, 2, 5, 7-9, 11-13 and 15-17 are valid and enforceable. (It is

submitted that the ultimate determination of validity and enforceability is for the Court; there may

be certain underlying facts that are for the jury).

3. Whether the patented invention, as defined by one or more claims thereof was a

commercial success.

I

I

I

i

1

I

i I

4. Whether the patented invention, as defined by one or more claims thereof met a long

PRETRIAL ORDER - Page 8
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recognized or felt need.

5. That the Defendant's auxiliary burner was intended strictly for use with an artificial

log set and that distributors sold a Peterson log set with each sale of an auxiliary burner.

6. That Peterson acted irresponsible in not promptly obtaining an opinion covering

whether or not it violated the patent in suit after being accused of infringement by the Plaintiff.

7. That the ultimate opinion obtained by Peterson did not come till over a year after

Peterson had notice of infringement from Blount - - - that during (hat entire period after its initial

consideration Peterson did nothing to obtain an opinion and only sought one after it was sued.

8. That the ultimate opinion was only oral, and based on telephone conferences with

Peterson's representative.

9. That the attorney had never seen an actual accused structure or device made by

Peterson but relied strictly on catalog/advertisement information (even though a Peterson facility

was only a short distance away in the Chicago area, where the attorney offices), and that neither the

attorney nor the client made a thorough independent investigation.

10. That the oral opinion given was not adequate under the circumstances described

above.

I 1. That the infringing conduct of Defendant was not only intentional, but wilful.

12. That the accused device was sold and offered for sale within the United States and

it constitutes a component of one or more of claims 1, 2, 5, 7-9, l 1- 13 and 15-17 of the patent in suit

(combination claims) and constitutes a material part ofthe patented invention claim(s); that the sales

and offering for sale were made knowing the accused structures were especially made or especially

adapted for use in an infringement of such patent claim(s); that the accused device was not a staple

article or commodity of commerce suitable for substantial non infringing use.



®

@

13. Peterson actively induced infringement of one or more of claims I, 2, 5, 7-9, 11-13

and 15-17. This was accomplished by advertisements, catalogs and presentations showing how to

infringe and by offers for sale and sale of devices that necessarily infringed when used.

14. That Peterson knew about the patent while it engaged in its infring!ng conduct.

15. That the accused Peterson device appears to be a substantial copy of the patented

device sold by Blount and that such accused device was not marketed until after the Blount device

had been on the market for several years.

16. That Golden Blount, Inc., has been damaged to the extent at least of lost profits for

all of the sales of infringing products made by Peterson, and that Golden Blount lnc.'s damages

include sales of related products made by Peterson because of tile sale of the patented structure.

17. There is no prosecution history estoppel, as was admitted by attorney McLaughlin

during his deposition.

® PRETRIAL ORDER - Page 10
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IN THE UNITED STATES DISTRICT COURT

FOR TIlE NORTHERN DISTRICT OF TEXAS

DALLAS DIVISION

GOLDEN BLOUNT, INC.,

Plaintiff,

v.

ROBERT H. PETERSON CO.,

Defendant.

Civil Action No.

3-01CV0127-R

C-2. PETERSON CO.'s STATEMENT OF

CONTESTED ISSUES OF FACT

Defendant Robert H. Peterson Co. ("PETERSON CO.") respectfully submits the following

contested issues of fact.

1. The accused burner assemblies that employ secondary burners from PETERSON CO.

have gas discharge ports in the secondary burners which are positioned above the height of the gas

discharge ports on the primary burner.

2. The accused burner assemblies that employ secondary burners from PETERSON CO.

have gas discharge ports in the secondary burners which are directed vertically downwardly.

3. At least as early as 1977, PETERSON CO. has sold gas fireplace assemblies in which

the primary burner was an ember burner.

!

/

']
: J

1

• I

I

}

,t

- I

]

,)

4. More than one (I) year prior to the filing date of the' 159 patent, Golden Blount and/or

Golden Blount, Inc. sold gas fireplace assemblies in which the primary burner was an ember burner.

5. At least as early as 1977, PETERSON CO. manufactured and sold gas fireplace

PRETRIAL ORDER - Page l I
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assemblies having primary and secondary burners in which separate gas valves controlled the flow

of gas to the primary and secondary burners.

6. More than one (1) year prior to the filing date of the '159 patent, one or more third

parties manufactured and/or sold gas fireplace assemblies having primary and secondary burners

in which separate gas valves controlled the flow ofg_q to the primary and sec,_ndary burners.

7. The use of valves to control gas flow in gas fireplaces was well known in the art long

prior to the filing date of the ' 159 patent.

8. PETERSON CO.'s sales of the accused Ember Flame Booster are as an accessory for

retrofitting to an existing PETERSON CO. G4 Series Burner System, as an accessory for a new G4

Series Burner System, or pre-assembled in a G5 Series Log Set that includes a G4 Series Burner

System.

9. PETERSON CO. was not notified of the alleged infringement of the ' 159 patent until

on or about May 9, 2000, and therefore damages may not be recovered before that date.

PRETRIAL ORDER - Page 12
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IN THE UNITED STATES DISTRICT COURT

FOR THE NORTtlERN DISTRICT OF TEXAS
DALLAS DIVISION

GOLDEN BLOUNT, INC., §

§
Plaintiff, §

§
v. §

§
ROBERT H. PETERSON CO., §

§
Defendant. §

Civil Action No.

3-01 CV0127-R

D-I. GOLDEN BLOUNT, INC's STATEMENT OF
CONTESTED ISSUES OF LAW

PtaintiffGolden Blount, Inc. ("Golden Blounr') respectfully submits the following statement

of contested issues of law.

I. How the claims at issue are to be interpreted.

2. To the extent a question of law may be involved, whether the claims are infringed.

3. Whether the claims at issue are valid.

4. Whether as a matter of law damages should be increased by the Court under 35 USC

284, and if so, by how much.

5. As a mixed question of law and fact, whether this case qualifies as an exceptional

case under 35 USC 285 so as to give Plaintiffreasonable attorneys fees, and what are reasonable

attorneys fees in this case.

PRETRIAL ORDER - Page 13
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IN TIIE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS

DALLAS DIVISION

GOLDEN BLOUNT, INC., §

§
Plaintiff, §

§
v. §

§
ROBERT H. PETERSON CO., §

§
Defendant. §

Civil Action No.

3-01CV0127-R

D-2. PETERSON CO.'s STATEMENT OF
CONTESTED ISSUES OF LAW

Defendant Robert t-I. Peterson Co. ("PETERSON CO.") respectfully submits tile following

contested issues of law.

1. The scope of the claims at issue in the ' 159 patent is limited to burner systems having

a primary burner tube and a second burner tube in which the secondary burner tube is entirely below

the primary burner tube.

2. The scope of the claims at issue in the ' 159 patent is limited to burner systems having

a primary burner tube and a second burner tube in which the gas discharge ports of the secondary

burner tube are below the gas discharge ports of primary burner tube.

3. The scope ofclairn 17 of the ' 159 patent is limited to burner systems having a primary

burner tube and a secondary burner tube in which the gas discharge ports of the secondary burner

tube are directed toward the primary burner tube and not directed vertically.

4. If the accused PETERSON CO. product infringes any claim of the 159 patent, then each

infringed claim in the l 59 patent is invalid as anticipated under 37 U.S.C. § 102 by prior art fireplace

PRETRIAL ORDER - Page 14
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assemblies known or used by others or sold more than one (1) per year prior to the filing date of the

• 159 patent by PETERSON CO.

5. Each and every claim in issue in the ' 159 patent is rendered obvious under 35 U.S.C.

§ 103 by prior art fireplace assemblies described in patents cited during the prosecut!on offlae '159

patent in view of prior art fireplace assemblies sold by PETERSON CO. and one or more third

parties.

.6. Because there are a substantial number of third parties selling non-infringing

alternatives to the '159 patent product as well as fireplace assemblies using the secondary burner

sold by PETERSON CO., plaintiff Golden Blount, Inc. is not entitled damages of lost profits.

7. If Golden Blount, Inc. is found to be entitled to lost profits because of PETERSON

CO.'s infringement of the ' 159 patent, those lost profits should be limited to profits generated only

from the sale of secondary burners.

8. Under the facts of this case, Golden Blount, Inc. is entitled only to a reasonable royalty

! I
i

i

i

I
.!

•, 1

"'1 i

J

- !
I

i

I
on the sale of secondary burners.

9. Because limitations were added to every claim in issue during the prosecu(ion of the

• 159 patent, including its parent applications, plaintiffGolden Blount, Inc. is precluded from arguing

,.!

!

I
infringement under the Doctrine of Equivalents regarding the relative height of primary and

secondary burners, or the relative direction of the gas distribution ports of the secondary burner.

10. Because the only apparent structural difference between the cited prior art and the

claimed subject matter of the '159 patent was the use of a valve between the primary and second

burners, and the use of such valves was commonly known, secondary considerations such as

I

I

i
commercial success and fulfillment of a long felt need are to be given little or no weight.

PRETRIAL ORDER - Page 15
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IN THE UNITED STATES DISTRICT COURT

FOR THE NORTHERN DISTRICT OF TEXAS

DALLAS DIVISION

GOLDEN BLOUNT, INC., §

§
Plaintiff, §

§
v. §

§
ROBERT H. PETER,SON CO., §

§
Defendant. §

Civil Action No.

3-01CV0127-R

F. LIST OF ADDITIONAL MATTERS

THAT WOULD AID IN THE DISPOSITION OF THE CASE

The parties may consider asking Judge Buchmeyer to try the case without a jury, with a

Markrnan hearing sometime prior to trial. The parties may also consider asking Judge Buchmeyer

for a Court supervised settlement conference after the Markman hearing. In any event, the

Defendant requests a Markrnan hearing whether or not the case is bench tried. The exact language

r.

i

!" 1

11]

provided by Defendant is as following:

"Independent claims 1 and 17 of the patent at issue include

limitations that Robert H. Peterson Co. contends are not present in the

accused product. These limitations relate to the relative height of a

primary burner tube and a secondary burner tube and to the

orientation of gas discharge ports of the secondary burner tube.

Rcbert H. Peterson Co. requests that the Court conduct a Markman

hearing (Marleman v. Westview Instruments, Inc., 517 U.S. 370

(1996)) prior to trial to interpret claims 1 and 17 to determine the

scope and meaning of these limitations. The Court could set a

relatively short briefing schedule followed by a hearing, if necessary,

for the Court to interpret the limitations. The Markman

determination is necessary for trial and the outcome could resolve the

case without a trial. To the extent the Markman hearing does not

fully resolve the case, Robert H. Peterson Co. suggest that a Court

PRETRIAL ORDER - Page I 8
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ordered settlement conference or mediation be held which could aide

in the disposition of the case."

The parties are not in agreement to try the case before the Magistrate Judge.

,, L
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IN TIlE UNITED STATES DISTRICT COURT

FOR THE NORTHERN DISTRICT OF TEXAS

GOLDEN BLOUNT, INC.; §

§
Plaintiff, §

§
ROBERT H. PETERSON CO., §

§
Defendant. §

Civil Action No. 3-01 CV0127-R

PLAJNTLFF'S RESI'ONSE TO DEFENDANT PETERSON CO.'S

MOT]ION TO ,PRECLUDE TESTIMONY OF F. WILLIAM MeLAUGFIL[N

The facts arc sm_ple. The Defendaa_t has elected to give advice (or opinions) of counsel as

an element of defense against willful infringement and against the awarding of attorneys fees (35

U.S C. 284 and 285). The Defendant has also given deposition testimony through a corporate officer

(Mr Leslie Bortz) under Rule 30(b)(6), as well as deposition testimony of the lawyer (F. William

McI,aughlm) who gave the advice and opinion of counsel. No attorney client privilege was asserted

in these depositions, the advice and opinion of counsel being the very subject of the depositions•

Now, Defendant Petcrson wants to assert advice of counsel as a defense, yet block the testimony of

Mr_ McLaughlin who gave the advice entirely orally.

At the outset, it is important to understand that all of the legal advice or opinions given by Mr.

McLaughlin were oral - - absolutely no advice or opinions were written. For this reason the

importance of the oral advice and opinions given by Mr. McLaughlin becomes quite important, there

being no documentation of Mr. McLaughlin's words or acts.

Earlier in the case it appeared Defendant was going to keep the advice and opinions secret

under the cloak of the attorney/cberlt privilege. O fcourse this would have been a permissible action•

If the advice is kept secret, however, the law will not permit seeking the advice or opinions of counsel

JT-APP 0312 -
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as a defense against wilful infringement. This is believed clearly and universally the law:

"'To rebut the charge of wilful infi-ingement, an accused infringer

may present evidence of reliance on the opinion of counsel as to the

issues of invalidity, non-infringement and/or unenforceability. .
Underwater Devices, Inc. v. Morrison-Knudsen Co., 717 F.2d

1380, 1390 (Fed. Cir. 1983). Of course, reliance on opinion of

counsel waives the attorney-client privileged communication as to

the opinion rendered, as well as the facts surrounding tb.e opinion.

Hercules, lnc. v. Exxon Corp., 434 F.Supp. 136, 156 (D_ Del.

1977)." (emphasis added)

indeed Defendant's filings admit the law is such. Namely, the above quote is from Defendant's own

memo in support of its motion, at page 2.

After promising in writing not to use advice of counsel as an element of defense, in the final

minutes of the first deposition oflvlr. Bortz, Mr. Bortz of Peterson reneged on the prior decision not

to use advice of counsel as a defense. This action caused Plaintiffto file a motion in limine or in the

alternative to require Defendant's corporate officer to come to Dallas to testify in deposition, at

Peterson's expense, about the attorneys opinions, and also to require Mr. McLauKblin who gaye the

opinions to come to Dallas for his deposition on the subject. Magistrate Judge Stickney elected to

order Mr. Bortz and Mr. McLaughlin to come to Dallas and pay the costs of the depositions. Both

Mr. Boris and Mr. McLaughlin were deposed - - and in certain instances, there were material

difft:rences in their testimony regarding the advice and opinions given by counsel, and additionally,

the memory of Mr. Bortz was vacant in many areas where Mr. McLaughliu had recollections.

In the depositions, the privilege was waived and there was testimony by Mr. Bortz about the

advice of coansel. Likewise there was rather extensive testimony regarding the attomey/clicnt

opinions by Mr. McLaughlin, who gave the advice. To the Plaintiff, this made it absolutely certain

that Defendant had waived the privilege in favor of testimony concerning the advice and opinions of

counsel, and it was expected that Defendant was going to use the advice and opinions in its defense

against wilfulness.

We are amazed, however, to find the Defendant now desires to have its cake and eat it too.

Citing Thorn EMI N. America, Jnc. v. Micron Technology, Inc., Defendant is asking that the attorney

JT-APP 0313
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who gave the advice and opinions be stricken from the witness list and that his deposition not even

be ,allowed for introduction into evidence. This we find to be unprecedented and extremely hard to

swallow.

To the extent there are any limitations imposed by Thorn cited in Defendant's memorandum,

it must be realized that those limitations relate quite strictly and narrowly towork product not

communicated to the client, as opposed to the attorney/client relationship as involved in the advice

and opianions given. In the present case there is only oral advice and opinions, and we do not see that

any work product is at issue. All of the contacts and work involved by the lawyer in conveying

information to the Defendant was strictly by word of mouth and interchange of discussions between

_leln. I

Additionally, arguendo, that a scintilla of work product is present, die Thorn holding is

narrowly tailored to protecting work product not communicated to the client, which as ewdenced by

the oral advice and opinion, is certainly not the case. Likewise, even if the facts were such that a

minute amount of subject matter in the deposition was work product, and further that such subject

matter was not communicated to the client, Mr. McLaughlin)s appearance at the deposition without

an objection, would constitute a waiver to that minute amount of subject matter. Finally, even if a

scintilla of work product could be identified in Mr. McLaughlin's deposition, it seems incredible that

this would vitiate the deposition for all it is worth at trial.

One specific reason given by Defendant Pcterson fur preventing Mr. McLaughtin's testimony,

is that if such testimony were allowed, the Defendant's finn "(Wood, Phillips, VanSanten, Clark &

Mortimer), or at least Mr. McLanghlin, might be disquali tic& Under the present circumstances and

the following representation, this argument is moot. We represent that we will not move for

disqualification of the individual attomeyor his firm. Because of the firms' Iongbackground with the

Defendant, we accept local Rule ??.15(b) in permitting the Chicago finn to try the case.

I If. however, one had prob!em_s wifll m__kSeg the work product dis6nct_er.s cf T_._rn, within hie same

U.S. District Court for the District of Delaware. an opposite result was reached. Mosel Vitelic Corp., v. Micron

Techp, ology, Inc.. 162 F.Supp 307 (D. Del. 2000). Two cases within the same district with opposite results, the

more recent of which supports the Plaintiffs position, will certainly tell us very little, if we even need to be told at
all.

JT-APP 0314
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Another reason given by Defendant for omitting Mr. McLaughlin's testimony, is that Mr.

Bm/z can testify to getting the advice of counsel. However, after comparing the depositions of Mr.

Bo_lz and Mr. McLaughlin, it is clearly apparent that Mr. Bortz remembers a fraction of what Mr.

McLaughlin remembers regarding the advice and opinions of counsel. Further, given that all of the

advice and opinions were oral, without a single backup document, the only way to decipher any part

of what really happened is through Mr. McLaughlin's testimony.

It m_Lst bc appreciated that the law relating to asserting defense against wilfulness by

advice ofcotmsel is clear, in that the nature, character and thoroughness of the advice is of utmost

importance.

The conclusion that must emerge is that the testimony by deposition of Mr. MeLaughlin

must be subject to introduction and that iMr. McLaughlin not be stricken from any witness list!

A direct quote from a case cited and quoted in Defendant's brief tells the reader that a

counsel's opinion must pass muster ("be thorough enough") for it to have weight in defense of

wilfulness:

"Rather, counsel's opinion must be thorough enough as combined

with other factors, to instill a belief in the infringer that a Court

might reasonably hold the patent is invalid, not infringed or

unenforceable. 959 F.2d at 944" (underlined emphasis added by

Defendant--italicized emphasis added by the undersigned).

At this late date, Defendant again wants to see-saw. 2 If so, we suggest it must do so at

the price of the exclusion of all testimony of any nature on advice and opinions o f counsel, and of

course, of any reliance thereon.

In conclusion, the motion of Defendant should be denied, or in the alternative, the

Defendant should be ordered not to tender any evidence concerning advice and opinions of

2 Note 1 from page 2 oft, he Petcrson Co.'s Motion For Protective Order roads: "'PETERSON Co. filed a

Pre-trial Disclosure Lisl of Witnesses on January 22. 2002. Mr. McLau/_hlin was inadvertently listed as a witness

(emptuasis added). That error was eon-ected whc_a filing a List of Witness with the Pre-trial Materials on February

21, 2002." Just what kind of a see-saw game is this? "On again, off again, gone again McLaughlin," to borrow a

phrase flora an old Irish dirty.
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counsd or reliance thereon.
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Respectfully submitted,

For Plaintiff Goldc_B_gunt, Inc.

CHAtLLES W. GAINES

State Bar No. 07570580

Hitt Gaines & Boisbma, P.C.

225 University Plaza

275 West Campbell Road

Richardson, Texas 75080

972/480-8800 (Telephone)

972/480-8865 (Facsimile)
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CERTIFICATE OF SERVICE

I hereby certify that a truc copy of the enclosed Plaintiff's Response To Defendant

Peterson Co.'s Motion To Preclude Testimony Of F. William McLaughlin was served on the

following counsel of record on March 15, 2002 by fi_st class mail and facsimile:

Jerry R. Selinger
Jenkens & Gilchrist

1445 Ross Avenue, Suite 3200

Dallas, Texas 75202

214/855-4500 (Telephone)

214/855-4300 (Facsimile)

F. William McLaughlin
Dean A. Monco

Wood, Phillips, Vm_Santen,
Clark & Mortimer

500 W. Madison Street, Suite 3800

Chicago, IL 60611-2511

312/876- 1800 (Telcphonc)

312/876-2020 (Facsimilc)
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IN THE UNITED STATES DISTRICT COURT

FOR THE NORTHERN DISTRICT OF TEXAS

DALLAS DMSION

GOLDEN BLOUNT, INC., §

Plaintiff, §

§
v. §

§
ROBF.RT H. PETERSON CO., §

§
Defendant. §

Civil Action No.

3-01CV0127-R

PLAINTIFF'S FINDINGS OF FACT AND CONCLUSIONS OF LAW

The proposed findings of fact and conclusions o flaw are submitted to complywith Paragraph

2 d. of the Amended Scheduling Order of February 27, 2002.

A. FINDINGS OF FACT

1. The PlaintiffGolden Blount, !a_c. is the owner of U.S. Patent 5,988,159, assigned it

by Mr. Golden Blount, the named inventor for the patent (hereinafter "the patent,"

"the patent in suit," or the "Blount patent"). The Plaintiff has sued Peterson Co

(Defendant)

2_ The field of the invention is fireplace burners and associated equipment.

3. The Defendant contends that the patent is invalid under 35 U.S.C. 102 and 35 U.S.C.

103. The Defendant also contends that it does not infringe.

4. At the time the patent issued, the Plaintiff's commercial structure under the patent had

been marketed for approximately six years, i.e., from about the time Plaintifforiginally

Iilcd its patent applicahon. Its sales grew significantly and it is a commercial success.

5. Defendant is unable to establish when it commenced design of its accnscd structure,

but it was long after the Plaintiffplaeed its device on the market. There is a lack of

explanation of why the first marketed accused structures were not fabricated and

-'_JT-APp 0319 _
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placed on the market till after Plaintiff's device had established a market. Also there

is no showing that the Defendant's device went through any significant design or

development. The Defendant's struetureis verysirnilar to Plaintiff's. The foregoing

gives inference of cop3_ng.

6. There had been a need for a burner device to give the appearance of the burning of

natural logs by creating an area of subdued flames out front of the artificial logs, and

to create the appearance of fiery hot embers out fro_t, as would be present with the

burning of real logs. The need for such a burner device to enhance the artificial

fireplace's operation bad existed for long before the invention occurred. The patented

device met the aforementioned need.

7. The prior art relied on by the Defendant does not show the same concepts that the

Plaintiffs claims include, andproofofthe actual existence aud/or sates of the prior art

relied upon is lacking, as will be noted just below.

8. A recent sketch, made long after the patent was filed, was made to illustrate that

which Defendant is trying to establish was prior art in the eighties. Defendant says

it went offthe market long ago. The sketch was made long after the fact, to illustrate

a device allegedly made public or sold by a third party in the eighties. The recent

sketch was made with the inputs mad assistance of the Defendant's personnel.

9. The alleged prior atL shown in the sketch, was not sufficiently proved to consider it

as meeting the standard of being shown "by clear and convincing evidence." Even if " -

it did, it was for quite a different pnxpose than the patented device, and further, the

end use has not been shown.

10. Turning to the evidence of buraer configurations of Production No. 33 and

Production No. 34, again their existence, their use, and their actual sale or marketing

is vague. The Defendants saythc alleged structures were not marketed (or not further

sold) since around 1990. The only evidence offered were sketches of uncertain origin.

Also, i fthese devices were viable prior m-t, it would seem that Defendant would have

used them to compete with Plaintiff, rather than market the copycat structure

preseotly sold.

-2-
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11. The main tube and the auxiliary tube of Production Nos. 33 and 34 are of the same

diameter and on a vertical level. No support means is provided or suggested.

12. From the facts found and reasons stated above, [ do not believe the evidence

pertaining to the alleged prior art of Production Nos. 33 and 34 have established by

clear and convincing evidence their prior use or sale. Moreover, I find substantial

differences between the alleged devices of Production Nus. 33 and 34. Note that the

level of skill in the art is not high and giant inventive steps likely would not be made

as readily as if this were astrophysics_

13. Tile other alleged art offered by Defendant is not nearly as similar as Production Nos.

33 and 34, and each fail to show significant pertinence.

14. There are 12 claims in issue. They are claims 1,2, 5, 7-9, 11-13 and 15-17. Claims

1 and 17 are independent claims. All other claims at issue arc dependent on Claim 1,

that is, they refer to another claim as a beginning point of the stnmture they claim.

15. As a matter of law, the Court must construe the claims before literal infringement of

the accused structure may be addressed. (Claim construction appears in the

Conclusions of Law, infra.)

16. Applying the claim construction referred to in the Conclusions o flaw; There is literal

infringement of independent Claim 1, literal infringement of Claim 17 and literal

infringement of dependent Claims 2, 5, 7-9, 11-t 3 and 15-16.

17. It could be argued that the above is somewhat misstated in that an independent valve,

such as each residential fireplace has, is absent from the structure sold. However, the

parties previously stipulated in effect that the Defendant's structure is used in the

environment ofthevalve already being in the standard fireplace setup. Everything

else is provided by Defendant (and by Plaintiff) to the ultimate customer, normally

through a distributor. The evidence is that there is no other use for thepatented

structure. It is sold with knowledge that it will be used as per its intended use in a gas

fireplace with a_ificial logs_ It is not a staple article of commerce. Cede.h-fly it is a

most significant part of the patented product, in fact, essentially all of it. Hence ic

there is riot element byelemeot literal in fringemcnt, there is contributoryinfringeru cot

-3-
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18.

19.

20.

21_

22.

[35 U.S.C.271(d)].

Itisfurtherfound thattheDefendant advertisesadd providesinstructions,such that

thc installeror the ultimatecustomer followingthe advertisingand instructions

provided by Dcfcndant will constituteinfringement. Itis furtherfo_undthat

demonstrationsand sale.smeetings are held where distributorsareshown how to

practicethepatcntcdinventionwithDefendantsequipment.The distributorspassthis

onto customersand toinstallers.By thisconduct,Defendant inducesinfringement

(35 u.s.c. 271(c)).

In the alternative to literal direct infi-ingement, elements of the claims in suit are

present in the accused strucRu'e. In each instance, element by element, and also

considering the accused structure as a whole, there is insubstantial differences from

the Defendant's accused structure and the claims at issue. Moreover, element by

elcment, and as a whole, the accused structure does the same thing (the same

function) in the same way to give the same result. While this is repeated under

Conclusions of Law, it constitutes infringement under the doctrine of equivalent.

After the Defendant received a cease and desist letter, an attorney (Mr. McLaughlin)

was called by phone to seek some advice. Mr. McLaughlin was provided only the

letter and some advertising brochures or papers. Mr. McLaughlin was not asked for

an opinion in the real sense of the word, but was told by Mr. Bortz, the Defendant's

executive, that things very similar to the patented structure had existed in the past as -

early as the eighties. The only advice given by the attorney was that, if that were so,

some of the claims would be invalid, depending on jnst what the prior art devices

were, and that he would not have to be coocemed about those claims.

Attorney McLaughlin was not even provided widi the Defendant's accused device at

that time, nor any alleged pnor art. He was never provided the accused device until

long after his oral opinion was given and after suit was filed.

In the final analysis, the only opinion given was oral and it was based on some

sketches provided that did not include information or details of when they were sold

or made available to the public, nor any aspect of their authenticity, detail or history.

-4-
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The art prov(ded to the attorney clearly did not render ate patent claims mvali.d_

23. The oral opinion, rendered more than a year after the first cease and desist letter and

even after suit was filed, did not inform the client that thele was no estoppel during

prosecution and that the doctrine of equivalents would have to be dealt with. It is

uncertain how far the oral opinion went, but it was meager_

24. The Defendant's executive did get what he asked for, a statement that there was no

infringement. The Defendant's apparent desire was to avoid paying attorneys fees or

increased damages, and this appears to have been tile _ole reason for consultation with

counsel, as shown both by his testimony on why he consulted Mr. McLaughlin by

phone and also by Mr. McLaughlin's testimony as to the stated reason for the

consultation. Note that at no time before his deposition was taken, did the

Defendant's executive Mr. Bortz ever have a face-to-face meeting with Mr.

McLaughlin concerning the cease and desist letter, even though he and Mr.

McLaughlin were both in Chicago and had officc_, only a short distance apart. Never

before Mr. Bortz's deposition was there an accused structure shown to Mr.

McLaughlin. While some advertisements of Defendatlt's structure were show_ L

detailed drawings were not provided to attorney McLaughlin. Thus, he never had a

full picture of the accused structnrc. For example, his testimony as to whether or not

his auxiliary burner was below the main burner _hows that, cwm thcn, he. had not been

able to understand pertinent points of the accused structure_

25. I find that the Defendant merely went through the motion of obtaining an opinion to

protect itself and that it did not acqmre a timely, well-considered opinion. I find that

Defendant knew it was being very casual or owso_y concerning the opinion and that

the Defendant surelymust have know that its opinion was more of a bargain basement

job than was needed.

26. As a finding of fact, it is found that the conduct above is wilfifl

27. It is found that the following factors exist in the present case: (1) d,mand for the

patented product; (2) absence of acceptable non-infringing substitutes; (3)

mamlfacmring and marketing capability to exploit the demand; and (4) the amount of

-5-
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28.

the profit it would have made. These are the factors that are referred to in the case

of Panduit Corp. v. Stahlin Bros_ Fibre Works, Inc.. 575 F.2d 1152, 1156, 197

U.S.PQ. (BNA) 726 (6th Cir. 1978).

Log sets and grate support means are included in the computation of lost profits. This

takes into consideration Claim 15 as well as considering the convoy-of the-log sets

together with each auxiliary burner unit. The individual burner units are often sold

alone to distributors, but the distributors ultimately sell these with a log set.

B. CONCLUSIONS OF LAW

1. The Plaintiffowus all fight, title and interest in U.S. Patent No. 5,988,159, including

the right to sue and recover for past infringement.

2. Claim interpretation applied by the Court is focused on a paragraph by paragraph

analysis of each claim in suit, with those paragraphs not believed to require any

comment for interpretation being marked such:

CLAIM I :

a)

b)
c)

d)

e)
tO
g)

h)

The preamble requires a gas environment as opposed to a wood

burning environment;

The terms used herein are self-explanatory;

The word coals is meant to cover the secondary coals burner

elongated tube that is designed or adapted to make the coals or

embers enhanced in appearance;

The elongated primary burner tube is held up by the side of the pan

through which the elongated primary burner tube extends. The - .

elongated primary burner robe is at a raised level with respect to the

secondary coals burner elongated tube (e.g., with respect to the
centerline).

The terms used herein are self-explanatory;

The terms used herein are self-explanatory;

The valve is located between the connection to the elongated primary

burner tube and the connection to the secondary coals burner
elongated robe;

The gas flow control means is the common valve in every gas fed fire
place.

CLAIM 2: The terms used herein are self-explanatory.

CLAIM 5: The terms used herein are self-explanatory.

-6-
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3.

4.

5

6.

7.

8

9_

CLAIM 7: The terms used herein are serf-explanatory.

CLAIM 8: The terms used herein are self-explanatory.

CLAIM 9: The terms used herein are self explanatory.

CLAIM 11 : The terms used herein are self-explanatory.

CLAIM i 2: The terms used herein axe self-explanatory.

CLAIM 13: The valve is located between the connection to the elongated primary

burner tube and the connection to the secondary coals burner

elongated tube;

CLAIM 15: The terms used herein are self-explanatory.

CLAIM 16: The tenns used herein are self-explanatory.

CLAIM 17: Away from includes any direction that does not include a horizontal

component pointed toward the vertical plane of the fireplace opening,

with the exception that the plurality of gas discharge ports should not

point substan6 oily verlieally upward because sand and embers may fall
therein.

U.S. Patent No. 5,988,159 is infringed, if not literally, thnl inducement and

cuntributoryinffingemeot byDefendant. 35 U.S.C. 27l('o ) and (c), respeelfully_ Any

one of theSe makes Defendant liable as an infringer.

There is no prosecution history estnppel, per the admission of the Defendant's

counsel when under oath.

The infringement occurs through the doctrine of equivalents if not directly and/or

literally, based on the facts found relating to equivalence.

The alleged prior uses, sales, and other art do not render any of the claims in suit as

anticipated under 35 U.S.C. 102, nor make any m suit obvious under 35 U.S.C. 103_

The claims of the patent arc valid.

Damages are awarded to Plaintiff from Defendant, from the time Defen&mt re_

notice under the law through its receipt of Plaintiff's notice letter on Dec,

1999.

ThePanduit factors are met. Thus, compensatory damages include lost

-7-
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10.

II.

12.

include convoyed items that interact and are essential to the operation of the patented

subject matter. Panduit Corp. v. Stahlin Bros. Fibre Works, Inc., 575 F.2d 1152, 197

U.S.P.Q. (BNA) 726 (6th Cir. 1978). See also, State Industries v. Mor-Flo

Induslries, Inc., 883 F.2d 1573, 12 U.S.P.Q.2D (BNA) 1026 (1989) or Rite-Hire

Corp. v. Kelley Co., 56 F.3d 1538 (Fed, Cir. 1995). The total damages are

$

The infringement of Defendant was willful. Damages are tripled under 35 U.S.C. 284.

This is an exceptional case under 35 UIS.C. 285, and reasonable attorneys fees are

awarded Plaintiff.

All of the findings of fact and conclusions of law stated above are hereby incorporated

together with the usual rule in patent infringement cases, that infringement causes

irreparable harm and will be abated. Therefore, an injunction is granted against

Defendant. The injunction against infringement is separately set forth and decreed,

by this Court.

Respectfully submitted,

For Plaintiff Golden Bl_kunt, Inc.

w_?_o%_0_00o ,_
CHARLES W. GAINES

State Bar No. 07570580

Hitt Gaines & Boisbrun, P.C.

225 University Plaza

275 West Campbell Road
Richardson, Texas 75080

972/480-8800 (Telephone)

972/480-8865 (Facsimile)
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CERTIFICATE OF SERVICE

I hereby certify that a true copy of the enclosed Findings of Fact and Conclusions of Law was

serve_l on the following counsel of record on April 19, 2002, by first class mail and facsimile:

Jerry R. Selinger
Jenkens & Gilehrist

1445 Ross Avenue, Suite 3200

Dallas, Texas 75202

214/855-4500 (Telephone)

214/855-4300 (Faes{mile)

F. William McLaughlin

Dean A. Monco

Wood, Phillips, VanSamen,
Clark & Mortimer

500 W. Madison Street, Suite 3800

Chicago, IL 60611-2511

312/876-1800 (Telephone)

3121876-2020 (Facsimile)

William D. Harris, Jr. /t '
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U.S. DISTRICT COURT

NOR] tIERS I)lSl RICI" Of TEXAS

F_LED
; ..... .

IN THE UNITED STATES DISTRICT qOURT APR I _ 2002

FOR THE NORTHERN DISTRICT OF q_EXAS ]

DALLAS DIVISION | CI_ICRK. U.S. DISTRICT COURT
/

GOLDEN BLOAT' _Cl I ) I"_' ' ' ) _ I' ' I I }

I

)
Plaintiff, )

)
v. ) Civil A-gffon No.: 3:01-CV-0127-R

)
ROBERT H. PETERSON CO., ) /£)J /_ ,_ ,_,

UU_®_p npr_
Defendant. ) i::, ,- t7 R/_

ROBERT II. PETERSON CO.'S PROPa_i_ P_ "/_/}2 _/
FINDINGSOFFACTANDCONCI,USIONSOFL_ZI.,o

,,,)
• ET #L

Tile following proposed findings of fact and conclusions of law are submitted to

comply with Paragraph 2.d. of the Amended Scheduling Order of February 27, 2002.

PROPOSED FINDINGS OF FACT

1. Plaintiff, Golden Blount, Inc. ("Blount") is a corporation organized and

existing under the laws of the State of Texas and having a place o fbusiness in Dallas, Texas.

2. Prior to 1993, Blount made, used and sokl gas log sets inchlding a pan bunmr,

grate, ceramic logs and simulated embers. Such gas log sets were adapted to be installed in

a fireplace with the pan burner, comprising an open frame pan supporting a primary burner

tube, positioned below the grate, with the grate supporting the ceramic logs. The pan burner

•,vas covered with the simulated embers. The pan burner was connected to a gas source with

a gas flow valve for controlling gas flow into the primary burner tube to produce flame in

the simulated embers and proximate the ceramic logs.

3. In about 1993, Blount developed an optional accessory for its gas log sets,

referred to as a Controlled Ember-Bed Burner, comprising a cmmector tube for connecting

..... _rl'-A p p 0329



tothepanburner,withagascontrolvalvepositionedintile connector tube, and a secondary

burner tube adapted to be positioned forward of and below the primary burner tube. The

secondary burner tube produced a flame forwardly of the primary burner tube.

4. On May 17, 1993, Blount filed United States application number 08/061,727

entitled "Controlled Ember Bed Burner." Th,-t application describes a secondary burner for

optional use with an artificial log system. The secondary burner is positioned in front of and

below the log system• The claims of the '727 application were rejected and the application

was abandoned.

5. Prior to abandonment of the '727 application, Blount filed United States

patent application number 08/276,894 entitled "Supplemental Burner for Retrofitting to an

Existing Gas Log Burner Assembly" as a continuation-in-part of the '727 application. The

' 894 application included 18 claims. Claim I specified a supplemental burner for retrofitting

to an existing gas log btm_er assembly having a primary burner tube with a terminal end, the

supplemental burner comprised a connector attached to the terminal end of the primary

burner tube; a supplemental burner tube attached to the connector; and a valve interposed

between the supplemental burner tube and the connector. All of the claims were rejected as

obvious over Eiklor, et al., U.S. Patent No. 5,033,455 in view ofPeterson, U.S. Patent No.

3,042,109 and Henry, U.S. Patent No. 3,871,355. Blount submitted a declaration of Golden

Blount, the inventor, alleging commercial success of the invention• In an advisory action

mailed April 30, 1996, the United States Patent and Trademark Office indicated that the

applicant's arguments were not persuasive noting that

"This combination of re ferences when compared to the claims

at issue leaves very little to differ over. Thus, the secondary

-2-
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considerations when considered in the light o fthis differcnce
carries nrucb less weight in affecting a decision of

patentability."

A notice of abandonment of the '894 application was mailed on May 30, 1996.

6. On April 2, 1996, Blount filed U.S. application number 08/626,498 as a

continuation-in-part of tile '894 application.

7. In an amendment filed on July 10, 1998, in connection with the '498

application, Blount argued against rejection of the claims as follows:

"Thus, as now claimed in amended claims 1- 17, the assembly

includes a flow control means for controlling gas flow into

the primary burner tube with an additional valve for adjusting

gas flow to the secondary burner tube."

In distinguishing over tile cited Eiklor, et all., Peterson and Henry references, Blount

stated that:

"However, tbis combiuation of references in no way suggests

the incorporation of an additional valve between the primary

amd the secondary burner tubes . . . Even if all of the

references are combined as suggested by tim Examiner, there

is still no valve disposed between the primary and secondary

burner to control gas flow into the secondary burner."

8. Tim '498 application nltimately issued as U.S. Patent No. 5,988,159, the

patent at issue hereiu. The following figure illustrates the burner:

,o_.

_ ,o. F G 2
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9. Independent Claim 1 of the '159 patent differed from the rejected claims of

the '894 application, in part, in specifying:

(a) a support means for holding a primary burner tube in a raised level

relative to a forwardly positioned secondary burner tube;

(b) the secondary burner tube including gas discharge ports directed away

from the fireplace opening; and

(c) a valve for adjusting gas flow to the secondary burner tube being

positioned in a tubular gas connection means."

Independent claim 17 of the ' 159 patent differed from the rejected claims of

the parent '894 application, in part, in specifying:

(a) a secondary burner tube being positioned substantially parallel, forward

and below a primary burner tube;

(b) a connector means having interposed between the primary and secondary

burner tubes a gas flow adjustment valve; and

(c) gas distribution ports of the secondary burner tube being directed away

from the fireplace opening.

10. Blount does not make, use or sell a gas log set preassembled with the

Controlled Ember-Bed Burner. Blount sells the Controlled Ember-Bed Burner as an optional

accessory for its gas log sets.

11. Defendant Robert H. Peterson Co. ("Peterson") is a corporation organized

under the laws of the State of California and has its principal place of business in City of

Industry, California.
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12. Since about 1949 Peterson and its predecessors have manufactured and sold

gas log sets, including burners, grates and ceramic logs. Since about 1970, Peterson has

manufactured and sold gas log sets including a grate, ceralnic logs, simulated embers and

a glowing embers burner referred to as the G4 burner system. The G4 burner system

includes a grate, burner pan and simulated embers. The burner pan includes a pipe having

downwardly directed openings. The burner pan is adapted to be connected via a control

valve to a gas source. The G4 burner system is generally as described in Pulone, U.S.

Patent No. 3,583,845, issued June 8, 1971.

13. In the 1960's, Peterson began to develop see-thru and circular (3-sided) gas

log sets first using Peterson's F burner (called Front lqame or Tri-Flame). Tile F burner

directs the flame to the front of a gas log set. This burner system was used in combination

with various gas flow control valves including valves referred to as hearth elbows. The

following figure is one example:

All of these valves/hcarth elbows, one of the two shown is labeled G in the figure, are

adjustable either with a handle or an internal screw which regulates the flow of a burner.

-5-
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I.

Peterson used these valves/hearth elbows in combinations depending on whether the unit

was single-face, see-thru or circular, and on how many burners were most marketable, while

retaining safety certification or testing. Peterson used several burners in one gas log set

hooked up together, fiom the main gas supply along with several valves/hearth elbows

(sometimes two for one individual burner), to direct and adjust flame and to control noise.

14. P Flame Pan burners became popular in the early to mid-70's. The P flame

pan burner consisted of a burner pan supporting a pipe covered with granules and glowing

embers to allow flame to erupt over the entire pan surface surrounding the gas log. Some

individual Flame Plans had two pipe burners.

15. To certify for use in certain areas of the United States, certain combustion

requirements must be met. This was accomplished on a P Flame Pan burner system with

burner pipes or tubes in the front, middle, and back of the unit. Some versions were tested

and listed or certified by either AGA, CGA, GAL or RADCO. Peterson also put single P

burners together in sequence for special fireplace situations. In all of these cases, valves or

hearth elbows were used to regulate the flow of gas.

-6-
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16. Peterson developed a U-shaped burner for see-thru fireplaces, peninsula, and

certain open flee-standing fireplaces in the early 1980's. In about 1983, Peterson

manufactured and sold gas fireplace assemblies having a U burner with primary and

secondary burners in which a gas valve in the form of a hearth elbow was disposed between

the prim,ry and secondary burners with an opposite end of the primary burner to be

connected to a gas source. This version, illustrated below, enabled adjusting the flame

higher or lower.to the front by using the hearth elbow valve A.

17. Peterson's J burner system (with upper and lower burners) began

development in the early 1990's. During this period and for a few years before 1990, several

gas log and/or gas fireplace manufacturing companies began to market dual and triple burner

gas log sets. Many have valves or elbows to regulate flow.

18. Peterson continued to improve its double and triple burners, especially the J

burner. Peterson began experimenting with further burner systems, similar to the Ember

Flame Booster, at the request of customers, in the early 1990's, especially those in the

-7-
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Southeastern United States. Several prototypes were developed• In 1997, Peterson decided

to offer the Ember Flame Booster as a catalog product and therefore had it certified by AGA

and listed by R.ADCO.

19. The Ember Flame Booster is sold as an accessory for a G4 burner system or

preassembled in a G5 series log set. Peterson's G4 burner system with the Ember Flame

Booster has gas discharge ports in the secondary burner tube of the Ember Flame Booster

which are positioned above the height of the gas discharge ports on the primary burner pipe

of the G4 burner system.

20. The Pcterson G4 burner system with the Ember Flame Booster has gas

discharge ports in the burner tube of the Ember Flame Booster which are directed vertically

downwardly.

21. Eiklor, et al., U.S. Patent number 5,033,455 discloses a gas fired artificial log

burner including a grate for supporting gas logs, a .primary burner tube 16 including a

plurality of gas discharge ports and a secondary burner tube 18.
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A grate holds the primary burner tube in a raised level above tim forward position of tim

secondary burner tube. The secondary burner tube includes a plurality of gas discharge ports.

The primary burner tube and secondary burner tube communicate through a tubular

connection. The tubular connection has a regulatory orifice 24 selected from one of two

different sizes to control volume and pressure of gas being fed into the secondary burner

tube. The primary burner tube is in communication with a gas source having a gas flow

control means for controlling gas flow into the primary burner tube. In use, silica sand

covers the secondary burner tube so that resulting flames create the illusion of a

conventional, wood-burning fireplace with glowing embers on the sand.

22. During the late 1970's, a dual burner system was known and in public use at

tile Fyreside Shopp, Inc. in New Jersey consisting of first and second burners and first and

second valves, below.

z/tc"_(-' I -5"c " a ':_ E'_3 =-_z-_ 't

• :t,4 ¢ - _ =-%iUa',-=:¢w

Z--Z-?_,-% v{'< _ _----'_-':"

The first burner B1 consisted of a Peterson G4 burner system. The second burner B2

consisted of a starter burner in front of the first burner. The first valve VI was connected

between a gas inlet connector and the first burner. The conventional end cap for the G4

burner system was removed and an elbow, an adapter and a second valve V2 were connected

-9-
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between the first burner and the second burner. The first valve controlled the amount of gas

flowing into the first burner. The second valve controlled the flow of gas from the first

burner to the second burner to separately control the fi'ont flame.

23. Between at least 1987 and 1993, a triangular burner system and a dual burner

system were known and in public use at a company now known as Summit-Fyreside in New

Jersey. The triangular burner system included three individual burners connected in a series

in a triangular configuration with a control valve connected at the inlet to each burner.

/

t/ 3

The ttu-ee burners typically consisted o f Peterson G4 burner systems in which a burner pipe

was covered with simulated embers. Thus, the first valve V1 controlled the amount of gas

flowing into the first burner B1. The second valve V2 controlled the flow of gas from the

first burner BI into the second burner B2. The third valve V2 controlled the flow of gas

from the second burner B2 into the third burner B3.

Dallas2 889085 v 1. _2244 0000l - ] 0-
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24. The dual burner system of Summit-Fyreside consisted of first andsecond

Peterson G4 burner system and first and second valves, below.

l,l -J1

The first valve V 1 was connected between a gas inlet connector and the first burner B I. The

conventional end cap for the G4 burner systems was removed and the second valve V2

connected between the first burner B1 and the second burner 132. Thus, the first valve

controlled the amount of gas flowing into the first burner. The second valve controlled the

amount of gas flowing from the first burner to the second burner.

25. Peterson first learned of the existence of the '159 patent in December 1999

when it received a letter from a finn representing Blount.

26. Peterson was not notified of alleged infringement of the ' 159 patent until on

or about May 9, 2000, when it received another letter from the attorney for Blount.

27. On or about December 29, 1999, Peterson received an opinion of counsel that

if it could prove that Peterson had been selling a burner system substantially similar to the

G4 burner system and Ember Flame Booster for about 20 or 30 years, then Peterson would

not be liable for any possible infringement of the '159 patent.

28. On or about February 14, 2001, Peterson received an opinion of counsel that

it did not literally infringe any claims of the ' 159 patent, and that at least some of the claims

Dallas2 889085 v I. 52244.000_1 -l 1-
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were invalid based on obviousness.

29. On or about May 10, 2001, Peterson received an opinion of counsel that the

Ember Flame Booster in combination with the G4 burner system did not infringe, literally

or under the Doctrine of Equivalents, any of claims 1 through 18 of the '159 patent.

30. Peterson has, since prior to 1999, made, used, and sold a front flame director

for use with the G4 burner system for directing flame over the front of the gas log set.

PROPOSED CONCLUSIONS OF LAW

31. The scope of the claims at issue in the' 159 patent is limited to burner systems

having a primary burner tube and a secondary burner tube in which the secondary burner

tube is positioned entirely below the primary burner tube. Markman v. Westview

Instruments, Inc., 52 F.3d 967 (Fed. Cir 1995), aff'd 517 U.S. 370 (1996).

32. The scope of the claims at issue in the' 159 patent is limited to burner systems

having a primary burner tube and a secondary burner tube in which the gas discharge ports

of the secondary burner tube are positioned below the gas discharge ports of primary burner

tube. Markman

33. The scope of claim 17 of the ' 159 patent is limited to burner systems having

a primary burner tube and a secondary burner tube in which the gas discharge ports of the

secondary burner tube are directed rearwardly toward the primary burner tube and not

directed vertically. Markman

34. Claim amendments made to independent claims 1 and 17 of the ' 159 patent

with respect to rejected claims of parent application number 08/626,498 creates prosecution

Dallas2 g89085 v I, 52244 00001 -12-
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history estoppel with regard to amended claim elements and there is no range of equivalents

available for the amended claim elements. The application of the Doctrine of Equivalents

to the amended.'elaim elements is completely barred. Festo Corp. v. Shoketsu Kinzokn

_Kogyo Kabushiki Co., 234 F.3d 558, 569 (Fed. Cir. 2000).

35. Because limitations were added to every claim in issue during the prosecution

of the '159 patent, including its parent applications, Blount is precluded from arguing

infringement under the Doctrine of Equivalents regarding the relative height ofprimary and

secondary burners, or the relative direction of the gas distribution ports of the secondary

burner. Id.

36 Each claim in the '159 patent is invalid as anticipated under 35 U.S.C. §

102(a) by prior art fireplace assemblies known or used by others in the United States before

the invention of Blount, and under 35 U.S.C. § 102(b) by prior art fireplace assemblies in

public use and on sale in the United States, particularly including those of Peterson and its

distributors, more than one (1) per year prior to the filing date of the ' 159 patent. Advanced

Display Svs. v. Kent State Univ., 212 F.3d 127 I, 1282 (Fed. Cir. 2000); PPG Indus., Inc. v.

Indus. Corp., 75 F.3d 1558, 1566 (Fed. Cir. 1996); Lewmar Marine, Inc. v.

Barient, Inc., 827 F.2d 744, 747 (Fed. Cir. 1987); Hybritech, Inc. v. Monoclonal Antibodies,

Inc_, 802 F.2d 1367, 1379 (Fed. Cir. 1986); Polaroid Corp. v. Eastman Kodak Co.. 789 F.2d

1556, 1573 (Fed. Cir. 1986).

37. The only apparent structural difference between the prior art cited during

prosecution andthe claimed subject matter of the ' 159 patent was the use of a valve between

the primary and secondary burners, and the use of such valves was commonly known.

Dallas2 889085 v I, 5224400001 -13-
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There is no apparent causal connection between secondary factors and the claimed invention

and the secondary factors are to be given little or no weight. United States Surgical Corp.

v. Ethicon, Inc., 103 F.3d 1554, 1563-65 (Fed. Cir. 1997); Ashland Oil, Inc. v. Delta Resins

& Refractories, 776 F.2d 281,306 (Fed. Cir. 1985), cert. denied 475 US 1017 (1986).

38 The prior art cited during prosecution of the '159 paient, particularly the

Eiklor, et al. '455 patent, substantially showed the claimed invention, including a primary

burner tube and a secondary burner tube mounted in front of and below the primary burner

tube. In Eiklor, et al., a regulatory orifice 24 is selected from one of two different sizes to

control volume and pressure of gas flow from the primary burner tube 16 to the secondary

burner tube 18. The prior art burner systems of Peterson and one or more third parties show

that use of valves for controlling gas flow to individual burners was commonly known prior

to Blount's alleged invention. By definition, a valve is an adjustable orifice. Blount

distinguished the Eiklor et al. patent because it did not show an additional valve to the

I
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I
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I

t
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secondary burner. Such additional valves were commonly used for the same purpose by

Peterson and other third parties: There is therefore a suggestion to combine the prior

additional valves, i.e., adjustable orifices, with the burner system of Eiklor, et al., to make

the selectable orifice adjustable. Each and every claim in issue in the' 159 patent is rendered

obvious under 35 U.S.C. § 103 by prior art fireplace assemblies described in patents cited

during the prosecution of the '159 patent in view of prior art fireplace assemblies sold by

Peterson and one or more third parties. Graham v. John Deere Co., 383 U.S. 1 (1966).

Oil, Inc. v. Delta Resins & Refractories, 776 F.2d 281 (Fed. Cir. 1985), e_e.ert,denied

475 US 1017 (1986).
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39. Blount did not provide notice to Peterson that its activities were infringing

until on or about May 9, 2000, and therefore may not recover damages prior to that date. 15

U.S.C. § 287; Nike v. WaI-Mart Stores, Inc., 138 F.3d 1437, 1446 (Fed. Cir. 1998);

Maxwell v. J. Baker, Inc., 86 F.3d 1098 (Fed. Cir. 1996); Armsted Industries, Inc. v.

Buckeye Steel Castings Co., 24 F.3d 178, 187 (Fed. Cir. 1993); American Medical Systems,

Inc. v. Medical Engineering Corp., 6 F.3d 1523 (Fed. Cir. 1993); Refac Electronics Corp.

v. A&B Beacon Business Machines Corp., 695 F.Supp. 753 (S.D.N.Y. 1988).

40. Because there are a substantial number of parties selling acceptable non-

infringing alternatives to the '159 patent product Blount is not entitled to damages of lost

profits. Under the facts of this case, Blount's damages are limited to a reasonable royalty

from the sale of secondary burners only. Panduit Corp. v. Stahlin Bros. Fibre Works, Inc.,

575 F.2d 1152 (6th Cir. 1978); Gyromat Corp. v. Champion Spark Plug Co., 735 F.2d 549

(Fed. Cir. 1984).

41. Because artificial log systems with primary burners have separate usefulness

without optional secondary burners, tile entire market value of artificial log systems with

secondary burners is not attributable to the patented features and Blount's damages are

limited to sales only of secondary burners. Rite-Hite Corp. v. Kelley Co., 56 F.3d 1538,

1549 (Fed. Cir. 1995).

42. Becausc Peterson independently designed the accused product; the closeness

of the legal and factual questions presented by Blount's allegations of patent infringement;

and Peterson obtained and followed competent legal advice in a timely fashion, Peterson did

not willfully infringe the '159 patent. SRI Int'l v. Advanced Tech Laboratories, 127 F.3d

Dallas2 gg90g5 v I, 52244.00001 - 15-
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1462, 1464-1465 (Fed. Cir. 1997); National Presto Indus. v. West Bend Co., 76 F.3d f185,

1193 (Fed. Cir. 1996); BIC Leisure Products v. Windsurfm_; Int'l, 1 F.3d 1214, 1223 (Fed.

Cir. 1993); E.I. DuPont De Nemours and Co. v. Monsanto Co., 903 F.Supp. 680, 742 (D.

Del. 1995).

Respectfully submitted,

Jerry R. Selinger
Texas Bar No. 18008250

JENKENS & GILCHRIST, a Professional Coq)oration
1445 Ross Avenue, Suite 3200

Dallas, Texas 75202

Telephone: (214) 855-4500

Facsinfile: (214) 855-4300

OF COUNSEL:

F. William McLaughlin
Dean A. Monco

WOOD, PHILLIPS, KATZ,
CLARK & MORTIMER

500 West Madison Street, Suite 3800

Chicago, Illinois 60661

Telephone: (312) 876-1800

CERTIFICATE OF SERVICE

This certifies that a copy of the foregoing document was served by first-class

mail, postage prepaid, to counsel for Plaintiff, William D. Harris, Jr., Hitt Gaines

Boisbrun, P.C., 225 University Plaza, 275 W_chardson, Texas

75080, this 19 TM day of April, 2002.
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IN THE UNITED STATES DISTRICT COURT

FOR THE NORTItERN DISTRICT OF TEXAS

DALLAS DIVISION

GOLDEN BLOISIxVI ", INC.,

Plaintiff,

V.

ROBERT H. PETERSON CO.,

Defendant.

Civil Action No.

3-01CV0127-R

I'LAINTIFF'S ISSUE DIRECTED TRIAL BRIEF

The following is abbreviated to address what are deemed principal issues in the bope of

achieving brevity and clarity. Only the significant areas for decision will be addressed:

(A) SUMMARY

The patent in suit is United States Patent No. 5,988,159 (the '159 Patent), entitled "GAS

FIRE D ARTIFICIAL LOGS AND COALS-BURNER ASSEMBLY." The'159 Patent was filed as

a continuation in part on April 2, 1996, basing its priority on a patent application originally file_l on

May 17, 1993. The '159 Patent issued on November 23, 1999. One Golden Blount is the inventor

of the '159 Patent, and presently, the '159 Patent is assigned to Golden Blount, Inc.

The '159 Patent is dareeted to, and claims, a higtdy efficient artificial logs and coals-burner

assenlbly for use with artJfi eial, decorative logs and glowil_g coals and embers. The artificiallogs and

coals-burner assembly provtdes control for the glowing coals and embers independently of the gas

logs burn. The '159 Patent accomplishes this by attaching and positioning a secondary coals burner

. ,.:_.
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elongated tube forward and below a primary bumer tube. The secondary coals burner elongated tube

provides a flame out in front of the artificial logs where it lies at a level to inflame small artificial

embers and sand on the front hearth portion. This effect more closely approximates the look of a

wood burning fireplace. In fact, the artificial coals or embers appearance is greatly enhanced.

The '159 Patent also suggests (i.e., claims) providing a valve between the primary burner tube

and fl m secondary coals burner elongated tube. The valve allows the user to selectively increase the

amount of gas being burned forward the artificial logs. This control makes available a greater

introduction of radiant heat to the room, than might be afforded using only a conventional primary

burner tube. Consequently, the "159 Patent provides an efficient artificial logs and coals burner

assembly that provides a flame out in front of the artificial logs, which more closely approximates the

look of a wood burning fireplace, as well as provides a greater amount of radiant heat to the room

in which it is located.

The Defendants were made aware of the '159 Patent on December 16, 1999, by a letter of

December 10, 1999, from L. Dan Tucker (attorney for Plaintiff) to the President of Robert H.

Peterson Company. The Defendants responded to the letter of December 16, 1999, but merely sent

a put-off letter from Tod M. Corrin to L. Dan Tucker on December 30, 1999- The Defendants have

confi nued to market, manufacture, sell and offer to sell the infi-inging device since receiving the letter

tiom L. Dan Tucker on December 16, 1999. They did not seek a legal opinion until after suit was

Ned.

03) CLAIM INTERPRETATION

The claims of the invention are to be interpreted as a matter of law. Marlcman v. Westview

-2
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Instruments, Inc., 52 F.3d 967, 34 U.S.P.Q.2d 1321 (Fed. Cir. 1995). 3"he following interpretation

is believed proper in the areas of question, with those areas believed to be fully self-explanatory

containing no formal interpretation:

CLAIM 1:

a) The preamble requires a gas environment as opposed to a wood burning
environment;

b) The terms used herein are self-explanatory;

c) The word coals is meant to cover the secondary coals burner elongated tube

that is designed or adapted to makc the coals or embers enhanced in

appearance;

d) The elongated primary burner tube is held up by the side of the pan through

which the elongated primary burner tube extends. The elongated primary

burner tube is at a raised level with respect to the secondary coals burner
elongated mbc (e.g., with respect to the centerline),

e) The terms used herein are self-explanatory;

f) The terms used herein are self-explanatory;

g) The valve is located between the connection to the elongated primary burner

tube and the connection to the secondary coals burner elongated tube;

The gas flow control means is the common valve in every gas fed fire place.

The valve is located between the connection to the elongated primary burner

tube and the connection to the secondary coals burner elongated tube;

Away from includes any direction that does not include ahorizontal

component pointed toward the vertical plane of the fire-place opening, with the

exception that the plurality of gas discharge ports should not point

substantially vertically upward because sand and embers may fall therein.

h)
CLAIM 13:

INFRINGEMENT

(1) Literal Infringement requires that every clement of a claim be included in the

infringing device. 35 U.S.C. 271 (a) Every element of the claims at issue may

be found in the Defendant's infringing device. Consequently, the Defendant

is infringing the '159 Patent under 35 U.S.C_ 271(a).

(2) Wboever actively induces infringement of a patent shah be liable as an

infringer. 35 U.S.C. 271(b) Fromberg v Thornhill, 315 F.2d 407 (5th Cir.

-3-

CLAIM 17:

(c)
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1963). The Defendant has induced distributors and consumers to infringe the

'159 Patent. Consequently, the Defendant is infringing the '159 Patent under

35 U.S.C. 271(b).

(3) Whoever offers to sell or sells within the United States or ixnports into the

United States a component of a patented machine, manufacture, combination

or composition, or a material or apparatus for use in practicing a patented

process, constituting a material part of the invention, knowing the same to be

especially made or especially adapted for use in an infringement of such

patent, and not a staple article or commodity of commerce suitable for

substantial noninfr_n_ng use, shall be liable as a contributory infringer. 35

U.S.C. 271(e) Dawson Chemical Co. v. Rohm and Haas Co., 448 U.S. 176,

I00 S.CT. 2601, 65 L.Ed_ 696 (1980). As the Defendant knew, the de_ce

sold by the Defendant has no use other than an infringing use, it not a staple

article of commerce, and it is especially adapted to infi-inge, and it is a material

and essential part of the invention. Consequently, the Defendant is infringing

the '159 Patent under 35 U.S.C. 271(c)_

(4) Infringement under the doctrine of equivalence. If there are any departures

from literal infringement they are slight indeed. They are insubstantial_

Graver Tank v_ Lincle Air Products, 339 U.S. 605, 70 S.CT_ 854, 94 L.Ed

1097 (1950). The doctrine is available because there is no prosecution history

estoppel, per the admission of the Defendant's counsel when under oath.

018
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fD) VALIDITY

(1)

(2)

(3)

There is/are no prior use, prior sale or prior art that invalidates the patent.

No pertinent documents exist of any kind, except perhaps of recent

reconstruction or fabrication. Those recently constructed documents only

include sketches of an alleged prior ,art product, the sketches of which were

made by a distributor at the direction of an employee of Defendant and with

the assistance of the employee. The nature and the structure of the prior

product is speculative and vague. Such alleged prior product and its sales do

not meet the standard of clear and convincing evidence to qualify as prior art.

Additionally, the illustrated structures that bear Production No. 33 and

Production No. 34 are but sketches and they are not really ofitcms that ,are

analogous to the ember (coals)burner of the claimed invention. "llm alleged

prior art burners are each of the same size, and moreover, there is no support

means shown or suggested. Each of the burners have center lines that are

level with respect to one another. Also the deposition testimony of Defendant

soggests that these alleged prior art burners were used for a so-called "see -

-through" fircplace, where like burner effects was wanted on each side. As to

I

I

I

I

I

all the purported art referred to above, it is not believed proved by clear and

convincing evidence. It is much like the barb wire ease, where many many

witnesses sought to show prior structures and sales, but the inventor's patent

stood up against the multitude because of lack of solid proof. 77_e Barbed

Wire Patent, 143 U.S. 275, 12 S.CT. 443, 36 L.Ed. 154 (1892).

-5-
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(4)

(5)

(6)

The other prior art offered is simply not considered in point, although it is

considered anyway in the statement just below.

Considering all of the art, there is no anticipation of the patent claims in suit.

There is no one qualified reference that within its four corners is substantially

the same as the invention.

The prior art does not render the invention obvious to one of ordinary skill in

the art, as will be analyzed in paragraph 7 below, applying the time proven test

of Graham v. John Deem: determine the scope and content of the prior art;

identify the differences between the invention and the prior art; deterrnhlc the

level of skill m the prior art; and address whether or not the differences are

6bvioug. Graham v. John Deere, 383 U.S. 1, 86 SCT. 684, 15 L.E&2d 545

(1966). All this analysis should be done realizing that patents are presumed

valid and that the burden to overturn them is substantial-requiring clearly

convincing evidence.

1
!
I

I

1

1

/

L

J

J

I

I
I

I

I

I
I

I

I
(7) (a) The claimed invention is quite different from any of the references

cited. As an cxarnple, the claimed burner assemhly is configured with

an auxiliary front burner, which co-functions with the main burner,

1 I

I

Co)

and is structured and adapted to extend outwardly to enliven artificial

material on the hearth to make it appear as glowing embers or coals

at the front of the logs. Such a system attempts to closely

appr6ximate the appearance of a wood burning fireplace.

The level of skill in the art is modest; a person with only several year_

6-

_--_d.T-_, p p 0351-

'I

1

f-.

I

, I

I

I

I

I

I



!

i '04119/02

I®
!

!

!

!

!

!

!

!

!

!

!

!

| @

!

16:20 FAX 972+480_8864 HIT1" GAINES & BOISBRUN 021

(8)

(9)

experience, perhaps 5 years, would approximate this level - - This

becomes a definition of a person of ordinary skill m the art.

(c) "- It is believed that the differences would not be obvious to one of

"' ordinary skill in the art.

As secondary factors, the Plaintiff' s commercial embodiment of the invention

hasbeen a commercial success since its introduction in about 1994. It has met

a need that has long existed. Further, it has been imitated by Defendant. "I]le

foregoing secondary factors bolster the case for validity.

Clear and convincing evidence is required to invalidate the pertinent patent

claims. Such evidence has not been presented. The pertinent claims are

therefore valid.

(10) The patent is valid and infringed

(E) WILLFUL INFRINGEMENT

(1) Defendant was given notice by letter of December 10, 1999, received on

December 16, 1999•

(2) Defendant made a less than earnest effort to obtain a prompt opinion•

(3) After being reminded a second time by Plaintiff, Defendant took no steps to

stop its infringement or to get a definitive opinion.

(4) Defendant did not get an opinion until after suit was filed in January, 2001,

which was over a year after notice. Additionally, the opinion was oval and

was given without the attorney inspecting the accused product. This was the

-7-
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(s)

case even though the Company officer following the matter was also located

in Chicago, and located only a short distance from the attorney's office.

Amazingly, the Company office and the attorney never saw each other until

depositions were taken in the suit In short, the attorney was furnished with

inadequate information, and the Defendant did not make a substantial effort

to provide the adequate information required to render a reasonable opinion.

In actuality, the Company officer merely sought an opinion of counsel (per

deposition testimony) because he had heard that such an opinion could protect

him from attorneys fees (or other damages).

The similarity of the Defendant's product to the patented product, as well as

the timing of Defendant's product entry into the market (i.e., after Plaintiffs

product had already entered the market), raises an inference of copying_

DAMAGES

]

]

I

]
I

, I

t

i]
.+

!1
]

]

I

I

I
I

I

I
I

I

I
(:) Damages are assessed from December 16, 1999, the date of which Defendant

was made aware of the patent and their infi-ingement_ The damages are the

lost profits of Plaintiff. Panduit Corp. v_ Stahlin Bros. Fibre Works. lnc., 575

I I

I

®

F.2d 1152, 197 U.S.P.Q. (BNA) 726 (6th Cir. 1978). See also, State

Industries v. Mor-Flolndustries, Inc., 883 F.2d 1573, 12 U.S.P.Q.2D (BNA)

1026 (1989) orRite-Hite Corp. v. Kelley Co., 56 F.3d 1538 (Fed. Cir. 1995).

The figures will be proved at the trial. Note that the damages include the lost

profits on so-called "convoyed" products, also known as the entire market

-8-
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(2)

(3)

value rule.

The damages should be trebled under 35 U.S.C. 285, [or 284]

This being an exceptional case, reasonable attorneys fees should be awan_

to-Plaintiff.

(G) INJUNCTION

(1) As is usually the case where the Plaintiffhas prevailed in a patent case, the

infringing Defendant is enjoined from further infringement. 35 U.S.C. 283

Smith International, Inc. v. Ilughes Tool Co., 718 F.2d 1573 (Fed Cir. 1983),

cert. denied, 104 S.CT. 493 (1988). For permanent i_ in a patent

and infringement case, the injunctive relief is considered a matter of right.

Respectfully submitted,

For Plaintiff Golden Blount, Inc.

AJjL:_ _

CHARLES W. GAINES
State Bar No. 07570580

Hitt Gaines & Boisbrtm, P.C.

225 University Plaza

275 West Campbell Road

Richardson, Texas 75080

972/480-8800 (Telephone)

972/480-8865 (Facsimile)

-9- .k
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CERTIFICATE OF SERVICE

I hereby certify that a true copy of the enclosed Plaintit_s Issue Directed Trial Brief was
served on ihe following counsel of record on A.ptil 19, 2002, by first class mail and facsimile:

Jerry tC Selinger
Jenkens & Gilchrist

1445 Ross Avenue, Suite 3200
Dallas, Texas 75202

214/8554500 (Teleplmne)

214/855_1300 (Facsimile)

F. William McLaughlm
Dean A. Monco

Wood, Phillips, VanSanten,
Clark & Mortimer

500 W_ Madison Street, Suite 3800

Chicago, IL 60611-2511

312/876-1800 (Telephone)

312/876-2020 (Facsimile)

William D Harris, Jr
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IN THE UNITED STATES DISTRICT COURT

FOR THE NORTHERN DISTRICT OF TEXAS

DALLAS DMSION

GOLDEN BLOUNT, INC.,

Plaintiff,

V.

ROBERT FL PETERSON CO.,

Defendant.

Civil Action No.

3-01CV0127-R

"L

PLAINTIFF GOLDEN BLOUNT INC.'S

SOBSTITUTE LIST OF EXHIBITS

The following list is Plaintiff's effort to comply with paragraph 2.c_ ofthe Court's Amended

Scheduiit_ Order (each party's list of exhibits) dated February 27, 2002. Please note, the only

difference between pi_ntiffs substitute list of exhibits and plaintiffs original list of exhibits is the

inclusion of a video comparison of plaintiffs and defendant's devices.

• Document Bates Number B 1213

• Document Bates Number B1554

• Document Bates Numbers B1555-BI559

• Document Bates Number 000015

• Document Bates Number 000016

- Document Bates Number 000050

• Document Bates Numbers 000051-000053

• Various Boards, Charts and Video Tape as follows:

7

--_ J'I'-APP 0357,_:_-

I



-04/19102 16:15 FAX 972+480*8864 tIITT GAINES & BOISBRUN 003

- Trial Board Exhibit or overheads illustrating elements (and structures) of

Defendant's device versus the claim language of the '159 Patent, and also

including an illusuation and comparison of the elements (and structures) of

the Plaintiff's device.

Annotated drawings may be used to tllustrate aspects of the foregoing.

- Trial Board Exhibits or overheads illustrating total sales in number and

dollar amount of Plaintiff's log sets/assembly burner sets/secondary coals

(ember) burner sets.

- Trial Board Exhibits or overheads illustrating total sales in number and

dollar amount of Defendant's log sets/assembly burner sets/secondary coals

(ember) burner sets.

- Trial Board Exhibits or overhead illustrating the actual damages in number

of devices sold by Defendant rnukiplied by Plaintiff's profit per device.

Video demonstration comparing Plaintiff's working log and assembly

burner set (with and without its secondary coals (ember) burner operating) to

Defendant's working log and assembly burner set (with and without its

secondary coals (ember) burner operating).

A comparison of Defendant's log and assembly burner set with the

secondary coals (ember) burner set to Defendant's log and assembly

burner set without the secondary coals (ember) burner set (illustrations

taken direc_ty from Defendant's website).

- Plaintiff's Commercial Device Covered by the Claims of the '159 Patent

- Defendant's Commercial Device that Allegedly Infnnges the "159 Patent

_-_ j-l=.App 0358 _-

!'
]

I
' I

f

J

f

!

I
I

I

I
I

! |

t I
i l

I

I

I

_) I

I

I

I



I

I

I

I

I

I

I

!

I

I

I

I

I

I

I

I

I

I

-0_I19102 16:15 FAX 972+480+8864 HITF GAINES & BOISBRUN

• Document Bates Numbers B0001-B0726

• Document Bates Number 000017

• Document Bates Numbers 000018-000019

• Document Bates Nmnbers 000033-000034

• Certified File Wrapper of the '159 Patent

• Current Sales Brochure Illustrating Defendant's Marketed Device

• Defendant's 97/98 Sales Catalog

• Claim Chart Showing Claim Interpretation (As Decided by the Court)

Respectfully snbmiited,

For Plaintiff Golden Blotmt, Inc_

CHARLES W. GAINES

State Bar No. 07570580

t-lilt Gaines & Boisbrun, P.C.

225 University Plaza

275 West Campbell Road

Pdchardson, Texas 75080

972/480-8800 (Telephone)

972/480-8865 (Facsimile)

r_]oo4
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CERTIFICATE OF SERVICE

I hereby certify that a true copy of the enclosed PlaintiffGolden Blount l_c. 's Substitute List
of Exhibits was served on the following counsel of record on April 19, 2002, by first class mail and
facsimile:

Jerry R. Selinger
Jenkens & Gilchrist

1445 Ross Avenue, Suite 3200

Dallas, Texas 75202

214/855-4500 (Telephone)

2141855_300 (Facsimile)

F. William McLaughlin
Dean A. Monco

Wood, Phillips, VanSanten,
Clark & Mortimer

500 W. Madison Street, Suite 3800

Chicago, IL 606l 1-25 l I

312/876-1800 (Telephone)

312/876-2020 (Facsimile)
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IN THE UNITED STATES DISTR

FOR THE NORTHERN DISTRIC'
DALLAS DIVISION

GOLDEN BLOUNT, INC.

Plaintiff,

v.

ROBERT H. PETERSON CO.,

Defendant.

,..,,.,_._,_us-_cr co UP..T
L _b_ vm--t_cr o F Tv-_x_
oy_XASFILED

CLER_U_ DIsT_CT_T

3-01CV0127-R

SUPPLEMENTAL JOINT PRETRIAL ORDER

PURSUANT TO LOCAL RULE 16.4

This Suppleme_dal Joint Pretrial Order is submitted in accordance with the Court's Amended

Scheduling Order datcd February 27, 2002. For simplicity, Plaintiff, Golden Blount, Inc. and

Defendant, Robert H. Petetson Co., only submit the following substituted sections: Substituted

Statement of Stipulated Facts (substituted Section B) and Substituted Statement of Contested Issues

of Fact by Golden Blotmt, Inc. (substituted Section C-l). Please note, the only difference between

substitute Section B and original Section B, is that paragraph 9 has been added- Additionally, the

only difference between substitute Section C-1 and original Section C- 1, is that paragraphs l 8 and

19 have been added.

Date: qlZ.tlt,_z...

Respectfully submitte/_

Coun_ for Golden Bloun_[, Inc. //

C:otmselfor Xober¢fl. Pacts C . ,_ _._o.Z

_,,__._.
]-udg_J-_ Buchmeyer (_ "_

_JI-APP 0362 - ---'_=-
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IN THE UNITED STATES DISTRICT COURT

FOR THE NORTHERN DISTRICT OF TEXAS

DALLAS DIVISION

GOLDEN BLOUNT, INC., §

§
Plaintiff, §

§
v. §

§
ROBERT H. PETERSON CO., §

§
Defendant. §

Civil Action No.

3-01CV0127-R

B. SUBSTITUTE STATEMENT OF STIPULATED FACTS

Plaintiff Golden Blount, Inc. ("Golden Blount") and Defendant Robert H. Peterson Co.

("PETERSON CO.") respectfully submit the following statement of facts.

1. The parties, Golden Blount, Inc. and Robert H. Petcrson Co., stipulaie that copies

of United States Patent No. 5,988,159 will be accepted as a true and correct copy of the original

patent as issued by the United States Patent Office.

2. The parries stipulate that Golden Blount, Inc., is a Texas corporation and is the present

owner of the entire interest of United States Patent No. 5,988,159, together with the right to sue and

recover for past infringement.

3_ The parties stipulate that copies of all brochures, websites or catalogs of Robert H.

Peterson Co., will be accepted as true and correct copies of their originals as distnbutedby Robert

H. Peterson Co., and likewise the same shall apply ro the brochures, websites or catalogs of Golden

Blount, Inc.
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4. The parties stipulate that copies of the assignment from Golden Blount to Golden

Blount, Inc., will be accepted as a true and correct copy of the assignment filed with the United States

Patent Office.

5. The parties stipulate that copies of the documents produced by either part) to the

other during the initial discovery period are tree and correct copies as produced by the producing

party and that they may be treated as originals, unless error may appear.

6. The parties stipulate that Robert H. Peterson Co.'s Ember Flame Booster is intended

to be attached to its G-4 series burner system or G-5 series log set and the combined unit comprises

a primary burner pipe, an ember pan that supports the prim,'u2¢ burner pipe, a secondary burner robe

and a valve that controls a flow of gas between the primary burner pipe and the secondary burner

tube, and that an end user would connect the primary burner pipe to a gas source having a valve

assomated therewith.

The parties stipulate that the claims that are at issue in this action are 1,2, 5, 7-9, 11 -7.

13 and 15-17.

8. The parties stipulate that tim copies of the prosecution lfistory of U.S. Patent No.

5,988:159, including any or all continuations thereof, as well any parents thereof, will be accepted

as true and correct copies of the prosecution historyas kept by the United States Patent Office, unless

error may appear.

The parties stipulate that the following letters, as set forth below, are admissible as9.

evidence:

A. December 10, 1999, letter from L. Dan Tucker to the President of Robert H.

Peterson Company (Bates No. B1197-1198 .... Received on December 16,

1999);

._= JT_APP 0364 _-_--__-_
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B. December 30, 1999, leUer from Tod M. Coffin to L. Dan Tucker (Bates No.

B1469-1170-+--Received shortly after the date upon which it was sent);

C. May3, 2000, letter from L. Dan Tucker to Tod M. Coffin 0Bates No. B 1213 -

---Received shortly after the dzte upon which it was sent);

D. May 16, 2000, letter from Terrell A+ Stone to L. Dan Tucker (Bates No.

B 1467---Received shortly alter the &ate upon which it was sent);-

E. January 19, 200l, letter from Roy Hardin to Tod M. Coffin (Bates No.

B 1462 .... Received shortly after the date upon which _t was sent);

JT+APP 036 5"=_-
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IN THE UNITED STATES DISTRICT COURT

FOR THE NORTHERN DISTRICT OF TEXAS

DALLAS DMSION

GOLDEN BLOUNT, INC., §

§
Plaintiff, §

§
v. §

§
ROBERT H. PETEILSON CO., §

§
Defendant- §

Civil Action No.

3-01CV0127-R

C-I. GOLDEN BLOIJNT, INC's SUBSTITUTE STATEMENT OF

CONTESTED ISSUES OF FACT

PlaintiffGoldcn Bloum, Inc. ("Goldert Blount") re_pecffully submits the fol/ow_ng statement

of contested issues of fact.

I. Whether claims l, 2, 5, 7-9, 11-13 and 15-17, individually or as a _oup, are infiinged

by the accused Peterson structure, either by dnect infringement, conlJ_butory infiangement or

inducenfent to infringement ( 35 USC 271). (It is submitted that the interpretation of the claims is

strict|y for the Court; the application of those interpreted claims to the accused device or structure

is for the jury).

2. _,Vhether claims 1, 2, 5, 7-9, 11-13 and 15-17 are valid and enforceable. (It is

submitted that the ul_nate determination of validity and enforceability is for the Court; thcre may be

certain underlying facts that are for the jury). ..

3_ Whether the patented invention, as defined by one or more claims fllerenf was a

commercial success.

)
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4_ Whether the patented invention, as defined by one or more claims thereof met a long

recognized or felt need.

5. That the Defendant's auxiliary burner was intended strictly for use with an artificial

log set and that distributors sold a Pe'terson log set with each sale of an auxiliary burner.

6. That Peterson acted irresponsible in not promptly obtaining an opinion covering

whether or not it violated the patent in suit after being accused of infringement by the Plaintiff.

7. That the ultimate opinion obtained by Petersou did not come till over a year after

Peter_on had notice of infringement from Blount - - - that during that entire period after its initial

consideration Petcrson did nothing to obtain an opinion and only sought one after it was sued.

8. That the ultimate opinion was only oral, mad based on telephone conferences with

Peterson's representative.

9. That the attorney had never seen an actual accused structure or device made by

Peterson but relied strictly on catalog/advertisement information (even though a Peterson faeilit 3,was

only a short distance away in the Chicago area, where the attoroey offices), and that neither the

attorney nor the client made a thorough independent investigation.

10. That the oral opinion given was not adequate under the circumstances described

above.

11. That the infringing conduct of Defendant was not only intentional, but wilful.

12. "lllat the accused device was sold and offered for sale within the United States _md it

constitutes a component of one or more of claims 1, 2, 5, 7-9, 11-13 and 15-17 of the patent in suit

(combination claims) and constitutes a material part of the patented invention claim(s); that the sales
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and offering for sale were made knowing the accused structures were especially made or especially

adapted for use ha an infringement of s'ueh patent claim(s); that the accused device was not a staple

article or commodity of commerce suitable for substantial non infringing use.

13. Peterson actively induced inftingeto.ent of one or more of elainls 1, 2, 5, 7-9, 11-13

and 15-17. This was accomplished by advertisements, catalogs and presentations showing how to

infringe and by offers for sale mad sale of devices fltat necessarily infringed when used.

14. That Peterson knew about the patent while it engaged in its infringing conduct.

15. That the accused Peterson device appears to be a substantial copy of the patented

device sold by Blount and that such accused device was not marketed until after the Blount device

had been on the market for several years.

16. That Golden Blount, Inc, has been damaged to file extent at least of lost profits tbr

all of the sales of infringing products made by Peterson, and that Golden Blount inc.'s damages

include sales of related products made by Peterson because of the sale of the patented stnlctmc.

17. There is no prosecution lfistory estoppel, as was admitted by attomcy McLaughlin

during his deposition.

18. Each and every element of the claims in suit, as interpreted as a matter of law, are

present in the Defendant's accused structure and the claims are infringed.

4"
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19. The Defendant had notice of the Plaintiffs patent and its purported relevance to

Defendants accused product as of December 16, 1999, by a letter from PlaintifPs attorney of

December 10, 1999.

Rcspectfully submitted,

For Plaintiff Golden Blount, Inc.

State Bar No. 07570580

Hitt Gaines & Boisbrun, P.C.

225 University Plaza

275 West Campbell Road

Richardson, Texas 75080

972/480-8800 (Telephone)

972/480-8865 (Facsimile)
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IN THE UNITED STATES DISTRICT COURT

FOR THE NORTHERN DISTRICT OF TEXAS

GOLDEN BLOUNT, INC.,

Plainfi_

V.

ROBERT H. PETERSON CO.,

De_ndant.

DALLAS DIVISION

WOO0,PHILLIPS,ET
Civil Action No. /IL

3-01CV0127-R

PLAINTIFF, GOLDEN BLOUNT, INC.'s
OPENING CLAIM CONSTRUCTION BRIEF

Pursuant to the Court's request of May 3, 2002, Plaintiff Golden Biount submits its

Claim Construction Brief, and supporting documents.

Respectfully submitted,

For Plaintiff Goldeq_lount, Inc.

State Bar No. 09109000

CHARLES W. GAINES

State Bar No. 07570580

Hitt Gaines & Boisbrun, P.C.

225 University Plaza

275 West Campbell Road

Richardson, Texas 75080

972/480-8800 (Telephone)

972/480-8865 (Facsimile)

ATTORNEYS FOR PLAINTIFF
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PLAINTIFF, GOLDEN BLOUNT, INC.'s

OPENING CLAIM CONSTRUCTION BRIEF

PREFACE

Plaintiff, Golden Blount, lnc.'s ("Blount's") Claim Construction Brief (Markman Brief)

contains several parts, which, taken together, identify and support Blount's proposed claim

definitions: (1) Blount's Claim Construction Memorandum; (2) Table of Claim Terms and

Blount's Proposed Constructions (attached hereto as Appendix A); (3) Table Correlating Terms

and Structures Supporting Those Terms (attached hereto as At.;,endix B); and (4) A copy of

United States Patent No. 5,988,159, the patent in suit.

The Claim Construction Memorandum is itself divided into three major sections. The

Claim Construction Memorandum first recites the legal principles governing claim construction

issues. It next provides a brief overview of the technology at issue, and it concludes by

providing a detailed explanation supporting Blount's proposed constructions.

The Table of Claim Terms and Blount's Proposed Construction (Appendix A) provides a

comprehensive list of all claims and terms, together with: (I) a listing where a discussion of each

term can be found in the '159 Patent, (2) a formal discussion of each term, and (3) Blount's

proposed construction of each term)

The Table Correlating Terms and Structures Supporting Those Terms (Appendix B) is a

pictorial representation of the claim language applied to the various components of the device as

disclosed in the specification of Blount's patent. Its use is optional.

, While the Plaintiff believes that only certain claim terms are in issue (each of which include a detailed
discussion in the Claim Construction Memorandum), a comprehensive list of claim terms and their meaning has been
provided for clarity.

i _ JT-APP 0373
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SCOPE OF THE BRIEF .................................................. I

II. INTRODUCTION ....................................................... I

Ill. I..EGAL CONSIDERATIONS IN INTERPRETING PATENT CLAIMS . . ...... . . . . 2

A. Claim Constrtiction Must Follow All of the Intrinsic Evidence .............. 3

B. The Prosecution History May ................ 4

C. Extrinsic Evidence May Only be Used to Confiml Construction

and Construe Ambiguous Terms ................ 4

D. Construction of Means-Plus-Function Claims ............................ 5

IV. OVERVIEW OF THE PATI'N'I'-IN-SUIT ................................... 6

g. THE PROPER CONSTRUCTION OF INDIVIDUAL CLAIM

TERMS IN PLAINTIFF'S PATENT . ........................................ 7

A. Proper Claim Interpretation for the ' 159 Patent ........................... 7

I. Claim 1 of the '159 Patent ..................................... 7

"'secondary coals bunter elongated tube" . ................... 8

"a support means for holding the elongated prin_ary burner tube in

a raised level relative to the for>,ardly position secondary' coals

bunter elongated tube'"

.................................................... 9

"tubular connection means". ............................ 10

2. Claim I5 of the '159 Patent ................................... 11

"positioned under an artificial logs and grate support means"

................................................... I1

3. Claim 17 ofthe'159 Patent ................................... 12

"secondary coals burning elongated tube" . ................. 13

"connector means" .................................... 13

"below the primary burner tube" . ........................ 14

"directed away from the fireplace opening" . ............... 15
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I. SCOPE OFTHE BRIEF

The text of this brief is directed to construing terms that may be in dispute and to terms

that would benefit from overall clarity if construed. Appendix A is a detailed analysis, term by

..term, covering matters believed to be in issue and matters not in issue, it is presented for

purposes of consideration and for the minimal possibility that the Court may want to consult it

for a term that was not covered in the text of the brief. Appendix B is a pictorial representation

of the claim langu_/ge applied to the various components of the device, and according to the

¢Court's discretion, may or may not be used.

_II. INTRODUCTION

A United States Patent includes a specification that contains a written dcscriplion and

dra',vings explaining and generally describing the invenlion, and concludes with numbered

paragraphs called "claims." These claims set "the metes and bounds of the invention entitled to

the protection of the patent system."-" In certain cases, the words in a claim may be susceptible

to different meanings. The process by which the proper meaning of a claim term is determined

is called claim construction, and because claim construction is a legal determination, it must be

conducted by the trial court (typically at what is called a Markman hearing). _

The Federal Circuit has carefully defined the process by which a court should construe

patent claim terms. The analysis alv,'ays begins with a review of the language of the claims and

an assessment of what those terms typically mean to one of ordinary skill in the relevant

technology. The Federal Circuit also proclaims that courts should examine the rest of the

intrinsic evidence---the patent specification (which includes the drawings) and prosecution

history---to determine whether the inventor has defined, expressly or by implication, terms used

in the claims. The process ends here if there is no doubt as to the terms meaning. On occasion

when the court needs a tutorial or some added understanding of the subject matter, the court may

turn to evidence extrinsic to the patent documents (e.g., expert testimony). However, a court

may ne','eruse such extrinsic evidence to vary or contradict ,,,,,hatthe intrinsic evidence teaches.

I

I

I

I

Zenith Lab. v. BrLsroI-M)_rsSquibb Co., 19 F.3d 1418, 1424 (Fed. Cir.), cert. denied, 513 U:S. 995 (1994)."

,tlar.t:man u. It'estvieat- imtruraem$. Inc., 517 U.S. 370 (I 996).
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The Plaintiff, Blount, proposes definitions that are consistent with the disclosure

contained within the patent and its prosecution history. Because Blount applies legally correct

and well-settled claim construction principles mandated by the Federal Circuit, the Court should

adopt Blount's proposed claim definitions. In the present case, it is believed that the claim

construction may be completed with intrinsic evidence only.

HL LEGAL CONSIDERATIONS IN INTERPRETING PATENT CLAIMS

Patent claims should be construed from the vantage point of one of ordinary skill in the

art at the time the patent was filed/ Two types of evidence usually arise during claim

construction--intrinsic evidence and extrinsic evidence. Intrinsic evidence consists of the

patent's claims, its specification (including drawings), and its prosecution history (including

cited art), whereas extrinsic evidence is "evidence which is external to the patent and file history,

such as expert testimony, inventor testimony, dictionaries, and technical treatises and articles. ''s

When construing claim terms, courts should refer to all of the intrinsic evidence. 6 Such

intrinsic evidence is the "most significant source of the legally operative meaning of disputed

claim language. ''7 In most instances the intrinsic evidence alone will resolve any ambiguity in a

disputed claim tenn. In those cases, it is improper to refer to extrinsic evidence.

By way of contrast, courts may only rely on extrinsic evidence to ensure that the claim

construction is consistent with clearly expressed, plainly apposite, and widely held

understandings in the pertinent technical field) Extrinsic evidence can never be the source of a

claim construction that varies, contradicts, expands, or limits a definition that is expressed, even

by implication, in the intrinsic evidence?

Kop)'kake Enterprises. Inc. v Lucks Co., 264 F.3d 1377, 1383 (Fed. Cir. 2001).
Vttromcs Corp. v. Conceptronic. Inc., 90 F.3d 1576, 1584 (Fed. Cir. 1996); Pmlev Bowes. Inc. v. Hewlett-
Packard Co., 182 F.3d 1298, 1308 (Fed. Cir. 1999), KegelCo. v AMFBowling. Inc., 127 F 3d 1420, 1426
(Fed Cir. 1997).
}_tromcs, 90 F.3 at 1582; Bell Atlantic Network Services, Inc. v. Covad Communications Group, Inc., 262
F.3d 1258, 1267 (Fed. Cir. 2001); DeMariniSports, lnc v Worth, inc., 239 F.3d 1314, 1324 (Fed. Cir.
2001).
Vttronics, 90 F.3d at 1582.
Paney Bowes, 182 F.3d at 1309
BellAtlantic, 262 F.3d at 1269
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A. Claim Construction Must Follow All of the Intrinsic Evidence

Claim terms are "to be interpreted so as to give the terms their ordinary meaning, absent

some clear special definition. ''t° Courts cannot, however, look at the ordinary meaning (if one in

fact exists) of a claim term in a vacuum; rather, courts review tile ordinary meaning in the

context of the written description (including drawings) and, if necessary, the prosecution history

of the patent at issue to determine a claim term's proper construction, u Indeed, "'[i]t is legal

error to construe a claim by considering it in isolation. A claim must be read in view of the

specification of which "t "s a part." " Such analysis is necessary because % patentec may choose

to be his own lexicographer and use terms in a manner other than their ordinary meaning...."u

and whet] the specification defines a claim term either expressly or implicitly, that definition

controls.ta

"lhus, "it is always necessary to review the specification to determine whether the

inventor has used any tenns in a manner inconsistent with their ordinary meaning [because the

specification] acts as a dictionary when it expressly' defines teru'ts [or]...defines terms by

implication. ''_s Moreover, there need not be "an explicit statement of redefinition," because the

patentee can redefine a term by implication. "'[W]hen a patentee uses a claim term throughout

the entire patent specification, in a manner consistent with only a single meaning, he has defined

that term 'by implication. '''_6 When a claim term possesses "means-plus-function" language, 35

U.S.C. § 112, '_t 6 should be used to construe the tern]. In such instances, courts must refer to the

specification (and perhaps the prosecution history), since this intrinsic evidence is the exclusive

source for determining how the patentee chose to define those terms.

Et_erconGmbHv UmtedStates '.it*lTradeComm'n, 151 F.3d 1376, 1384 (Fed. Cir. 1998),cert. denied,

526 U S 1130 (1999), see also Vttromcs, 90 F.3d at 1582.

DeMarini, 239 F.3d at 1324.
Bell Comm. Res., Inc. v. Vttalink Comm. Corp., 55 F.3d 615, 621 (Fed. Cir. 1995)

l"itronms, 90 F.3d at 1582 (caation omitted); accord Wolverille World Wtde, Inc v Ntke, lnc , 38 F.3d

1192, 1197 (Fed. Cir. 1994), see also ttockerson-ttalberstadt, lnc. v Aria Group Intern., Inc., 222 F.3d

95 I, 955 (Fed. Cir. 2000).

Remshaw PLC v. Marposs Societa'perAziona, 158 F.3d 1243, 1249-50 (Fed. Cir. 1998).
Fitronics, 90 F.3d at 1582; see also Bell Atlantic, 262 F.3d at 1268.

Bell.4tlantic, 262 F 3d at 1271 (quoting Vitronics, 90 F.3d at 1582) (emphasis added).

--JT'AI6j 5 0380
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B. The Prosecution History May Influence Claim Construction

As discussed above, the Court should examine all of the intrinsic evidence--including

the prosecution history--in construing disputed claim terms. The prosecution history is

important intrinsic evidence because it "constitutes a public record of the patentee's

representations concerning the scope and meaning of the claims. ''_7

The Federal Circuit has consistently held that arguments and amendments made during

the prosecution of a patent application and other aspects of the prosecution history may be

examined to detennine the meaning of the terms in the claims, ts Tiffs is in contrast to

prosecution history estoppel, which comes up for consideration only when the so called

'doctrne of equivalents" is in issue. The prosecution history may clarify the interpretation of

claim terms, for example so as to consider any interpretation that was asserted during

prosecution. _9 However. "'[u]nless [one is] altering claim language to escape an examiner

rejection, a patent applicant only limits claims during prosecution by clearly disavowing claim

coverage. `'-'° The matter ofestoppel does not arise under the Markman claim construction, which

is for literal interpretation, as opposed to the factual finding of differences under the doctrine of

equivalents. Here the ultimate findings for "equivalents," view the record of prosecution in a

somewhat different light.

C. Extrinsic Evidence May Only be Used to Confirm Construction

anti Construe Ambiguous Terms

Extrinsic evidence includes anything that is external to the patent and file history, such'as

expert testimony, inventor testimony, dictionaries, and technical treatises and articles. -q

Although tedmical treatises and dictionaries are considered extrinsic evidence, the Federal

Circuit considers them "worthy of special note" in that

19

20

2i

m

Hockerson-Halberstadt, 222 F.3d at 957 (citing Vitronics, 90 F.3d at 1583); see also Pall Corp. v. PTI

Technologies. Inc., 259 F.3d 1383, 1393 (Fed. Cir. 2001) (public notice function of patents requires review

of the prosecution history and prohibits a claim construction that would include any interpretation that was

disclaimed during prosecution).

ld; Elkay Manufacturing Co. v. Ebco Manufacturing Co., 192 F.3d 973,978-79 (Fed. Cir. 1999);

Southwall Technologies, Inc. v. CardinollG Co., 54 F.3d 1570, 1576 (Fed. Cir. 1995).

Southwall Technologtes, 54 F.3d at 1576.

York Prods., Inc. v. Central Tractor Farm & Family Ctr., 99 F.3d 1568, 1575 (Fed. Cir. 1996).
Vttronics, 90 F.3d at 1584.
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[j]udges are flee to consult such resources at any time in order to better

understand the underlying technology and may also rely on dictionary definitions

when construing claim terms so long as the dictionary definition does not

contradict any definition found in or ascertained by a reading "of the patent
documents. =
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Expert testimony, on the other hand, is considered the weakest form of extrinsic evidence. "As

compared to expert testimony, which often only indicates what a particular expert believes a

term means, prior art references may be more indicative of what those skilled in the art generally

believe a certain term means. ''_3

Extrinsic evidence may only be relied upon to construe the claim temls themselves

"when the claim language remains genuinely ambiguous after consideration of the intrinsic

evidence. ''24 Moreover, if the meaning of tile claim limitations is apparent from the totality of

the intrinsic evidence, then tile claim has been construed.

While extrinsic evidence may be relied on to enst, re that the Court's understanding of the

underlying technology generally contbnns to that of one of ordinary skill in the arl, it "may not

be used to vary, contradict, expand, or limit the claim language from how it is defined, even by

implication, in the specification or file history. ''-'s

D. Construction of Means-Plus-Function Claims

Several of tile claims asserted by Blount contain means-plus-function language and are

thus sul)ject to 35 U.S.C. § 112, ¶ 6. 26 Under 35 U.S.C. § 112, '_16 "'means-phls-function"

language, an element in a claim for a combination may be expressed as a means or step for

performing a specified function without the recital of structure, material, or acts in support

thereof, and such claim shall be construed to cover the corresponding structure, material, or acts

described in the specification and equivalents thereof. 27 Neverfl_eless, because it is not believed

that there is an issue regarding 35 U.S.C. § I 12, ¶ 6, it will not be detailed any further.

Id at 1594 n.6.

Id at 1584.

Interactive Gift Express, hlc. v. Compuserve hlc., 256 F.3d 1323, 1332 (Fed. Cir. 2001).

Bell Atlanttc, 262 F.3d at 1269; see also Vitronics, 90 F.3d at ] 584-85; Markman v. Westvtew Instruments,

h_c, 52 F.3d 967,981 (Fed. Cir. 1995), afFd, 517 U.S. 370 (1996).

35 U.S.C. § It2,¶ 6.
ld
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IV. OVERVIEW OF THE PATENT-IN-SUIT

Before reviewing the construction of each of the disputed claim terms, it is first necessary

to understand the context or technology in which they appear. In recent years artificial fireplaces

have gained ,,vide recognition as a desirable alternative to wood burning fireplaces. An artificial

fireplace, in contrast to its wood burning counterpart, has the ability to quickly and easily bring

heat and aesthetic beauty to a home. For instance, where a wood burning fireplace might take a

homeowner upwards of 30 to 45 minutes to generate a flame capable of providing the desired

heat and aesthetic beauty, an artificial fireplace can create a similar flame in minutes. This ease

of use, as well as instant gratification, has made the artificial fireplace industry extremely

popular.

While artificial fireplaces are currently widely used by homeowners, there is still a

systematic push in the artificial fireplace industry to provide the most realistic and appealing

artificial fireplace set-up. One of the most significant challenges in the field of artificial

fireplaces is the problem of producing a rcalistic looking flame desirably with coals and embers,

i.e., a flame such as provided by a wood burning fireplace.

Upon recognizing this challenge, and realizing that nobody at the time had devised an

artificial fireplace capable of creating a realistic looking flame, Mr. Golden Blount invented the

device, as well as obtained the patent, that forms the basis for this Claim Construction Brief.

The patent in suit is United States Patent No. 5,988,159 (the '159 Patent), entitled "GAS-FIRED

ARTIFICIAL LOGS AND COALS-BURNER ASSEMBLY." Tile '159 Patent is directed to,

and claims, a highly efficient artificial logs and coals-burner assembly for use with artificial,

decorative logs and glowing coals and embers. An advantage of Blount's patented artificial logs

and coals-burner assembly, is that it provides control for the flame of the coals and embers

independent of the flame of the gas logs. Blount's patent accomplishes this by attaching and

positioning a secondary coals burner elongated tube forward and below a primary burner tube.

The secondary coals burner elongated tube provides a flame out in front of the artificial logs

where it lies at a level to inflame small artificial embers and sand on the front hearth portion.

This effect more closely approximates the look of a wood burning fireplace. In fact, the coals or

embers appearance is greatly enhanced, and some of this effect is forward of the log assembly

and, thus, creates an appearance that would actually be obtained from a wood burning assembly.
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Blount's patent also suggests (i.e., claims) providing a valve between the primary bumeU-

tube and the secondary coals burner elongated tube• The valve allows the user to selectively

increase the amount of gas being burned forw,'u-d the artificial logs. This control makes available

'a greater introduction of radiant heat to the room, than might be afforded using only a

Conventional primary burner tube. Consequently, tile '159 Patent provides an efficient artificial

• logs and coals burner assembly that provides a flame out in front of the artificial-logs, which

more closely approximates the look of a wood bumie3 fireplace, as well as provides a greater

amount of radiant heal to tile room in which it is located.

V. TIlE PROPER CONSTRUCTION OF INDIVIDUAL CLAIM

,. TERMS IN PLAINTIFF'S PATENT

The parties have identified a number of disputed claim terms. These disputed terms are

grouped below according to the claims in which they appear. For ease in understanding, a

number of the disputed claim terms will begin with an illustration (most of which are pulled

directly from the specification of the '159 Patent) highlighting the structure of that term.

A. Proper Claim Interpretation for the '159 Patent

1. Claim I of the '159 Patent

Claim 1 of the '159 Patent reads in its entirety.as follows:

I. A gas-fired artificial logs and coals-burner assembly for fireplace comprising:

(a) an elongated primary burner tube including a plurality of gas discharge ports;

(b) a secondary coals burner elongated robe positioned forwardly of the primary
burner tube;

(c) a support means for holding tile elongated primary burner tube in a raised level

relative to dm forwardly position secondary coals burner elongated tube;

(d) the secouda_ coals burner elongated tube including a plurality of gas discharge

ports;

(e) the elongated primary burner tube and the secondary coals burner elongated tube
communicating through tubular connection means wherein the gas flow to the

7-
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(f)

(g)

seconda_, elongated coals burner tube is fed throu_eh the pr[mao burner Lub_. and

the tubular connection nreans:

a valve for adjusting gas flow to the secondary coals burner elongated tube

positioned in the tubular gas connection means; and

the primary burner tube being in communication with a gas source with a gas

flow control means therein for controlling gas flow into said primary burner tube•

"secondary coals burner elongated tube"

The claim term "secondary coals burner elongated tube" has a plain and common

meaning and should be interpreted to mean a tube that is configured to provide a flame under

artificial coals located in front of gas logs. Examining the specification indicates that this plain

and common meaning of "'secondary coals burner elongated robe" is consistent with the

description contained in the specification. In particular, the paragraph beginning on cotnmn 6,

line 41, recites that the "[l]lames 40 fed by gas from the secondary burner tube 104 can rise

through the artificial ember bed." From this description, it is clear that the claim term

"'secondary coals burner elongated tube" has a plain and common meaning and should be

interpreted to mean a tube that is configured to provide a flame under artificial coals located in

front of gas logs.

FIG.s 3 & 4 of the specification clearly and consistently illustrate ho,,_ the "'secondary

coals burner elongated iSbe" is positioned under the artificial ember bed 28, and provides the

flame 40. This conclusively corroborates the interpretation advanced above. Thus, both the

written description and the FIG.s are consistent with the Plaintiffs proposed definition.
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REQUESTED INTERPRETATION

Tile term "secondary coals burner elonp, ated tube" should be interpreted to mean a tube

that is configured to provide a flame under artificial coals located in fronl of gas Iogs_

"a support means for hohling tile elongated primary burner

tube in a raised level relative to the forwardly position secondary

coals burner elongated tube"

Raised I.'c c_"

_l_ue Structurel

The support means is the primary item in this phrase. The support means holds the

elongated primary burner tube at a "raised level" with respect to the secondary coals burner

elongated tube. The term "raised level" has a plain and common meaning and should be

interpreted to mean thai tile upper most portion of the primary burner tube is higher than the

upper most portion of the secondary coals burner elongated tube. Examining the specification

-indicates that this plain and common meaning of "raised level" is consistent with the description

-.contained in the specification.

The specification teaches that the covering materials cover the top of the primary burner

elongated tube and ['an out to a lesser thickness to also cover the top of the secondary coals

burner elongated tube. From this teaching, the point of reference is taken from the tops of the

.respective tubes. This is fimher supported where the specification recites that "'[tJhe secondary

.elongated burner tube can also have adjustments for height . . . depending on the depth and size

of the coals and embers fire bed.'" (See column 6, lines 30-35 of the '159 Patent). Clearly, the

specification intends the reference point to be from the tops of the respective tubes. Finally, in

T --
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'common parlance, when one item is raised with respect to another, the highest point of the.two_-

items is compared.

Accordingly, it is clear that the claim term "'raised level" has a plain and common

meaning and should be interpreted to mean that the upper most portion of the primary burner

tube is higher than the upper most portion of the secondar'y coals burner elongated tube.

REQUESTED INTERPRETATION

The phrase "a support means for the: e in a raised

level relative to the forwardly position secondary coals burner elongated tube" should be

interpreted to mean that a support structure holds the upper most portion of the primary burner

tube higher than the upper most portion of the secondary coals burner elongated tube.

"tubular connection means"

[ubular Corm cltou

Means

The claim term "tubular connection means" may be construed undcr 35 U.S.C. §I 12, ¶ 6.

As recited in the law section above, construing a means-plus-function claim requires determining

the function performed by the claimed "means," and subsequent thereto, determining the

corresponding strncture disclosed in the specification that performs the stated function of the

claimed +'means. '+

The function of the +'tubular connection means" is to provide a path for gas to travel from

the elongated primary burner tube to the secondary coals burner elongated tube. The

specification clearly supports this function.

Further. the structure disclosed in the specification for performing the stated function

includes a collection of tubes and fittings. In column 5, lines 25-44, the specification described
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how the connector 102 is filled to tile uncapped cud of the burner tube 14, as well as fitted to tlm_- .

secondary coals burner elongated tube 104. Further, FIG.s 2-4 illustrate the connection means

comprising a collection of tubes and fittings.

Accordingly, the function is to provide a path for gas to travel from the elongated

primary burner tube to tile secondary coals burner elongated tube, and the structure for

accomplishing that fi.mction is a collection of tubes ;rod fittings, _,nd equivalents ther.eof.

REOUESTED INTERPRETATION

The term "'tubular connection means" should be interpreted to mean a collection of tubes

ancl fittings configured to provide a path for gas to travel from the elongated primary burner tube

to the secondary coals burner elongated tube, and equivalents thereof.

2. Claim 15 ofthe'159 Patent

Claim 15 ofthe'159 Patent reads in its entirety as follows:

15. The gas-fired artificial logs and coals-burner assembly according to claim I

wherein tile open frame pan and primary elongated burncr tube is positioned

under an artificial logs and grate support means.

• "positioned under an artificial logs and grate support means"

Posllloncd Ul_dcl All

Arhficml t.ag,, and

(Jrale Supporl Means

The claim term "positioned under an artificial logs and grate support means" has a plain

and common meaning and should be interpreted to mean that a set of artificial logs and a grate

support are positioned over the open frame pan and the primary burner elongated tube.

11
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Examining the specification indicates that this plain and common meaning of"positioned ander_-- -

an artificial logs and grate support means" is consistent with the description contained in the

specification. In particular, the paragraph begimling on column 6, line 41, recites that, "'[a]s

discussed, a grate 20 is located above the pan burner which is covered with sand 22. The grate

20 can hold at least one artificial log 24." From this description, it is clear that the claim term

"'positioned under an artificial logs and grate support means" has a plain and common meaning

and should be interpreted to mean that a set of artificial logs and a grate support are positioned

over the open frame pan and the primary burner elongated tube.

Further, FIG.s 3 & 4 of the specification, teach how the amlicial logs 24 and the grate

support 20 are positioned over the open frame pan. This clearly corroborates the interpretation

advanced above. Thus, both the written description and the FIG.s are consistent with Plaintiffs

proposed definition.

REQUESTED INTERPRETATION

The term "'positioned under an artificial loRs and grate support means" should be

interpreted to mean that a set of artificial logs and a grate support are positioned over the open

frame pan and the primary burner elongated tube.

Claim

17.

(a)

(b)

(c)

3. Claim 17 of the '159 Patent

17 of the '159 Patent reads in its entirety as follows:

A gas-fired artificial coals- and embers-burner apparatus suitable for attaching to

a gas-fired primary artificial log burner tube said primary artificial log burner

tube having a terminal end comprising:

a secondary coals burning elongated tube;

a connector means for connecting said terminal end in communication with the

secondary burner tube, the secondary burner tube positioned substantially

parallel, lbr_ard and below the primary burner tube

the connector means having interposed between the primary and secondary burner

tubes a gas flow adjustment valve,

(d) primary and secondary burner tubes having a plurality of gas discharge ports,

12
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(e) a gas distribution ports of tile seconda D bnrner tube directed _r_,,ay from the_-

fireplace opening.

"secondary coals burning elongated tube"

<

The claim tema "'secondary coals burning elongated tube" should be construed similar to

the term "secondary coals burner elongated tube" of Claim 1. Accordingly, tile term "secondar7

coals burning elongated tube" should be interpreted to mean a lube that is configured to provide

a flame under artificial coals located in front of gas logs. Information pertaining to how

Plaintiff interpreted the term "'secondary coals burning elongated tube" may be found in the

detailed discussion above with respect to Claim 1.

REQUESTED INTERPRETATION

The term "secondary coals burning elon_,ated tube" should be interpreted to mean a tube

that is configured to provide a llame under artificial coals located in front of gas logs.

"connector means"

Connector gleans

13
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The claim term 'connector means" should be construed similar to the tern_ ",tubnPaT-

connection means" of Claim 1. Accordingly. the term "'connector means" should be interpreted

to mean a collection of tubes and fittings configured to provide a path for gas to travel from the

elongated primary burner tube to the secondary coals burner elongated tube, and equivalents

thereof. Information pertaining to how Plaintiff interpreted the term 'connector means" may be

found in the detailed discussion above with respect to Claim I.

REQUESTED INTERPRETATION

The term "'connector means" should be interpreted to mean a collection of tubes and

fttings configured to provide a path for gas to travel from the elongated primary burner tube to

the secondary coals burner elongated tube, and equivalents thereof.

"below the primary burner tube"

Bclm_ The P¢ltlla_

Burner "Fub_

_Scco_bdar_ Co_ls

BunlCr } Iong,ated

I ubc

Tile term "'below tile primary burner tube" has a plain and common meaning and should

be interpreted to mean that the upper most portion of tile secondary coals burner elongated tube

is Io,.,.er than the upper most portion of the primary burner tube. Examining the specification

indicates that this plain and common meaning of"below the primary burner tube" is consistent

with the description contained in the specification.

Tile specification teaches that the covering materials cover the top of the primary burner

elongated tube and fan out to a lesser thickness to also cover the top of the secondary coals

burner elongated tube. From this teaching, the point of reference is taken from tile tops of the
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respective tubes. This is further supported where the specification recites that "'[tlhe sccgndao'---

elongated burner tube can also have adjustments for height . . . depending on tl_e depth and size

of the coals and embers fire bed." (See column 6, lines 30-35 of the '159 Patent). Clearly, the

specification intends the reference point to be from the tops of the respective tubes. Finally, in

common parlance, when one item is below another, the highest point of the two items is

compared.

Accordingly, it is clear that the claim term "'below the prflnary burner tube" has a plain

and common meaning and should be interpreted to mean that the upper most portion of the

secondary coals burner elongated hlbe is lower than the upper most portion of the primary burner

tube.

REQUESTED INTERPRETATION

The phrase "'below the primary burner tube" should be interpreted to mcan that the upper

most portion of the secondary coals burner elongated robe is lower than the upper, most portion

of the primary burner_tube.

• "directed away from the fireplace opening"

Rca* el Fireplace

Cr@_-$ectlonal Vie',,, of

S¢ctxld_lr) Coals I]unlcr I!lotlgalcd

Tube

,'_n o_ _ Represent

Porl Diit:cll_l s

N'o

I _;¢'pla,cc Ope_mg

The term "directed away from the fireplace opening" has a plain and common meaning

and-should be interpreted to mean that the gas discharge ports of the secondary coals burning

elongated tube may be directed from vertically down, to any position approaching 179 degrees in

15
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the clockwise direction, but may not be located vertically upward. Examining the specification

indicates that this plain and common meaning of "directed away from the fireplace opening" is

consistent with the description contained in the specification.

In particular, the specification recites that "[i]n the secondary burner tube 104, the gas is

discharged in a direction away from the opening of the fireplace[,] or in another aspect[,] is

directed somewhat toward or directly toward the primary burner tube 14." (emphasis added)

(See column 5, lines 58-62 of the '159 Patent). The specification further recites that "'if the

secondary burner 104 discharges gas in a vertical direction, apertures in the sand or coverage

granular material will occur and one would lose the aesthetic beaug" of the applications of

distribution of gas for burning and creating flame coals' and embers' appearance." (See column

6, lines 14-20 of the '159 Patent). In further support of this vertical direction analysis, the

specification states that "[b]y avoiding the upper [vertical] ridge, the apertures are less likely to

be clogged by sand." (See cohmm 5, lines 50-52 of the '159 Patent). The specification dearly

supports the interpretation that the gas discharge ports of the secondary coals burning elongated

tube may be directed from vertically down, to any position approaching 179 degrees in the

clockwise direction. Nevertheless, the gas discharge ports may not be located vertically upward.

REQUESTED INTERPRETATION

The phrase the term "directed away from the fireplace opening" should be interpreted to

mean that the gas discharge ports of the secondary coals burning elongated tube may be directed

from vertically down, to any position approaching 179 degrees in the clockwise direction, but

may not be located verfically upward.

VI. CONCLUSION

For the foregoing reasons and based on the intrinsic evidence relied upon, Plaintiff,

Golden Blount, Inc. respectfully requests that the Court adopt the following proposed claim

construction:

REQUESTED CONSTRUCTION RESTATED

• The term "secondary coals burner elongated tube" should be interpreted to mean a

tube that is configured to provide a flame under artificial coals located in front of

gas logs.

16
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Tile phrase "a support means for holding the elongated primary burner tube in a

raised level relative to the forwardly position secondary coals burner elongated

tube" should be interpreted to mean tt_at a support structure holds the upper most

portion: of the primary burner tube higher than tile upper most portion of the

secondary coals burner elongated tube.

The term "tubular connection means" should be interpreted to mean a collection

of tubes and fittings configured to provide a path for gas to travel from the

elongated primary burner robe to the secondary coals burner elongated tube, and

equivalents thereof.

The term "'positioned under an artificial logs and grate support means" should be

interpreted to mean that a set of artificial logs and a grate support are positioned

over the open frame pan and the primary burner elongated tube.

The term "secondary coals burning elongated tube" should be interpreted to mean

a tube that is configured to provide a flame under artificial coals located in front

of gas logs.

The term "connector means" should be interpreted to mean a collection of tubes

and fittings configured to provide a path for gas to travel from the elongated

primary burner tube to tile secondary coals burner elongated tube, and equivalents

thereof.

The phrase "'below tile primary burner tube" should be interpreted to mean that

the upper most portion of the secondary coals burner elongated tube is lower than

the upper most portion of the primary, burner tube.

The phrase the term "directed away from the fireplace opening" should be

interpreted to mean that tile gas discharge ports of tile secondary coals burning

elongated tube may be directed from vertically down, to any position approaching

179 degrees in tile clockwise direction, but may not be located vertically upward.

17
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Respectfully submitted,

For PlaintiffGolden Blount, Inc.

W]LLIAMD. HARRI_, ]R. _]
State Bar No. 09109000 '_

CHARLES W. GAINES

Stale Bar No. 07570580

Hilt Gaines & Boisbrun, P.C.

225 University Plaza

275 West Campbell Road
Richardson, Texas 75080

972/480-8800 (Telephone)
972/480-8865 (Facsimile)
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18

I

• /

t

f

J_-APP0395 _ i

= I. i
I

I

I

I

I

I
i

I

I
i

!

I

I

I
i

!
i

I

I

I



I

I

I

I

I

I

I

I

I

I

I

I

!

I

I

!

I

I

!

EXI]IBIT A

-;= __

JT>APPO396 ....



,6

d
z

z

<

_6

0

<

Z
0

<
}-

z

<

__s

_°
0_

c m--_ O

mE'c_

E_g

-_oo_
u o._.o

oo_?o

<o_

==o

_-_'_

_Nb

m _

X_ oc
o o_

: _.___o

•, :gg .- _Z

_.EE _b_ _-

_-_oo _

_ ..... o

°E°_ ° _o

• c,g,_,,,=_ _Z
- _ _-o.,::..= ,-TBZ

L_
Eo
=-= E

_Oo_

-'-__- JT-APP 0397_.....

i

-]

I

I

.I
!

I

I
I

I
I

I
I

I

I

!

!

I

I
i



i

i

i

!

I

!

I

I

I

!

I

!

i

i

I

!

!

I

I

L

.E_o tlo_ _
l_U o oo_
o-- _E_E°

_o _ = bF-_ _
• . _,-u _E,_o_

E.E_

0

nO

om:_.

_o_

_ _ o

o _Eg- °-_ E

--t_ o

£_o_ e o__.___._

=EE,_ = = c "' _

o-, c,,i a::::_

.,_ _ _--

o>._ E

L

_ E
_.- o _

c 0 _--._-- _-

_oO _o

O_DO_

m_.£ En
O_NZ

o

o I_ 1::: o

__2=_&

,-,_ _ ,._
_- _ - ,,, o
o._ _o _--_

_ _ o o

___ .o_ p-: _=_
o .... -

c_ ocn

._o c_ 0 _

o

_:_,_ _ ._

'_ .z::_oo °

OnE" _-

_ X.,,2 ff.-i"

_D o 04:=.'_:_ cac:.o o

c_ _o_

JT-APp 0398



£

O

.E_ -_ .

o"o _c
c_ -_ o

_Oo o

>.o -__
• g _.-u __o __ _

_:: m el

-->o °EN-

• ,c _ _-_.---
-Co -_oN_
I--o F- o _._

_o

o'o

_oO_

_ j:::,- m--

E_3. .13

e_
t_ _ C

--_ e./l c _
_E._ _

> _ _ _-._ _

P.c
COla

z&>g
_o E

_E_E
J_ 0"-- 0"_

_ o
_r_, =.
dEE--

_-::o 2
_-_ >'o

r.,_r=_o

--0_o_ .
ml_. ml,,_ o
EO¢_ JD

_u _ _.o_

F- _F-'._ o

_o_

2 = E.o ,_
_, o; b'£_
_ _ o E,,.-.

_ -- E.,o ol

o.I:: o

_U-_o

--OO_.--E

_e_ .

o_
2E

c_o
o__>-
oo_

O_OE_

E°.-== o

_30 _

_._o_

g'-o - £...o.__._ =

o
o

E o

._ _ .

Ca-a= _. E

._ _o

I:_ o _.-E
_o

:O4 _o

O_E

I_1 .,o _(..)

_=_2=o_
._o_m

0

_.E_
-o.o'2 E_

m__oo._
-oo_=

E_J

• -- EE:3

E'_ a" '. L2-_
gg= _o
hr. .=>_

_o
*-- E --

E_ '_

iD= E _,_-o--

o E.o _4"tn -

_g

= - _'Z
_o_

n21_ m

g_d_ .
_ _-,..__,_-

_=4 E -

i

I

I

]

,!

I

. !

i

:-)

--_ _ o _ _ _ _ .9

,--_ o _ o-O _ _ _ _.- E_: _

-_--'_tT-AP P 0399 :_

I
I

i

I

!

I

I

I
!

I I
, !
I

I

I

I

I

I

I

I

I
I



I

I

|

I

I

I
I

I

I

I
I

I
I
I

I

I

I

I

I

_o _

o_C_.__

o_ .... _._.,=

_o

K_c

o o •

Eo_

o_ o o _._

o:.2_ _L" _

--_ 5 _ -.E=_

_ _._ o ojo _ o o _

%_Eb ,-, = -

__o .... >_

_ _ _ _ ° 0 _._0

o

_ o

E_

q.-_

o'_

_.= .
x: _ t::

_'°,E

_c

m-° c c

c_ u(..)
e) m_

.c: _ b,0m _,

--m Q._-

.__ _ =2
o E ;b'_ o E _

"E_ _ _ _"_ -_

__o_E_=

- m---- o -.o

.E-d
>-- noo

_D c

o _

= U=b

_i oo
eN

_U 2_.d

_._- _Z_

oO o2_

o __ L_=_o_o_ .

.c E E _ o,-

Z b
U

cj= _
_o

_D01_

_ -__

__.0__o

e#-t_
%" ,z:::_,
_o _ C-_

_ o .

_-- _ _._ 0 c _ C_ E

EE2

J_

bEO
'oo _

I I--- v_

.om

-=c E
"_cq--

_o_

<m_

___,_ _E _,_
_ _o _._ _--

--e_o_Uo>o

..... JT-APp 0400



Eo#
'_E

o _
>E

._o,_
E-= _:

"o_ 0

o

o __b

o Eu-
_ oo

_c

mo

.',2_ o N

.t2 >__

"--m

_.E .
u--_:_ .._._m t::

o

r_

"C

E_

_c

<2=

r_E

o "_E_ _'=
c_- u _) _ E _ c °"_ _

"-_ -co o_ E_ =.- _ ,_ ,._o > _o
_o':_ o-OO =- o
. _.o E £,-"

=EE_ _cC°'o_C_E °_:

o _ c_--_-

_JD 0 JO _a-

0 m3 o_o

_o_E

-- .-oo _ *o

=jT-- _ _ _ _ _J_ 0 -c= _ _ >_-_
--_c _o-- o_:o

2

_o.. o

_._

E _ 8
"- Eo 'IE.__

<_

o _o_
>_ _

0

o--

= 2"E

o_c = 2.,=

•_ _ _ =_

____oI--_0

_o

o _ 2--,o"
cZ2.-_

"_ o o_=_
_-_- o >

-&-= o

_ E _
nc_a

E E -_

,'=__ ,_"_ _ E'.O _ ,.;

_o _ _ _=;0 __'- E _ _'_ ¢_-- E
.--.0 ....

,,4"E_'=g°_"-_'oo - _=

o_20

o o o o o o o._._ o

c

_=_._

o .-,_ E .,_,_

E-- ._ __F__ o_
o_ _ .._

_ o _

-_ E _ 2 _ __ co
-- o o

_ _== ×_oE_

_,_, ,_ o._=-

E g ____-._

__. c --,__4

_:=0

£1..113-- _ O--_ltl.

.-- .,t=jD

-__ >._ =_,=._T-

._:_.

_=-- o ,_= o =_,:= £ = E
,o _ o _,-_o o _- :=_._-9.E:

JT-APP 0401

=

I

,i I

I

I

I

I
• 1

....I I

11
i I

,!

-!

I

I

I

I

I



I

I

I

I

I

I

I

I

I

I

I

I

I

I

I

I

I

I

o- E

OJ:=_

.,O 0 c_

E-_.j

_E

_, _ 2,,:: _, o ,_ _

. ca I:A_. _.- >. _

,.4
--on
.'2_.20

2c-_-_
_DtS :'n

_O

_,_E
b.=cO

.___;

<_.g

o_--

_--'5

.g _g

o_
m m m

,2 _b£E

-_-.E E _ b-o _-

E_ _ _ _',_

_ ,_,= =-.c-- E

0 0_ 0

. -C, o_ _ _ _

.E
E
.g

o_
_o

-._& =zo _,o._
-_o_ e_ _

= __o _ _ o _.£ ,_'c.

o_ _Oo

sg_g=u
o _ _o_

_ O_,o _
E-u "u = _ _.>

0_0--- ,_)0-

_ o -

.o (..) u E c_ -

o

P "_..o --

_:_-
__. -a __ ._.E

>,- BNo_

== .- _o o.
F-o _o

_1 G) "
oo 7

_=EE

c o t_.-

= _=._

_mm

---m'c O_
m _

ml::::N o o'_< _

_ _E._-o c--O E

_o ID-°) _1:::_ u c_ >. i_. _>_

. = = _ _ "Z _,,._.
,_.- _ b---_ c .

_- _-- .=_
._ ,, _ __=_o==

c-# _ _,.z:::c:)

_o_ o_

m _m

•_o_gE 5NE

,_, = ='5 _u """_X

• 4Z J:::: >-- .--
o -,u u _.1

o'- o_ _ _--*_

• -me o o.£) _
E _oI__

SCo _ -_ _ _.o,,-= o -=_- _-o -

JT-APP 0402- _



o'o c.g3 _

> .. _ a.E,_-
< _ -8." ..o °.E

_ _.=o

_,o o _,._=_,o_

•-,E ,,.,=_'_ £ E
F-" o (-- o _u_.o

_£_E

_-_ Z.___

_,N=E=

_E_,E

o _

_ 0 _

u--No >

c_t2
_ _ o

c _ _

_E_

E-_ ,_ _
= o-_ Ee

o=

•E: _)-- =_ o
o._ _7'£ _"-

"OboEo_

o o--- c:,-

=.-'_ _-_ _
0._ 0o0 0

_,.= _ _ _'_

o,_0 'E_ 014=

oo O't_

_ _"-._g

"SU-==--
_o Z_-_

c_

_mo

-F_==o

- _>._o

o g-go,)

_3.E >.>j: c

o< _.E

o j! c,._

_ C___')

o _
_-cE ,
c_O_

£.o_ _

m _m o

7 --

--=-J.T-A PP 0403

- . =

I

|
:m
!m

i

J mi

I
i.i

I
t

I

I

I
I

.I

I

I

I

I

-I



I

I
I

I

I
I

I

I
I

I

I

I
I
I

I

I

I

I

I

EXHIBIT B

-_-d-T-._PP 0404- -_--

=



__. JT-APP 0405

J

I

I
I



I .

I
I

I
I

I _

I _
Z_

Z_
o__

w. E_
| _-_

nO

!

|}

L..

I

I

_ c

_ o

o_ _o

_ c0 c

c C (5 _ 0 o)

0

._-3_-T_:AI_P0406 - -_--;__":_-

7



>

_ I
I

i I
i

.! II
Li

!
-t !
i

• I

'1 I

71 I

I I

I

I

I

JT-APP 0407
l



I

I
I

I

I
I '

E

| __._
Z_

12D .
X2/

_:Z X3 .-

o_

=oo ._

ul ffl _

b

o £
C

__,

c_ o

I
I

I

I -_J_P-AI_P0408



-=

>, q) 03

oEoeE__'e o _c_m
c--_ 0_

Z _ __G o _ ._ o c:
0

C _ c c c Q_

z8
9">;
F.-o

W._ E

0. o

, o= _ _
__ __0_0_o
(_ o _ _ _ -=

-- "-- L) ¢_ ('0 _0 C

(B >, 0 _0 0 J_ > 0 (1)
"u- o'- S'Z _- o

_Eoc _o_E
• _ -- 0 0

? )

.IT_APp 0409

_ I
I
I

I
)

I

..I I

_! I!

_ |

-_ |!

1 |

I

I

I
I

I



0

Z._

i.-c_

W._E

13.

__ _c

_ _ _ qJ c. O

m ©*_Z
_ 0 C

"_ 0 _ 0

7= JT-APP 0410 =-_-

=



!1 I

• 1
:t

i

JT-APP 0411

=, . !

I

I

I
I

I



I .=

i
I

I

I

I _
×_

I _
I _ _

I

0

I
i _

EI __

I _ __

I
I

.<

I

I-

I

a
-- .ZZ

_3_ > o

_-_ o_
_Ec_

N_ -oo

6

_E

(1) T_

.El

2 0 _ _ _ C

gZE;

_ _ C _ 0 0

_6ooomam



o_E_
E _ 1D -

c__x_ c 5

_) ill o c 0 o_
on° _ _

_ E O_o_

_ o _ _ _

_-_ _ _ _

H c _ C _

_; ._x: o c

121

_'_G

I

I
-i i

" I

g_ _E_ i

_o_>_ I
0 _N-c: o m

1
_-- E _¢_ I_ _3 y_ _ C 0 .10

12_ _1 _ Q) C C

i!

I |

? ',',
1!

!-']

jT_APp 0413

• i
t

I

I

I

I

I



8
x__

0

0

E

O.

_o_

-_m_o_

"O

,ID

"tD

O_
C

C

C

I1)
0

>.
r_3

c
o
u
a)
_q

-r'JT-.A_,p04_



_- _JT,-.APP0_'15

I

=- ' I

1

I

I

I

I



I

I

I

I

i _
x_

! o

E_._
| _

I

I

I

I

I

c

c

_e

U

s_
E

_e

0 • C

_ w Ck

0

_-JT-APP 0416 - -....



EXHIBIT C

7 "-

_---3T.__AP P 0417

I
1

i

'1J

I

I

I
I

I
I

I

I

I

I

I

I

I

I



United States Patent
Blount

[19]

ImUlilUl ummutmR
US005988159A

I11] Patent Number: 5,988,159 -'_

t451 Date of Patent: Nov. 23, 1999

[54]

O63

1211

[221

[631

1511
152)

[58[

I561

3.0,42.1o9

3._71355

5,oo0.162

GAS-FIRED ARTI]rlCIAL LOGS AND

COALS- BUIhNER ASSEMBLY

Inventor. Golden BlounL 5310 Hadx_ Town.

Dallas. Tcx. 75287

Appl. No.: 08/626,498

Fried: Apr. 2, 1996

Related U.S. Application Data

C_ouau3fioa-ia-pac_ of appheauoa No. 05/276,194. Jul 19,

1994, abando=_d whch _s a coadaua/aoa-ta-patl o[ appll-
cauo_ No C_A561.727. May 17, 1993, abandoned.

Lnc CL 6 ................................... F23C U18

U.S. Cl ................ 1261512; 126/500; 126/540;

4311125

Field of Searr, b ..................... 43U125. 126/512.

12(;/500. 524. 540, 503

R_e_nces Cited

U.S. pATENF DOCUMENTS

T/1_62 Peterso_ ........................ 126t512

3/'1935 Helal T ........................ 431/125 X

3/1991 Shlmdc et a] ............ 126/512

5.033,455 711991 FaUoc'et a/ ............ 126512

5,052,370 10/1991 Karahiu ............... 126¢512

5,0_1.9_] 1/t992 Beal .................. 126/92 R

5.263.$52 11/.1993 Beck ................... 4311125

Primary E.xamlner..--Lan_ Jones

Armrneg Agent. or Firm---L Dan Tuck_

1571 ABSTRACT

A gas-fiscal arLificial logs and coals-burner assembly is

provided for fireplace use in cooperation with decorative gas

logs. and at'dficial coals and embers decorative items by

placement forward of the gas logs in the fireplace

arrangement, a secondary elo0gated coals- and embea-s-

burner tube apparatus. The assembly pony[des gas-fired

artificial logs. coals- and embers-burner apparatus for fuc-

places wherein gas I_ow through primal, burner tube is the

sougcc of gas flow to a secondary coals- and embers-burner

tube postdoncd fotnuatd and below the prunary burper tube

v,,ith multiple discharge ports in the scoood_ T' tube disectcd

away from the front of the fireplace, thus enhancing the

natural burn in cooperation of the fireplace drafi as well as

the aesthetic beauty of the imitation bmmog logs. coals and

embcl's.

19 Claims, 3 Drawing Sheets
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GAS-FIRED ARTIFICIAL LOGS AND

COALS-BURNER ASS EM]B LY

The present application in a oontinuadon-io-past •ppll-

calJon of U.S. patent application Sar. No. 0g/'276.g94. _ed

Jul. 19. 1994. now abandoned, entitled "A Supplemcntad

Bt_ncr for Rctrnfitting to an Existing Gas Log Buro_

Assembly" which is a coetiou•tioo-in-part appdication of

O.S. patent application Sex. No. 0g/061.727. filed May 17.

1993. entitlcxl "Controllcd E.'ober Bed Bttrner" which is now In

abandoned.

TECHNICAL FIELD OF THE INVENTION

The ptesettt invention relates to a ga_-fired attificlal logs

and coals-bueaer assembly for a fireplace to be used with 15

decorative gas logs and coals or embers decor•tire items

placed forward of the gas logs in the fireplace arrangemeot-

IJI another aspect, the invetnioo iel•te_ to coals- and ¢:rl3bel's-

burner apparatus suitable for ataachiog to • terminal end of

a gas-fired primary artificial bttrner, the coal_- _nd emberv Z3

bta-ncr assembly utilizing a valve between the primary

artificial logs burneg and the coals- and embea_-btwncr.

In yet another aspect, the invention [clams to a gas-fired

artificial logs. coals- and cmbea'3-buracr assembly for fire-

place wherein gas flow through a primary Imimcr tube is the Z5

source for gas flow to a secondary coals burner tube Posi-

6oned forw_d and below the txamary buamer tube with the

multiple discharge poas in the secondary tube directed •way

from the front of the firepho:.

The present further rehtes to cfficleot gas burners for 3o

I:xlrhing natttral gas. ilxaoufactxlred gas and propane ga.geous

fuels withifi • fireplaoe envitoamenL In •6ditiom the invca-

don provides an effident btwaer system fof burning gaseous

fuels in a manner which Ixovide..s decorative flames and

decorative coals and embers which simulate wood burning. 35

Gas logs arc usually made of • rite resistant ceramic

material; however, when ga_ flames ate dkccted •gaifisa

such ceramic materials, the gas flame is cooled by the

artificial logs and many times produces a highly mcfficient 4o

and dirty yellow flame. Such • flame furthc_ indicates

incomplete brtrn of the gaseous matt:rials due to • hck of

sufficient buro ternpcrature and oxygem supply thus creating

excessive son( and carbon monoxide._ Various attempts have

been made in correcting these deCOrative fireplace gas log
6¢ficiencics.

Further it is known _at gas burner's or gas nozzles can be
b_ed below t level of sand and vermiculite. These bttrocr

systems arc referred to as sand pan burnars which disburse

the gasses through the fireprcof material and perrmt the ga_

permeating thtotJgh the porous material to ignite upon

entering the atmosphere. Such systerms allow disbursal of

the flames over a large area or bed of matexial. Such

disbursal of flames creates a more elficieot bttr'a which

firrthcr situulatcs the action of burning wood, ashes and

embers in a fireplace.,"

Prior asl burnta" syste.gx_ for artificial decorative logs and

sand pan _ burnexs axe incospofated in various prefabri-

cated fireplace:x or existing masonry fire:places; however,

such systcla._are rcquLred to mcct the Abl_l emission 60

standards which have been adapted by the American Gas

lastiture, Accordingly, it is vc_ desirable to provide • dean

b_'_xng gas-fired artificiallogs Jmd coal_-b_rncr a_sembly

which me_t the present ANSI cmi_sSon standards.

Gas logs ate increasingly popular in homes_ Decorative

artificial logs arc placed on a grate which is located over •

gas b_ner. "I_e brunet is typically a tube with spaced

2
apoaxues. Sand is poured over the ga_ burocr to hide it from

sighL Artificial cmbc_s are then spread aoros:_ the saodi Io

use. gas nows through the burner and escapes through the

spaced _s. The gas filters up through the sand under-

neath the artificial logs.The gas is ignited and creates flames

between the logs. The height of the flame is cooUolled by a

prtmary valve which can bc manipuhted by the user.

Ga_ logs can. under these conditions, provide a great deal

of heat to a room. AL_o. gas logs xcquke virtually an effort

to light. Natural logs. on the other hart& musl bc prope,rly

cured b_forc burning. Evem then. kindling is usually needc_L

And once liL it is diffioult to control the rate of burning

Beyond convenience, gas logs are also aesthetically pleas-

tag. Itowcvcr. the standard gas logs b_ncr only o'cates

flaraes around the artificial logs. N•(ural logs• when burned

wifi ht-eak •pa_ to produce beautiful btn'ning emb<n's in front

of the m log stack_ A ne*d exists to produce a more

realistic aestbeuc Ixu'n with gas logs.

Due to the pol_Jlaraty of gas logs. a numb_ of advanocs

have been patented- For" example, U.S. pat_ No. 5,000.162 to

Shimek et at. discloses a "Clean Bmn/og Glowing E.mb_

and Gas Log Burner System." This unit is marketed under

the tlademark lie.at-N--Glow as the Model 5000GDVMIt as

a self-contained fireplace and wall heater for mobile homes.

The system is a Iow-BTU sysle.m whose main objective is to

minimize carbon monoxide creation and scot dcl_sit on the

logs. A tmracr system is provided with • first branch and a

second branch. The first branch is suppoaed on a prefabri-

cated grate berwecn • fu"st and second decorative log. The

second braach is forward of the logs and is _oCe_:ted undea

• metal mesh. A very light lay_ of special ember m,_terial is

spread o0 top of the mesh. Skimek et at_ "162 is only sold as

• complete system of logs. burner and special ember mate-

rial. It cannot be fitted to existing pan burn.s which _e by
far the most commoo lmlrner in use, the combination result-

ing in the assembly of the invention. Thus. the Shixaek

bttrncssysletn isan cxpcnsivc option.

The ShJmck burn_ system provides a metal trim piece or

refractory material in front Of the second burner pipe branch

so that it i.snot easilyviewed by • person standing ia front

•of the fireplace.The second branch only illuminates a thin

line of cmber material Neither the firstor sccoud hianch c_a

be covered by sand _ is common in ether units.The gas

45 al:)°aan'csin the branches arc located on the uppc! surface of
both branches. Thus. sand could easily dog thc apex't_es.

Moreover. the flow of gas into the second branch cannot be

regubted.

O.S. pat_ No. 5.052.370 to Karabin disdoses a "'Gas

5o Bttrnez Assembly Including EmbcrizJng blatcriaL'The gas

hornet comprises • first and second gas-burner assembly.

The first gas4xa'0er assembly Ls fotaned by • pail of parallel

burner tubes coanex:lcd by a third bth"ner tube. The second

g•s-btu-ner assembly is located forw_d of the first assembly

_5 and is gcneralJy T-shaped- The second burner only illumi-

nates a thin line of cmb_ material. A fix, glc gas source

supplies both burner assemblies. A_ igniter is provided to

ignite the gas Born the main hnmcr assembly. The flame

from that binning gas ignites the gas from thc secopd bt_oea"

assclobly. As with the Shimek et aL burner assembly, the

flow of gas to the second b_ncr assembly cannot bc

conteolled,

Finally. U.S. Pat. No. 5.0gl,ggl to Beat disdoses ya

ant(hat btwnca- and is entitled"Yellow Flame Gas F'trcplacc

Burner Assembly." "me 13cal rdcrcncc is primarily con-

corned with producing a dean yellow flame. The b_ncr

assembly includes a O-thaped harner tube.The front portion

--oW-APP 0422 - _
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of the burner tube is forward d the artifldal logs and

provides flame for _ material. However. as with the

Shimek reference above., the f_-'ward portion of the burner

robe is hidden born view by • _n of the grate.. The Bead

system does not contemplate the present assembly. 5

Furthermore. •s with both the Shlmek and Karabio

references, these is no means provided to control separately

the flow of gas into the from burner abe..

A need exists for an inexpensive •ssembly for improving

the perfc_aaaco and •esthetc •ppeal of pan-type gas burn- in

ers.The assembly thould distributegas under artificialcoals

or embers i.nfront of the gas-fired logs.The assembly should

also provide a method of controlling the flow of gas to a

secondary b_net, thus controUing the height of the coals and

embers bed flames and the amount of beat radiated into a 15

room. A need hirthcr exists for an assembly which can safely

operate even if completely covcxed by sand and enhances

gas b_n of both ptmat 7 log b_ner and seeond,u 7 coals and

embers buzo_ by gas flow control and burn direction.

These present and long-fell needs for gas logs and glow- _

ing cogs- •nd embers-burner systems will beu-n clean and

closely simul•te the n•toral flames produced by burning

wood logs have not yet beet) met by the art. Therefore. it is

desirable to produce a rctiable and efficient gas logs and

glowing eta/s- and c,mbcrs-burncr assembly which ixoduccs 25

the desitcd efficiency of bur_ while providing docoratJve

flames that closely simulate burning wood logs while at the

same timc providing useable beat and _ meet EPA regu-
lations and the ANSI emissions and safer T staadarde.

3o
SUMMARY OF THE INVENTION

It is • p_mary object of the present invention to provide

a highly ethcicnt gas--butter asscrobly for use with mlifidal.

decorative logs and glowing coals and embc_ wherein the

assembly provides control for the glowing coals and embers 35

independently of the ga_ logs b_n.

It ts another prtmafy object of the present invention to

vovide a novel bttrncr assembly which closely simulates the

flames, cmbc.rs and coals of nat_al wood logs bm-n. 4o

Ii is another principle object of the present invention to

_xovide a novel bttrncr assembly which has low carbon

monoxide cmissinn charaetcristics.

It is yet a.notha- object of the present invention to provide

an efthcicnt low carbon monoxide emission Ixtrnca" assembly 45
that combines long deom'ative gas flames with shor_ or low

smoldering glowing embers aM coals in the same assembly.

It is another object of the present invention to provide a

gas flow communicating pemaaty and secondary bm'ner

tubes with the gas distribution ports of the sccoodary burner _o

tube directed •way from the opening of the fireplace and

utilizing the natural draft of the fireplace to enhance the

overall efthoency of the bo_ of the two borncrs.

The present busuer assembly is the combination of an

inexponsive primary gas logs bttrncr assembly in gas flow 55

communication with a secondary coals- and ernbcrs-btmaer

tube posidoood forward and below the _ bur0er which

operates to enhance the natural draft of the firepinen to

improve efficiency of bran and aesthetic aRocal of the

gas-fired ar'dficial logs. coals- and embea"s-bttrncx assembly. 60

The secondary burner can distn3)u te gas under atlJficinl coals

and embers in from of the gas logs with control of thc gas

flow to the secondary burner being readily adjustable by a

valve in thc connection means betwccn the primary and

secondary btmacrs- The secondary burner rcccivcs ga_ 65

thi-ough thc prunary b_ner, the connection means, and the

gas flow is regulated selcctively by the valve which /s

4
interposed be_vcen the primary and secondary bttrocrs in the

co•ace•ion means. The control of gas flOW thus controls the

height of the coals and embers bed flames and the amount of

radiant heat which is produced in the front of the fu'-e#acc

and is di_tn'b_ted into the room. The amount of radiant beat

can be cohanccd by milJ2_g the control valve for increasing

the amount of gas being b_ned in the secondary bta-n_ o¢

the uhlizadon of even • totaiasy lmtrner along with the

secondary burner which arc provided fol'watd of the gas logs

arraogcmcnt in the firepl_oe.The secondary burnar can

opc_•tc c/fidcntly wben completely covcrcd with sand and

artificial coals and cmbo's materials, there being no need for

a new grate to hide the secondary burner.

The ability to reguhtc the flow of gas to the sex:onda,ry

burner is an especially •aport•at feature. In addition, thc gas

flow from the secondary burn_ away from the opening of

the fircplacc and. in c_ect, toward the pri/Ix,_y bttrncr is also

of special _ncc b¢causc of am utilizafon of the

fireplace natm-al dtafl and direction of flaroet to more

completely burn the gas. avoid any pockets of gas in front

of the gas logs. The direclion of the gas disp<:a'sion from the

secondary burner ensures that through the achon of the

natural drafl of the fircplac_ and the burning logs from the

prmaary bmncr th•t completc and total combustion in an

efficient manner will be actfieved of the gas flowing from the

seconda_'y bm'ncr which is positioned somewhat forward of

the prm_ry harncr.

People buy gas logs primarily for convenience, but this

doe.s not means that they want to give up on the beauty of

burning real logs- Standard pan b_ncrs only provide part of

that beauty. H•ving roaring flames throughout the logs is

greatly complert_ntod by lower flara_s in front of the gas

logs throughout • coals and cmbe_ bed. None of the prior

aft rcfcrcoces above fcaOn-c or even suggest • wnSable

control means for accomplishing lower flames in the coals

and embers bed. Moreover. evca 7 fu-eplacc dealt_ ditlerc0tly.

Such diltercnces in fireplace const_etion and d.ra.ftng, i.e..

fi_eplac_ &ah. as well as siting and manufacture of prcsent

artificial fireplace txuoer apparatus dictates that variable

control of the secondary b_rner, the coals and embo's burner

which operates iadepeedcndy of thc primary logs b_ncr is

nccess.a_. Volume and vciocity of air cntering the firebox

varies according to the size of the room. height of the

ccilings, and siz£ of the firebox. None of thc prior art

rcf_cnces compensate for the varying drafts of fueplaces

and thcreforc fail to accommodate all fireplaces while

aacmp6ng to providc the maximum aestheticbeauty desired

and e_cieocy of bma.

Most importantly, the gas-fired artificiallogs. coals- and

embers-burner assembly .through the se£ond,uy burner con-

trol allorded by the valve, allows the user to selectively

increase the amount of gas being burned forward of the

of tiff coal logs. This control also altords • great cr introduction

of radiant heat to the room as desired on colder days. A_

previously discussed, artificial gas logs can act as • heat sink

and •bsorb firmt produced by the flame_. The he.at geoea-ated

by the secondary burner is largdy radiator and is projected

into the room- which affords quick heating of the room while

al_o providing the aesthetic beiuties of • gas-fired miliclal

logs. coals- and cmbcrs-burn_ assembly operation.

BKII_ DESCRIRTON OFTHE DRAWINGS

For a more complete und_standing of the present

invention, and for further details and advantages thereof.

reference h now made to the following Detailed Des_iptlon

taken in conjunction with the accompanying drawings. In

which: :- --
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FIG. I provides • Ixa'spectiv¢ view of • prior art pan

burner used with J_ificial gas logs;

FIG. 2 provides a gas-fired artificial logs p,Bmar'y pan tube

b_u_cr and sccot_xy coals _md embers tube burncz;

FIG. 3 illum'ate_ th_'e,_¢d of the present a_cmbly in 5

providing logs, coals and embe_ flamen; _md

FIG. 4 is a front view of thc tssembly illuminating the

coals and cmbo's bed and ga_ logs flaumcs.

DETAILED DES_ON OF Tile DR&WINGS to

The present assembly provides = number of advamages

over the burner assembfies disclosed in the prior art. FIG. I

d_ustlates a standard pan burner 10 which is used it• the vast

majority of atlificial log.sets. 'l_ne pan burn_ 10 has an open 15

ffarae 12 which supports a b_ruet tube 14. A_ inlet 16 is

connected to a gas so_ce (not shown). A plurality of

apertures, as evidenced by gas plumes 18. are spaced along

the length of the burner tube 14. Gas escapes through the

apertures and filters through sand (not shown). Gas which 20

escapes from the sand is inJrially ignited to create flashes.

These flames are continually fed by the escaping gas. The

burner tube 14 is supported by the $1d¢ walls 12d. 12.b of the

frame 12. The •turner tube 14 cxtcnd_ beyond the side wail

12a and is capped. 25

FIG. 2 illustrates a secondary burner apparatus 100 which

embodies the prcsent invention in combination with pruuary

burner tube 14. The secondary burner apparatus 10O can be

re•loft•ted to the terminal end 14a of the Met tube 14 in

the pan I:r._rncr 10. The cap must be removed from the 30

terminal cod Ida. A connector 102 is then attached to the

uncapped end of burner tube 14. The cont_cctor 102 is fitted

to the secondary burner tube 104 aeadng an enclosed fluid

path for the gas. The connections between the connector 102

and the terminal end 14a should be adequately sealed to 35

prevent leakage. Likewise. the connection between the con-

nector 102 and the secondary bttrne.r tube 104 should also be

properly sealed. A valve 106 is interposed in this fluid path.

The valve 106 can be variably positioned to give the usa the

ability select the amount of gas entering the secondary

bur_eL The second•r/bcu_er tube 10.4 is generally paralld

to the prmm_ b_rner tube 14. The terminal Pe_on of the

secondary burner tube 104a is dosed- The Ixlma_ and

secondary btzrner robes are typically made of saccl.

A plurality of ape/•'men 10_ are along the length of the 45

sccoada_ bttmer tube 10.4.The apert_cs Iflg can Ix:evenly

spaced or dustcrcd- Th'c apcrtm'es Iflgale typically between

%2 a_d '.i inch in diabetes, but are preferably t/vs of an inch

in diameter. Mac importantly, the apertxtres are located

along the radial edge of the secondary bttr0cr tube 10.4. 50

below the uppcz ridge of the robe. By avoiding the upp_

ridge, the aport•tees _e less likely to be clogged by sand. Gas

passing thxough the valve 106 enters the _con6a_-y burner

tube 104 and escapes through the spaced apertures. The

apoax_es can be evenly spaced or clustcrcd- _

These various spac6d ape.rtur_ or gas discharge ports arc

most important intheirposidon in regard to both the prlmaty

and secondary tube burners_ la the secondary barncr tube

104. the gas is discharged in a directiou away fr-om the

opening of the fu-eplace or in another aspczl is directed 6o

somewhat toward or dizectly toward the primary burner tube

14. The ctlccts of such gas burn direction enhances the

aesthetic beauty of the overall logs. coa_. a_ ember_ burn.

but more importantly, provide several safety features of the

gas-fired arlificial logs. coals- and embexs-btn'ner a2,selnbly. 63

k-tlsL the natural drafx of the fireplace provides a more

effident burn of the gas and avoid_ high of intolerable levels

6
of c_bon monoxide. Evcn more importantly is that the

backward dkectioa or gas flow dircction toward the iximary

burner from the secorldary burncs avoids o-cation of Ixx:keu

of gas in the sand •rid other coverage materinl of these

tmruca_ which could possibly create • fl•sh c:xplosionduc to

accumulated gas. For example, ifthe gas is dl/cctcd from the

secondary buyer 104 toward the opening of thc fu'cplacc.

then two independent so_cc_ of gas pocketing occurs---one

on thc gas logs pnma_ bttmcr which may or may not be

coveted by grantdat materials as wctl as that generated by

the secondary btun_ which is remove: from about four to

eight or ten inches ia float of the primary tmrnc_. Lighting

of such gas distribution pockets would be ha2nffdous and

uoMormJty of coordinated burn utilLr_ng natural draft of the

fireplace would be lost- If the secondary bttmes 104 ths-

charges gas in a vertical direction, ape.ames in the sand or

coverage granular material will occur and one would lose

the aesthetic be••sty of the applications of distribution of gas

for burning and creating flame coals' and or•bern" appear-

ance.

the gas-fired a_ficinl logs. coals- and cmbexs-burner

assembly of the invention, the fxas'tm_ elongated burner

tube can bc comprised of a one-half inch pipe while the

secondary coMs- and cmb_s-burner elongated tuix can be

of • one-quart_ inch pipe. These dimensional relationships

can be varied dcpcnding on the needs for gas volume and the

sizc of the Rrcptaoc:.Thc spacing beaween the pmuary and

secondary buimer tubes can also be varied within reasonable

lengths of from about four to eight or ten inches depending

on the size and depth of the coals and crube_ bed one

rcquircs.The secondary elongated burner tube can also have

adjustments for height, me•hang distance_elevated from the

floor of the firephce, again depending on the depth _md size

of the coals a_d embers firebed. In allof these dimensional

icladonshJps, thc IXcscnt invention provides an adjustablc

burn facilityfor the secondary clongated burner tube which

controls the amount of coals and embers flame and glow.

again depeDding on the individual's desires, size of the

room. size of the fireplace and the amount of natural draft

thxough the fireplace..

FIGS. 3 and 4 ilfirstlate the effect of the secondary burncx

apparatus 100 once connected to the pan bur_ca- 10. As

discussed. • grate 20 is located abovc the pan bttrncr which

is covered with samd 22. The grate 20 can hold at least one

axxaficial log 24. Artificial ember material 26 which glows
when heated can be strewn undo" and around the artifidal

logs amd on top of the sand- FIam_ 30 fed by gas from the

prima O, buyer tube 14 rise through the arlificial logs 24.

Flat•ms 40 fed by gas from the secondary bur_er tube 104

can rise thxough the artificial ember bed 28. AS illustrated.

the flames 40 can Ix lower than the flames 30. thus providing

an aesthetically pleasing sight.

Although petrel-red embodiments of the invention have

been described in the foregoing Detailed Descziptaon and

illustrated in the accompanying tin•wings, it will Ix undm-

stood that the invemdon is not limited to the embodiments

disclosed, but is capable of numerous rearrangements,

modifications, and substitutions of parts acgl clcmettta with-

out depaaing from the spirit of the invention. Accordingly.

the prcsent invention is intended to encompass such

rc,x,_ngerncnt& modifications, and substitutions of parts

and elements as falJ within the scope of the invemdom

What is claimed is:

1. A gas-fired artificial logs and coal_ -btt_cz assembly for

firephcc comptisi_:

an along•ted primary burner tube including • plurality of

gas discharge ports; - _.

JT-APP 0424
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a secondary coals b_nez elongated tube positioned for.

waedly ol the primary b_ra_ tube;

a support raea_s for holding the elongated primary burner

tube in a raised level relative to the forwardly position

secortd.m'y co_s _o*a-x_e,_e_ongated _abe; 5

the secondary coals btwaer elongated tube including a

plurality of gas dlschzrge ports;

the elongated pfmlary baruer tube and the secondary coals

burner elongated robe communicating through tubular 10

connection men/is whcsein the gas flow to the se_Cond-

ary elongated coals b_ttcx tube is fed tkrough ",he

primal, burner tube and the tu_las connection means;

a valve for adjusting gas flo_ I Io Oc S_On_ _S

bura_ elongated tube positioned in the tuh,_lar gas 15

co_dlectio0 mei/ls; aBd

the prima._ burner tube being in communication with a

gas solace with a gas flow control means therein for

controlling gas flow into said pcmxary burner robe.

2. The gas-fired artificial logs and coals-burner assembly 2o

according to claim 1 wherein the support means for the

prttaary burner tube is comprised of aa open frarae pan for

supporting the primary burner tube in an elevated posiUon

relative to the firepla_ flo_c,

3. The gas-fired ap, ificial logs and coals-burner assembly ?3

according to claim I wherein the secondary coals burner

elongated tube discharge ports are directed toward the

_-unat 3, burner elongated tube at aa angle of from about 5

to about 75 degrees based on the plane of the fireplace floor.

a. The gas-fired artificial logs and coals-bin-her assembly

according to claim 3 wherein the secondary coals I:_rn_

elongated tube discharge ports directed toward the primary

Immer tube utilizes the fireplace natural d_aft in achieving

combustion of both gas sources in sutfirient air to maintain

satisfactory le'qels of CO. 35

5. The gas-fired artificial logs and coals-burner assembly

according to claim l wherein the secondary coals brunet

elongated tube is substantially parallel to the prunary bu_

tube and has a smaller inside diamet_ thin thc primary

boroer tube with the valve adjusting gas flow for coals burn 4o

and foovarding heat radiation from the fireplace.

6. The gas-fired artificial logs and coals-burner assembly

according to claim 4 wherein the primary burner tube is

comprised of a standard haft.lnch pipe and the se_on_'y

borner tube is comprised of a standard quarter-inch pipe. 4_

7. The gas-fired artificial logs and coals-burner assembly

according to claim 1 wbereio the elongated primary bua'ner

tube- at_d the _.ccc_dary coals bunacs elongated tabe ate

spaced apart on dillercm planes at from about fottr to about

eight inches.

8. The gas-fired att_clal logs and coals-burnor assembly

according to claim ] wherein the sccooda_ coals burner

elongated tube is of a smaUc_ diamet_ than the primary

b,aner tube which allows for a lower profde of coala a_d

_nd coverage. 55

9. The ga_fired ar_fici_ logs attd coals-lxamer assembly

according to claim 1 wherein the secondary coals burner

elongated robe is adjustable i_ height relative to the t_oor of

the fireplace and the elevated primary b_'nea" tube.

10.Tbe ga_-fired artificial logs and eoals-l:xamcr assembly 60

according to daim l wherein at le.axt two secondary coal

borner elongated robes are ut_ted for artificial coal burn

and radiant heat generation.

I1. The gas-fired artificial logs and coa_*burner assembly

according to claim 1 wherein the primary and secondary

btffner tubes have apertxcres of from about t/32 inch to about

% inch.

8
1Z The gas-fired azlificial logs and coaLs-but-aerassembly

according to claim 1 wh_ein the gas tlow ad.jumeat valve

has a re.mov_thle handle, the gas flow adjustment allowing 4t

variety of se_ngs from fetal dosed to full open.

13.The gas-fired artificial logs _d coah-lxtraer as_mbly

according to claim I whereba the connection meazs is

comprised of a connector arLtched to the terminal end of th_

pnma_ burner tube at a first end ofa coane_ctor and attached

to the secondal_ coals burner elongated tube to a connector

second end with the valve interposed betWeen the

bur0er tube and the secondary btumo" tube.

14. The gas-fired artificial logs and coals-blamer assembly

according to claim 13 wherein the connector generally is

shaped outward from the first end connected IO the prm',ary

burn_ tube. 6ke_ted gtoe.raliy pespcndicular to the burnes

tubes alignment and inwaed to the second end connected to

the secondary burner tube. the valve and connector being

positioned generally exterior of the pnslxa_ and secondary

burner tube fire zones.

15. The gas-fired artificial Jogs and coals-burner assembly

according to claim I wherein the open frame pan and

prlnxary elongated burner tube is positiooed under in arti-

ficial logs attd grate support means.

16. The gas-fired at_Jfi cial logs and coals-buamer assembly

according to ctalm I wherein the prmaa_ t$ongated burner

tube is covered with sand a0d the secondary,elongated

burner tube is covered with san& mica. ;tad fibrous mate.riMs

which simulate coals and emb_ burn.

17. A gas-fired artificial coals- and e_s-bm-ner appa-

talus suitable for attaching to a gas-fired prunary artificial

log bttr_er tube said primary artificial log but_er tube having

a terminal end comprising:

a secondary coals burning elongated tube;

a connector meant for connecting said terminal end in

communication with the secondary b_ner tube. the

secondary burner robe positioned substantially parallel.

forward and below the ixlmary burner tube. the con-

hector means having interposed betWeen the prima_

and secondary burner tUbeS a gas flow adjustment

valve, the primary and socondary burner tubes having

a plurality of gas discharge ports, the secondary burner

tube being in gas flow communication with the primary

burner tube being the conncclJon means, a gas distri-

bution ports of the secondary lxtr_er tube di;ccted away

from the fireplace opening.

18. The gas-fired aslifidal coals- and emb_-s-bttrner appa-

ratus according to daim 1. wherein the gas distr/butioa ports

of the secon6ary bur0er tube are directed toward the pnma_

burner robe at from about 5 degrees to about 75 degrees

_o elevation from the fireplace floor.

19. A gas bunacr asvembly got use in a fireplace oompds-

ing:

a primary btwacr tube having a first end and a second end.

said first cad adaptod to be connected to a gas source

with a gas flow con_ol mea_s for controlling the

amount of gas flowing into said pmaary burner tube;

a sex:natal bttt'_ tube- -

a connector tube attached to said seco0d end of said

primary bo_mex tube and to said second burner tube to

provide fluid communication between said

burner tube and said second burner tube; and

a valve di_po*ed in said connector robe for selectively

controlling the flow of gas from said primary burner

tube i/Ito said second brenner tube.
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I hereby certify' that a true copy of the enclosed PlaintiffGolden Blount Inc.'s Opening Claim

Construction Brief was served on the following counsel of record on May 17, 2002, by United States

Postal Service Express Mail:

Jerry R. Selinger

Jenkens & Gilchrist

1445 Ross Avenue, Suite 3200

Dallas, Texas 75202

214/855-4500 ('-Telephone)

214/855-4300 Facsimile)

F. William McLaughlin

Dean A. Monco
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500 W. Madison Street, Suite 3800
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312/876-1800 (Telephone)

312/876-2020 (Facsimile)
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FOR THE NORTHERN DISTRICT OF
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GOLDEN BLOUNT, INC., )

)
Plaintiff, )

)
v. )

)
ROBERT H. PETERSON CO., )

)
Defendant. )

U.S. DISTRICT COURT

]NORTHERN DISTRICTOFTEXAS

3OURT FILED
TEXAS

MAY 282002

CLERK, US. DIST[Z'..ICT £O UI/.T

By

Dcpul)"

Civil Action No.: 3:01-CV-0127-R

DEFENDANT ROBERT I1. PETERSON COMPANY'S

RESPONDING BRIEF REGARDING CLAIM CONSTRUCTION

Jerry R. Selinger
JENKENS & GILCt-II,LIS'I"

1445 Ross Avenue

Suite 3200

Dallas, Texas 75202

Telephone: (214) 855-4500

Facsimile (214) 855-4300

Dean A. Monco

F. William McLaughlin

WOOD, PHILLIPS, KATZ,
CLARK & MORTIMER

500 West Madison Street

Suite 3800

Chicago, Illinois 60661

Telephone: (312) 876-1800

Facsinfile (312) 876-2020

Attorneys for Defendant Robert H. Peterson Co.
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IN THE UNITED STATES DISTRICT COURT

FOR THE NORTHERN DISTRICT OF TEXAS

" DALLAS DMSION

GOLDEN BLOUNT, INC., )

)
Plaintiff, )

)
v. )

)
ROBERT H. PETERSON CO., )

)
Defendant• )

Civil Action No.: 3:01-CV-0127-R

DEFENDANT ROBERT H. PETERSON COMPANY'S

RESPONDING BRIEF REGARDING CLAIM CONSTRUCTION

Defendant Robert H. Peterson Company ("PETERSON CO.") respectfidly submits

this responding brief regarding the interpretation of disputed claim terms in U.S. Patent No.

5,988,159 ("the ' 159 patent-in-suit") (Ex. 1).

I. GENERAL PRINCIPLES OF CLAIM INTERPRETATION

PETERSON CO. generally agrees with PlaintilTGolden Blount, Inc. 's ("BI_OUNT")

discussion on claim interpretation under Section III at pages 2-5 of its Opening Claim

Construction Brief One exception is that BLOUNT does not define any standard for one of

ordinary skill in the art at the time the patent was filed. PETERSON COMPANY submits

a person ofordinary skill in the art would be a tradesman having a high school education and

experience in arranging tubing for gas flow for the purpose of constructing fireplace

assemblies A person of ordinary skill would also have experience in the design of non-

--"JT-APP 0429 --_
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complex mechanical structures.

II. BACKGROUND OF TIlE RELEVANT ART

Gas burning fireplaces have been used as an alternative to wood burning fireplaces for

decades. Gas logs, usually made of fire resistant ceramic material, are placed on grates which

are located over a gas burner tube ("primary burner tube") having a series of perforations to

permit the ignited gas to surround the decorative gas logs (Ex. 1, Col. 5, 1. 14-25; Col. 6, I.

47-48). A pan burner is used to support a primary burner tube positioned within openings

on the vertical walls of the pan burner. The pan burner with the primary burner is positioned

under a grate which supports artificial gas Jogs. Sand and vermiculite is spread on the pan

burner to cover the primary burner tube while at the same time permitting any gas escaping

from the primary burner tube to be ignited. This produces a burning embers effect on the

sand/vermiculite material, imitating the burning embers of a natural wood fireplace (Ex. 1,

Col. 1, 1.47-55).

HI. THE PROSECUTION HISTORY OF THE '159 PATENT-IN-SUIT

Sometime in 1993, Golden Blount, the named inventor, allegedly developed an

optional accessory for gas log sets which he referred to as a Controlled Ember-Bed Burner,

which comprised a connector tube for connecting to the primary burner, with a gas control

valve positioned in the connector tube, and a secondary burner tube adapted to be positioned

forward ofand below the primary burner tube. The secondary burner tube produced a flame

'In its Trial Brief (Ex. 5) at paragraph (7)(b), Blount stated that "The level of skill

in the aft is modest; a person with only several years of experience, perhaps 5 years, would

approximate this level -- this becomes a definition of a person of ordinary skill in the art."

-2-
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forwardly of the primary burner tube. On May 17, 1993, BLOUNT filed United States Patent

Application No. 08/061,727 entitled "Controlled Ember Bed Burner." (Ex. l, Col. 1, I. 9-

I0). That application described a secondary burner for optional use with an artificial log

system. The secondary burner is positioned in front ofand below the log system. The claims

of the '727 application were rejected and the application was abandoned. P r i o r t o

abandonment of the '727 application, BLOUNT filed United States Patent Application No.

08/276,894 entitled "Supplemental Burner for Retrofitting to an Existing Gas Log Burner

Assembly" as a continuation-in-part of the '727 application (Ex. 1, Col. l, 1.5). The '894

application included 18 claims. Claim I specified a supplemental burner for retrofitting to an

existing gas log burner assembly having a primary burner tube with a terminal end, the

supplemental burner comprised a connector attached to the terminal end of the primary

burner; a secondary burner tube attached to the connector; and a valve interposed between

the supplemental burner tube and the connector. All of the claims were rejected as obvious

over Eiklor, eta[., U.S. Patent No. 5,033,455 in view ofPeterson, U.S. Patent No 3,042, 109

and Henry, U.S. P_itent No. 3,871,355

BLOUNT submitted a declaration alleging commercial success of the invention. In

an advisory action mailed April 30, 1996, the U.S. Patent and Trademark Office indicated that

the applicant's arguments were not persuasive, noting that:

"This combination of references when compared to the

claims at issue leaves very little to differ over. Thus, tile

secondary considerations when considered in light of this

difference cantles much less weight in affecting a decision of

patentability." (Ex. 2, p. 2-3).

A Notice of Abandonment of the '894 application was mailed on May 30, 1996.

Prior to this abandonment, BLOUNT filed U.S. Application no. 08/626,498 on April

-3-
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2, 1996 as a continuation-in-part of the '894 application 0Ex. 1, p. 1). With an amendment

filed on July 10, 1998 in connection with the '498 application, claim I specifies, in pertinent

part:

"...a support means for holding the elongated primary burner tube in a raised level

relative to a forward position secondary coals burner elongated tube;...".

This limitation was not included in the prior abandoned applications.

After an amendment was made by the examiner to correct antecedent problems,

including specifying the secondary coals burner elongated tube as a separate element, the U.S.

Patent Office issued a Notice of AJlowance on January 19, 1999.

IV. THE CONSTRUCTION OF DISPUTED

CLAIM TERMS IN THE '159 PATENT-IN-SUIT

A. Independent claims 1 and 17.

The '159 patent-in-suit issued on November 23, 1999, based on application no.

08/626,498 discussed supra. The 'I 59 patent issued with 19 claims, of which claims 1, 17

and 19 were independent. Claim 19 is not being asserted in tiffs litigation, and will not be

discussed herein. Claims 1 and 17 are set forth below in their entirety, with disputed terms

underlined•

1.

burner tube;

A gas-fired artificial logs and coals-burner assembly for fireplace comprising:

an elongated primary burner tube including a plurality of gas discharge ports;

a secondary coals burner elongated tube positioned forwardly of the primary

a support means for holding the elongated primary burner tube in a raised level

relative to the forward!y position secondary_ coals burner elongated tube,
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the secondary coals burner elongated tube including a plurality of gas

discharge ports;

the elongated primary burner tube and the secondary coals burner elongated

tube communicating through tubular connection means wherein the gas flow to the secondary

coals burner elongated tube positioned in the tubular gas connection means;

a valve for adjusting gas flow to the secondary coals burner elongated tube

positioned in the tubular gas connection means; and

the primary burner tube being in communication with a gas source with a gas

flow control means therein for controlling gas flow into said primary burner tube.

17. A gas-fired artificial coals- and embers-burner apparatus suitable for attaching

to a gas-fired primary artificial log burner tube said primary artificial log

burner tube having a terminal end comprising:

a secondary coals burning elongated tube;

a connector means for connecting said terminal end in communication with the

secondary burner tribe, the secondary burner tube positioned substantially parallel, forward

and below the primary burner tube, the connector means having interposed between the

primary and secondary burner tubes a gas flow adjustment valve, the primary and secondary

burner tubes having a plurality of gas discharge ports, tile secondary burner tube being in gas

flow communication with the primary burner tube being the connection means, a gas

distribution ports of the secondary burner tube directed away from the fireplace opening.

B. The Disputed Claim Terms

PETERSON CO. will address the disputed claim terms in the order identified in the

-5-
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BLOUNT opening brief.

I. "Second Coals Burner Elongated Tube"

The term "secondary coals burner elongated tube" (claims 1 and 17) refers to a tube

that is positioned forward to and below the primary burner tube. This limitation must be

construed in combination with the limitation described in paragraph 2. below relative to the

limitation of"a support means for holding the elongated primary burner tube in a raised level

relative to the forwardly positioned secondary closed burner elongated tube." As noted

above, these limitations were separated by the examiner to correct antecedent problems in the

claim. The BLOUNT opening brief ignores this relationship and instead tries to interpret the

limitation only with respect to providing a flame under artificial coals.

The purpose of the secondary burner tube is to provide more flame to the front of the

fireplace. This is best illustrated in Fig. 3 and the description contained in column 6, lines 40-

52 of the '159 patent-in-suit (Ex. 1).

The ' 159 patent-in_-suit describes Fig. 3 as follows:

Figs. 3 and 4 illustrate the effect of the secondary burner

apparatus 100 once connected to the pan burner 10. As

discussed, a grate 20 is located above tile pan burner which is
covered with sand 22. The grate 20 can hold at least one

artificial log 24. Artificial ember material 26 which glows

when heated can be strewn under and around the artificial logs

and on top of the sand. Flames 30 fed by gas from the

primary burner tube 14 rise through the artificial logs 24.

Flames 40 fed by gas from the secondary burner tube 104 can

rise through the artificial ember bed 28. As illustrated, the

flames 40 can be lower than the flames 30, thus providing an

aesthetically pleasing sight.

BLOUNT's description of the term "secondary coals burner elongated tube" fails to

describe the relative positions of the primary burner and the secondary burner to one another
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from a horizontal and a vertical perspective. (BB, p. 8) 2 There is no description of any

embodiment pictorially or verbally which illustrates any orientation of the primary burner tube

and the secondary burner tube other than the secondary burner tube is forward to and

completely below the primaxy burner tube.

The term "secondary coals burner elongated tube" should be interpreted to mean a

secondary burner tube positioned forward to and completely below an elevated primary

burner.

2. "A Support Means For Holding the Elongated Primary Burner Tube in

a Raised Level Relative to the Forwardly Positioned Secondary Coals

Burner Elongated Tube"

Tile term "support means for holding the elongated primary burner tube in a raised

level relative to the forwardly positioned secondary coals burner elongated tube" refers to the

standard pan burner 10 (Ex 1, Fig. 2) which contains two openings through which the

primary burner tube 14 is inserted. This enables the primary burner tube 14 to be held in an

elevated position visa vis tile secondary burner tube 104.

The principal dispute between the parties regarding tiffs term revolves around the

meaning of"raised level." PETERSON CO. submits that the term "raised level" means that

the gas apertures (ports) 18 of the primary burner 14 are positioned above the apertures

(ports) 108 contained along the length of the secondary burner tube 104. Repeating the

description of Fig 3 contained in column 6, lines 47-52, the '159 patent (Ex. I) states:

Flames 30 fed by gas from the primary burner 14 rise through

the artificial logs 24. Flames 40 fed by gas from the secondary

burner tube 104 can rise through the artificial ember bed 28.

As illustrated, the flames 40 can be lower than the flames 30,

_"BB'" refers to Blount Brief.
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thus providing an aesthetically pleasing sight.

The relative position of the flames fi-om the primary and secondary burner tubes

controls the aesthetics of the fire which is achieved and the safety of operation (Ex. 1, Col.

5, 1.55-65). This, according to the "159 patent, is the primary purpose for the secondary

burner (Ex. 1, Col. 3, 1.20-30). As such, the term "raised level" refers specifically to the

relative orientation of the gas ports of the primary burner and the secondary burner.

In contrast, BLOUNT interprets the meaning of the term "raised level" to mean that:

"The uppermost portion of the primary burner tube is higher

than the uppermost portion of the secondary coals burner

elongated tube." (BB, p. 9).

This interpretation is incorrect for the simple reason that the relative position of the

tops of the burner tubes is irrelevant to any aspect to the invention described and claimed in

the ' 159 patent. It is not the tops of the primary and secondary burner tubes which impact

the aesthetic appearance of the flame and ember effect produced in the fireplace. Rather, it

is the relative position of the gas ports in the primary and secondary burner tubes which '

produce the aesthetic effect which the '159 patent claims (Ex. 1, Col. 3, 1.20-30).

To support its position, BLOUNT refers to Column 6, lines 30-35 of the ' 159 patent-

in-suit wherein the specification recites that:

"The secondary elongated burner can also have adjustments

for height.., depending on the depth and size of the coals
and embers fire bed."

However, BLOUNT ignores that next sentence in column 6 which explains the primary

purpose of any adjustments in the positioning of the secondary burner tube, to wit:

"In all of these dimensional relationships, the present invention

provides an adjustable burn facility for the secondary

elongated burner tube which controls the amount of coals and

embers flame and glow_ again depending on the individual's

-8- _- --
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desires, size of the room, size of the fireplace and the amount

of natural draft through the fireplace." (Col. 6, 1. 34-40).

(Emphasis added).

It is obvious from this description that it is the position of the gas ports of the primary

burner tube which are in a raised relationship to the gas ports of the secondary burner tube.

Moreover, the depth of the coals and embers fire bed is a limiting factor-for height of the

secondary burner, not the primary burner. The primary burner need not be at a raised level

relative to the secondary burner because of depth of the coals and ember fire bed The top

of the primary burner could be lower than the secondary burner to satisfy the depth concerns.

Since the ' 159 patent expressly states that the gas ports are no__Ztto be positioned on

the upper ridge of the secondary burner tube so as to avoid clogging by sand, BLOUNT's

interpretation of the term "raised level" is further contradicted by the specification of the "159

patent itself. (Col. 5, 1.49-53).

Furthermore, the term "raised level" is not used in the '159 patent-in-suit. The only

analogous term used is "below." (Ex. 1, Col. 3, I. 54-60). Fig. 2 and 3 show the entire

secondary burner2ube 104 positioned below the lowermost portion of the primary burner 14.

(Also, see Ex. 6). Given this description and illustration, the term "raised level" should also

refer to the secondary burner tube being positioned completely below the lowermost portion

of the primary burner tube 14.

Moreover, PlaintifFs interpretation of the term "raised level" vis avis the uppermost

portions of the primary burner tube and secondary burner tube conflicts with its own

interpretation of the term "raised level" submitted to tiffs court in its Findings of Fact and

Conclusions of Law on or about April 19, 2002 (Ex. 4, p.6), as well as its Issue Directed Trial

Brief submitted the same date (Ex. 5). Specifically, in interpreting Claim 1, BLOUNT stated:

-9-
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"d) The elongated primary burner tube is held up by the side
of the pan through which the elongated primary burner tube " ' ---"

extends. The elongated primary burner tube is at a raised level
with respect to the secondary coals burner elongated tube,

(e.g., with respect to the center line) (emphasis added) (Ex. 4,

p. 6).

The term "center line" does not appear anywhere in the '159 patent, nor is it

illustrated. Having realized that it had no support in the specification for such an

interpretation, BLOUNT has shifted gears and moved its interpretation of the term "raised

level" to the relative vertical relationship between the uppermost portions of the primary tube

and the secondary burner tube.

Both of BLOUNT's proffered interpretations lack support in the specification, having

no import whatsoever in the attainment of the aesthetic effect of ember burning which the

'159 patent-in-suit professes to achieve.

Therefore, the term "a support means for holding the elongated primary burner tube

in a raised level relative to the forwardly positioned secondary coals burner elongated tube"

refers to a burner pan having perforations formed on the burner pan through which the

elongated primary burner tube is inserted so as to position the gas ports of the primary burner

tube in a raised position vis a vis the gas ports of the secondary coals burner elongated tube.

Additionally, the term "raised level" also means that the entire secondary burner tube is

positioned below the lowermost portion of the primary burner tube.

3. "Tubular Connection Means"

The PETERSON CO. accepts the definition of the term "tubular connection means"

contained in BLOUNT's brief(p. 11).
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4. "Positioned Under an Artificial Logs and Grate Support Means"

PETERSON CO. respectfully submits that this limitation should be given its plain and

ordinary meaning, i.e., that the pan and primary burner tube are positioned under artificial gas

logs and grate support means, as depicted in Figs. 3 and 4 0Ex. 1). In fact, BLOUNT in its

opening brief concurs that the term has a plain and common meaning. However, BLOUNT

then t,,,ists the claim language 180 ° to specify that artificial logs and a grate are positioned

over the open flame pan. BLOUNT does not explain any reason for twisting the claim

language. BLOUNT is apparently attempting to read elements into the claim that are not

positively recited in the claim.

5. "Secondary Coals Burning Elongated Tube"

PETERSON CO. incorporates by reference the arguments presented in section B. 1.,

with respect to this identical term, found in claim 1, and also used in claim 17.

Defendant PETERSON CO. requests that the term "secondary coals burning elongated tube"

be interpreted to inean:

"secondary coals burner elongated tube" should be interpreted

to mean a secondary burner tube positioned forward to and

completely below an elevated primary burner. ""

6. "Connector Means"

PETERSON CO. accepts the definition of the term "connector means" contained in

BLOUNT's brief(p. 14).
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7. "Below the Primary Burner"

PETERSON CO. incorporates by reference the arguments presented in section B.2.,

suu_u_u_u_u_u_u_u_with respect to the term "raised level." PETERSON CO.submit that the term "below

the primary burner tube" (claim 17):

"refers to a burner pan having perforations through which-the

elongated primary burner tube is inserted so as to position the

gas ports of the primary burner tube in a raised position visa

vis the gas ports of the secondary coals burner elongated tube.

Additionally, the term "below the primary burner" also means

that the entire secondary burner tube is positioned completely

below the lowermost portion of the primary burner tube."

8. "Directed Away from tile Fireplace Opening"

The term "directed away from the fireplace opening" (claim 17) refers to the direction

of gas being emitted from the secondary coals burner elongated tube. PETERSON CO.

respectfully submits that this term means that the gas emitting from the secondary coals

burner tube are directed away from the front of the fireplace and specifically in the direction

of the primary bffrner tube, i.e., toward the interior of the fireplace. The gas ports of the

secondary burner tube cannot be directed either vertically upward or essentially vertically

upward because these gas jets would become clogged by the sand and/or other granular

material which covers the secondary burner tube. The gas ports of the secondary burner tube

cannot be directed either vertically downwardly or essentially vertically downwardly because

this would cause the gas emitting from the gas ports to strike the bottom of the fireplace and

move in a 90 ° direction toward the front of the fireplace (Ex. 7). This is prohibited by the

patent specification because it will negatively impact the aesthetic effect sought to be

produced by the alleged invention disclosed and claimed in the ' 159 patent-in-suit.
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There are several descriptions in the' 159 patent specification which define to a per.so n

of ordinary skill in the art the meaning of the term "directed away from the fireplace opening,"

to wit:

"More importantly, the apertures are located along the radial

edge of the secondary burner tube 104, below the upper ridge

of the tube [Fig. 2]. By avoiding the upper ridge, the

apertures are less likely to be clogged by sand." (Ex. 1, Col.

5, 1.49-52).

"These various spaced apertures or gas discharge ports are

most important in their position in regard to both the primary

and secondary tube burners. In the secondary burner tube

104, the gas is discharged in a direction away from the

opening of the fireplace or in another aspect is directed

somewhat toward or directly toward the primary burner tube

1__4. The effects of such gas burn direction enhances the

aesthetic beauty of the overall logs, coals and ember burn, but,

more importantly, provides several safety features of the gas-

fired artificial logs, coals and ember burner assembly. First,

the natural draft of the fireplace provides a more efficient burn

of the gas and avoids high or intolerable levels of carbon

monoxide. Even more importantly is that the backward

direction or gas flow direction toward the primary burner from

the secondary burner avoids creation of pockets of gas in the

sand and other coverage material of these burners which could

possibly create a flash explosion due to accumulated gas. For

example, if the gas is directed from the secondary burner 104

toward the opening of the fireplace, then two independent

sources of gas pocketing occurs - one on the gas logs primary

burner which may or may not be covered by granular materials

as well as that generated by the secondary burner which is

removed from about 4 to 8 or 10 inches in front of the primary

burner. Lighting of such gas distribution pockets would be

hazardous and uniformity ofcoordinated burn utilizing natural

draft of the fireplace would be lost." (Ex. l, Col. 5, I. 56-col.

6, I. 15). (Emphasis added).

Because directing the flames of the secondary burner tube vertically downwardly to the floor

of the pan or fireplace would result in at least a portion of the gas going out toward the front

of the fireplace (Ex. 7), the orientation of the gas ports in the secondary burner tube vertically
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downwardly is prohibited by the above identified portions of the specification of the '159

patent-in-suit. Given the above-identified description, the term "directed away from the

fireplace opening" requires the gas ports of the secondary burner tube to be directed

sufficiently toward the primary burner tube to the degree required to prevent any portion of

the gas from being directed to the front of the fireplace.

" iBLOUNT asserts that the term d rected away from the fireplace opening" refers to

"gas discharge ports of the secondary coals burning elongated tube [which] may be directed

from vertically down, to any position approaching 179 ° in a clockwise direction." (BB, p.

16). This interpretation directly contradicts the statements contained in the specification of

the' 159 patent-in-suit quoted above. The primary difference between the interpretations of

BLOUNT and the PETERSON CO. regarding this particular term is that the PETERSON

CO. interpretation prohibits a vertically downward or essentially vertically downward

orientation of the gas jets of the secondary burner tube, and requires, in accordance with the

specification portions quoted above, that the gas ports of the secondary burner tube be

oriented so that tile flames are directed inwardly toward the primary burner for both safety

and aesthetic purposes.

In contrast, BLOUNT asserts that the gas ports of the secondary burner tube can be

oriented vertically downwardly, but offers no explanation as to the gas which will strike the

bottom of the burner pan and/or the floor of the fireplace, with at least a portion of the gas

being directed toward the opening of the fireplace, in direct contravention to BLOUNT's own

specification (Ex. 7). Consequently, BLOUNT's interpretation of this term, to at least the

extent that it permits the gas ports of the secondary burner tube to be oriented vertically

downwardly, is prohibited by the specification.
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Therefore, the term "directed away from the fireplace opening" refers to gas l_O(ts on

the secondary coals burner elongated tube which are oriented inwardly toward the primary

burner to the degree required to prevent any flames from being directed outwardly toward

the front of the fireplace.

CONCLUSIONS

For the above-stated reasons, the PETERSON CO. respectfully requests that the

court adopt its interpretation of the disputed terms as follows:

1. The term "secondary coals burner elongated tube" (claims 1 and 17) refers to

a tube that is positioned forward to and completely below the primary burner.

The purpose of the secondary burner is to provide more flame to the front of

the fireplace.

2. The term "support means for holding the elongated primary burner tube in a

raised level relative to the forwardly positioned secondary coals burner

elor_gated tube" refers to a burner pan having perforations through wtfich the

elongated primary burner tube is inserted so as to position the gas ports of the

primary burner tube in a raised position visa vis the gas ports of the

secondary coals burner elongated tube. Additionally, the term "raised level"

also means that the entire secondary burner tube is positioned completely

below the lowermost portion of the primary burner tube.

3. The PETERSON CO. accepts the definition of the term "tubular connection

means" contained in BLOUNT's brief(p. 11).
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6"

7.

8.

The term "positioned under an artificial log and grate support means" should

be given its plain ordinary meaning, i.e., that the pan burner and primary

burner tube are positioned under artificial gas logs and grate support means,

as depicted in Figs. 3 and 4 (Ex. 1).

The term "secondary coals burner elongated tube" (claims 1 and t7) refers to

a tube that is positioned forward to and completely below the primary burner.

The purpose of the secondary burner is to provide more flame lower and to

the front of the fireplace_ See, Interpretation No. 1.

PETERSON CO. accepts the definition of the term "connector means'"

contained in BLOUNT's brief (p. 14).

The term "below the primary burner tube" refers to:

"to a burner pan having perforations through which the
elongated primary burner tube is inserted so as to position the

gas ports of the primary burner tube in a raised position visa
vis the gas ports of the secondary coals burner elongated tube.

Additionally, the term "below the primary burner" also means
that the entire secondary burner tube is positioned completely

below the lowermost portion of the primary burner tube."

The term "directed away from the fireplace opening'refers to gas ports on the

secondary coals burner elongated tube which are oriented inwardly toward the

primary burner to the degree required to prevent any flames from being

directed outwardly toward the front of the fireplace.

F
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Respectfully submitted,

Je R. s in_er "" d" -
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Telephone: (214) 855-4500

Facsimile: (214) 855-4300

Dean A. Monco

F. William McLaughlin

WOOD, P/fiLLIPS, KATZ,
CLARK & MORTIMER

500 West Madison Street

Suite 3800

Ctficago, Illinois 60661

Telephone: (312) 876-1800

Facsimile; (312) 876-2020

Attorneys for Defendant Robert H. Peterson Co.

CERTIFICATE OF SERVICE

This certifies that a copy of the foregoing document was served by hand delivery to
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INTRODUCTION - :-.....
I.

This is plaintiff's reply to defendant's responsive claim construction brief. On May 17,

2002, plaintiff submitted its opening claim construction brief (with appendix), which covered

numerous suggested interpretations, both in the text and in the appendix. Defendant's responsive

claim construction brief filed on May 28, 2002, accepted these interpretations except for those

which it enumerated (listed below). Accordingly, the only terms that are presently in issue are as

follows: A) "secondary coals burner elongated tube," B) "a support means for holding the

elongated primary burner tube in a raised level relative to the forwardly positioned secondary

coals burner elongated tube," C) "positioned under an artificial logs and grate support means,"

D) "'below the primary burner," and E) "'directed away from the fireplace opening."

II. TIlE PROSECUTION HISTORY OF THE '159 PATENT-IN-SUIT
f

The Defendant, in its responsive claim construction brief of May 28, 2002, directed an

entire section solely to the prosecution history of the '159 Patent. It appears, however, that the

defendant is attempting to muddy the water by including such a section. Nowhere in that

section, nor any section directed to the claim interpretation, is the defendant asserting that the

prosecution history be used to facilitate its claim construction. While the plaintiff agrees

wholeheartedly with the defendant that prosecution history exists for the '159 patent, as it would

for every patent that issues, it also wholeheartedly agrees that the prosecution history of the '159

Patent is not relevant nor required for the claim constrnction at hand. Actually, the record of

prosecution is noteworthy if not remarkable by how "clean" it is. Exhibits 2 and 3 of defendant's

responsive claim construction brief furthers this point, and while file wrapper estoppel (i.e.,

prosecution history estoppel) is not really germane at this point, its absence of discussion shows

how benign the prosecution is. Accordingly, the prosecution history of the 'I 59 Patent is clearly

not an issue.
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III. THE CONSTRUCTION OF DISPUTED CLAIM TEtLMS IN THE '159 P!A:TENT-

IN-SUIT

A. "Secondary Coals Burner Elongated Tube"

Plaintiff maintains its position that the claim term "secondary coals burner elongated

tube" has a plain and common meaning and should be interpreted to mean a tube that is

configured to provide a flame under artificial coals. As specifically pointed out in plaintiffs

Opening Claim Construction Brief, the specification clearly supports such an interpretation.

Defendant asserts that the purpose of the secondary burner tube is to provide more flame

to the front of the fireplace. Defendant supports this assertion using Fig. 3 and the description

contained in column 6, lines 40-52, of the '159 patent-in-suit. As defendant pointed out, the '159

patent-in-suit describes Fig. 3 as follows:

FIGS. 3 and 4 illustrate the effect of the secondary burner

apparatus 100 once connected tothe pan burner 10. As discussed, a
grate 20 is located above the pan burner which is covered with

sand 22. The grate 20 can hold at least one artificial log 24.

Artificial ember material 26 which glows when heated can be

strewn under and around the artificial logs and on top of the sand.

Flames 30 fed by gas from the primary burner tube 14 rise through

the artificial logs 24. Flames 40 fed by gas from the secondary

burner tube 104 can rise throuKh the artificial ember bed [i.e.,

_. As illustrated, the flames 40 can be lower than the

flames 30, thus providing an aesthetically pleasing sight.
(Emphasis added)

Plaintiff agrees with defendant that the aforementioned description suggests that the

"'secondary coals burner elongated tube" is designed to.provide a flame toward the front of the

fireplace. However, if the defendant were to continue its reading of the same paragraph, it would

observe that the aforementioned description also suggests that the "secondary coals burner

elongated tube" is designed to provide flames 40 under the artificial ember bed 28 [i.e., coals].

As easily (and properly) as one could read this paragraph to suggest that the "secondary coals

burner elongated tube" is designed to provide a flame toward the front of the fireplace, one could

read this paragraph to say that the "'secondary coals burner elongated tube" is designed to provide

a flame under the artificial coals. In furtherance of this, the claim term (opposite the term used in

the specification) includes the phrase "coals burner," which furthers plaintiffs construction.
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In addition, defendant asserts that plaintiffs description of the term "secondary-coals

burner elongated tube" fails to describe the relative position of the primary burner tube and the

secondary coals burner tube to one another. Clearly, no position is imparted when using the term

"'secondary coals burner elongated tube" alone, except that it is designed to burn coals, as the

name suggests and the specification supports. While plaintiff agrees that there is an element of

Claim I that positions the primary burner tube and the secondary burner tube with respect to one

another, that element is addressed in the section directly below this one, named "a support means

for holding the elongated primary burner tube in a raised level relative to the forwardly position

secondary coals burner elongated tube."

REQUESTED INTERPRETATION

The term "secondary coals burner elonKated tube" should be interpreted to mean a tube

that is configured to provide a flame under artificial coals.
t

B. "A Support Means for Holding the Elongated Primary Burner Tube in a

Raised Level Relative to the Forwardly Position Secondary Coals Burner
Elongated Tube"

The principal dispute between the parties regarding this term revolves around the

meaning of "raised level". Plaintiff maintains its position, however, that the claim term "raised

level" should be interpreted to mean that the upper most portion of the primary burner tube is

higher than the upper most portion of the secondary coals burner elongated tube. Additionally,

however, plaintiff asserts that the claim term "'raised level" should be interpreted to mean that

the centerline of the primary burner tube is higher than the centerlifie of the secondary coals

burner elongated tube.

In contrast, defendant interprets the meaning of the term "raised level" to me_m that the

position of the gas ports of the primary burner tube be at a raised level with resp'e.¢l to :the gas

ports of the secondary burner tube. To support its belief, defendant refers the Court to _olumn 6

lines 30-40 of the patent-in-suit, wherein the specification recites that:

"The secondary elongated burner tube can also have adjustments

for height, meaning distance elevated from the floor of the

i Defendant noted that plaintiffs pretrial materials asserted the "center line" as a reference point that could be
used. Plaintiff finds no problem with this reference point.
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fireplace, again depending on the depth and size of the coals and .: -----

embers fire bed. In all of these dimensional relationships, the

present invention provides an adiustable burn facility for the

secondary elongated burner tube which controls the amount of

coals and embers flame and glow, again depending on the

individual's desires, size of the room, size of the fireplace and the

amount of natural draft through the fireplace." (Emphasis added)

Defendant incorrectly characterizes to the Court what the phrase "adjustable bum facility

for the secondary burner tube which controls the amount of coals and embers flame and glow"

means. Defendant argues that the phrase adjustable burn facility is referring to the adjustable

position of the gas ports of the secondary burner tube with respect to the primary burner tube.

Defendant contends that it is this adjustable position that controls the amount of coals and

embers flame and glow. Clearly this is not the case.

The adjustable burn facility, and thus the amount of coals and embers flame and glow, is

provided by the adjustable valve 106, not the adjustable position of the gas ports of the secondary

burner tube with respect to the primary burner tube. Column 3, line 65 through column 4, line 3,

of the '159 Patent recites that "the gas flow is regulated selectively by the valve which is

interposed between the primary and secondary burners in the connection means. The control of

gas flow thus controls the height of the coals and embers bed flames. Accordingly, it is the valve

106 that provides the adjustable burn facility, and not the adjustable position of the gas ports of

the secondary burner tube, as offered by defendant. The defendant's characterization is

misleading, and thus, raised level is not measured wit h respect to the gas discharge ports.

Defendant also argues that the term "raised level" requires that the entire secondary

burner tube be positioned below the lowermost portion of the primary burner tube. (Defendant

also argued this during its interpretation of the term "'secondary coals burner elongated tube"). In

support of this, defendant provides its Exhibit 6(a i'eproduction of FIG. 3 of the '159 Patent),

which shows a line labeled "'Level" illustrating how the entire secondary burner tube is

positioned below the lowermost portion of the ,p[imary burner tube. The defendant, once again,

has mischaracterized the teachings of the '159.Patent. Defendant's reproduction of FIG. 3 of the

'159 Patent is identical to that shown in FIG;_3 ofthe '159 Patent, with the exception of one

thing: FIG. 3 of the '159 patent shows that the secondary coals burner elongated tube is

• . !,
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positioned on the fireplace floor, wherein the defendant's reproduction of FIG. 3 illustrates that

the secondary coals burner elongated tube is elevated off of the fireplace floor.

This distinction is important to the claim interpretation of the term "raised level." As the

defendant correctly pointed out, as well as Claim 9 recites, the secondary coals burner elongated

tube is adjustable in height relative to the floor of the fireplace and the elevated primary burner

tube. Applying the defendant's suggested interpretation that the entire secondary burner tube be

positioned below the lowermost portion of the primary burner tube to the actual FIG. 3 of the

'159 Patent, would make Claim 9 totally inoperative. The Courts are well settled that an

interpretation of a claim that would render two related claims in a patent inconsistent is

"presumptively unreasonable. ''2

As previously recited, applying defendant's suggested interpretation that the entire

secondary burner tube be positioned below the lowermost portion of the primary burner tube to
t

the actual FIG. 3 renders Claim 9 totally inoperative. In contrast, applying the defendant's

suggested interpretation that the entire secondary burner tube be positioned below the lowermost

portion of the primary burner tube to defendant's mischaracterized Exhibit 6, doesn't render

Claim 9 totally inoperative. It appears that the defendant modified its Exhibit 6 for this reason.

Plaintiffs interpretation of the term "raised level" allows the secondary coals burner elongated

tube illustrated in FIG. 3 to be adjusted upwards without making Claim 9 totally inoperative.

Clearly, this was the intent of the specification and the only way to make Claim 1 and Claim 9

consistent with eachother.

Defendant pointed the Court to the fact that plaintiffs Findings of Fact and Conclusions

of Law, as well as plaintiffs Issue Directed Trial Brief, referred to the centerline as the reference

point. An interpretation that the claim term "'raised level" means that the centerline of the

primary burner tube is higher than the centerline of the secondary coals burner elongated tube is

equally as feasible as an interpretation that the claim term "raised level" means that the upper

most portion of the primary burner tube is higher than the upper most portion of the secondary

coals burner elongated tube. Of importance, either of the interpretations may be used without

klZrightMedical Technology. lnc_ v. Osteonics Corp., 122 F.3d 1440 (Fed. Cir. 1997).
5
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going against the requirements of Claim 9, as happens when defendant's suggested in!erpreta_fion

is used.

REQUESTED INTERPRETATION

The phrase "a support means for holding the elongated primary burner tube in a raised

level relative to the forwardly position secondary coals burner elongated .tube" should be,

interpreted to mean that a support structure holds the upper.most portion of the primary burner

tube higher than the upper most portion of the secondary coals burner elongated tube, or

alternatively, that a support structure holds the centerline of the primary burner tube higher than

the eenterline of the secondary coals burner elongated tube.

C. "Positioned under an Artificial Logs and Grate Support Means"

Plaintiff maintains its position that the claim term "positioned under an artificial logs and

grate support means" has a plain and common meaning and should be interpreted to mean that a

set of artificial logs and a grate support are positioned over the open frame pan and the primary

burner elongated tube. Defendant contends that plaintiff has twisted the claim language 180 ° .

With the exception of a few words, defendant's suggested interpretation is identical to plaintiffs.

The major difference between the two interpretations is that plaintiff uses the term "grate" and

defendant uses the term "grate support means."

While plaintiff does not entirely understand defendant's argument about 35 U.S.C. § 112,

'_ 6, it certainly appears that this statute raised no problem. The courts are very clear that when

sufficient structure for performing a claim function is provided, no interpretation problem is

presented. 3 Plaintiff asserts that the term "grate" provides sufficient structure for performing the

claimed function of supporting the artificial logs. Thus, there is no issue.

REQUESTED INTERPRETATION

The term "positioned under an artificial logs and grate support means" should be

interpreted to mean that a set of artificial logs and a grate support are positioned over the open

frame pan and the primary burner elongated tube.

SeeAl-Site Corp. v. VSllnt'l. Inc., 174 F.3d 1308, 1318 (Fed. Cir. 1999).
6
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D. "Below the Primary Burner"

Plaintiff incorporates by reference the arguments presented in section B., su_u_u_u_u_u_u_u__with

respect to the term "raised level."

REQUESTED INTERPRETATION

The phrase "'below the primary burner tube" should be interpreted to mean that the upper

most portion of the secondary coals burner elonRated tube is lower than the uppe)" most portion of

the primary burner tube, or alternatively, that the centerline of the secondary coals burner

elongated tube is lower than the centerline of the primary burner tube

E. "Directed Away from the Fireplace Opening"

Plaintiff maintains its position that the claim term "directed away from the fireplace

opening" has a plain and common meaning and should be interpreted to mean that the gas

discharge ports of the secondary coals burning elongated tube may be directed from vertically

down, to any position approaching 179 degrees in the clockwise direction, but may not be

located vertically upward. 4

Defendant contends that the term "directed away from the fireplace opening," among

other things, means that the gas ports of the secondary burner tube cannot be directed either

vertically downwardly or essentially vertically downwardly because this would cause the gas

emitting from the gas ports to strike the bottom of the fireplace and move in a 90 ° direction

toward the front of the fireplace. Defendant's interpretation requires that the gas ports of the

secondary burner tube be directed sufficiently toward the primary burner tube to the degree

required to prevent any portion of the gas from being directed to the front of the fireplace, and

thus, prevent any potentially deadly combustion, s Defendant uses its Exhibit 7, as well as

discussions associated therewith, to support this contention. Plaintiff argues that Exhibit 7, of

which defendant relies, is no more than unproven extrinsic evidence.

4 Plaintiff respectfully wishes to inform the Court that this term is strictly limited to Claim 17, and should not

be imparted on independent Claim 1.

5 It is realized that this Brief is not intended as an infringement analysis, but defendant's statement that the
openings cannot be straight down without creating potential hazard, flies directly in the face of defendant's own device.
The apertures of Defendant's own device appear to poinl vertically downward, and none of the terrible consequences
sccm tO occnIF.

7
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As theCourtis wellaware,extrinsicevidencemayonly be relied upon to constrne-the.

claim terms themselves "'when the claim language remains genuinely ambiguous after

consideration of the intrinsic evidence. ''6 Defendant's Exhibit 7, and the arguments concerningit,

are improper in that the assumption presented is an extrinsic technical assertion, and only

intrinsic evidence should be used. Moreover, defendant's Exhibit 7 is not only extrinsic

evidence, but unproven evidence. As it is, Exhibit 7 is an extrinsic lay opinion. .

Defendant failed to take one important factor into consideration while rationalizing its

interpretation of the claim term "directed away from the fireplace opening." Namely, defendant's

supposed logic is flawed because it failed to consider the effect the draft of the fireplace has on

the gas exiting the gas discharge ports of the secondary coals burning elongated tube. Column 4,

lines 15-21, of the '159 Patent recites that "the gas flow from the secondary burner away from the

opening of the fireplace and, in effect, toward the primary burner is also of special importance

because of the utilization of the fireplace natural draft and direction of flames to more completely

• bum the gas, avoid any pockets of gas in front of the gas logs." (Emphasis added) That is, it is

the natural draft of the fireplace, in conjunction with the gas discharge ports of the secondary

coals burner elongated tube not being directed to the fireplace opening, that brings the gas, and

therefore flame, away from the fireplace opening. The undersigned does not know the

percentage forward and rearward, but quite evidently the point of the fireplace natural draft has

been overlooked or glossed over. Thus, it is the natural-draft of the fireplace (a fact that

defendant failed to mention) that allows the gas discharge ports of the secondary coals burner

elongated tube to be located vertically downward, while minimizing the gas from exiting toward

the fireplace opening. Plaintiffs Exhibit 1, which is a modification of defendant's Exhibit 7,

schematically illusuates the point herein:

Defendant also failed to take into consideration the significance that the wording of

Claim 18 has on the interpretation of the claim term "'directed away from the fireplace opening"

in Claim 17. Claim 18 recites that the "gas distribution ports of the secondary burner tube are

directed toward the primary burner tube at from about 5 degrees to about 75 degrees elevation

from the fireplace floor." The doctrine of claim differentiation requires that one must not

Marlonan v. Westview Instruments, 52 F.3d 967 (Fed. Cir. 1995).
8
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interpret an independent claim (Claim 17) in such a way thai is inconsistent with a claim (C!aL_n.

18) which depends from it] The result is that claim differentiation also gives the unspecified

angular relationship ("directed away") in Claim 17 to be broader than the dependent Claim 18.

Defendant's suggested interpretation would render Claim 18 "superfluous," therefore, it is

presumed unreasonable, g

REQUESTED INTERPRETATION

The phrase the term "'directed away from the fireplace openinI_" should be interpreted to

mean that the gas discharge ports of the secondary coals burnin_ elongated tube may be directed

from vertically down.-to any position approaching 179 deKrces in the clockwise direction, but

may not be located vertically upward.

IV. CONCLUSION

For the foregoing reasons and based on the intrinsic evidence relied upon, Plaintiff,

Golden Blount, Inc. respectfully requests that the Court adopt the following proposed claim

construction:

REQUESTED CONSTRUCTION RESTATED

The term "'secondary coals burner elongated tube" should be interpreted to mean a

tube that is configured to provide a flame under artificial coals.

The phrase "a support means for holding the elongated primary burner tube in a

raised level relative to the forwardly position secondary coals burner elongated

tube" should be interpreted to mean that a support structure holds the upper most

portion of the primary burner tube higher than the upper most portion of the

secondary coals burner elongated tube, or alternatively that the centerline of the

primary burner tube is higher than the centerline of the secondary coals burner

elongated tube.

Wright Medical Technology, Inc. v. Osteonics Corp., 122 F.3d 1440 (Fed. Cir. 1997).

Arhleric Ahernarives, Inc. v. Prince Manufacturing, Inc., 73 F.3d 1573 (Fed. Cir. 1996).
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The term "positioned under an artificial logs and grate support means" should-be

interpreted to mean that a set of artificial logs and a grate support are positioned

• over the open frame pan and the primary burner elongated tube.

The phrase "below the primary burner tube" should be interpreted similar to the

phrase "raised level above.

The phrase the term "directed away from the fireplace opening" should be

interpreted to mean that the gas discharge ports of the secondary coals burning

elongated tube may be directed from vertically down, to any position approaching

179 degrees in the clockwise direction, but may not be located vertically upward.

Respectfully submitted,

For Plaintiff Golden Blount, Inc.

WILLIAM D. HA_S, JR./' "
State Bar No. 09109000

CHARLES W. GAINES

State Bar No. 07570580

Hitt Gaines & Boisbmn, P.C.

225 University Plaza

275 West Campbell Road

Richardson, Texas 75080

972/480-8800 (Telephone)

972/480-8865 (Facsimile)
ATTORNEYS FOR PLAINTIFF
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CERTIFICATE OF SERVICE

I hereby certify that a true copy of the enclosed PLAINTIFF GOLDEN BLOUNT, INC.'s
REPLY TO DEFENDANT ROBERT H. PETERSON'S RESPONSIVE CLAIM CONSTRUCTION

BRIEF was served on the following counsel of record on June 3, 2002 by facsimile and first class
mail:

Jerry R. Selinger
Jenkens & Gilchrist

1445 Ross Avenue, Suite 3200

Dallas, Texas 75202

214/855-4500 (Telephone)

214/855-4300 (Facsimile

(by Hand Delivery)

F. William McLaughlin .

Dean A. Monco

Wood, Phillips, VanSanten,

Clark& Mortimer

500 W. Madison Street, Suite 3800

Chicago, IL 60611-2511

31.2/876-1800 (Telephone)

312/876-2020 (Facsimile)

(by Facsimile and First-class Mail)
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IN THE UNITED STATES DISTRICT COUI

FOR THE NORTHERN DISTRICT OF TEX

DALLAS DIVISION

GOLDEN BLOUNT, INC.,

Plaintiff,

V.

ROBERT H. PETERSON CO.,

Defendant.

US. D_CT COURT

,I_ORTHERN D ISTRICT OF TEXAS

"-[: __ FILED

.:_ crcotn_r

_-,:_-, By_ Dep.t_' _"

Civil Action No.

3-01CV012%R

ORDER DENYING PETERSON CO.'s MOTION

FOR PROTECTIVE ORDER

" " i 'TheCourthasrevmwedthebnefingofthepart es counselrclatingtoPeterson Co.'s Motion

For Protective Order to Preclude Testimony ofF. William McLaughlin and heard counsel in an

appearance on the 31st (lay of May, 2002. After full consideration of the foregoing, it is found that

such Motion should be denied. It is therefore

I

I

I

ORDERED that Peterson's subject motion should be denied in tts entirety.

Signed this ___ day of.._J ,..1,_ ,2002.

PAUL D. STICKNEY, UNITED STATES MAGIS'Iq:IATE JUDGE

I

I

I

I

ORDER DENYING PETERSON CO.'s MOTION FOR PROTECTIVE ORDER

L-_ ,'O
JT-APP 0460

,



I

I

I

I

I

I

I

!

!

I

I

I
I

I

I

I

I

=

OF COUNSEL:

F. William McLaughlin
Dean A. Monco

WOOD, PHILLIPS, KATZ,

CLARK & MORTIMER

500 West Madison Street, Suite 3800

Chicago, Illinois 60661

Telephone: (312) 876-1800

R"_teI'_neer" "_ " 0
ar-No. 18008250

NS & GILCHRIST,
fessional Corporation

1445 Ross Avenue, Suite 3200

Dallas, Texas 75202

Telephone: (214) 855-4500

Facsimile: (214) 855-4300

CERTIFICATE OF SERVICE

This certifies that a copy of the foregoing document was served by first-class mail,

postage prepaid, to counsel for Plaintiff, William D. Harris, Jr., Hitt Gaines Boisbrun, P.C., 225

University Plaza, 275 West Campbell Road, Richardson, Texas 75080, this 26 'h clay of June,
2002.
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WOOD,PHILLIPS,El AL
IN THE UNITED STATES DISTRICT (

FOR THE NORTHERN DISTRICT OF'

DALLAS DIVISION
° -

GOLDEN BLOUNT, INC., )

)
Plaintiff, )

)
v. )

)
ROBERT H. PETERSON CO., )

)
Defendant. )

U.S. 13"E_7_:CT COURT
I'_ORTI t E [_"I DISTKICI" OF'IEXAS

F_LED ......

OURT ]
'EXAS JUN 2 6 2902

CLERK, U.S. DIS : i.:CT COURT

By

[Jgp':t_

Civil Action No_: 3:01-CV-0127-R

ROBERT tl. PETERSON CO.'S

35 USC SECTION 282 NOTICE

+-+.,

Robert f4. Peterson Co. hereby gives notice to Golden Blount, Inc. of the country, number,

date, name of the patentee of any patent, the title, date and page numbers of any publication to be

relied upon as anticipation of the patent in suit or as showing the state of the art, and the name and

address of any person who may be relied upon as tile prior inventor or as having prior knowledge

of or as having previously used or offered for sale the invention of the patent in suit.

LIST OF PATENTS

United States Patent No. 3,042,109 issued Jtdy 3, 1962, to Peterson;

United States Patent No. 3,871,355 issued March 18, 1975, to Henry;

United States Patent No. 5,033,455 issued July 23, 1991 to Eiklor, et al.; and

United States Patent No. 3,583,845 issued June 8, 1971 to Pulone.

Dallas2 906826 v I, 52244 00001

_C_._-7_
- _JT-APp 0461 .
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LIST OF PUBLICATIONS '---_-_

Real-Fyre F3 Series Circular Burner (Bates No. 000037), dated 1973;

Installation Instructions Real-Fyre Hearth Logs with Front-Flame Burner (-Bates No.

000031), date prior to 1977;

Burner assembly CGA drawing of Robert H. Peterson Co. (Bates No. 000034),dated July

1, 1983;

Burner installation drawing (Bates No. 000100), date about 1975;

Drawing of hook up for circular G4 burners (No. 000029), date prior to 1977; and

Robert H. Peterson Co. brochure "Gas Log Warmth from Peterson Real-Fyre" (Bates

Nos. 000038-000049), date prior to 1977.

PERSONS WltO MAY BE RELIED UPON AS PRIOR

INVENTOR OR HAVING PRIOR KNOWLEDGE

John Pulaski, 500 Oak Glen Road, Howell, New Jersey 07731;

Darryl R. Dworkin, Summit-Fyreside, 911 First Avenue, Asbury Park, New Jersey

07712;

Defendant Robert H. Peterson Co., by Leslie Bortz, c/o 2500 West Arthington Street,

Chicago, Illinois 60612, and Tod Con-in and Vince Jankowski, c/o 14724 East Proctor Ave.,

City oflndust_, California 91746.
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07/25/02_ 10:37 FAX 972+480+8864 Ill'IT CAINES & BOISBRUN 003

IN T11E UNITED STATES DISTRICT COURT

FOR THE NORTItERN DISTRICT OF TEXAS

DALLAS DIVISION

GOLDEN BLOUNT, INC.,

Plaintiff,

V,

ROBERT H- PETERSON CO.,

Defendant.

Civil Action No.

3-01CV0127-R

PLAINTIFF, GOLDEN BLOUNT, INC'S
DESIGNATION OF ADDITIONAL EXHIBITS

In accordance with the provisions of the Court's pre-trial procedure, PlaintiffGolden Blount,

Inc. designates herewith additional Trim Exhibits 24 - 26, to be added to Trial Exhibits 1-23 filed with

this Court on July-17, 2002. A copy of the additional exhibits is also being seived on Defendant

Robert H. Peterson Company. For the record, it is noted that these exhibits are the depositions of

Leslie Bortz (by 30(lo)(6)), in two separate sessions _nd William McLaughlin. These depositions have

previously been designated to use in this lawsuit. Unless directed, these depositions will not be filed

at this time nor will the Court be burdened with copies. All of the copies will be available at the trial

as needed as will the originals, ffthe Court or opposing party wants the matter handled otherwise,

we solicit an immediate contact. Note that the protective order entered in this case requires special

handling.

Respectflllly submitted,

For Plaintiff Golden Blount, Inc.

CHARLES W. GAINES

State Bar No. 07590580

Hitt Gaines & Boisbnm, P.C.

225 University Plaza

275 West Campbell Road

Richardson, Texas 75080

972/480-8800 (Telephone)

972/480-8865 (Facsimile)

dT-APP .... -0464 :



"07/2S/02-_1"0:37 FAX 972+480+8864 IIITF GAINES & BOISBRUN OO4

CERTIFICATE OF SERVICE

I herebs, certify that a true copy of the enclosed PlaintiffGolden Blount Inc.'s Designation of

Additional Exhibits was served on the following counsel of record on July 25, 2002, by facsimile

transmission and hand delivery:

Jerry R. Selinger (via hand delivery)
Jenkens & Gilchrist

1445 Ross Avenue, Suite 3200

Dallas, Texas 75202

214/855-4500 (Telephone)

214/855-4300 (Facsimile)

F. William McLaughlin (via fax)

Dean A. Monco

Wood, Phillips, VanSanten,
Clark & Mortimer

500 W. Madison Street, Suite 3800

Chicago, 1I, 60611-2511

312/876-1800 (Telephone)

312/876-2020 (Facsimile)

If opposing counsel requires full deposition copies, they will be provided forthwith on notice

to Golden Blount, knc.'s counsel.
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GAS-FIRED ARTWICIAL LOGS AND apertures. Sated is poured over the gas burner to hide it from
COA.LS-BU'R_WER ASSE,M_LY sight. Artificial embers ate then spread across the saxtd. In

use. gas flows through the buro_" and csr-apes through the
The present application is • continuation-in-part appli- spaced apert_es. The gas filters up through the t,.zod undo--

carlo• of U.S. patent application Ser. No. 08/276.894. filed .s ncarh the anifi_al logs.The gas is ignited attd creates flame_

Jut. 19. 1994. now abandoned, entitled "A Supplemental between the logs. Thclmigfir of the flarne is conti"oUedby •
Burncr for Rez.rofit_ng to an Existing Gas Log Burn•-

Assembly" which is • continuation-in-part application of
U.S. patent application Sc_. No. 01;/061.727. filed May 17.
1993. entitled "'Contrulled Ember Bed Bur ned- which is now l0
abandoned_

TECH2'_C...kL FIELD OF THE _TION

The present invention relatcz to a gas-fired artificial logs
and coMs-bturn_ assembly for a fireplace to be used with t_

decorative gas logs attd coals or embers decor•tire imm_

placed forward of the gas logs in the fireplace arrangement.
In another aspect, the invention relates to coals- attd embers-

buyer apparatus suitable for •roaching to • terminal cM of
• gas-fired primary artificial burner, the coals- t0d emberv- 2o

bcu'ner assembly utilizing a valve bctwc_n the primary
artificial logs burner and the coals- and embers-bttrnca'.

In yet another aspect, the invention rebtes to a gas-fired
artificial logs. coals- and embex_-bt.ume* assembly for fire-
place whexeto gas flow through a primary Ixwned robe is the as

source for gas flow to a secondary coals bttrn_ tube posi-

tioned for'ward a_d below the _a'aary btu'aet tube with the

m_tiple discharge ports in the seco0dary tube directed away
from the front of the fireplace.

30
The present further relates to efficient gas burners for

burning natural gas. manufacutred gas and propane gaseous
fuels within • fircplac_ eaviromment. In addition, the inven-

tion provides az efficient bttrner system for bur•Jag gaseous

fuels to a raatmcr which provides decorative flames and 35
decorative coals and cmbers wkich simulate wood btwning.

Gas logs axe usuMly made of a fire resistant ceramic

material: however, when gas flames are directed against

such ccraroJc mamdals, the gas flame is cooled by the

aruficial logs and many times produces a highly inefficient ,.o
and dirty yellow flame. Such a flame firrthcr indicates

incomplete: burn of the gaseous rlxatezials due to a lack of

suf_cieat burn temp<a'amre and oxygen supply thus creating
exccssive soo¢ and c:aa'bon monoxide.. Various attempts have

been made in comet-ring these decorative fireplace gas log 4s
d_:fic_ nantes.

Further it is kno_.'n that gas txirners or gas noz,t.les can be
bailed below • Ic-,'el of sand and vcrmicolite_ These btumcr

systems are referred to as sand pan btwaars which dislxa's¢

the gasscs through the firep¢oof material and permit the gas .so

pcrmcadng thrcxtgh the porous material to igmte upon

catering the atrnosrhcrc. Such _'stems allow disbursal of
the flames ov_ a largc arc• or bed of material. Such
disbursal of flam_ creates • more d'Ficieat burn which

firrthcr simulates the action of burning wood. a_hes and 55
embers in a fireplac-..

Prior art b_ner _'stcma for an/tidal decorative logs and

sand pan type burners are incorporated in various prefabri-
cated fireplac_ ca" existing masomy fireplaces; however.

such systems are required to meet the A2,1SI emission 6o

srandards which have been adapted by the American Ga_ .

Institute_ Accocdit_y. it is vc_. desk•bin to provich: a dean
b_rmng gas-fired artificial logs and cods-burn_ a_sembly

v,,hich mcct the prewar A2-:SI emission standards.

Gas logs arc tocreasingly popular in homes_ Decorative 6J

artificial logs arc placed on a grate which is located over a

gas b_-aer. The ben-nor is typically a mbc with spaced

prima_ valve which can be manipulated by the usa'.

Gas logs ea_. und_ these con<litioaL provid_ • great deal

of heat to • room. Also. gas logs require virtually Do e._ort

to light. Natural logs. on the other had. mua be prOlXaty
curedbefore buruing.EvcJathen._dling isusuallyneeded_

A_d once lit.itis di£[icultto controlthe rateof burning.

Beyond coovcnience,gas logs arc alsoaestheticallypleas-

ing. However. the standard gas logs burner only creates
flames around the artificial logs. Natural logs. when b_u_¢d

will break apart to produce beautiful burning embers ia front

of the main log stack. A nocd exists to produce • more
realL_c aesthetic burn with gas logs.

Due to the popularity of gas logs. • numb<a"of •dr•noes
have been patented. For example. U.S. Pat. No. 5.000.162 to

Shlmek ct at. discloses a "Clean Burning Glowing Ember

and Gas Log Bt.w0er System." This unit is mark:ted under
the trademark Heat-N-Glow as the Model 5000GDVMH as

a self-<:ontained fireplace and wall heater for mobile homes.
The system is a Iow-BTU syslcta whose makn objective is to
mJ2aimi;o: carbon monoxide ore•non and scot deposit on the

logs. A b_ner system is provided with a _st branch and a

second branch. The first branch is supp<_ed ca a prefabri-

cated grate between a first and second decorar;vc log. The
second brat_ch is forward of the logs and is protecmd under

a metal mesh. A very light layer of special ember material is
spread on top of the mesh. Shimek ct aL ' 162 is only sold as

a complete system of logs. bur•or a_d special ember mate-
rial It cam_ot be fit-rod to existing pan burners which are by
far the most common burner in use. the combination result-

ing in the assembly of the invention. Thus. the Shimek

burner system is an expensive option.

The Shlmek burned system provides a metal trim piece or

refractory material in front of the second burner pipe branch

so that it is not easily viewed by a pcrsotJ standing in front

• of the fireplace. The second branch o_y illorainatcs • thin
line of ember material. Neither the first or second bra.uch can

be covered by sand as is common in other units. The gas
apel-tm'es in the branches are located oa the upper surface of

both Ilanches. Thus. sand could easily clog the apczl_es_

Moreover. the flow of gas into the second h'anch cannot be

regulated.

U.S. Pat. No. 5.052_370 to Karabin discloses • "Gas

Burner Assembly Including Emberi2Jng Material_- The gas

burner comprises • first and second gas-burner assembly.

The fir'st gas-burner assembly is formed by a pair of parallel
bu_qler tubes connected by a thisd bmacr tube_ The second

gas-btumer assembly is locatedfor'.,-atd of the first assembly

and is gcncra.lly T-shaped. The second burner only ilinmi-
nares a thin line of embcr material. A tingle gas source

supplies boch tmmcr assemblies..-X_ ignite" is provided to

ignite the gas from the main buyer a_cmbly. The flame

from that b'aning gas ignites thc gas from the second bttraer

assembly. A.S with the Shlmek ct at. burner assembly, the

flow of gas to the second burner assembly cannot I>¢
con_rollcil.

Finally. U.S. PaL No. 5.081.981 to Bcal dJ.seloscsyet
another bmner and is entitled "'YeUow Flame Ga_ Fireplace

Burner Assembly-- The Boa1 reference i_ prLman]y con-

cerned with producing a dean yellow flame. "The buma_
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of the b,.am=" tube h forayed of the artifidal logs zad interposedberwo::0theprimao, aodsecoadaryburnc_iothe

provides flame f_ ember material. Howl'or. as with the cotmectinn means. The control of gaa flow _us eontrola the

Shimckrdaenceabove..thetcx'wardponioaofthebtwa¢_" " hcightofthecozlsaademba'sbedflamesazdthearaouatof

tube is hidden b'om view by • portio0 of the grate. Tile Bcal r•dia_t heat which is produced ha the final of the fir_ac_

system does tint contemplalc the present assembly. _ and is distributedlnto the room. The amoutu o/radlant heat

Furthexmor¢. •s with both the Shiraek and K.a_ab_ caubcctthancedbyu_gthccomxolvalvefotincrr._i/_g

refereao::s, the.re is on means provided to control separately the amount of gas beittg bur.ed ha the secondary bta'u_r or

the flow of gas into the fxom b_t_et uabc. the utilimdou of even a tra'th_ bunaer ainu& wi_ the

A need exist/for an i.aexp_:asivc assembly for improving secondary burner which are provided lot"ward of the gts logs

the pcHo..-a'u_lc¢:a_d aesthetic aFtx.al of p_m-typc g_, b_t_- to arrangement in the fireplace. Th(: secondary buracx can

ers. The assembly should distribute gas u0der at12ficiatl coals opo'ase elfidently when completely cov_ed with sand asld

c.x embers in {tot_t o[ th_ ga.%fired logs.The assembly should artificial coals and embers ruas_ials, there behag eo need for

also provide a method of conuoLLing the flow of gas to a a new grate to kide the secon_ burner.

secotadar}" b_tro¢.r, thuscocttroULagthehe{ght of the coals ;tad The ability, to regulate the flow of ga_ to the secondary

embers bed flames and the amoont of heat radiated into a 15 burner is an espe.cia[ly tmpoftant roan.m:. In =dditio_= the gas

room. A need furthea" c.x.isu for aa assembly which can safely flow flom the _condary bttrn_ away from the opening of

opcrat_ even if completely cov_ed by _od and enhances the fireplace and. in e.ffcct, toward the primary buma is also

gasbu.rnofbothprimarTlogburncr andsecond.zrycoahazd of spc_al h-nl_rtanc¢ because of the utilization of the

ember_ bur_er by gas flow control and bu[o direction, fireplace oaturaJ draft and dlre.._on of flames to more

Thee presen(iad long-felt oe_:d_ for gas logs and glow- 20 completely bmm the gas. •void any pockctt of gas in front

ing coals- and embersAxa-ner systems will bun) clean and ofthcgaslogs. The di_eclion of the gas dispe_sioa from the

closely s/rouble the natural flames produced by burning

wood logs have not yet been met by the art. Therefoee. it is

desirable [o produce a reliable and efficient gas logs and

glowing coals- and crobcrs-buru_ assembly which producca

the de:sired efficiency of btwa while providing decorauvc

flames that closely simulate burai0g wood logs while at the

game time providing useable heat and still meet EPA regu-

lations .sad the A-\'SI emissions and safety standards.

SL_LMAP.'f OF THE L",%'_qlXON

It is a primal- object of the present invention to provide

a higtfly et_cinat g_-bttrucr assembly for use with artifidaL

decorative logs and glowing coals and embers wherein the

a_scmbly provid_ control for the glowing coals and ernbe2s

independently of the gas logs burn.

It is another pnmary object or the present invenLion to

provide a novel bta-ncr assembly v, hich closely siraulatcs the

flames, emb_'s azd coals of ttatural wood logs b_n-

h is another principle objcct of the present havenfion to

provide: anovd burn_ assembly which has low carbon

rooaox_dc rmaissino characteristics.

It is yet a_o ._,,c:r.objecx of the present invendon to provide
an efficient low c_rbon moon.de emission bur_cz assembly

that comb_es long de.corafive gas flanges _th short OZ lOW

smoldering glovAag embers and coals in the same assembly.

It is aaothcrobject of the present invention Io provide a

secondary burner eosttres that tlxrough the action of the

natural draft of the fireplac_ and the bttruiag logs f_om the

primaQ burner that complere and total eomtmsdon ;,i an

23 el_cient manner will be achicved of the gaa flowing born the

secondary burner which is posidoaed somewhat forward of

the ptamary txtr_er.

people buy gas logs primaci]y for convenience, but

does not means thal they wn_ut to give up on the beauty of

30 tin.ruing real logs. Standard pan b_u-nc:n only provide part of

th_ beaut_. Having roaritag flames throughout the. logs h

gleady complemented by lower llames ia front of the gas

logs ttuottghout • coals and embe_ bed- None of the p'dor

art references above feature or even sugge_l a variable

_ control me2ms for acoompllshiag lower flames in the coals

and eauber_ bed_ Moreover. event fireplace drafta differently.

Such differences in fireplace co0gruction and draft_g, i.e..

fireplace draft_ as well as dzing and mazufacture of present

artificial fireplace Ixwacr ,_pparatus dictates that variable

4o control of the s.ec_odary burner, the coals and embers burner

which operates indepcndergly of the primary logs burnc.r Ls

nec_ssacy. Volume and velocity of air catering the firebox

varies according to the siZe of the room. heigM of thc

ceilings, and siz_ of the firebox. Noac of the prior art

45 rcfc_coccs compensate for the vat_iug d_s of fireplaces
and therefore fail m accommodate all fircphces whi_e

a Ucmlxing to provide the maximum aesthetic beauty &:tired

and efficiency of bt_n.

gas flow communicating pru-am_ and secondary bur_cr Most mapot1_tly, the gas-fired artifidal logs. coals- and

tubes with the gas _istri_)tiou !_rts of the socou6a_/btam_ 50 embexs-bttrocr assembly thtough the secondary b_ coa-

t, be directed away from the opening of the fireplace and tlol afforded by the valve, allows the user to _lectively

utili2_g the t_a_ &:_ of the fireplace to eo.h_cc the increase the amount of gas being b,_e_ for_-ard of the

overall e_icicuc': of the bttr_ of the two burncr_, artificial logs. This control al3o a_ords _ gleater i_t$oductlon

The presto _t._a_ assembly is the combinadot_ of art of radiant heat to the room as dcskcd o0 _ld_ days. Ax

inexpensive _' gas logs btmaer assembly in gas flow 55 previously discussed, artificial ga_ logs c_o act a_ a heat sink

com.muedcatioa _ith a secottdary co_s- =tad enxbct_-bttra_ and absolb he.at produced by the flarttes. The heat generated

tube posirloned forw_d and belov, the primary blamer which by the secondary b_.ffner is largdy radiam =rod h projocted

oger_tc_ to c0.hau_ the ttatu_al draft of the fireplace to intotheroortxwhichagoedsqulckheatlngoftheroomwhile

improve el]icienC," of burn a_d aesthetic appeal of the also providing the aesthetic beauties of • gas-fired artificial

gas-fired artificial logs. coals- and embers-bu.,mcr ass.¢mbly. 6o logs. coals- and crabers-btwacr a_sembly operation.

The secondary b,arner can distribute: gas under an:ificinl'_oMs BRIEF DESCRIPTION OF THE DRAWINGS
and embers in front of the gas logs with coouol of the g_s

flow to the seconda O Ixauex being rcatdity adjustable by a For a more complete understanding of the present

valve in the connection means ber..veeo the pr{ma_ a_d invention, and for fianhca- details and advaotagc.S thereof.

_couda_) burners The secondary burner rcccivcs ga_ 65 reference h now made to thc fol]ow_g Detailed Dcs.cripdoa

through the primary t:,tuncr, the cotmcctioo means, and the taken in conjunctio0 with the accompanying d_wings, in

gas flow is regUlated selectively by the valve which is which: -_
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FIG. I provides a pcrspoctive view of a prior art pan

bufnc_ used with m_ific£al gas logs;

FIG. 2 provides • g_-fired artificiallogs prima.-'/pan tube

burner and sccoadai_, coals and crnb_s tub< burner;,

FIG. 3 ilinsU'ates the c_ca of the present assembly in -"

providing logs. coals mad ¢ml:x_ flames; and

FIG. 4 is • fro0[ view of the assembly ilium/noting the

coals and embers bed and g_ logs flames.

DETAILED DESCRff'TION OF TKE DRAWh-X/GS in

The present a_crnbly provides a number of advantages

over the burner assemblies disclosed in the prior _ua. FIG. I

/lluso'ascs a standard pan borne," 10 which is used in the vasX

majority, of artifici_ log sets.The,pan burner 10 has an open z5

frame 1" which supports a b_'acr rob< 14. An into1 16 is

connected to a g_ souccc (ac_ shown). A plurality or"

apertures, as evidenced by gas plumes lg. are spaced along

the length of the bu.tn_ tube 14. Gas escapes thzoug_ the

apertures and filter's a_rough sand (not shown)• Gas which :o

escap_ from the 5and is initially ignited to create fla.rncs.

These flames arc continually fed by the escaping gas. The

burner nJb< 14 is st.T, por_d by the side walls 12a. lZb of the

fro.me 12. The b,,a-scctub< 14 extend_ b<yond the side wail

and is capp<xL 25

FIG. 2 Rhisuatcs a secondary, harncr apparatus 100 which

embodies the prcse0t invention in combination with primary

btu_cr t_bc 14. The Sccood-_' b_ocr apqparams I00 can k

rc_ofi_t_l to the tcnxL_al end 14a of the b_tr_a tub< 14 in

tbe pan burner 10. The cap must be removed fzom the 3o

tcrruinal cod 1,in. A connc_of 102 is then attachod to the

uncapped end of btn-ncr tube 14_ The coadcctor 102 is fiUcd

to the sccoad.a_ tx_rscr rub_ 104 _cadng an endosed fluid

path for the gas. The connections b<rween the con0cc_or 102

and the (¢aTnl_J cad 14,a shotlld bc adequately scaled to 35

prevent leakage. L/k:wisc. the connection between the con-

ncctof 102 and the scoonda_ bu.q_cr tub< 104 should also b<

pcopcrly scaled. A valve 106 is int_osed in this fluid palh_

The v,xlve 106 can b< v_wiably posldoned to givc the user the

abilit)" sclcc_ the amount of gas cntcrLag the secondary _o

btLrn_. The seconda_- burner tub< 104 is generally paralld

to thc prxraary txu-ne_r rob< 14. The tc_'ninal potion of l:hc

secondary burner tub< 104a is dosed. The priro_y and

secondary bttrncr mbe_ asc typically made of steel

A phtrality of apcnm'cs 108 arc alon E the length of the 45

secondary burner rob< 104. The apertures 108 can bc evenly

spaced or duscc:red. The apertures 108 are P_picalJy kP, vccn

V_._ and % inch in diameter, hur are prefcxably 'An of an inch

in diamet_. More imjp<xtaofly, the apcaq_cs are located

along the radial-edge of the secondary buru_ tub< 10.4.

below the upper ridge of the tub<. By avoiding the upper

Hdge. the apextures arc less llkcly [o b< clogged by san& Gas

passing through the valve 106 c0tca-s thn secondary burner

robe 10-,1 and escapes thrc_gh the spaced apctrures. The

a/_rmr_ can b< e'-'enly spaced of clustered. ._5

These various spaced apcrn.u'es or gas dischzngc ports axe

most isnportant in theft position in regard to both the primary

and secondary tube bus-nets. 1,1 the sccoods_y burner mbc

104. the gas is discharged in a dire,ct/on away _'om the

opening of the fire:place or in another aspect is dircc_d 6o

somewhat toward or directly toward the primary bu_ robe

14. The cffccls of such gas bttrn dil-ecdon enhances the

acs',.hcr,ic bcam_' of the overall logs. coals, and crnb<rs bta'n.

but. mofc impo_anfl,.', provide sevcxal safc_ features of the

gas-fired a,qifidal logs. coals- and emb<rs-btLrncr assembly. 65

Fifsa the natural dra_ of the fireplace provides a more

efficient burn of the gas and avoids high or intolerable levels

6
of carbon monoxide. Evca _h_'_mall_'_h_ _c
bac.k'wa_d d.h'cchon or gas flow di_e._oo _ard the pd.n_a'y

burner from the seoo_d.ary barncr avoids oc_tioa of pock,.--to

of gas in the sand _nd oth_ covczagc material of the:_:

buxnc_ whid_ could poss_ly czcarc a flash explosion due to
accumulated gas. For example., i/the gas is directed from the

secondary burne.f 10,4 toward the opca/og of the fircplacr_

then _,,_oindependent sou.rcc_ of gas I:_Ckcdng occurs--one

on the gas logs primary bttrn_ which may or mzy _o_ bc

covered by g_aoudar marcrials as wnl] _s _t generated by

the secondary burner which is re.moved /xom about four to

eight of ten inch_ in front of the prim,_'y b_fncr. Lighting

of such gas dlslribution pockets would be haz._rdc_s and

uahrocmi_ of co,ordioased burs t.qil/2Ang natural draR of the

fireplace would b_ IOSL If the ScC0fldA_ bttl_eX IM dis--

charges gas in a vertical 6ucctloa. apertures ia the sand or

coverage _'annla_ ra,at_ial wRl occur and one woald lose

the aesthetic bc;_uty of the applications of disgibufion of gas

for barnmg and creating flara¢ coals' and _" appc_-

a flcc.

In the gas-fu'ed anificlal logs. coals- and emba's-burncr

assembly of the invention, the pf,.mary dongated bu:rn_

tub< can bc comwiscd of a one-half Lath pipe while hhe

scconda_ coals- and crnb_s-buracr elongated mbc can b<

of a one-quart_ inch pipe- These dLmcnsion.xl rclatinsships

can b< va_ed dq:x:nding on the ac.eds foc gas vohimc and the

size of the f:_cpl.ace.The spacing bc.1_cen the prima_ and

secondary burnc_ rubes c._ also bc varied within reasonable

lengths of from about four to eight c¢ ten inchc.s depending

on the size and depth of _hc coals and crnb<_ bed one

require. The sccondacy elongated b_-ac.r rob< can also have

adjusuncsts for height, meaning distance elevated from _ac

floor of the firepbc_, again del:_nding on the depth and size:

of the coals a_ad cmbcfs firebed. In all of these dimensional

relationships, the present invention provides an adjustable

burn facility for the scenarios/elongated bum_ tub< which

controls the amount of coals and embers flume and glow.

again depending on the individual's desires, size of the

room. size of the fi.rcplacc and the amount of naCUXal dra_

through the fireplace.

FIGS. 3 and 4 illus'a-atc the effect of the sccoada._/bm'ne¢

apparatus 10@ once conncc'Icd to the pan burner 10. As

dlscusscd, a g_tc 20 is located above the pan burnca which

is covc_ed with sand 22..The grate 20 can hold at le._t one

ar6ficial log 24. Artificial ember material 26 which glows
when hez_d can be strewn under and a_ound the a.n/ficial

logs and on top of the san& Flames 30 fed by gas from the

primary burner tube 14 rise _ough _hc artificial logs 24,

Flames 40 fed by gas from the sccondaO h.a_er rob< 104

can rise through the artific/al crnb<r bed 2-8. As illustrated.
the flames 40 can be lower than the flames 30. thus providing

an aesthetically pleasing sight.

Although prdca-rcd embodiments of the invention have

been descdb<d in the f_egoing Dctdlcd Desi:zipdon and

ilhis_'atcd ia the accompanying drawings, it wiIJ be under-

stood that the invenfon is no{ Ih'm_d to the cm_oL_

d/sdosed, but is capable of numerous rearrangements.

modifications, and substitutions of pa_,.s and elements with-

out departing from the sph/t of the invention. Accordingly.

the present invention is intended to encompass such

rearrangements, modifications, and substimdons of pans

add elements as fall within the scope of the invention.

What is clalmcd is:

I_A gas-fired asdficlal logs and coals-burner assembly for

fireplace comprising: _- --

an elongated _ bttrncr mbc inchiding a plurality'of "_

gas discharge ports; "_ = " " - "---=Z._-'_
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a secondary ct_ala b_trmzr elongated tube positioned for-

•,_ axdly of the pru_Ey bunaer mlx:;

a su_:x3rl means for holding the elongated primary bttrncr

tub,: in _ rai_cd level reladvc to the forwardly posit;on

secondary cc_als burner elongated robe; -_

the secondary "coals bur_cr elongated rubc including a

plurality, of gas discharge ports:

the elongated primal: burner tube and the secondary o:xalx

bttracr dongat.ed rubc communicming th.rough tubular
I0

contteclJon rat.grin wherein the gas low to the second-

L-: elongated c-oals burned robe is fed tb.ro.agh the

pr_n_-y, bttr_cr tube and the mbul_ coancctlon means:

a val_c for adjuft£ng gas /low to the secondary coals

btu_ca- :loagated _ubc positioned in the tubular gas IS

cot_tcction me.l$1s_ •od

the primary, b_ncr ¢abe being in commumcadoa with a

gas soua'ce with • gas flow control meatls thercln fix

cootrOll_g ga_ flow into said 13_ b_Ifncf tube-

2. The gas-fired araificiallogs and coals.burner asscnably 1.0

according to claim 1 whctein the support means for the

Ix'um_ burner tube /s composed of aa open frame pan for

suppor, ing the pria'nat_"bul_cr robe illallelevated position

relative to the fucpla_ floor.

3. The gas-fired a.r',Lficiallogs and coals.burner assembly

accofd/ng to claim 1 wherein the secondary coals burnc.f

elongated tube discharge pens _c directed towed the

Ixama_. burner elongated tub,: _t an angle o( from about 5

to about 75 degrees based no the plane of the fireplace floor,

4. The gas-fired ar'dficial logs and coals-burner assembly 3o

according to elairn 3 wbcrein the secondary coals burnca"

elongated tube discahargc ports dlrcctcd toward the p_

b_wacr tube utilizes the fireplace natural draft in achieving

combustion of both ga3 soarccs in suR_dent air to maJntai_

satisfactory levels of CO. 3_

5. The gas-fired ar;,2ficial logs and coals-burner assembly

according to claim l wherein the secondary coals bur_cc

elongated mbc is subs_ ntially p_dlcl to the p_ bur_c_

rdbc and has a sm.._e_ insldc dia_"net_ tha_ the p_-

buroer tube with the ".'alvc adjustJtlg gas flow for coals bu._ ,-,o

and forwarding beat radiation from the fu-cplacc.

6. The gas-bred arnficial logs and coals-burner assembly

according to claim 4 wherein the primary burner tube is

comprised of a suad.ard hz6_-inch pipe and the secondary.

burner _be is comprised of a standard quactcr-inch pipe-

7. The gas-fired ax_ifici_ logs aJad coals-bttrncz assembly

accorddag to claim 1 'a-'hexdn the clongamd primary burner

tube ;rod the secgndary, coals burner elongated mbc _e

spaced apart on d_=eot planes at h-ore about fore" to about

ci_ _ncbes.

8. The gas-fu'cd a_,_c:Ld logs and cods-bmn_ assembly

according to claim 1 wherein the sccondi_ r coals burner

elongateC tube it o( a smaller diameter than _c prtma_

learner tube which allows for a lower profile of coals and

sand coverage. 35

9. The gas-fired a._5.ciai logs and coals-burner assembly

according to clai_. I wherein the secondary coals burner

ctonga_e_l tube is adjustable in height relative to the floor of

the fireplace and tile devated Vi.mary b_rncr tube.

10. Thc gas-fi2cd ar:L.5 6as logs and coals-border _sembly 6o

according to claim 1 whercln at least two secondary coal

btu'ncr elongated tuL'_s arc utJlLzed for ar6ficial coal burn

and ra_aat hc.x generation.

ll. The gas-ftred aa_.fi cial logs and coals-burner assembly

according to claim 1 v.-hctein the primary a_d secondary 63

btwacr _be_ have ai:_-_a_cS of flora about */_: inch to abOut

% inch.

8
12- The gas-fired artificial logs and coa2t3-barncr assembly

according to claim 1 wherein the gas flow adju_ar..nt valve

has a [emovabin handle, the gas flow adjustment allowing •

,,.after./ of setxings from full dosed to full open.

13. The gas-fired anificlal logs and ¢oah-burncr assembly

according to claim 1 wherein the connection n_ms ix

comprised of • connector atuched to the tcco_ad end o( the

primary burner tube at a fir_ cod of a connecxor and •t_ched

lo the se,_ond.ar'/coals _cr elot_ga3ed t_be to • cooucclot

secood end with the valve intceposed ber,.veen the primary

burner tube and the secondary bttr_er tub<.

l,I.Thc gas-fired ar,,J.fidal lugs and coals-borncr ass.trebly

according to dalrn 13 whcreln the connector generally is

shaped outv.'atd from the ftrst end connected to the ptig_x,xry

buf_cx tube. dilccted gencraUy pcepcndicul_ to the b,_rn_-

tubes alignment and inward to the second cod connected to

the secondary buf_c_ tube. the valve and connector boing

positioned gcncralJy exterior of the primal/ and secondary

burner tube fi_-¢ zones,

IS.The gas-f_red a.nifidal logs a_d c_s-bm-acr assembly

according to claim I whedcin the open frame pan and

prm'.ary elongated burner tube is positioned under an arti-

ficial logs and glatc support means.

16. The gas-fxrcd artificial logs and coals-bttnaer as_mbly

according to clai_ 1 ,ahcreSn the primary elongated bu.rr_r

tul:x is covered with s_nd and the secondary elongated

burner tube is covered with s_Od, mica. and fibrous materials

wMch simulate coals and cmbez burn.

17. A gas-filed artificial coals- and emb_s-burn_ appa-

ratus suitable for attaching to a gas-fired prima_ attifidal

log burner tube said primary al'6ficlal log buamex tube having

a tezminal end comprising:

a secondary coals burning elongated tube;

a connector mea0s for conaec_dag said tea'aTainal end in

co[nrnunication with the secondary bttrncr tube. the

sccotl6ary, burner robe Positioned subslzndally parallel.

forward z.sd below the Ixisnary burner tube_,the con-

nectOr means having interposed b<:tweco the prunary

and secondary burner tubes a gas flow adjustment

".'alvc. the txamaty and secoodary burner tubes having

a plurally" of gas discharge ports, the secondary burner

tube being in gas flow communication with the primary

burnea" tube being the coonecdon means, a gas distri-

bution po_ of the sex:ondary burner tube directed away

4S &ore the fireplace olx:ui_g.

1S. The gas-fired artificial coals- and embers-burner appa-

ratus according to claim 1. wherein the gas di_u-ibuLion ports

of the secondary" burner tube arc directed tow_Lrd the prt_

bur_er tube at from •bout 5 degrees to about 75 degfecs

.sO elevation from the fireplace floor.

19. A gas btlamer assembly for use in a fireplace compris-

it_g:

a primal, bttrner tube having a first end a_d a second end.

said first cod adapted to be connected to a gas sottrcc

with a gas rio'# control meaxts for coo_zoLling the

amount of gas flowing into said primary burner tube;

a second bttrn_- tube;

a cotmectof tube attached to said secood cod of said

primary, burner tube and to said second burner tube to

provldc fluid communication botwcco said prm3a_

burnc_ tube and said second burner tube; and

a ,.alvc disposed in said connector tube for sclccalvely

controlling the _ow of gas flora said pfimat_ burner

tube into said second bmncr tube.
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i SERIAL NUMBER I FILING DATE

° " _" I UNITED STATES DEPARTMENT OF COMMERCE

_'_"_"/+ I PatentandTradem=lrkOfflce
Addre_,: COMMISSIONER OF PATENTS AND TRADEMARKS

Wl_hlngton, D.C. :ETZBI

I FIRST NAMED INVENTOR I ATrORNEY'DOCKET NO

] :::/-'76.. :'_:74 071 I. ':-; I "_4 Fq..L-d li" 1

:: ,1l'l ] / z]l.I "30

£,AV[[, W. CAR'STENS

H&I:-.'RIS_ Ti.lrI:ER _- tlA_'I'IN

I -Itff;'_; l.II:'l_-l_ RL'II':',I,. *[._ rE. :21 u0

I'tll_.l ,',S. "l-X 7!12.11"1-4].6i)-1

Below is a communication #ore the EXAMINER In charge ot this appllc=Uon

- " COMMISSIONER OF PA TENTS A NO TRADEMARKS

I_:i I__L[)T[_:_:0'__51_.IP

I._hZ,NE_S, L EXAMINER

I ART UNIT [ PAPER NUMBER

:341)_. 10

DATE MAILED. i:l 4 / :_ i:1 / 9 _-

ADVISORY ACTION

[-!THE PERIOD FOR RESPONSE:

!_, ¢_.e_ended to run from the dat_ of thB Fir,at Rsl_--_lon

; _ continues to run from the date of the Fmal Rejection.

{ - ! expires three months from the date of the I_nal rejection or sa of the mailing dale of this Ad_sory Action, whichever is laler._'_n no e,,_nt however.

w_ll the statutory period for response expire later than six months from the data of the Final Rejection.

Any e_enslon of time must be obtained by 5ling a petttion under 37 CFR 1.1:3_{a). the proposed rasponsa and the appropriate fee. The date on

w_lch the response, the pet_ion, and the fee have been filed is Iha date of the response and also the date for the purpose_ of determining the

period of e_tension and the corresponding amount of the tee. Any extension fee pursua_ to 37 CFR 1.17 will be calculated from the date that

the shortened statutory period for response eX])lreS as sot forth above.

[_} Appellants Bnet is due in accordance v_th 37 CFR 1.192(a)

{-_ Apphcant's response to the final rejection, filed January 29. 1_. has been considered with the following effect, bu_ it is not deemed to place the

apphcation in condition for allowance:

1. _]The proposed amendments to the claim and/or specification will not be entered and the final rejections stands because

a. [] There is no convincing sho_ng under 37 CFR 1.116_b) why the proposed amendment ts necessary and was not eadier presented.

b. _ They raise new issues that would require further consideration and/or search. (See Note)

c. [] They raise the issue of new matter. (See Note)

d. _ They are not deemed to place the application in be_ter form for appeal by materially reducing or simplih[ng the issues for appeal

e. _ They preser_ add_ionat claims without canceling a corresponding number of fnafy rejected claims.

NOTE.The pl'opoled imendmefll raises _ n_¢ isiue. UlO p_ienC_bdit_ o_"tho lupplemen_l _'nor. ',r=_,_sad connector comb=nabon ib, eenr the p_lmi_'y

burner ind t_e conilde¢_tJon at comrnelclil lucceil == e'_enced by t_e decll_i6on ¢_ Ms', Blount.

2. _] New_y proposed or amended claims v_uld be allowed it subm_ed in a separately filed amendment canceling the r_n-allov_ble
c._z=lr_s.

3 (_ Upon the filing o! an appeal, he proposed amendment [] will be _ will no( be entered and the _a us of the claims In this application would

be as follows:

Allowed claims: NONE

Claims objected to: NONE

Claims rejected: 1-18

HOW_M_r;

a. _The reiection of claims or', references is deemed to be ow_rcome by _ppl_c.._t.'s response.

b. [] The rejection of claims on non-¢eterence grounds only is deemed to be o'_rcome by apphcant's response

4. [_ Tfie a_da'at, exhibit or request tar reconsideration has been considered but does no( owtmome the rejection.

5. _ The affidavd or exhib_ _tl no( be considered because applicant has not shovm good and sufficient i'easons vary _ was no( earlier presented.

T he proposed drawing correction [] has [] has not been appro_d by the examiner.

[] Other

PTOL-303 _Rev 7t95)
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UNITED STATES UTILITY PATENT APPLICATION SERIAL NO. 081276,894

PART III: DETAILED ACTION lhz/.2

THIS OFFICE ACTION IS RESPONSIVE TO APPLICANT'S

AMENDMENT, FII.ED January 29, 1996

Receipt is acknowledged of the amendment after rmal and the declaration filed January 29.

1996

REMARKS

Applicant's arguments filed January 29, 1996 have been fully considered but they

are not deemed to be persuasive.

The declaration points out the commercial success of what is identified as the claimed

m'_ention. The commercial success is noted.

The factual inquiries set forth in Graham _z John Deere Co., 383 U.S. 1, 86 S.Ct. 684 '

15 L.Ed. 2nd 545 (1966), 148 USPQ 459, that are applied for establishing a background for

determining obviousness under 35 U.S.C. § 103 am summarized as follows:

I. Determining the scope and contents of the prior art.

2. Ascertaining the differences between the prior art and the claims at issue; and

3. Resolving the level of ordinary skill in the pertinent art.

Scenndary factors such as commercial success are measured in light of the differences

between the prior art and the claims at issue. Although applicant proposes to limit the claims

to the supplemental burner tube, the connector and valve attached thereto this only serves to

open the proposed claims to a different rejection. The essence of the invention is still

embodied m thc idea of a supplemental burner tube which connects to the remainder of the

burner system by.was of a connector and which includes a valve to control the flow of gas to

tb.e supplemental burner tube. The prior art patent to Eiklor eI al shows all of this except a

U.S. PATENT & TRADEMARK OFFICE

ART UNIT 3406
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UNITED STATES UTILITY PATENT APPLICATION SERL_L NO. 081276, 894

PART III: DETAILED ACTION Pg.3

thstmct connector and valve. The additionally applied references to Henry and Peterson leach

the combination of a connector and a supplemental burner tube as well as the use of a control

valve to control the flow of gas to a burner tube The use of COntrol valv_ in combhaadon

wtth gas burner tubes ts so well known as to not even require a reference to prove its

existence

l-his combination of references when compared to the claims at issue leave very ]itx_e

to differ ovel Thus the secondary considerations when considered in the light of this

dLfference carnes much less weight in affecting a decision of patentability.

Thus file rejection of the claims as presented in the Final Rejection stands. The

proposed claims will not be entered as they do not place the application in condition for

allowance and they do not place the application in better condhton for appeal. The proposed

claims raise a new issues (the patentability of the supplemental burner, valve and connector

combmatinn absent the primary burner and the consideration of commercial success as

evidenced by the declaration of Mr. Blount)

The extended period for response including the additional 3 mouth extension expired

Apnl 2 1996

GUIDE TO COM_IUNICATING WITH THE FrO REGARDING THIS APPLICATION

lnqumes regarding this or earlier communications from the Examiner should be

directed to me, Larry Jones at telephone number (703) 308o1933. My normal working

hours are 9:30 a.m. to 6:00 p.m. (ET), Monday through Fridny.

An inquiry of a general nature or relating to the status of this application should be

directed to the Group Receptionist whose telephone Etumber is (703) 308-0861. The

Receptionist is avadable 8:30 a.m. to 5:00 p.m. (ET), daily.

U.S. PATENT & TRADEMARK OFFICE

ART UNIT .3406

EXAM INEB:LARRY JOMES

CP-4-2A01 {703)30_,,1933

-_ .:. 000245
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Fax transmi._ions may be made to the Art Unit 3406 fax ntmaber (703) 308-7764

Any transmitted document should clearly idmtify the application (by serial number) and the

Examiner ( Larry Jones) to whom the document is directed. The fax reception facility is

available 24 hours a day.

April 25, 1996

PRIMARy EXAMINER

ART UNIT 3406

U.S. PATENT & TRADEMARK OFFICE

ART UNIT ]406

CXAMm_R:_SRYJo.rs
CP-4-2AOtC,o3)3o_9-- i ]
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(_1 _trl _o IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
I

_e Application of: Golden Blount

Serial No:

Filed:

For:

Group Art Unit:

Examiner:

08/626,498

04/02/96

GAS-FIRED ARTIFICIAL LOGS AND COALS-BURNER ASSEMBLY

3406

Larry Jones

Assistant Commissioner
for Patents

Washington, DC 20231
I hereby certify that this correspondence ix being

deposited with the United States Postal Service with

sufficient postage as first class mail in an envelope
addressed to: Assistant Commissioner for Patents,

Sir:

AMENDMENT

In response to the Official Action mailed April 3, 1997, please amend the above

identified application as follows:

In the Specification///'/'- .

Page 1, lih/e_copending";/'/'_ and

,/ ,,r
Page 1, line'/2, after "08/276,894" insert -- , now abandoned --.
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In the Claims

Please amend Claims I and 17 as Ibllows:

1. (Amended) A gas-fired artificial logs and coals-burner assembly for fireplace

comprising:

an elongated primary burner tube including a plurality of gas discharge ports;/A_

a support means for hc_ding the elongated primary burner tube in a raisec_"

the secondary coals burner elongated tube including a plurality of gas discharge

ports [di'rected away from the fireplace opening];

the elongated primary burner tube and the secondary coals burner elongated

tube communicating through tubular connection means wherein the gas flow to the

secondary elongated coals burner tube is fed through the primary burner tube and the

tubular connection means;

a valve for adjusting gas flow to the secondary coals burner elongated tube

positioned in the tubular gas connection means; and

the [assembly] primary burner tube being in communication with a gas source

[through] with a gas flow control means therein for controllina gas flow into said primary

burner tube•

17. (Amended) A gas-fired artificial coals- and embers-burner apparatus suitable

for attaching to [a terminal end of] a gas-fired primary artificial lug burner tube said primary

artificial log burner tube having a terminal end comprising: / "-X-"'.dj/
J /4"

-2-
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a connector means for connecting [the primary burner] said terminal end in

communication with /_ secondary burner tube, the secondary burner tribe positioned

substantially parallel, for'ward and below the primary burner tube, the connector means

having interposed between the primary and secondary burner tp.ubes a gas flow adjustment

valve, the primary and second.ary].: burner tubes having a plurality of gas discharge ports, the,

"r, secondary burner tube-_l_gui/__(_/_w communication with t'ge primary burner _.,,,.

connection means, th /g_ribution ports of the s_condary burner tube directed-away

from the fireplace opening.

\

Please add new Claim 19:

19. A gas burner assembly for use in a fireplace comprising:

a primary burner tube having a first end and a second end, said first end

adapted tt) be connected to i_ gas source with ;_g_s flow control means for controlling the

amount of gas flowing into said primary burner tube;

a second burner tube;

a connector tube attached to said second end of said primary burner tube and

to said second burner tube to provide fluid communication between said primary burner

tube and said second burner tube; and

a valve disposed in said connector tube for selectively controlling the flow of

I

u

- |

J
- !

/
J

- m

.- |

gas from said primary burner tube into said second burner tube. I
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REMARKS

This application has been revived pursuant to 37 CFR §1.137(b). +......

Applicant acknowledges the application was filed with informal drawings. Formal

drawings will be forwarded to the Patent and Trademark Office upon a notice of ailowance

of the claims.

The specification has been amended to show the current status of the parent

aFplicatign.

Claim 1 has been amended to place it in better form for claiming the invention.

Claim 17 has been amended to place it in better form and to supply the proper

antecedent basis for the primary artificial log burner terminal end.

Claims 1-17 stand rejected as being unpatentable over Eiklor, et al in view of

Peterson and Henry. Apptieant must respectfully traverse this rejection and request

reconsideration•

The IZik/or, et al reference provides [br m_ upper and lower burner tube that are in

fluid communication with each other. However, IZiklor does not in any way suggest a valve

lot adjusting gas flow to the secondary or lower tube. As specifically claimed in all of the

rejected claims, the claimed device requires a valve for adjusting gas flow to the secondary

burner. This valve is disposed in the connection portion of the claimed device that connects

the primary burner tube to the secondary burner tube. Thus, the valve for adjusting the gas

flow to the secondary burner tube is between the primary and the secondary burner tube in

the claimed invention.

-4-
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It should also be noted that the claimed invention provides for the primary burner

tube being in connection with a gas source with a gas flow control means therein for

controlling gas flow into said primary burner tube. Thus, as now claimed in amended

Claims 1-17, the assembly includes a flow control means for controlling gas flow into the

primary burner tube with an additional valve for adjusting gas flow to the secondary burner

tube. It is submitted that this assembly is in no way disclosed or suggested by Eiklor, et aL

Eiklor, et al have been combined with Peterson and Henry to reject the claims as

originally presented. Peterson does provide for a valve for controlling gas flow into a single

burner tube. This valve is between the gas source and the single burner tube. Henry does

disclose a primary and secondary tube that are joined together with a connector. However,

this combination of references in no way suggests the incorporation of an additional valve

between the primary and the secondary burner tubes. The only suggestion for the

incorporation of the second valve necessarily comes from Applicant's own disclosure.

Clearly, by making the combination of references as set forth in the Official Action and

concluding the claimed invention is obvious is classic hindsight. Even if all of the references

L
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I

I

I

I

I

I

!

i
are combined as suggested by the Examiner, there is still no valve disposed between the

primary and secondary burner to control gas flow into the secondary burner.

As set forth in the specification, the incorporation of the valve between the primary

and the secondary burner gives the user the ability to selectively adjust the amount of gas

entering the secondary burner. Applicant has pointed out in the specification that all

I

I

@

fireplaces are different and that the volume and velocity of air entering a firebox varies
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according to the size of the room, height of the ceilings, and size of the firebox. With these

variables, the claimed invention provides for art apparatus to carefully adjust iheamount of

gas being passed to the secondary burner once the primary burner is properly adjusted.

These adyantages are important for fine-tuning combustion efficiency as well as providing

the desired aesthetic effects of the gas fired artificial log and coal elements of the fireplace.

Newly presented Claim 19 claims only the burner elements w_th the intermediate

control valve between the primary and the secondary burner tubes. As set forth above, such

an assembly is in no way suggested by the cited references.

In view of the foregoing, it is respectfully urged that all claims be allowed.

The Commissioner is hereby authorized to charge any additional fees connected with

this communication or credit any overpayment to Deposit Account No. 12-1781.

Date: July 9, 1998

Respectfully submitted,

L. Dan "fucker

Registration No. 22,670

LOCKE PURNELL RAIN HARRELL

2200 Ross Avenue, Suite 2200

Dallas, Texas 75201-6776

214-740-8000
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HITT GAINES & BOISBRD_

IN THE UNITED STATES DISTRICT COURT

FOR _ NORTHERN DISTRICT OF TEXAS

DALLAS I)MSION
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GOLDEN BLOUNT, INC., §

§
Plaintif_ §

§
v. §

§
ROBERT H. PETERSON CO., §

§
Defendant. §

Civil Action No.

3 -01 CV0 ! 27 -R

• ,%_

PLAI_NT1T'P_I1NGS OF FACT AND CONCLUSIONS OF LAW

The proposed findings of fact and conclusions o flaw are submitted to comply with Paragraph

2.d_ of the Amended Scheduling Order of February 27, 2002.

a. FINDINGS OF FACT

1. The Plaintiff Golden Blount, Inc. is the owner of U.S. Patent 5,988,159, assigncd it

by _,Mr. Golden Blount, the named inventor for the patent (hereinafter "the patent,"

'-the patent in suit," or the "Blount patent"). The Plaintiff has sued Peterson Co_

(Defendant).

2_ The field of the invention is fireplace burners and associated equipment.

3. The Defendant contends that the patent is invalid undcr 35 U.S.C. 102 and 35 U.S.C.

103. The Defendant also contends that it does not infringe.

4_ At the time the patent issued, thePlaintifff s commcrcial structure under the patent had

been marketed for approximately six years, i.e., from about the time Plaintiffori#nally

filed its patent application. Its sales grew significantly and it is a commercial success.

5. Defcndant is unable to establish when it commenced design of its accuscd structure:

but it was long after the Plaintiff placed its device on the market. There is a lack o.:

axplanation of why the first marketed accused structures were not fabricated and
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6.

I0.

placed on the market till after PhintL_/'s device had established a maxket Also there

is no sho',_Jng that the Defendant's device went through any s_gnificant design or

development. The Defendant' s structure is very similar to Plaintiff's. The foregoing

gives inference of copying.

There had been anccd for a burner d_-wice to give the appearance of the burning of

natural logs by creating an area of subdued flames out front of the artificial logs, and .

to create the appearance of fiery hot embers out front, as would be present with the

burning of real logs. The need for such a burner device to enhance the artificial

fireplace's operation had existed for long before the invention occurred. The patented

device met the aforementioned need.

The prior art relied on by the Defendant does not show the same concepts that the

Plaintiffs claims include, andproofofthe actual existence and/or sales of the prior art

relied upon is lacking, as will be noted just below.

A recent sketch, made long after the patent was filed, was made to illustrate that

which Defendant is trying to establish was prior art in the eighties. Defendant says

it went offthe market long ago. The sketch was made long after the fact, to illustrate

a device allegedly made public or sold by a third party in the eighties. The recent

sketch was made with the inputs and assistance of the Defendant's personnel.

The alleged prior a_ shown in the sketch, was not sufficiently proved to consider it

as meeting the standard of being shown "'by clear and convincing evidence." Even if " -

it did, it was for quite a different purpose than the patented device, and ,further, the

end us e has not been shown.

Turning to the evidence of burner configurations of Production No. 33 and

Production No. 34, again their c_stencc, their use, and thei_ actual sale or marketing

is va_o-ue. The Defendants say the alleged structures were not marketed (or not further

sold) since around 1990. The only evidence offered were sketches of uncertain origin.

Also, i f these devices were viable prior art, it would seem that Defendant would have

used them to compete with Plaintiff, rather than market the copycat structure

prescDfiy sold.
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" 11. The main robe and the auxiliary robe of Production Nos. 33 and 34 are of the same

diameter and on a vertical .level. No support means is provided or suggested.

12. From th' facts found and reasons stared above, I do not believe the evidence

pertaining to the alleged prior art of Production Nos. 33 and 34 have established by

clear andconvincing evidence their prior use or sale. Moreover, I find substantial

differences between the alleged devices of Production Nos. 33 and 34. Note that the

level of skill in the art is not high and giant inventive steps likely would notbe made

as readily as if this were astroph_ics.

13. The other alleged art offered by Defendant is not nea_.ly as similar as Production Nos.

33 and 34, and each fail to show significant pertinence.

14. There are 12 claims in issue. They are claims 1, 2: 5, 7-9, 11-13 and 15-17. Claims

1 mad 17 are i,ndependent claims. All other claims at issue are dependent on Claim 1:

that is, they refer to another claim as a beginning point of the s_ucture they claim.

15. As a mat-_r of law, the Court must construe the claims before literal infliugement of

the accused structure may be addressed. (Claim construction appears in the

Conclusions of Law, inDa.)

16. Applying the claim construction referred to in the Conclusions o flare; There is literal

infringement of independent Claim 1, literal infi-ingement of Claim 17 and litera!

_gement of dependent Claims 2, 5, 7-9, 11-13 and 15-16.

17. It could be ar_maed that the above is somewhat misstated in that an independent valve,

such Heach residential fireplace has, is absent from the structure sold. However, the

parties previously stipulated in effect thatthe Defendant's structure is used in the

environment of the valve already being in the standard fireplace setup. Everything

else is provided by Defendant (and by Plaintiff) to the ultimate customer, normally

through a distributor. The evidence is that there is no other use for the patenu_

structure. It is sold with tmowledge that it will be used as per its intendea use in a

fireplace with artificial logs. It is not a staple article of commerce. Cer'_inly it is a

most significant part of the patented product, in fact, essentially all of it. Hence if

there is not element by clement literal in fringcmenk there is contributoD_gemenz

-3-
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[35 U.S.C. 271(d)].

18... It is further found that the Defendant advertises and provides i.nsLr'uctions, such that

the installer or the ultimate customer following _,- advertising and insu-uctions

provided by Defendant will constitute infringement. It is further fotmd that

demonstrations and sales meetings are held where distri'buto_ are shov.;n how to

practice the patented invention with Defendants equipment. The distributors pass this

onto c--5zomers and to installers. By thisconduct, Defendant induces infringement

(35 U.S.C. 271(c)).

19. In the alternative to _ direct infringement, elements of the claims in suit are

present in the accused structure. In each instance, element by element, and also

considering the accused structure as a whole, there is insubstantial differences from

the Def_'nda-v/Cs accused structalre and the claims at issue. Moreover, element by

element, and as a whole, the accused structure does the same thing (the same

function) in the same way to give the same.result. -gv'hile this is repeated under

Conclusions of Law, it constitutes infringement under the doctrine of equivalent.

20. _z_fter the Defendant received a cease and desist letter, an attorney CM-r. McLaughlin)

was called by phone to seek some advice. Mr. McLaughlin was provided only the

letter and some advertising brochures or papers. Nh-. McLaughlin was not asked for

an opinion in the real sense of the word, but was told by Mr. Botts, the Defendant's

executive, that things very similar to the patented structflre had existed in the past as

early as the eig21ties. The only advice given by the a,.:torney was that, if that were so,

some of the claims would be invalid_ depending on just what the prior art devices

were, and that he would not have to be concerned about those claims.

21. Attorney McLaughlin was not even provided with thz Defendant's accused de'dee at

that d_.--he, nor any alleged prior art. He was never provided the accused device until

long after his oral opinion was Wen and after suit was filed.

22. In _e final analysis, the only opinion given was oral and it was based on some

sketches provided that did not include information or details of when the>' were sold

or made available to the public: nor any aspect of their authenticity, detail or history.
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The art provided to the attorney clearly did not render the patent claims invalid.

23. The oral opinion, _ndered more than a year after the first cease and desist letter and

even artier suit was filed, did not inform the client that there was no estoppel during

prosecution and that the doctrine of equivalents would have to be dealt with. it is

uncertain how far the oral opinion went, but it was meager.

24. The Defs_ndant's executive did get what he asked for, a statement that there was no

infi-ir.gement. The Defendant's apparent desire was to avoid paying attorneys fees or

increased damages, and this appears to have been the sole reason for consultation with

counsel, as shown both by his testimony on why he consulted Mr. McLanghlin by

phone and also by Mr. McLaughlin's testimony as to the stated reason for the

consukation. Note that at no time before his deposition was taken, did the

Defendmnt's executive Mr. Bortz ever have a face-to-face meeting with _.

McLau_hlin concerning the cease and desist letter, even though he and Mr.

McLaughlin were both in Chicago and had offices only a short distance apart. Never

before ,Mr. Bortz's deposition was there an accused structure shown to NK.

McLaughlin. While some advertisements of Defendant's structure were shown,

detailed drawings were not provided to a_omey McLaughlin. Thus, he never had a

fifll picture of the accused structure. For example, his testimony as to whether or no:

his auxi!iary burner was below the main burner shows that, even then, he had not been,

able to understand pertinent points of the accused stracture.

25. I fred ihat the Defendant merely went through the motion of obtaining an opinion ";o

protect itself and that it did not acquire a timely, well-considered opinion. I fred tha-

Defendant knew" it was being very casual or cursory concerning the opinion and the:

the D-_fendant surely must have know that its opinion was more of a bargain basemen:

job than was needed.

26. As _ finding of fact, it is found that the conduct above is wilful.

27. It is found that the following factors exist in the present case: (1) demand for the

patented product; (2) absence of acceptable _non-inffinging substitutes; (3)

mmmfacmring and marketing capability to exploit the demand; and (4) the amount o f

-5-
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28.

the profit it would have made. These are the factors that are refcn_d to in the case

of Panduit Corp. v. Stahlin Bros. Fibre Work_, Inc.. 5"/5 F.2d 1152, 1156, 197

u.s.P.Q. (BNA) "126 (tth Cir. 1978)_

Log sets and grate support means are includedin the computation of lost profits. This

takes into consideration Claim 15 as well as considering the convoy of the log sets

together with each auxiliary hum_ unit. The individual burner units are often sold

alone to distributors, but the distributors ul,'imately sell these with a log set.

CONCLUSIONS QF LAW

1- The Plaintiffowns all right, title and interest in U.S.PaL.'-nt I",1o. 5,988,159, including

the right to sue and recover for past infringement.

2. Claim interpretation applied by the Court is focused on a paragraph by paragraph

analysis of each claim in suit, with those para_aphs not believed to require any

comme.nt for interpretation being marked such:

CLAhM 1:

a) The preamble requir=s a gas environment as opposed to a wood

burning environment;

b) The terms used herein are self-e×planatory;

c) The word coals is meant to cover the secondary coals burner

elongated tube that is designed or adapted to make the coals or

embers enhanced in appearance;

d) The elongated primary burner tube is held up by the side of the pan

through which the elongated primary burner tube extends. The

elongated primary burner tube is at a raised level with respect to the

secondary coals burner elongated tube (e.g., with respect to the

centerline).

e) The terms used herein are self-explanatory;

f) The terms used herein are self-explanatory;

g) The valve is located between the connection to the elongated primary

burner tube and the co;mection to the secondary coals burner

elongated robe;

h) The gas flow control means is the common valve in every gas fed fire

place. ..

°

CLAh_I 2:

CLAh-M 5:

The terms used herein are self-explanatory.

The terms used herein _re self-explanatory.
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-=--JT-AI_P 0493 -

..

I
l

I

i

I
1

1
t

""1

I

I

l

t

i1

i]
i

1

I

I

I

I

I

I

I

I

I

I

I

!

I

I

I

I

I

I
I



I

t
i

I
I

I

I

I

I

I

I

I

I

16 : 17__-480-8864 HI'IF GAINES & BOISBRb,._ _012

3.

4.

6.

7.

8.

9.

CLAIM 7:

CLAh-M 8:

CLAIM 9:

CLAh-NI 1 1:

C !..._-M 12:

CLA.hM 13:

CLAIM 15:

CLAhNI 16:

C I..AEM 17:

The terms used herein are seLf-explanatory.

The terms used herein are self-explanatory.

The terms used h_cin are self-explanatory-

The terms used herein are self-explanatory.

The terms used herein are self-explanatory.

The valve is located between the connection to the elongated primary

burner tube and the connection to the secondary coals burner

elongatcd tube;

The terms used herein are self-cxplanatory.

The terms used herein are self-explanatory.

Away from includes any direction that does not include a horizontal

component pointed toward the vertical plane of the fireplace opening:

with the exception that the plurality of gas discharge ports should not

point substantially vertically upwardbecause sand and embers may fall
therein.

U.S. Patent No. 5,988,159 is infiinged, if not literally, thru inducement and

contributory infringement byDefendant. 35 U.S.C. 271 Co) and (c), respectfully_ Any

one of these makes Defendant liable as an infzinger.

There is no prosecution_ history estoppel, per the admission of the Defendant's

counsel when under oath.

The infringement occurs through the doctrine of equivalents if not dixecdy and/or

literally, based on the facts found relating to equivalence.

The alleged prior uses, sales, and other art do not render any of the claims in suit as

arlticipa_d under 35 LI.S.C. 102, nor make any in suit obvious under 35 U.S.C. 103.

The claims of the patent are valid.

Damages are awarded to Plaindffffom Defendant:. from the time Defendant received

notice t_.der the law through its receipt of Plaintiff's notice letter on December 16:

1999.

The. Pa.-_duit factors are met_ "Ihus: compensatory damages include lost profits, which

-7-
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I1.

12.

include convoyed items that interact and are essential to the operation of the patented

subject matter. Panduit Corp. v. Stahlin Bros. Fibre Works, Inc., 575 F.2d 1152, 197

U.S.P.Q. (BNA) 726 (6th Ch-. 1978). See also, State Industries v. Mor-Flo

Industries, Inc., 883 F.2d. 1573, 12 U.S.P.Q.2D (BNA) 1026 (1989) orRite-Hite

Corp. v. "Kelley Co., 56 F.3d I538 (Fed_ Cir. 1995).' The total damages are

S

The infi-ing_nent of Defendant was willful. Damages are wi.pled under 35 U.S.C. 284.

This is an exc_-ptional case under 35 U.S.C. 285, and reasonable attorneys fees are

awarded Plaintiff.

All oft_he findings of fact and conclusions o flaw stated above axe herebyinc_rporated

together with the usual rule in patent infi_gerrient cases, that infringement causes

irreparable harm mad will be abated. Therefore, an injunction is granted aowainst

Defendant The injunction against infringement is separately set forth and decree&

by this Court.

Respectfully submitted,

For Plaintiff Golden B_unt, Inc.

CHARLES W. GA_,I-ES

State Bar No. 07570580

Hitt Gaines & Boisbrun, P.C.

225 University Plaza

275 West Campbell Road

Richardson, Texas 75080

972/480-8800 (Telephone)

972/480-8865 (Facsimile)
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CERTIFICATE OF SERVICE

I hereby certify that a true copy of the enclosed Findings of Fact and Conclusions of Law was

served on the following counsel of record on April 19, 2002, by first class mail and facsimile:

Jeavy R. Selingcr
Jenkcns & Gilchrist

1445 Ross Avenue, Suite 3200

Dallas, Texas 75202

2141855-4500 _I'elephonc)

214/855-4300 (Facsimile)

F. William McLaughlin
Dean A. Monco

Wood, Phillips, VanSanten,
Clark & Mortimer

500 W. Madisbn Street, Suite 3800

Chicago, IL 60611-2511

312/876-1800 (Telephone)

312/876-2020 (Facsimile)

Willi_n D. Harris, Jr.
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HIT]" GAINES & BOISBRS_

IN TI_EE IYNTrED STATES DISTRICT COI/RT

FOR THE NORTIELERIN DISTRICT OF TEXAS

DALLAS DIVISION "

GOLDEN BLOD,_-NT, INC.,

PlaintifL

V.

ROBERT H. PETERSON CO.,

Defendant.

§
§
§
§
§
§
§
§
§

Civil Action No.

3-01CV0127-R

_OIS

f

PLAINTIFF'S ISSUE DIRECTED TRIAL BRIEF

®

The following is abbreviated to address what are deemed principal issues in the hope of

achieving brevity and clari_. Only the significant areas for decision will be addressed:

(A) SUMMARY

The patent in suit is United States Patent No. 5,988,159 (the '159 Patent), entitled "GAS-

FIRED ARTIFICIAL LOGS AND COALS-BURNER ASSEIvIBLY." The '159 Patent was filed as

a continuation in part on April 2, 1996, basing its priority on a patent application originally filed on

May 17, 1993. The '159 Patent issued on November 23, 1999. One Golden Blount is the inventor

of the '159 Patenz, and pz_ently, the '159 Patent is assigned to Golden Blount, Inc.

The '159 Patent is directed to, and claims, a highly efficient artificial logs and coals-bu_mer

assen ibly for use vcith arti fi cial, decorative logs and glowing coals and embers.. The artificial logs and

coals .burner assembly provides control for the glowing coals and embers independently of the gas

logs bum. The '159 Patent accomplishes tiffs by attaching and positioning a secondary, coMs bu_--aer

-1-

__; EXHIBIT l_

JT-APP 0498



14119/02

@

16:IS F._ 972-480-8364 BI_ GAIneS & BOISBRt-_ 016

elongated tube forward and below a primary burner tube. The s_condary coals burner elongated tube

provides a flame out in float oft.he artificial logs whe_ it li_ at a level to inflame small artificial

embers and sand on the from hear'_h portion. This effect more closely approximatzs the look of a

wood burning fireplace. In fact,the artificialcoals or embers appearance is _eatl_y enhanced.

The 'i 59 Patent also sugge_sts (i.e., claims) providing a valve between the primary burner tube

and die secondary coals burner elongated robe. The valve allows the user to selectively increase the

amount of gas being burned forward the artificial logs. This control makes available a greater

introduction of radiant heat to the room, than mi_t be afforded using only a conventional primary

burnt:r robe. Consequ_'_fly, the '159 Patent provides an efficient az'dficial logs and coals burner

assembly tha: provides a fl am e out in front of the artit-mial logs, which more closely approximates the

look of a wood burning fireplace, as well as provides a greater amount of radiant heat to the room

in which it is located.

The Defcndan_ were made aware of the '159 Patent on December 16, 1999, by a.letter of

December 10, 1999, from L. Dan Tucker (attorney for Plaintiff) to the President of Robert H..

Peterson Company. The Defendants responded to the letter of December 16, 1999, but merely sent

a put-offletter from Tod M. Coffin to L. Dan Tucker on December 30, 1999. The Defendants have

eonunued to market, manufacture, sell and offer to sell the infringing device sinccreceiving the letter

from L. Dan Tucker on December 16, 1999. They did not seek a leg'al opinion ttnti] after suit was

filed.

(13) CI__LM INTERPRETATION

The claims offlae invention are to be interpreted as a matter of law. Markrnan v. Westview

-2- JT_APR-0499
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Instruments, Inc., 52 F.3d 967, 34 U.S.P.Q.2d 1321 (Fed. Cir. 1995). The following inteapretation
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is believed proper in the areas of question, with those areas believed to be fully self-ex_planatory

containing no formal inte-cpretation:

CLAIM 1:

a)

b)
c)

d)

e)
0
g)

h)
CLAIM 13:

CLAIM 17:

The preamble requixes a gas environment as opposed to a wood burning

envffomnent_

The terms used herein are self-explanator3v,

Tee word coals is meant to cover the secondary coals burner elongated tube

_t__at is designed or adapted to make the coals or embers enhanced in

app_earanne;

The elongated primary burner robe is held up by the side of the pan through

which the elongated primary burner tube extends. The elongated primary

burner tube is at a raised level with respect to the secondary coals burner

elongated tube (e.g., with respect to the centerline).

The terms used herein are self-explanatory;

The terms used herein are self-explanatory;

The valve is located between the connection to the elongated primary burner

rabe and the connection to the secondary coals burner elongated tube;

The gas flow control means is the common valve in every gas fed fire place.
The val','e is located between the connection to the elong-ated primary burner

tube and the connection to the secondary coals burner elongated tube;

Away from includes any direction that does not include a horizontal

component pointed toward the vertical plane of the firoplace opening, with the

exertion that the plurality of gas discharge ports should not point

substantially vertically upward because sand and embers may fall therein.

(C) n'CFRE,,-OEMENT

(1) Eiteml Infringement requires that every element of a claim be included in the

" infringing device. 35 U.S.C. 271 (a) Every element of the claims at issue may

be found in the Defendant's infringing device. Consequently, the Defendant

I

I

I

I

" %

{2)

is infringing the '159 Patent under 35 U.S.C. 271 (a).

Whoever actively induces infringement of a patent shall be liable as an

infringer. 35 U.S.C. 271Co) Fromberg v. 7-hornhill, 315 F.2d 407 (5th Cir.

-3-
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(3)

1963). The Defendant has induced distributors and consumers to infringe the

'159 Patent. Cons_x_uently, the Defendant is infiinging the '159 Patent under

35 u.s.c. 271Co).

Whoever offers to sell or sells within the United States or imports into the

United States a component of a painted machine, ma_mfacture, combination

or composition, or a material or apparatus for use in practicing a patented

•process, constituting a material part of the invention, knowing th_ same to be

especially made or especially adapted for use in an infringement of such

patent, and not a staple article or commodity of commerce suitable for

substantial noninfi-in_ng use, shall .be I/able as a contributory infringer. 35

U.S.C. 271(c) Dawson Chemical Co. v. Rohm and Haas Co., 448 U.S. 176,

100 S.CT. 2601, 65 L.Ed- 696 (1980). As the Defendant knew, the device

sold by the Defendant has no use other than an in.flinging use, it not a staple

article o f commerce, and it is especially adapted to infringe, and it ts a material
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(4)

and essential part of the invention. Consequently, the Defendant is infringing

the '159 Patent under 35 U.S.C. 271 (c).

Infringement under the doctrine of equivalence, ff there are any departures

from literal infringement they are slight indeed. They are insubstantial.

Graver Tank v_ Linde _4ir Products, 339 U.S. 605, 70 S.CT. 854, 94 L.Ed

1097 (1950). The doctrine is available because there is no prosecution histo_

estoppel= par the admission of the Defendant's counsel when under oath.
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CD) VAtlDITY

(1)

(2)

(3)

There is/are no prior use, prior sale or prior art that invalidates the patenL

No pertinent documents exist of any kind, except perhaps of recent

- reconstruction or fabrication. Those recently construGed documents only

include sketches of an alleged prior art product, the sketches of which were

made by a distributor at the direction of an employee of Defendant arid with

_, the assistance of the employee. The nature and the structure of the prinr

product is speculative and vague. Such alleged prior product and its sales dD

not m_t the standard of clear and convincing evidence to quali_ as prior art_

Additionally, the illustrated structures that bear Production No. 33 and

Production No. 34 are but sketches and they are not really of items that are

analogous to the ember (coals) burner of the claimed invention. The alleged

prior art burners are each of the same size, and moreover, there is no support

means shown or suggested. Each of the burners have center lhues that are

level with respect to one another. Also the deposition testimony of Defendant

suggests _hat these alleged prior art burners were used for a so-called "see

through" fircplace, where like burner effects w_ wanted on each side. As to

all the purported art referred to above, it is not believed proved by clear and

convincing evidence. It is much like the barb wire case, where many many

witnesses sought to show prior structures and sales, but the inventors patent

stood up against the multitude because of lack of solid proof. The Barbed

Wire Patent, 143 U.S. 275, 12 S.CT. 443, 36 LEd. 154 (1892).

-5-
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(4) The other prior art offered is simply not considered in point, although it is

considered anyway in the statement just below.

(5) Considering all ofthe art, there is no anticipation of the patent claims in suit_

There is no one qualified reference that within its four comers is substantially

the same as the invention.

(6) The prior art does not r_mader the invention obvious to one of ordinary skill in

the art, as will be analyzed ha paragraph 7 below, applying the time proven test

of Graham v. John Deere: detza-mine the scope and content of the prior are

idenfi_ the differences between the invention and the prior art; determine the

level of skfill in the prior art; and address whether or not the differences are

obvious. Graham v_ John Deere, 383 U.S. 1, 86 S.CT. 684, 15 L.Ed_2d 545

(1966). All this analysis should be done realizing that patents are presumed

valid and that the burden to overturn them is substantial-requiring clearly

con',q.ncing evidence.

(7) (a) The claimed invention is quite different from any of the references

cited. As an example, the claimed burner assembly is configured wir.h

an auxiliary front burner, which co-functions with the main bums:

I

1 I

]]
- I
-;]
-- |

i] a

ii] !

3 I

@
fo)

and is smac_red and adapted to extend outwardly to enliven artificial

material on the hearth to make it appear as glowing embers or coa's

at the front of the logs. Such a system attempts to closely

appr0xmaatc the appearance of a wood burning fireplace.

The level of skill in the art is modest; a person with only several years_-

-6-
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experience, perhaps 5 years, would approximate this level i_--_ s

becomes a definition of a person of ordinary skill in the art

(c) ,.. It is believed that the di_.erences wouldnot be obvious to one of

.... ordinaryskill in the art..

(8) As secondary factors, thePla/ad_ff's commercial embodiment of the invent/on

has been a commercial success since its introduction in about 1994. It has met

a ndcd that has long existed. Further, it has-been imitated by Defendant. The

foregoing secondary factors bolst=rthe case "for validity.

(9) Clear and convincing evidence is required to havalidaze the pertinent patent

claJxns. Such evidcnce has not been presented- The pertinent cla/rns are

therefore valid.

(10) The patent is valid mad infringed

o21

" .15._

_) WILLFLFL IN_GENIE_NT

(1) Defendant was given notice by letter of December 10, 1999, received on

December 16, 1999.

(2) Defendant made a less than earnest effort to obtain a prompt opinion.

(3) A fter being reminded a second time by Plaintiff, Defehdam took no steps to

stop it_ infringement or to get a definitive opinion.

(4) Defendant did not get an opinion until after suit was filed in January, 2001,

which was over a year after notice. Additional/y, the o_inion was oral and

was given without the attorney inspecting the accused product. This was the

-7-
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(5)

case even thou_a the Companyofficer following the matter was also located

ha Chicago, and located only a short distance from the a_omey's office.

Amazingly, the Company office and the auomey never saw each other tmtil

depositions were taken in the suit. In short:, the attorney was furnished with

inadequate in.formation, and the Defendzmt did not make a substantial effort

to provide the adequate isfformation required to render a reasonable opinion.

In actuality, the Company officer merely sought an 0p{nion of counsel (per

deposition testimony) because he had heard that such an opinion could protect

him from attome_ fees (or other damages).

The similarity of the Defendant's product to the patented product, as well as

the timing of Defendant's product entry into the market (i_e., aRer Plainti_s

product had already entered the market), raises an inference of copying.

t

1

:}

/I

I
I

I

I

1

I

I
I

I

!

F. DAMAGES

(1) Damages axe assessed from December 16, 1999, the date of which Defendant

was made aware of the patent and their i.n.fiSngement. The damages are the

lost profits of Plaintiff. Panduit Carp. v. Stahlin Bros. Fibre Works, Inc., 575

'1 I

®

F.2d 1152, 197 U.S.P.Q. (BNA) 726 (6_ C/r. 1978). See also, State

Industries v. Mor.YloSndustries, Jnc., 885 F.2d 1573, 12 U.S.P.Q.2D ('BNA)

1026 (1989) orRite-Hite Corp. v. Kelley Co., 56 F.3d 1538 (Fed. Cix. 1995).

The fi_m_res will be proved at the trial. Note that the damages include the lost

profits on so-called con oyed products, also known as the entire market

-8-
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(2)

(3) --

L

value rule.

The damages should be trebled under 35 U.S.C- 285, [or 284]

Thisbeing an exceptional case, _reasonable attorneys fees should be awarded

to Plaintiff.

(O) INJUNCTION

(1). As is usually the case where the PlaintL_f has prevailed in a patent case, the

.... infringing Defendant is enjoined from further infringement 35 U.S.C. 283

Smith International, lnc. v. Hughes Tool Co., 718 F.2d 1573 (Fed Cir. 1983),

cert. denied, 104 S.CT. 493 (1988). For permanent injunctions in a patent

and infringement 6ase, the injunctive relief is considered a matter of right

Respectfully submitted,

For Plaintiff Golden Blount, Inc.

State Bar No. 09109000

CI-L_LLES W. GAhNES

State Bar'No. 07570580

H.itt Gaines &.Boisbrun, P.C.

225 University Plaza

275 West Campbell Road

Richardson, Texas 75080

972/480-8800 (Telephone)

972/480-8865 (Facsimile)

-9-
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CERTIFICATE OF SERVICE

I hca'=by certify that a true copy of the enclosed Plaintiff's Issue Directed Trial B.rlcf was
served on the following counsel of record on April 19, 2002, by first class mail and facsimile:

Jerry R_ Selinger
Jenkens & Gilchrist

1445 Ross Avenue, Suite 3200

Dallas, Texas 75202

214/855-4500 (Telephone)

214/855-4300 (Facsimile)

F. William McLaughlin

Dean A. Monco

Wood, Phillips, VanSanten,
Clark & Mortimer

500 W. Madison Street, Suite 3800

Chicago, EL 60611-2511

312/876-1800 (Telephone)

312/876-2020 (Facsimile}

William D. Harris, Jr. ¢
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Position of Burners

'159 Patent, Claim 1:

a support means for holding the elongated primary burner tube in a raised

level relative to the forwardly position secondary coals burner elongated

tube;

'159 Patent, Claim 17:

...the secondary burner tube positioned substantially parallel, forward and

below the primary burner tube...

_j burner tube

Secondary burner tube:
Forward and below primary tube
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Direction of Ports ] II

_/ERTICAL DOWN NOT COVERED BY SPECIFICATIONs+. _ |

'159 Patent, Claim 17: . I I
• .. gas distribution ports of the secondary burner robe dtrected away '_

from the fireplace opening. - - ',. I

I i
'159 Patent, Col. 5, Lines 56-61: '_

These various phased apertures or gas discharge ports are most important _ I

in their position in regard to both the primary and secondary tube burners. !] I
,ltt the secondary burner tube 104, the gas is discharged tn a direction away

+++_!+:++?+_:+:.++!_:i:%:'IF_?:/SU+U+>"_++_::?++ ++_++.... I i_ II

+ I
'P--_'_K_:+'| Vertical down ,, ,___i(": + port position .+:+_ ++++_+..++-m++iU

...... ,...........+.......+ ++<- _ + +- . +'+,B_-_ IIo+us++++sf,o_I_I+
NotAllowea 1 +J

++-_++o+,,+4_
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IN THE UNITED STATES DISTRIC"

FOR THE NORTHERN DISTRICT i

DALLAS DIVISION

GOLDEN BLOUNT, INC., §

§
Plaintiff, §

§

§
I_,OIIEICF II. I%'I'F.RSON CO., §

I)efendanl. §

f_

N O R'I I i [- ;._--, t .....
"T --

COURf-

7 TEX'] S ]

CLERK, U.S. DIS'fRICT COURT
By

Deputy

Civil Action No.

3-01CV0127-R

PLAIN'FIFF GOLDEN llLOUNT INC.'S

MOTION TO I)ISRE(;ARI) TIlE TI"STIMONY OF

OF,IOIIN f'AI,ASKI AND I_RIEF IN SUI)PORT TIII.]I_,I._OF

TO TIlE ItONORABLE ,JUDGE OF NAIl) COUI.Cr:

COME NOW. Plainti ff(iohlen P,hmnt, Inc. (hereinafter. '131ount'" or "Plaintiff')to file this.

its motion to disregard the testimony and declaratic, n of Mr. John Palaski as prior art_ and its brief

in support thereof.

I. INTRODUCTION

Plaintiff filed this lav, suil seeking a judgement against Defendant Robert tl. Peterson Co.

(hereinafter, "'Defendant") in connection with its infringement of United States Patent No. 5.988.159

(hereinafter, the "the '159 patent"). Among other things. Plaintiff seeks a judgment from the Court

that the declaration and oral testimony of Mr. John Palaski be disregarded as prior art, and therefore

insufficient to establish either anticipation under 35 U.S.C. § 102 or obviousness under 35 U.S.C.

§ 103.

---_-,-dT-=Ap P -051-2 -_C-'_--



-4 II. LEGAL ARGUMENT

Historically, cotuls have looked with disfavor upon finding anticipation with only oral

testimony. In the Barbed Wire Patent. 143 U.S. 2 75. 36 LEd. 154. 12 S. Ct. 443. 1892 Dec. CanmT'r

Pat 299 (1892). the Supreme Court commented on the dangers of invalidating a patent on oral

testimony alone. 111 vie_.` of the unsatisfactory character of such testimony, _rising from tile

forgeifidness ol'_,,itnesses, their liability to mistakes, their proneness to recollect thing_- as the part)

calling them would have fl3cm recollect them, aside flora the temptation to actual perm_. Courts

have not only imposed upon Defendants the burden of proving such devices, but ha_ e required that

the proofshall be clear, satisfactory and beyond a reasonable doubt. Courts have stated thai _; itnesses

whose memories are prodded by Ihe eagerness of interested parties to elicit leslimon', thvorable to

lhemsch, es are not usualh to be depended upon Ibr accurate information, hi at 2,_4.

The Barbed Wire Patent involved a disf_uie over the novelty of a patent for barbed wire. f,a ent\'-

four witnesses testified on behalf of an accused infringer that the'," had seen an anticipating barbed

,..`'ire fence exhibited by one Morley at an 1858 or 1859 count,,' fair at Delhi in Delay, are Count?.

Iowa. hL at 2,Y5. In the Barbed Wire Patent case_ the district court found that it ,..`'as unhkel,, that

all twenty-four witnesses x.`erc lying, and declared the patent invalid based on their lestimon?. On

appeal, however, the Supreme Court of the United States reversed the district court rating. The

Supreme Court noted:

The vet`., fact ... that almost eve_ important patent, from the cotton

gin of Whitney to the one under consideration, has been attacked by

the testimony of witnesses who imagined they had made similar

discoveries long before the patentee had claimed to have invented his

device, has tended to throw a certain amount of discredit upon all that

class of evidence, and to demand that it be subjected to the closest

scrutiny.
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The Barbed Wire Patent, 143 US. at 284-85.

The Court later clarified that the high standard of proof required when using oral testimony

to prove prior public use was not "beyond a reasonable doubt" as staled in 7"be Barbed IFire Ptatent.

but was neverlheless a.high threshold. See Eihcl l)r_Jcesr Co _, MiJmesota & O_ltarlo Pal?er Cu.

26I U S 45. 60 (1923) ("Tim temptation to remember in such cases and the ease ,._,ith xd_ich honesl

,aitncsscs can convince themseb.es after many years or having had a conceplion al the basi_ of a

valuable patent, are well kno','.n in this branch ol'lax',, and haxc properly led to a rule _hat exidencc

to prove prior discover 3' must bc clear and safisfactom..").

In light of this high standard, the Courl or Cuslonl and Patent Appeals adopled a lisl of

factors for evaluating the credibility' of oral slatenlents. In In ve Retller. the Court estabhshcd lhal fi_i

cvahlaling tile credibility of oral statements: ( I ) dela._ bct,.',cen e', ent and _rial. (2) intercs_ ol-,a ilness.

(3) contradictinn or impeachment. (4) col roboration. ( 5 ) _ itnesscs' familiarity with detail_, of alleged

prior structure (6) improbab I ty of prior use considering slate oflhe art. (7) impact oflhe inventmn

on the industry, and (g) relationship belx,,een witness and alleged prior user. In re Res_t,'r. 670 F.2d

1015. 1021 _: n.9(CCPA 1981). (citing/'.-/ dzll'_*lltdeA'emotlrs _.C'o i, 13erkle_'c('(,J 6__J I_ _d

1247. 126I _7.20, 205 USI'Q 1. II H.20 (,_'th C'ir. 19,_¢{I))

In further support of this high standard, the Federal Circuit, cilmg _'77e I3arbed Ifire Patent.

has recently held thai the testimony of six witness were not sufficient to overcome the clear and

convincing standard thai is necessary to invalidate a patent. Juic_" Whip. hTc.. _,. Orange Bang. hTc..

292 F.3d 728 (Fed. Cir. 2002). In reaching its decision, the court stated t _at "'Historically, courts

have looked with disfavor upon finding anticipation with only oral testimony...," after which it

referenced the holdingin The Barbed Wire Patent. Ill at 748.

7- --
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The facts of the present case, especially in view of those factors set forth in In re Reuter.

weigh heavily in favor of disregarding the incredible oral testimony and declaration of Mr. Palaski

as prior art because the,," fail to over come the clear and convincing standard.

First, almost 28 )'ears has elapsed between the time Mr. Palaski supposedly first displaved

his device and this trial. As was evidenced by Mr. Palaski's forgetfulness and sparse testimony, this

considerable amount of time has taken a substantial role on his abilitx to remember the facts as tile\

were.

Second. Mr. Palaski appears to be an interested witness. As was testified to b\" Mr

Janikowsk i (a 40 year employee of Defendant Robert H. Peterson and extremely good friend of Mr

PMaski'). Mr. Palaski ",'.as. at the time o fo',,, ni ng and operating his Fireside Shop, one of Defendant'.:

highest ;olume distributors. It goes without saying that such a silnafion created an indebtedness

between the parties. Thss fact alone, implies that Mr. Palaski is an interested witness.

Third, the testimony Mr. Palaski gave in his direct examination contradicted the testimom

he gave in his cross-examination. For instance, on direct examination Mr. Palaski averred that the

only difference between the device he manufactured and sold in the mid 1970s and that "_hich Mr.

Janikowski had manufactured to resemble Mr. Palaski's drawings. ,a as the t7 pe of,, alve used in the

two. In his cross-examination, however, Mr. Palaski contradicted this testimony, stating that in

addition to the valve being different, the tubing used to carry, the gas from the primary burner to the

seconda D' burner and the fittings were also different.

J Mr. Janikowski testified on cross-examination that he and Mr. Palaski were very good

friends, such good friends that on occasions each had been to the others home.

JT-APp 0515
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Fourth, nothing exists to substantially corroborate Mr. Palaski's testimony. As estab|is_--- '

at trial by Mr. Palaski's testimony, Mr. Janikowski and others who visited the shop did not actually

observe the complete de'ice because sand and embers covered a substantial portion of the burner

system. Furthermore, other than the spur of the moment drawing that Mr. Palaski prepared mare

months after suit was filed, he failed to produce even one document or other writing that evidenced

the prior existelme of his device.

Fifth, Mr. Palaski never even sold the complete unit, hut instead sold compo_en( pat_s &ai

may or may not have t_'eu assembled into tile device by tim end user. Moreover. Mr. Palaski

testified at trial that lie didn't knox,,, if even one of his devices exists today. Both of these fi_ct,_

clearly indicate that his device had little or no impact on the industry.

Sixth, Mr. Palaski's own personal interest in this matter _s significant, given the fact that Mr

Palaski, the witness, was also the same person who supposedly budt the device.

Finally and seventh, when questioned about the relative height of each office tubes, Mr.

Palaski demonstrated less than a perfect recollection to detail, when he stated that he only "thought

that one was higher than tile other but was somewhat uncertain until a mock-up of a device made b_

Mr. Janikowski was referenced.

In view of the fact that all of the hz re Reuter factors have been established in this case, Mr.

Palaski's testimony and declaration do not overcome the clear and satisfactory standard as set forth

by the above-referenced case law, and accordingly, Mr. Palaski's testimony is therefore insu fficien|

to invalidale the '159 patent.

7" --
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Therefore, in view of the precedent set forth in the Barbed Wire Patent case and h_ re Reuter,

as well as that which was confirmed just recently in the Federal Circuit case of Juicy t_qzip, Inc., the

Plaintiff requests that this Court do as the Courts have done in the past, and disregard the belated oral

testimony and declaration of Mr. Palaski as prior art.

Respectfully submitted,

For PlainliffGolden glount, Inc.

WILLIAM D. HARRIS. JR.

State Bar No. 09109000

CHARLES W. GAINES

State Bar No. 07570580

Hilt Gaines & Boisbrun, P.C.

225 University Plaza

275 West Campbell Road

Richardson, Texas 75080

972/480-8800 (Telephone)

972/480-8865 (Facsimile)
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