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INTEREST OF THE AMICI !

The Amici herein have been at the forefront of Aigan
innovation for over 100 years. Each year they ragfir the
top of the annual list of United States patentpiecits. They
are no strangers to patent litigation: they bringtss as
plaintiff patent owners, and they defend suits asused
infringers. As prominent participants in the patevorld,
they are well acquainted with the various circumests that
have spurred calls for change by Petitioners aneir th
supporting amici.

With respect to “non-practicing entities,” the Ainare on
both sides of the aisle. The Amici sometimes ntarke
products or services that embody their patents; dibrer
patents, they may choose never to commercialize the
invention, but instead to license or sell the patérhey both
enforce patents that they do not practice, andndeégainst
plaintiffs with similar profiles. Their balancedterests make
them well situated to speak to the issues befar€thurt.

The Amici believe that a patent holder’s presumgptight
to an injunction against an adjudged infringeragply rooted
in the Constitution, the Patent Act, and 200 yexdrgidicial
precedent. The rule that injunctive relief is resaey to
forestall irreparable injury to the patentee’s egole rights
reflects a historically consistent application ohditional
equitable principles in cases involving unique @y rights
and should not be disturbed. The Amici file thisebto

! The parties have consented to the filing of bhisf in letters of

consent on file with the Clerk. No counsel for grarty had any
role in authoring this brief, and no one other thamamici curiae

provided any monetary contribution to its prepamtior

submission.
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focus on the historic and current justifications tlee general
rule, on which they have relied in making investtseim
research and development, as well as the creatimh a
maintenance of their respective patent portfoliise Amici
urge the Court to decline the request of Petitisraard their
supporting amici to use this case to effect majuanges in
the patent system.

Amicus General Electric Co. is one of the largast
most diversified industrial corporations in the ¥dor Since
its incorporation in 1892, GE has developed a wildety of
products for the generation and utilization of agiety. GE
is a major supplier of other technologies and sewin fields
as varied as healthcare, homeland security, fiahservices,
and entertainment. Total research and development
expenditures at GE were $3.4 billion in 2005. Gdb dnas a
substantial patent portfolio, with over 18,000 @ditStates
patents, 1,180 of which were issued last year.

Amicus 3M Co., which began operations in 1902ais
diversified technology company with a global presem the
health care, industrial, display and graphics, cores and
office, safety, security and protection servicdscteonics and
telecommunications, and transportation markets. nu&h
research and development spending at 3M exceedsli$h,
and to protect this investment, 3M owns over 7,Qbted
States patents. In 2004 alone, 3M received 58%Ur8tates
patents.

Amicus The Procter & Gamble Company, founded in
1837, is the largest consumer products companyeimborld.
It markets over 300 products, including 22 brandh wne
billion dollars or more in sales, in 140 countrieResearch
and product development are central to Procter &lde’s
success as reflected by approximately $1.8 bilioannual
R&D spending and over 25,000 patents throughouivibrdd.
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Amicus E.l. du Pont de Nemours and Company is a
science company. Founded in 1802, it is a worddide in
science and technology in a range of disciplinasluding
biotechnology, electronics, materials science, tgafend
security, and synthetic fibers. In 2005, DuPor¢'search and
development expenditures were $1.3 billion and #hsw
granted approximately 400 United States patenirsceSL804,
when company founder E.l. du Pont was granted Dtson
first patent, DuPont has been awarded nearly 34|08
patents.

Amicus Johnson & Johnson began as a medical preduct
business in 1886. Today, Johnson & Johnson is thddis
most comprehensive and broadly based manufactufrer o
health care products, as well as a provider ofedlgervices,
for the consumer, pharmaceutical, and medical dsvand
diagnostics markets. Johnson & Johnson’s more 2@
operating companies employ approximately 115,600 amel
women. In 2005, these companies collectively itea$6.3
billion in research and development, and they lovier 7,000
United States patents.

SUMMARY OF ARGUMENT

For 200 years federal courts applying the patéstiute
have routinely granted permanent injunctions agains
adjudged infringers. The principal goal of Ami@rhin is to
explain why this presumptive rule is correct, isagstordance
with the “principles of equity,” and should not lghtly cast
aside at the urgings of Petitioners and amici ofter
revisionist history and their views of patent pwglic The
injunction has long been the presumptive remedsginity to
forestall irreparable injury to the holders of wmegproperty
rights, such as patents. The policy arguments dioscted at
the Court should instead be (and in fact have bedeegted to
Congress, which has repeatedly rejected them inptst.
Regardless of whether one believes that the pagsiem
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needs to be fixed or reformed, this case surelpois the
vehicle to do so.

The patent rights at issue here are rooted irclartiof the
Constitution, which gives Congress the authoritysecur|[e]
for limited Times to ... Inventors thexclusiveRight to their

. Discoveries” (emphasis added). Congress in has
provided patentees with an express “righexelude” which
is the fundamental right conferred by a patent.is Ihardly
surprising, given this constitutional and statutéapmguage,
that the presumptive remedy against an adjudgethgefr is
a permanent injunction. That remedy is necessapydserve
a patentee’s exclusive right and to avoid the dnlyical
alternatives to an injunction: successive enfoer@nactions
by the patentee, or a court-ordered compulsorpsiee

The presumption is fully consistent with 35 U.S8283,
which provides that in cases of adjudged infringetride
district courts “may grant injunctions in accordangith the
principles of equity.” Petitioners have focusedtba word
“may,” but the proper focus is on Congress'’s rafeeeto “the
principles of equity.” For centuries those prinegphave held
that, absent extraordinary circumstances, the rgnagdinst
the infringer of a unique property right—be it repérsonal,
or patent—is an injunction. The historical exegesifered
by Petitioners and their supporting amici in suppofr a
contrary view is seriously flawed.

The Amici, like other patent owners, have relied the
long-settled expectation that the patent grantesymptively
enforceable via a permanent injunction. They hgwiled
their investments in research and development, taed
decisions to obtain, acquire and maintain their epiat
portfolios, on this understanding. The Court sHouabt
undermine the value of those investments, andrbentives
to continue those investments, based on Petitibmgrant
historical and policy arguments.
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Contrary to the argument of Petitioners and their
supporting amici, the Federal Circuit did not ceean
“automatic” or “near automatic” injunction rule. h& Federal
Circuit acknowledged that its general rule has pticas, and
cited relevant equitable factors that could justfydistrict
court in refusing to grant permanent injunctiveiefel Its
presumption is entirely sound—just three months, a9
Court reaffirmed the appropriateness of presumptiom
guide district courts in the application of theiisaetion.
Here, the Federal Circuit's decisions provide sigfnt
flexibility to permit district courts to deal witlexceptional
cases, and to tailor injunctions where appropriate
ameliorate hardship to public or private interests.

Because the presumption in favor of an injuncieowell
and deeply grounded, appeals to change it shoulgtdeted
with great caution. Petitioners and their suppgrtamici
seek to loosen the rule so that permanent injunetimay
more readily be denied, but the alternative thdgrgirovides
far too much leeway to district courts to deny mgtions
based on a supposed evaluation of the worthinesthef
patent holder, or theorized private harms to arudugd
infringer. These changes, if effected, would digantly
undermine the basic right to exclude.

The policy arguments urged by Petitioners andrthei
supporting amici are more suitable for Congressioatner
than judicial resolution. Indeed, they have beensdered
repeatedly by Congress, which has consistentlyseefuto
amend the Patent Act to reduce the availabilitynpfnctive
relief in most cases. Moreover, where appropiatdew of
policy concerns, Congress already has carved ouitet
exceptions to the strong presumption in favor gfinotive
relief.

For all of these reasons, this Court should affitm
Federal Circuit.
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ARGUMENT

I. PATENTS, LIKE OTHER UNIQUE PROPERTY
RIGHTS, HAVE HISTORICALLY BEEN
PROTECTED BY INJUNCTIONS

Petitioners’ assertion that the Federal Circug adopted
a new, “near automatic” rule in favor of injunctivelief that
departs from normal equitable principles is belwdnearly
two centuries of precedent. To the contrarys iPetitioners
who seek to overturn this settled precedent inf@af@a new
rule.

A. Patents Have Historically Been Protected By
Injunctions

As others have pointed out, the rights at issue haeir
genesis in the Constitution, which expressly empewe
Congress “To promote the Progress of Science apfllus
Arts, by securing for limited Times to Authors aimyentors
the exclusive Right to their respective Writings and
Discoveries.” U.S. Const. art. I, 8 8, cl. 8 (eraps added).
Implementing that authority, Congress in the PatAnt
provided:

Every patent shall contain ... a grant to the
patentee ... of thaeght to excludeothers from
making, using, offering for sale, or selling the
invention ...

35 U.S.C. § 154(a)(1) (emphases added).

This Court has recognized for nearly two centutieg a
patent conveys a right of exclusivity. Sexsy., Grant v.
Raymongd31 U.S. 218, 243 (1832ppecial Equipment Ca.
Coe 324 U.S. 370, 378 (1945) (“The patent grant isafoa
right to the patentee to use the invention, fot ttealready
possesses. It is a grant of the right to excluderst from
using it.”). Because a patent confers an exclusiyet, it is
fundamentally a property right—the hallmark of whis the
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right to exclude. Sekinglev. Chevron USAInc., 125 S. Ct.
2074, 2082 (2005). In courts of equity, this rigttexclude
has historically been enforced by an injunctiorgventing a
continuing infringement of the patent.

Some amici supporting Petitioners claim that inofiue
relief was not available in patent cases until 18d8ich
supposedly undercuts any argument that injunctetefris
necessary to secure this exclusive right. Seef Brfe
American Innovators’ Alliance as Amicus Curiae apport
of Petitioners at 3—4, 18-19 (“AlA Br.”). But th&agument
iS wrong as a matter of historical fact. Rootv. Railway
Co.,, 105 U.S. 189 (1881), this Court discussed tktohy of
injunctive relief under the patent laws. Althoutie patent
statute did not make an express provision for icfons prior
to 1819, federal courts nevertheless had granteeénpa
injunctions prior to 1819 when, exercising theivetsity
jurisdiction, they had equitable powers. Sgeat 192 As
evidence of this practice, this Court cited theZL8#&cision in
Livingston v van Ingen in which Chancellor Kent noted the
English rule that “Injunctions a@@waysgranted to secure the
enjoyment of statute privileges of which the pastyn actual
possession, unless the right be doubtful.” 9 Job@g, 587
(N.Y. 1812) (emphasis added). The Chancellor coetl:

The principle is, that statute privileges, no less
than common law rights, when in actual
possession and exercise, will not be permitted
to be disturbed, until the opponent has fairly
tried them at law, and over-thrown them. And
is not this a most excellent principle ...? The

2 As this Court explained iRoot the 1819 amendment simply

closed the loophole whereby injunctive relief poesly was
unavailable in cases lacking diversity of citizapshSeeRoot 105
U.S. at 191-93 (citingsullivan v. Redfield 23 F.Cas. 357, 360
(D.N.Y. 1825)).
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federal courts in this country have thought so;
for under the patent law of congress, they have
equally protected the patent by injunction

Livingstonv. van Ingen9 Johns. at 587 (emphasis added).

This Court, as early as 1908, expressly recognibatl
injunctive relief is necessary to safeguard patagtits. In
Continental Paper Bag Cov. Eastern Paper Bag Cpthe
Court stated:

From the character of the right of the patentee
we may judge of his remedies. It hardly needs
to be pointed out that the right can only retain
its attribute of exclusiveness by a prevention of
violation. Anything but prevention takes away

the privilege which the law confers upon the

patentee

210 U.S. 405, 430 (1908) (emphasis added).

In 1969 this Court reaffirmed the same rule, statihat
“[t]he heart of [the patentee’s] legal monopolthe right to
invoke the State’s power to prevent othfeesn utilizing his
discovery without his consent.”Zenith Corp v. Hazeltine
Research Corp 395 U.S. 100, 135 (1969) (emphasis added).
And in 1972 this Court referred to the right to lege in 35
U.S.C. 8§ 154 as “the basis for affording the patenan
injunction” under 35 U.S.C. § 283, and noted:

As a result of these provisions the judgment of
Laitrim’s  patent  superiority forecloses
Deepsouth and its customers from any future
use (other than a use approved by Laitrim or
occurring after the Laitrim patent has expired)
of its deveiners throughout the United States.
The patent provisions taken in conjunction
with the judgment below alsentitle Laitrim to
the injunctionit has received ....
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Deepsouth Packing Caw. Laitrim Corp., 406 U.S. 518, 522—
23 (1972) (emphases added); see 8laason Chemical Co
v. Rohm & Haas Cg 448 U.S. 176, 197 (1989).

B. Other Unique Property Rights Have
Historically Been Protected By Injunctions

The federal courts’ practice of regularly granting
permanent injunctive relief against adjudged patemingers
is entirely in accordance with the common law “pijies of
equity.” See 35 U.S.C. § 283. Those principlesaaplied in
cases involving theeprivation of unique forms of property
have historically resulted in the entry of injunetirelief as
the presumptive remedy. This was of course trusuiits
involving real estate, which was presumed to bgumi Real
property was subject to specific performance, and a
continuing trespass was remedied by injunction.is Tourt
recognized these general principlesArcher v. Greenville
Sand & Gravel Cq.233 U.S. 60, 63-64 (1914), in which the
plaintiff sought to enjoin the defendant from dreagup sand
and gravel from the river bottom adjacent to piffistland.
Having determined that the plaintiff owned the saamtl
gravel in question, this Court ruled that the questvhether
plaintiff was entitled “to relief in equity ... is edy disposed

¥ Some of the amici supporting Petitioner citea®eph Story,

COMMENTARIES ON EQUITY JURISPRUDENCE 238 (Fred B.
Rothman & Co. 1988) (Bigelow ed., 1@d. 1886) (“SORY”), for
the proposition that “it is not a matter of coufisepatent cases] for
courts of equity to interpose by way of injunctiorAlA Br. at 15.
In the very next sentence of this passage, howaJusecomes clear
that Justice Story was speaking only about pre&inyinnjunctions
“when validity has not been ascertained by a @talaw.” Story
went on to write that when validityasbeen established, “the court
will in such a caserdinarily interfere by way of a preliminary
injunction pending the proceeding .... T&RY at 238 (emphasis
added).
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of.” Id. at 65. The Court held: “[W]e think the bill shoas
continuing trespass of such nature and of suchacter of
injury that remedies at law by actions for damagesid be
inadequate and would, besides, entail repeatgatibin.” 1d.

The New York Court of Appeals summarized the
applicable principles governing real propertyitheelockv.
Noonan 108 N.Y. 179 (1888). That court, in requiring
defendant to remove stones placed on another’scupax
lots, concluded that damages at law—even in su@ess
actions—would be an incomplete remedy for the coig
trespass:

The defendant ... might pay those damages,
and continue his occupation, and if there were
no other adequate remedy, defiantly continue
such occupation, and in spite of the wrong
make himself in effect a tenant who could not
be dispossessed.he wrong in every such case
is a continued unlawful trespass, and any
remedy which does not end or may not end it is
not adequate to redress the injuoy restore
the injured party to his rights.

Id. at 185 (emphasis added); see dBaragosianv. Union
Realty Co, 289 Mass. 104, 193 N.E. 726 (1935) (ordering
removal of encroaching structure that extendedeglenches
onto neighbor’s property).

Contrary to the suggestion of Petitioners and sofhtkeir
supporting amici, see Brief of Petitioners at 26-{2Bet.
Br.”), the same principles have also historicalpypled to
personal property, provided that such property msque.
Personal property that was not fungible and coudd lve
replaced was subject to specific performance, atsd i
deprivation remedied by injunction. SE#iott v. Jones 101
A. 872, 873 (Del. Ch. 1917) (endorsing specificfpenance
of “personal property peculiar and individual inacécter,
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such as a patent [or] heirloom”). The Supreme Cairt
Connecticut made this point clearly in 1867, in ngirag
specific performance of a contract to assign arpate

The jurisdiction, therefore, of a court of equity
does not proceed upon any distinction between
real estate and personal estate, but upon the
ground that damages at law may not, in the
particular case, afford a complete remedy.

Corbin v. Tracy, 34 Conn. 325 (1867); see alsd@amsuv.
Messengerl47 Mass. 185, 188 (1888) (same).

Patent rights are by definition unique propertysee
Elliott, 101 A. at 873Corbin, 34 Conn. at 325. They cannot
be awarded except on proofrmdvelty See 35 U.S.C. § 101
(requiring a hewand useful process, machine, manufacture,
or composition of matter, or amgwand useful improvement
thereof’). And the patent itself provides its reidhe “right
to exclude.” The “principles of equity,” as tradmially
applied in cases involving unique property, thuly/fsupport
a strong presumption that an injunction will eragainst an
adjudged patent infringer.

C. The Non-Patent Cases Relied Upon By
Petitioners Do Not Establish A Contrary Rule

The arguments to the contrary of Petitioners aralr th
supporting amici are not well taken. The non-piapeaperty
cases they cite for the most part concern non-engroperty
or mere temporary trespasses upon unique propSe Pet.
Br. at 26, citing,e.g., Rondeaw. Mosinee Paper Corp 422
U.S. 49 (1975) (involving shareholders “who allelgesbld at
an unfairly depressed price” and would have begmided of
nothing but money). Although Petitioners do idinta
handful of cases in which, after a balancing ofitéeg) courts
have declined to enter injunctive relief againdtespass on
unique property, these cases generally fall witharrow,
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recognizable exceptions. One case, for examplendsoin
laches; it involved a “mutual mistake” under whitghaintiff
knew the building” encroaching on her land “wasnigeput

on the lot by the defendant, and made no objectmnt,
knowing where the line was.'Hunter v. Carroll, 15 A. 17,
17-18 (N.H. 1888). Such cases do not detract tlaforce

of the general rule, established by and refleatetthé myriad
cases cited above, that the presumptive remedy for
infringement is and must be the injunction.

Petitioners also point to cases involving copyrigimd
trademark as embodying a different rule, but theyot. The
expectation with respect to both trademarks angrogius is
that, in most cases, an injunction will be enteagdinst an
adjudged infringer. See,g., Park’'N Fly, Inc v. Dollar Park
and Fly, Inc, 469 U.S. 189, 196 (1985) (“A conclusion that
[trademark] infringement cannot be enjoined renders
meaningless the ‘exclusive right’ recognized by stegute”);
Campbellv. Acuff-Rose Musijcinc.,, 510 U.S. 569, 578 &
n.10 (1994) (observing that “in the vast majoritf o
[copyright] cases, an injunctive remedy is justifie...”
(internal quotation marks and citation omitted)he decision
in New York Times. Tasini 533 U.S. 473 (2001), relied
upon by Petitioners, see Pet. Br. at 18, simplpgazed that
a public interest could justify denial of an injgioo—a
position no different from that of the Federal Qitcbelow.
Seeid., 533 U.S. at 505 (infringer claiming risk to the
“historical record” from an injunction).

Finally, in addressing the “principles of equity,”
Petitioners and their supporting amici rely heawly three
decisions by this Court that set forth general destfor
federal courts to consider in addressing requestmjunctive
relief. Seege.g., Pet. Br. at 18-20, citingmoco Prod. Cov.
Village of Gambell, 480 U.S. 531 (1987)Weinbergerv.
Romero-Barcelp456 U.S. 305 (1982Hecht Co v. Bowles
321 U.S. 321 (1944). Indeed, Petitioners rely o tfour
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factor test” as if italone embodies the applicable “principles
of equity”—excluding all other case law. See Hat.at 17
(“Those ‘principles’are the four factor test”). They derive
from this test that district courts must always dféorded
broad discretion to deny injunctions, regardlesshef rights
at issue. But as the history cited above demaestra would
be wrong to construe the term “principles of eduias
limited to the general test, thereby ignoring haldr of years
of precedent addressing the propriety of injunctiom the
context of unique property rights. None of theisleas by
this Court that Petitioners cite considered whateqxtion is
due the owner of a unique form of property. Indidaose
cases confronted non-analogous, complex statutdrgnses
that themselves represented a balancing of inter&tee.g.,
Amoco,480 U.S. at 545-46 (statute “established a framlkewor
for reconciliation, where possible, of competing bl
interests”).

The teachings of this Court’s cases and the otherisave
been discussing are clear: the presumptive renfi@dyan
adjudged deprivation of unique property, such gatant, is
the permanent injunction. No better support foe th
presumption can be found than in a consideratiorthef
alternatives. If a court denies an injunction raétetermining
that the unique property right conferred by a paterbeing
infringed, the inexorable result would be eithe) {iat the
plaintiff must file multiple successive lawsuits tecover
damages for as long as the infringement continme&?) the
court must somehow order payment for the futureipated
infringement—a compulsory license.

Neither result is consistent with traditional eghble
principles. One of the principal purposes of angmrent
injunction is to spare the prevailing plaintiff esged trips to
the courthouse. As Justice Story observed in his
COMMENTARIES ONEQUITY JURISPRUDENCE
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It is quite plain that if no other remedy could
be given in cases of patents and copyrights
than an action at law for damages, the inventor
or author might be ruined by the necessity of
perpetual litigation, without ever being able to
have a final establishment of his rights.

STORY, suprg at236; see alsércher, 233 U.S. at 63—-64.

Nor is a compelled license to infringe consisterth
traditional equity principles. Congress did noargr patent
holders merely a right to collect license fees, aodrts
acting in equity have been unwilling essentiallysfmnsor a
deprivation of the statutory right to exclude. Anmpelled
license amounts in substance to a government carat@mn
of a property right, in favor of the infringer, afbngress has
repeatedly refused to amend the Patent Act to geotor
compulsory licensing. Sesfra at 26-27.

II. THE AMICI AND OTHER PATENT OWNERS
HAVE RELIED ON THE PRESUMPTIVE RIGHT
TO AN INJUNCTION

This Court has long recognized and emphasizedthaat
patent system represents a bargain between théc parud
inventors: in return for public disclosure of theention, the
inventor receives the right to exclude others fignacticing it
for a limited period of time. Seegg., Pfaff v. Wells
Electronics, Ing 525 U.S. 55, 63 (1998) (“[T]he patent
system represents a carefully crafted bargainghaburages
both the creation and the public disclosure of e useful
advances in technology, in return for an exclusnanopoly
for a limited period of time”); see alse,g., Universal Oil
Prods Co. v. Globe Oil & Ref Co, 322 U.S. 471, 484
(1944);United Statew. Dubilier Condenser Corp 289 U.S.
178, 186-187 (1933).
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The Amici have built their respective patent pditi® in
reliance on this bargain. To obtain each of thatents, they
were required by statute to disclose to the publigpn
publication of the patent application or patenspacification
detailing the exact nature and scope of the ingantiSee 35
U.S.C. § 112. The Amici made these detailed dssoles of
the fruits of their research and development, rattan
maintaining their inventions as trade secrets, dage their
understanding that they would receive an enforesdaght to
exclude others from practicing those inventionstfeg term
of the patent.

The patent system thus serves to encourage thecpubl
disclosure of subject matter that is a novel andobwious
advance beyond the prior art. The right to exclpa®/ides
patentees with the economic incentive to createdaslose
to the public these novel and nonobvious inventitimest
others can then build upon. The public loses ngtlhat it
had prior to the patentee’s disclosure if this tighexclude is
enforced against an adjudged infringer. On thesrottand,
the incentives to invest in costly and speculategearch and
to disclose the results will be diminished if, bgadosure, the
patentee runs the risk that others may be allowefieely
practice the invention upon payment of a court-cede
licensing fee.

Petitioners and their supporting amici suggest that
reliance by inventors on the patent bargain is itfel
importance because patents are handed out tog bgahe
United States Patent and Trademark Office (“USPT@nd
are too easily enforced once granted. While weebelthis
ignores the realities of the patenting process mumber of
significant respects, even if the situation weredag as
Petitioner and their amici contend, the appropmateedy is
not for this Court to weaken protection for intetigal
property rights, but rather for appropriate researand
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management talent to be allocated to the USPT@drfitst
place.

Moreover, once a patent issues, the right to excladar
from self-enforcing. Only after years of litigatiotypically
costing millions of dollars, does the patenteelljn@ach the
point where it can exercise its exclusionary right entry of
a permanent injunction. During the course of thgaltion
the accused infringer has the right to challengedibpositive
motion and at trial, the validity and enforceapilibf the
patent. And during all of that time, the remainliig-span of
the patent is decreasing, and, unless a prelimimgupction
has been granted, the defendant remains freertogaf

Once a defendant has been adjudged to infringeli@d va
patent, the patentee’s right to exclude should dspected.
Absent extraordinary circumstances, the infringenstould
stop. Forcing the patentee into a compulsory seenand
thus depriving it of the legal right it obtainedemchange for
investing in innovative research and then disclpsthe
results of that research to the public—undermimessettled
expectations and enormous investments that pateliteghe
Amici have made in their existing patent portfolios

Ill. THE DECISION BELOW PROPERLY APPLIES
“THE PRINCIPLES OF EQUITY” AND SHOULD
BE AFFIRMED

Contrary to the assertions of petitioners and their
supporting amici, who attempt to paint the Fed€iatuit’s
ruling in this case as “automatic” or “near automatsee Pet.
Br. at 17-18, the Federal Circuit’'s general ruleesianot
unduly restrict the exercise of discretion by distcourts
under the Patent Act. Section 283 of the Patenhtpfavides
that, in cases of adjudged infringement, the distcourts
“may grant injunctions in accordance with the pipifes of
equity.” As we have seen, because a patent isiguen
species of property affording the patentee an tesicé”
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right, the application of the traditional principl®f equity
will almost always lead to an injunction. The Fede
Circuit’s general rule observes the principles qtiiy and
comports with the statute by, in essence, employing
presumption that an injunction will follow a finpildgment of
infringement absent extraordinary circumstances.

Such a presumption is entirely appropriate; indgest,
three months ago this Court adopted a presumptionder to
guide the application of a district court’'s disaat In
Martin v. Franklin Capital Corp, 126 S. Ct. 704 (2005), the
Court considered a statute providing that distrairts “may”
award attorney’s fees when a case is remandedte sburt
following removal. While recognizing that “may’learly
connotes discretionjd. at 710 (internal quotation marks and
citation omitted), the Court nonetheless cited CHhigstice
Marshall for the proposition that a court’s “distoe is a
motion, not to its inclination, but to its judgmera@nd its
judgment is to be guided by sound legal principlébid.,
guoting United Statesv. Burr, 25 F. Cas. 30, 35 (No.
14,692d) (CC Va. 1807) (Marshall, C. J.). Furtbbserving
that “[d]iscretion is not whim, and limiting disc¢ien
according to legal standards helps promote thes lpasiciple
of justice that like cases should be decided dlikgrtin, 126
S. Ct. at 710, this Court adopted a presumptioty thealbsent
unusual circumstancésattorney’s fees should be denied if
there was an objectively reasonable basis forehsoval,id.
at 711 (emphasis added).

Moreover, the Federal Circuit’'s general rule redngs
exceptions in appropriate cases, a point the Fedareuit
made explicitly in this case and in numerous pdases as
well. See Pet. App. at 26a. Thus, the Federau@ithas
correctly recognized that an injunction should leaied if it
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would be contrary to the public interést, has approved the
denial of injunctive relief when justified by ecaitle
doctrines such as estoppel and lachesd, in a case decided
shortly before the decision below, it affrmed thenial of an
injunction where “the proofs required for determapifuture
infringing activity [were] not insignificant and h@amenable
to a narrowly tailored ordef.”

In short, the Federal Circuit’s general rule isnoymeans
automatic. Rather, it falls squarely within théerastablished
by Continental Paper BagZenith RadipDeepsouth Packing
andDawson Chemicalwhich in turn derives from the proper
consideration of the factors commonly weighed byrto
contemplating equitable relief, as we now show.

A. lIrreparable Injury and the Inadequacy of Legal
Remedies

Injunctive relief is “a remedy whose basis in federal
courts has always been irreparable harm and inadgqof
legal remedies.” Rondeau 422 U.S. at 57;Sampsonv.
Murray, 415 U.S. 61, 88 (1964). As shown above, in the
patent context, irreparable harm and the inadeqoédggal
remedies (which are essentially the same thingy tivectly
from the infringement of a valid patent, and thensemuent
deprivation of the right to exclude. They shouddfbund in
every case where, as here, a judgment of infringéerhas

4 See,e.g, Rite-Hite Corp.v. Kelley, Inc, 56 F.3d 1538, 1547
(Fed. Cir. 1995)Roche Products, Inos. Bolar Pharm. Cq. 733
F.2d 858, 865 (Fed. Cir. 1984) (on remand, distairt should
consider whether injunction would have “catastriopéffect’ ...
on the American public health system”).

> Odetics, Incyv. Storage Tech. Corp185 F.3d 1259, 1273 (Fed.
Cir. 1999).

6 Fuji Photo Film Co., Ltdv. Jazz Photo Corp 394 F.3d 1368,
1380 (Fed. Cir. 2005).
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been entered. A compulsory royalty payment to gatent
owner, allowing court-sanctioned infringement tontbaue,
would not provide the patent owner with an adequeteedy
at law. Seesupraat 7-11.

B. The Balance of Harms

The next factor in the injunctive calculus is tialance
of harms” between the patent owner and the adjudged
infringer. As discussed below, this factor willely support
the denial of injunctive relief against an adjudgeatent
infringer.

1. Interests of the Infringer

To begin, there will be few, if any, instances ven¢he
harm to an adjudged infringer will weigh heavily the
equitable calculus. First of all, the patent systeflects a
Constitutional and Congressional judgment that iwitthe
limited period of exclusivity, any harm to an adjed
infringer is outweighed by the benefits the pubdierives
from granting patentees that period of exclusiviiyecisions
of the Federal Circuit limiting the factors justifig denial of
injunctive relief primarily to considerations of ethpublic
interest merely acknowledge this truth.

Petitioners and their supporting amici parade teetbe
Court a number of hypothetical horribles in whible entry of
injunctive relief causes the closure of factoriesl doss of
jobs. Seegeq., Pet. Br. at 47. Petitioners enhance these
hypotheticals—and they are no more than that, lgavia
factual grounding in this case—by positing that some
industries (theirs) even diligent companies canmmover all
the patents that might apply to their product befaunching
it. To the contrary, Amici—companies that openateer the
very same risks—Dbelieve that proper diligence gahewill
uncover the relevant intellectual property of oshend they
have invested substantial resources to comply thiéhpatent
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laws and respect the rights of patenteesMoreover, as
discussed above, a patent defendant has ampletopippto
design around a patent or negotiate a mutuallypaabée
license before it ever confronts the possibility ah
injunction. Seesupra at 16. Even after entry of an
injunction, defendants may seek a stay of injumcpending
appeal. Permanent injunctive relief should notdemied
because the adjudged patent infringer failed tooacthese
opportunities.

Furthermore, the Patent Act already provides ang\ed
accommodating truly extraordinary harms to a dedehd
should they arise. Section 283 authorizes distrairts to
enter injunctions “on such terms as the court deems
reasonable.” District courts accordingly are ableailor the
“time, place and manner” of injunctions in orderaiteviate
legitimate claims of hardship. Thus, while digtgourts are
unlikely to deny an injunction entirely, they dossess “the
power of the Chancellor to do equity and to mouéthe
decree to the necessities of the particular castetht 321
U.S. at 329. An adjudged patent infringer mighty f
example, be given time in which to shift to a nofringing
position. Shiley, Inc v. Bentley Labs Inc., 601 F. Supp. 964,
970 (C.D. Cal. 1985) (granting hospitals six montios
transition to non-infringing blood oxygenation gouient);
see alsdmmersion Corpv. Sony Computer Entm’'t Apinc,,
2005 U.S. Dist. LEXIS 4777 (N.D. Cal. Jan. 10, 2005
(ordering license fee to be paid in lieu of recdlVideo game
consoles previously sold).

" See Committee Print Regarding Patent Quality Imenoent:

Hearing Before the Subcomm. on Courts, the Interraetd
Intellectual Property of the H. Comm. on the Jualigj 109th
Cong. 12 (2005) (statement of J. Jeffrey HawleygdleDivision
Vice President and Director, Patent Legal Staffstban Kodak
Company, on behalf of the Intellectual Property ©xsn
Association).
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2. Interests of the Patentee

Turning to the interests of the patent owner, Faderal
Circuit’'s approach in this case reflects an appabder
consideration of those interests as well. First favemost,
the patent holder has a well-established interesand right
to, exclusive control and ownership of the invemtioSee
supra at 14-15. Protecting this exclusive right mustéabe
paramount consideration in the district court’s itthle
balancing.

Any departure from this general rule would have
significant negative consequences. Both busiresstels and
inventors, especially those affiliated with pubtiompanies,
desire a certain degree of legal stability and aiety,
particularly when it comes to their intellectualoperty.
Corporations including these Amici have investedeisearch
and development, engaged in merger and acquisition
transactions, and paid to acquire patent right$, il
expectation of a stable enforcement environment.ny A
change from the general rule that a patent right be
enforced by an injunction, to a system in which the
availability of injunctive relief is left to the wguided
discretion of the district courts, will underminesttéed
property interests and harm shareholders. Itdintlinish the
incentive system envisioned by the Constitutiob@ésinesses
elect to hold innovations as trade secrets instéalisclosing
them through the patent system, or even to decréese
research and development spending. It will alsoremse
litigation costs for patent holders and the burdéfitigation
on the federal judiciary as infringers will havesdeincentive
to enter into a license prior to trial.

Petitioners and their supporting amici assert tthed
Federal Circuit’s general rule pays too little atien to the
character of the patentee. Seg,, Petr. Br. at 32-33. That
line of argument has already been rejected byGbisrt. See
Continental Paper Bag210 U.S. at 429-30. Commercial
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considerations, such as whether or not the pateneohas
commercialized its invention at a particular pamttime, or
has offered to license its patents, have no beavimghe
nature of the underlying right to exclude. Evetgmtee
appropriately enters license negotiations withlewerage of
the exclusivity that was obtained through the pates
bargain with the public; as this Court observedinlotte v.
Thys Co, 379 U.S. 29, 33 (1964), “[a] patent empowers the
owner to exact royalties as high as he can negoivih the
leverage of that monopoly ....” If a non-practiciegtity
cannot obtain injunctive relief, the “royalties lgh as [the
patent-holder] can negotiate” will be based not the
“leverage of [the] monopoly,” but on the would-beehsee’s
expectation of what a court might set as a compulso
licensee fee, discounted by the risks and costswbald be
borne by the patent holder in establishing infringet.

This Court has also previously stated that “[tlsept
holder] may keep his invention out of use. Theamfde
necessarily has the power of granting it to some an
withholding it from othersa right of selection and ternis
United Statewy. United Shoe Machinery Ca247 U.S. 32, 58
(1918) (emphasis added). Denying injunctive relefthe
non-practicing entity takes from it this “right sélection and
terms,” which should receive no less protectiomtaay other
right secured by patent.

Finally, the law has never distinguished among the
commercial interests of patent holders for purposés
awarding injunctive relief, in essence finding somere
deserving of exclusive rights than others. Ang ihot at all
clear how the “more deserving” plaintiffs would identified.

Is the supposed touchstone whether the patentetcesathe
patent? Or whether it purchased the patent rigbtnf
another? What about corporations such as theseiAinat
have portfolios containing patents they both ineedntind
purchased, and that practice some patents but thers@
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Does their ability to obtain injunctive relief varpatent by
patent? Is such an entity less deserving of ictusike right
with respect to a particular patent because, fangie, it
seeks to use that patent to block competitors feobering a
market that is strategically important, but tha¢ dompany
itself has not yet, and may never, enter? Theeviden
line-drawing required by a hierarchy of worthy amdvorthy
patent holders would simply be unworkable for ceurt

C. The Public Interest

As this Court recognized a century agoGontinental
Paper Bag a court of equity might be justified in withhahdy
injunctive relief “in view of the public interest.210 U.S. at
430. The general rule applied by the Federal @iralso
recognizes a public-interest exception. Segraat 17-18 &
n. 4.

Petitioners and their supporting amici complaiatthas
applied by the Federal Circuit, this public-intdresgception
is unnecessarily cramped, being limited only tolpubealth
emergencies. See Petr. Br. at 20. The FederauiCir
however, has never held the exception to be soinmuhf
While cases in which the public interest has beeund
sufficiently compelling happen to involve the pebhealth,
the Federal Circuit has not ruled out finding swucipublic
interest with respect to other matters. 8&e-Hitg 56 F.3d
at 1547-48. A case such @gy of Milwaukeev. Activated
Sludge, Ing 69 F.2d 577 (7tRir. 1934), in which the court
declined to enter an injunction against operatidnaa
infringing sewage treatment plant, demonstrateskihd of
extraordinary circumstances necessary to overcohe t
presumption in favor of injunctive relief, other amples
might include circumstances in which injunctiveietivould
affect national security or public safety.

Whatever the scope of the public-interest exceptio
previously recognized by the lower courts, this €should
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construe that exception narrowly. Notably, Congréas
acted expressly where it felt that the public iestrjustifies
an exception to the general availability of injunetrelief.
The Patent Act provides that an injunction (anceotelief) is
not available for infringement of a medical methpatent
under some circumstances. See 35 U.S.C. 8§ 28A).the
Judiciary Act provides that injunctions are notikalde to bar
the use or manufacture of an invention by or fa thnited
States government. See 28 U.S.C. § 1488;. Gore &
Assoc., Incv. Garlock, Inc, 842 F.2d 1275, 1283 (Fed. Cir.
1988). Because Congress has provided explicityifiaited
public-interest exceptions, any public-interestegton under
Section 283's general “principles of equity” langaashould
be narrowly cast. SeBabbitt v. Sweet Home Chapter of
Cmtys. for a Greater Or515 U.S. 687, 69798 (1995).

Moreover, public interest concerns, like concevhlarm
to the infringer, may be addressed by the disttart in
entering an injunction “on such terms as the cal@ems
reasonable.” Sesupraat 20. For example, i8hiley,601 F.
Supp. at 970, the defendant argued that the puiitiErest
supported denying an injunction against use ofbitsod
oxygenation equipment. The district court rejectidxs
contention but held that the injunction would “cainta six-
month transition period to allow an efficient anann
disruptive changeover for those institutions thatvremploy
the [infringing] BOS oxygenator exclusivelyId. at 971.

Finally, there is no merit to the argument tha gublic
interest frowns on awarding permanent injunctiveefeto
non-practicing entities. Seeg., Pet. Br. at 24-25, 39. This
argument ignores the interest of the inventor waid &is or
her patent rights. A rule denying injunctive réli® the
purchasing company would greatly diminish the valfi¢he
patent, to the ultimate detriment of the inventand
innovation generally.
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Some amici argue more broadly that the constitatio
purpose of promoting science and the useful argslseved
only if a patented invention is being practieddut as noted
above, sesupraat 14, this Court has repeatedly recognized
that the bargain implemented by the Patent Actistsef the
grant of patents in return for innovation agidclosure not
innovation and practice. S&rown Die & Tool Cov. Nye
Tool & Machine Ca 261 U.S. 24, 34-35 (1923) (“The
benefit which the government intended to secure nedghe
making or use of the patent for the benefit of pheblic
during the 17 years of the grant, except as thenpe¢ might
voluntarily confer it from motives of gain, but gnkhe
benefit of its public use after the grant expired”)

In sum, the Federal Circuit is correct to recogrizat the
public-interest exception should be invoked onkela This
Court need not determine the outer limits of thebliou
interest exception in this case, because the ®witi
presented no argument that an injunction againstgatively
affected the public.

IV. PETITIONERS’ POLICY ARGUMENTS SHOULD
BE ADDRESSED TO CONGRESS, WHICH HAS
PREVIOUSLY REJECTED THEM

In arguing against a general rule in favor of mgtve
relief, Petitioners and their supporting amici resavily upon
policy arguments. This Court, however, should stesi
deciding this case based on their broadsides agam$&atent

®  The brief of the American Innovators Alliancelies upon

Justice Story for the proposition that “courts qtigy ‘should look
to whether the patentee has put the inventionpotdic use’ when
considering whether to grant a patent injunctios&e AIA Br. at
24, citing SORY, supra at 238. Again, however, seapraat 8-9
& n.3, Justice Story was speaking here of preliminajunctive
relief, not a permanent injunction following trial.
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Act, the Patent Office, and even the jury systemfs an
initial matter, it simply is not the case that #le myriad
faults said to be harming the system could possldy
remedied by a new standard for issuing permanent
injunctions. Nor does the recoid this casereflect the
numerous supposed shortcomings in the patent system
which Petitioners and their supporting amici cormplaThe
facts of the case do not establish, for examplat patent
infringement is an unavoidable fact of life for dar
companies. The Amici here operate under the sates, rand
they do not view infringement of others’ patentsrevitable.

But more fundamentally, the broad-based policyitprs
of Petitioners and their supporting amici that thatent
system is in need of repair should be—and have -been
addressed to Congress, not the courts. Be#o Boats, Inc
v. Thunder Craft Boats, Inc489 U.S. 141, 167 (1989) (“It is
for Congress to determine if the present systengesign and
utility patents is ineffectual in promoting the tidearts in the
context of industrial design”).

As an initial matter, when Congress recodified Bagent
Act in 1952 it did not restrict the availability afjunctive
relief under Section 283. Congress presumablypedethe
judiciary’s imposition of injunctions as the tradial remedy
for patent infringement, including this Court's dagn in
Continental Paper Baghat injunctions should be available
even for non-practicing entities. Se@ommissioner of
Internal Revenuer. Engle 464 U.S. 206, 224 (1984) (“We
usually presume that Congress is aware of our &hageing
interpretation of a statute and adopts that inetgbion when
it re-enacts the statute without explicit changé@riternal
guotation marks and citation omitted)).

®  Seeg.qg, Petr. Br. at 39-40, 48.
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Moreover, Congress has the ability to amend thetéc
restrict the availability of injunctive relief toddress policy
concerns, and has previously done so. In 1996example,
Congress eliminated the availability of injunctiajasd other
relief) for infringement of medical method pateniader
some circumstances. See 35 U.S.C. § 287(c). Yeest,
however, the House Subcommittee on Courts, therete
and Intellectual Property circulated a committeatpthat
would have overturned the presumption of irrepardialrm in
patent cases generally, but removed that provifimm the
bill as introduced. SePRatent Act of 2005Hearing on H.R.
2795 Before the .SComm On Courts, The Internet, and
Intellectual Property of the Gn the Judiciary109th Cong.
5 (2005) (bill sponsor stating that “the bill repds the
[committee] print text governing injunctive reliathich does
not allow a court to presume the existence of araple
harm”).

In addition, Congress has repeatedly refused &ndrthe
Patent Act to provide for compulsory licensing. 1945 this
Court recounted that “Congress was asked as earh84@7,
and frequently since, to adopt a system of compulso
licensing of patents. It has failed to enact th@eposals into
law.” Hartford-Empire Co v. United States323 U.S. 386,
416 (1945). Subsequently, the Court observed that
“‘compulsory licensing provisions were consideredr fo
possible incorporation into the 1952 revision oé thatent
laws,” but “were dropped.Dawson Chemical448 U.S. at
215 & n.21. Congress has also declined to profodehe
compulsory licensing of patents that are not bgiregticed.
SeeSpecial Equipment Co324 U.S. at 379 (“Congress has
frequently been asked to change the policy of thautes as
interpreted by this Court by imposing a forfeitugs
providing for compulsory licensing if the patentnst used
within a specified time, but has not done so”).
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In sum, Congress has repeatedly evidenced itsfaztion
with the strong presumption by which the judiciangs
historically protected patent holders from irrejdeaharm,
and has carved out only limited exceptions to this
presumption. This Court should not provide Patiis and
their supporting amici the “reforms” of the Patét they
have been denied by the legislature.

CONCLUSION

This Court should affirm the judgment of the Feder
Circuit.
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