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i
QUESTIONS PRESENTED

Pursuant to this Court’s holding in Precision Instrument
Manufacturing Co. v. Automotive Maintenance Machinery
Co., 324 U.S. 806, 816 (1945), a federal court may invoke its
inherent equitable powers to render unenforceable an
otherwise valid patent where the patentee has engaged in
“inequitable conduct” during prosecution of the patent
application before the United States Patent & Trademark
Office (“PTO”). This Court characterized such “inequitable
conduct” as a form of unclean hands. Lower courts have
formulated a test for evaluating whether a patentee engaged
in “inequitable conduct” during patent prosecution, allowing
this doctrine to be invoked generally whenever (1) the
patentee misrepresented or did not provide the PTO with
“material” information and (2) the patentee did so with an
“intent” to deceive. The questions presented in this case are:

1. Whether the United States Court of Appeals for the
Federal Circuit has improperly expanded the scope of
the inequitable conduct doctrine by lowering the
threshold of what constitutes “material” information
that a patentee must disclose to the PTO so as to
include information that has no bearing on
patentability.

2. Whether the United States Court of Appeals for the
Federal Circuit has improperly expanded the scope of
the inequitable conduct doctrine by lowering the
threshold for establishing intent to deceive the PTO
so as to include a judicial determination that the
applicant “knew or should have known” the
information not provided to the PTO was ‘“highly
material.”
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LIST OF PARTIES

The names of all parties in the court whose judgment is
sought to be reviewed appear in the caption of this Petition
for a Writ of Certiorari.

CORPORATE DISCLOSURE STATEMENT
Counsel for petitioners certifies as follows:

All parent corporations and publicly held companies that
own 10 percent or more of petitioner Ferring B.V. are as
follows: Ferring B.V. is a wholly-owned subsidiary of
Ferring Holding S.A., Switzerland.

All parent corporations and publicly held companies that
own 10 percent or more of petitioner Aventis
Pharmaceuticals, Inc. are as follows:  Aventis
Pharmaceuticals, Inc. is a subsidiary of Aventis Holdings,
Inc., which is a subsidiary of Aventis Inc., which is a
subsidiary of sanofi-aventis, a public corporation organized
under the laws of France. A minority interest in Aventis
Pharmaceuticals, Inc. is held by Aventis
Beteiligungsverwaltung GmbH, which is a subsidiary of a
Aventis Pharma Holdings GmbH, which is a subsidiary of
Hoechst A.G., which is a subsidiary of sanofi-aventis S.A.
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1
OPINIONS BELOW

The opinion of the United States Court of Appeals for
the Federal Circuit is reported at 437 F.3d 1181 (Fed. Cir.
2006) and is set forth in the Appendix (“App.”) at App. la-
49a. The circuit’s original and revised orders denying the
Petition for Panel Rehearing and Rehearing En Banc (App.
86a-87a, 88a-89a) are unreported. The decision of the
district court (App. 50a-85a) is unreported.

STATEMENT OF JURISDICTION

The United States Court of Appeals for the Federal
Circuit entered its judgment in this case on February 15,
2006, denied the Petition for Panel Rehearing and Rehearing
En Banc on April 10, 2006, and issued a revised order
denying the Petition for Panel Rehearing and Rehearing En
Banc on April 12, 2006. Chief Justice Roberts issued an
order on June 15, 2006, extending the time to file the petition
for a writ of certiorari to September 11, 2006. The
jurisdiction of this Court is invoked under 28 U.S.C. §
1254(1).

STATUTES AND REGULATIONS INVOLVED

In shaping the “inequitable conduct” doctrine at issue in
this case, courts have looked at times to the regulations
governing the patent procurement process to assess what
information the United States Patent and Trademark Office
(“PTO”) considers important to that process. The duty to
disclose material information to the PTO is governed by 37
C.F.R. § 1.56 (“Rule 56”). The 1990 version of Rule 56 in
effect at the time of the prosecution of the patent-in-suit is
reproduced in full at App. 90a-94a. In 1992, the PTO
substantially revised this regulation, and these changes are
reflected in the current regulation, reproduced in full at App.
95a-97a.
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STATEMENT OF THE CASE

This case presents important questions regarding the
contours of the “inequitable conduct” doctrine, pursuant to
which courts may refuse all enforcement of otherwise valid
patents. This Court promulgated the inequitable conduct
doctrine more than sixty years ago in accordance with the
unclean hands maxim in order to enforce “minimum ethical
standards” in cases of extreme misconduct by persons
prosecuting patent applications at the PTO.!  Precision
Instrument Mfg. Co. v. Automotive Maint. Mach. Co., 324
U.S. 806, 816 (1945). Since then, the Federal Circuit has
vastly expanded the doctrine’s reach in a manner
inconsistent with Precision, such that parties now invoke it
routinely as a defense to patent infringement claims, and the
resulting doctrine operates in considerable tension with the
PTO’s statutory authority to govern the conduct of
proceedings before it, see 35 U.S.C. § 2(b)(2)(A).

According to the Federal Circuit, whether a patent
applicant has engaged in inequitable conduct during patent
prosecution tumns on: (1) whether the applicant
misrepresented or did not provide the PTO with “material”
information and (2) whether the applicant did so with an
“intent” to deceive the PTO. However, in applying these
requirements, the Federal Circuit has strayed far from the
inequitable conduct doctrine’s equitable roots. The notion of
“materiality” that the Federal Circuit now employs is
sufficiently broad that courts may find materiality—as the
Federal Circuit did here—without any proof that the PTO
would have considered the information to be material to its
administrative process. Moreover, in assessing whether the

: The abbreviation PTO will be used in this brief to also refer to
the *“Patent Office,” which was the agency’s name prior to 1976.






