 SEQ CHAPTER \h \r 12nd Managers Amendment

1.  Post Grant Review

Explanation
The current bill establishes a Post Grant Review proceeding to challenge questionable patents at the PTO.  There has been significant discussion regarding PGR, and this change rewrites PGR, improves it, and provides several safeguards to avoid harassment.  Among the significant changes are:

· For both windows, raises the standard to grant a PGR to a “substantial new question of patentability” as to at least one claim;

· For both windows, requires pleading with particularity;

· For both windows, prohibits the filing of a PGR petition by a party that has instituted a district court action challenging the validity of the same patent, 

· For both windows, allows for settlement

· For 2nd window, the patent challenged will have a presumption of validity; and

· For 2nd window, requires a PGR petition within 12 months of receiving notice of infringement.  


Change

“CHAPTER 32—POST-GRANT REVIEW PROCEDURES

“Sec.

“321.Petition for post-grant review.

“322.Timing and bases of petition.

“323.Requirements of petition.

“324.Publication and public availability of petition

“325.Prohibited filings.

“326.Submission of additional information.

“327.Institution of post-grant review proceedings.

“328.Consolidation of proceedings.

“329.Conduct of post-grant review proceedings.

“330.Patent owner response.

“331.Proof and evidentiary standards.

“332.Amendment of the patent.

“333.Settlement

“334.Decision of the Board.

“335.Effect of decision.

“336.Relationship to other pending proceedings.

“337.Effect of decisions rendered in civil action on future post-grant review proceedings.

“338.Effect of final decision on future proceedings.

“339.Appeal.

“321. Petition for post-grant review

“Subject to sections 322, 324, 332, and 333, a person who is not the patent owner may file with the Office a petition seeking to institute a post-grant review proceeding to cancel as unpatentable any claim of a patent on any ground that could be raised under paragraph (2) or (3) of section 282(b) (relating to invalidity of the patent or any claim). The Director shall establish, by regulation, fees to be paid by the person requesting the proceeding, in such amounts as the Director determines to be reasonable, considering the aggregate costs of post-grant review proceedings and the status of the petitioner.

“322. Timing and bases of petition

“A post-grant proceeding may be instituted under this chapter pursuant to a petition filed under section 321 only if—

“(1) the petition is filed not later than 12 months after the grant of the patent or issuance of a reissue patent, as the case may be; or

“(2)(A) the petitioner establishes in the petition a substantial reason to believe that the continued existence of the challenged claim in the petition causes or is likely to cause the petitioner significant economic harm; and

“(B) the petitioner files a petition no later than 12 months after receiving notice that the patent holder alleges infringement, explicitly or implicitly; or

 “(3) the patent owner consents in writing to the proceeding.

“323. Requirements of petition

“A petition filed under section 321 may be considered only if—

“(1) the petition is accompanied by payment of the fee established by the Director under section 321;

“(2) the petition identifies any real parties in interest;

“(3) the petition identifies in writing and with particularity each claim challenged, the grounds on which the challenge to each claim is based, and the evidence that supports the grounds for each challenged claim, including—

“(A) copies of patents and printed publications that the petitioner relies upon in support of the petition; and

“(B) affidavits or declarations of supporting evidence and opinions, if the petitioner relies on other factual evidence or on expert opinions;

 “(4) the petition provides such information as the Director may require by regulation; and

“(5) the petitioner provides copies of those documents to the patent owner or, if applicable, the designated representative of the patent owner.

“324. Publication and public availability of petition

“(a) In General.—As soon as practicable, the Director shall—

“(1) publish a petition received under section 322 in the Federal Register; and

“(2) make that petition available on the website of the Patent and Trademark Office.

“(b) Public Availability.—The file of any proceeding shall be made available to the public except that any petition or document filed with the intent to be sealed shall be accompanied by a motion to seal.  The document will be treated as sealed, pending the outcome of the ruling on the motion.  Failure to file a motion to seal will result in the pleading being placed in the public record.
“325. Prohibited filings

“(a) In General.--A post-grant review proceeding may not be instituted under paragraph (1), (2), or (3) of section 322 if the petition requesting the proceeding identifies the same petitioner or real party in interest and the same patent as a previous petition  filed under any paragraph of section 322.

“(b) A post-grant review proceeding may not be instituted or maintained under paragraph (1) or (2) or section 322 of this title if the petitioner or real party in interest has instituted a civil action challenging the validity of a claim of the patent. 

“326. Submission of additional information

“The petitioner shall file such additional information with respect to the petition as the Director may require by regulation.

“327. Institution of post-grant review proceedings

“(a) In General.—The Director may not authorize a post-grant review proceeding to commence unless the Director determines that the information presented in the petition raises a substantial new question of patentability for at least 1 of the challenged claims.  The Director shall determine whether to authorize a post-grant proceeding within 90 days of receiving a petition.

“(b) Notification.—The Director shall notify the petitioner and patent owner in writing of a determination under subsection (a). The Director shall publish a notice of institution of a post-grant review proceeding in the Federal Register and make that notice available on the website of the Patent and Trademark Office. The notice shall list the date on which the proceeding shall commence.

 “(c) Determination Not Appealable.—The decision by the Director regarding whether to authorize a post-grant review proceeding shall not be appealable.

“(d) Assignment of the Proceeding to a Panel.—Upon a determination to commence a post-grant review proceeding, the Director shall assign the proceeding to a panel of 3 administrative patent judges from the Patent Trial and Appeal Board.

“328. Consolidation of proceedings and Joinder

“(a) Consolidation of Post-Grant Proceedings.--If more than 1 petition is submitted under section 322(1) against the same patent and the Director determines that each raises a substantial new question of patentability warranting the commencement of a post-grant review proceeding under section 326, the Director may consolidate such proceedings into a single post-grant review proceeding.

“(b) Joinder.—If the Director commences a post-grant review proceeding on the basis of a petition filed under section 322(2), any person who files a petition in compliance with section 322(2)(A) and which the Director finds sufficient to proceed under section 327 may be joined at the discretion of the Director and participate in such post-grant review proceeding. 

“329. Conduct of post-grant review proceedings

“(a) In General.—The Director shall—

“(1) prescribe regulations, in accordance with section 2(b)(2), establishing and governing post-grant review proceedings under this chapter and their relationship to other proceedings under this title;

“(2) prescribe regulations for setting forth the standards for showings of substantial reason to believe and significant economic harm under section 322(2) and substantial new question of patentability under section 327(a);

“(3) prescribe regulations providing for the publication in the Federal Register all requests for the institution of post-grant proceedings;

“(4) prescribe regulations establishing procedures for the submission of supplemental information after the petition is filed; and

“(5) prescribe regulations setting forth procedures for discovery of relevant evidence, including that such discovery shall be limited to evidence directly related to factual assertions advanced by either party in the proceeding.

“(b) Post-Grant Review Regulations.—Regulations under subsection (a)(1)—

“(1) shall require that the final determination in a post-grant review proceeding issue not later than 1 year after the date on which the Director notices the institution of a post-grant proceeding under this chapter, except that, for good cause shown, the Director may extend the 1-year period by not more than 6 months;

(2)  shall provide for discovery upon order of the Director, as required in the interests of justice;

 “(3) shall prescribe sanctions for abuse of discovery, abuse of process, or any other improper use of the proceeding, such as to harass or to cause unnecessary delay or unnecessary increase in the cost of the proceeding;

“(4) shall provide for protective orders governing the exchange and submission of confidential information; and

“(5) shall ensure that any information submitted by the patent owner in support of any amendment entered under section 328 is made available to the public as part of the prosecution history of the patent.

“(c) Considerations.—In prescribing regulations under this section, the Director shall consider the effect on the economy, the integrity of the patent system, and the efficient administration of the Office.

“(d) Conduct of Proceeding.—The Patent Trial and Appeal Board shall, in accordance with section 6(b), conduct each proceeding authorized by the Director.

“330. Patent owner response

“After a post-grant review proceeding under this chapter has been instituted with respect to a patent, the patent owner shall have the right to file, within a time period set by the Director, a response to the petition. The patent owner shall file with the response, through affidavits or declarations, any additional factual evidence and expert opinions on which the patent owner relies in support of the response.

“331. Proof and evidentiary standards

“(a) In General.—The presumption of validity set forth in section 282 of this title shall not apply to challenges brought under section 322(1) but shall apply in a challenge brought under paragraph (2) or (3) of section 322 to any patent claim under this chapter.

“(b) Burden of Proof.—The petitioner under section 322 shall have the burden of proving a proposition of invalidity by a preponderance of the evidence.  

“332. Amendment of the patent

“(a) In General.—In response to a challenge in a petition , the patent owner may file 1 motion to amend the patent in 1 or more of the following ways:

“(1) Cancel any challenged patent claim.

“(2) For each challenged claim, propose a substitute claim.

“(3) Amend the patent drawings or otherwise amend the patent other than the claims.

“(b) Additional Motions.—Additional motions to amend may be permitted only for good cause shown.

“(c) Scope of Claims.—An amendment under this section may not enlarge the scope of the claims of the patent or introduce new matter.

“333. Settlement

“(a) In General.—A post-grant review proceeding under this chapter shall be terminated with respect to any petitioner upon the joint request of the petitioner and the patent owner, unless the Office has decided the matter before the request for termination is filed.  If the post-grant review proceeding is terminated with respect to a petitioner under this section, no estoppel under this chapter shall apply to that petitioner.  If no petitioner remains in the post-grant review proceeding, the Office shall terminate the post-grant review proceeding.

“(b) Agreements in Writing.—Any agreement or understanding between the patent owner and a petitioner, including any collateral agreements referred to therein, made in connection with or in contemplation of the termination of a post-grant review proceeding under this be in writing and a true copy thereof filed in the Patent and Trademark Office before the termination of the post-grant review proceeding as between the parties to the agreement or understanding.  If any party filing the same so requests, the copy shall be kept separate from the file of the post-grant review proceeding, and made available only to Government agencies on written request, or to any person on a showing of good cause.
“334. Decision of the Board

“If the post-grant review proceeding is instituted and not dismissed under this chapter, the Patent Trial and Appeal Board shall issue a final written decision with respect to the patentability of any patent claim challenged and any new claim added under section 332.

“335. Effect of decision

“If the Patent Trial and Appeal Board issues a final decision under section 334 and the time for appeal has expired or any appeal proceeding has terminated, the Director shall issue and publish a certificate canceling any claim of the patent finally determined to be unpatentable and incorporating in the patent by operation of the certificate any new claim determined to be patentable.

 “336. Relationship to other pending proceedings

“Notwithstanding section 135(a), 251, and 252, and chapter 30, the Director may determine the manner in which any ex parte reexamination proceeding, reissue proceeding, interference proceeding (commenced before the effective date of the Patent Reform Act of 2007), derivation proceeding, or post-grant review proceeding, that is pending during a post-grant review proceeding, may proceed, including providing for stay, transfer, consolidation, or termination of any such proceeding.

 “337. Effect of decisions rendered in civil action on future post-grant review proceedings

“If a final decision has been entered against a party in a civil action arising in whole or in part under section 1338 of title 28 establishing that the party has not sustained its burden of proving the invalidity of any patent claim—

“(1) that party to the civil action and the privies of that party may not thereafter request a post-grant review proceeding on that patent claim on the basis of any grounds under the provisions of section 322; and

“(2) the Director may not thereafter maintain a post-grant review proceeding previously requested by that party or the real parties in interest of that party.

“338. Effect of final decision on future proceedings

“(a) In General.—If a final decision under section 334 is favorable to the patentability of any original or new claim of the patent challenged by the petitioner, the petitioner may not thereafter, based on any ground which the petitioner raised during the post-grant review proceeding—

“(1) request or pursue a derivation proceeding with respect to such claim; or 

“(2) assert the invalidity of any such claim, in any civil action arising in whole or in part under section 1338 of title 28.

“(b) Extension of Prohibition.—If the final decision is the result of a petition filed on the basis of section 322(2), the prohibition under this section shall extend to any ground which the petitioner raised during the post-grant review proceeding.

“339. Appeal

“A party dissatisfied with the final determination of the Patent Trial and Appeal Board in a post-grant proceeding under this chapter may appeal the determination under sections 141 through 145. Any party to the post-grant proceeding shall have the right to be a party to the appeal.”.

(d) Technical and Conforming Amendment.—The table of chapters for part III is amended by adding at the end the following:

“32. Post-Grant Review Proceedings

321”.

(e) Regulations and Effective Date.—

(1) Regulations.—The Under Secretary of Commerce for Intellectual Property and the Director of the United States Patent and Trademark Office (in this subsection referred to as the “Director”) shall, not later than the date that is 1 year after the date of the enactment of this Act, issue regulations to carry out chapter 32 of title 35, United States Code, as added by subsection (c) of this section.

(2) Applicability.—The amendments made by subsection (c) shall take effect on the date that is 1 year after the date of the enactment of this Act 

(3) Pending interferences.—The Director shall determine the procedures under which interferences commenced before the effective date under paragraph (2) are to proceed, including whether any such interference is to be dismissed without prejudice to the filing of a petition for a post-grant review proceeding under chapter 32 of title 35, United States Code, or is to proceed as if this Act had not been enacted. The Director shall include such procedures in regulations issued under paragraph (1).

2.  Venue 

a)
GRA07970


Explanation
Section 1391(d) governs venue for foreign defendants.  Since this section of the bill makes an exception for foreign corporate defendants, the “notwithstanding” preamble language should reference both 1391(c) and (d).  As changed the section will begin: (c) “Notwithstanding Section 1391(c) and (d) of this title....”  


Change:
At page 44, ln. 20, after “1391(c)”, insert “subsections (c) and (d) of 1391”.

b)
GRA07976


Explanation
The technical changes relating to PTO venue cite the sections, but not their respective titles (title 35 for patents, title 15 for trademarks).  This change clarifies those sections that are in title 35, and 15 respectively.    


Change
At page 45, lines 18 and 19, strike “Sections 32, 145, 146, 154(b)(4)(A), 293, and 1071(b)(4)” and insert “Sections 32, 145, 146, 154(b)(4)(A), and 293 of title 35, United States Code, and section 1071(b)(4) of an Act to provide for the registration and protection of trademarks used in commerce, to carry out the provisions of certain international conventions, and for other purposes, approved July 5, 1946 (15 U.S.C. 1051 et seq.) (commonly referred to as the Trademark Act of 1946 or the Lanham Act)”.

c)
GRA07A74

 SEQ CHAPTER \h \r 1Explanation
This amendment makes two substantive changes to the patent venue statute.  Section 1400(b) applies to “Any civil action for patent infringement.”  S. 1145 broadened that language to include “Any civil action for patent infringement”, with certain exceptions as expressly listed.  However, the list of exceptions may not be all inclusive (e.g., it inadvertently forgot to exclude cases brought against the US under 28 USC 1498).  Thus, it is believed that the existing 1400(b) language is preferred.  The first change restores the original language of 1400(b).




Declaratory judgment actions are currently not covered by 1400(b) since they are not a “civil action for patent infringement”.  Forum shopping for DJ actions involving patents should be similarly disfavored.  The second change provides that DJ actions shall also be covered by 1400(b).


 SEQ CHAPTER \h \r 1Change
- at page 44, ln. 8, strike "by striking" and all that follows through 



line 19, and insert "by adding at the end the following";




- at page 45, between lines 4 and 5, inserting the following:



  
“The provisions of subsection (b) relating to venue for a civil action for patent infringement shall also apply to any action for a declaratory judgment relating to patent validity, invalidity, enforceability or noninfringement.”

d)
GRA07A75


Explanation
This amendment makes one technical and one substantive




change to the patent venue statute.  The technical changes expand 



the residency definition for “corporations” to include other legal 



entities.  The substantive change is with respect to residency of 



foreign corporations.  Under the current language, a foreign 



corporation’s residency for patent venue purposes is the place 



within the United States from where 
the corporation’s primary US 



subsidiary is directed or controlled.  The amendment would change 


the “directed or controlled” language to the place where the 



subsidiary is incorporated or formed or has its principal place of 



business.

Change
On page 44, line 21, after “corporation” insert “or other legal 



entity”; on page 44, line 23, after “corporation” insert “or other 



legal entity”; on page 44, line 24, after “corporation” insert “or 



other legal entity”; on page 44, line 24, strike “or if” and all that 



follows through “controlled.” on page 45, line 4, and insert the 



following:  “or if the corporation or legal entity’s principal place of 


business is outside of the United States, then for the purposes of 



this section, the residence of such corporation or legal entity shall




be the State within the United States in which the primary United




States subsidiary of such corporation or legal entity is incorporated 


or formed or in which the subsidiary has its principal place of 



business.”.
3.  Prior user rights 

a)
GRA07A21


Explanation
Prior user rights is a defense to infringement if the accused infringer was commercially using the invention 1 yr. before the patent application is filed.  Currently, the defense may be asserted only by the person who performed the acts that constitute the defense.  This change broadens standing to include affiliates of that person.   


Change
Strike paragraph (6) of section 273(b) and replace it with:

(6) Personal defense. The defense under this section may be asserted only by the person who performed or caused the performance of the acts necessary to establish the defense as well as any other entity that controls, is controlled by, or is under common control with such person and, except for any transfer to the patent owner, the right to assert the defense shall not be licensed or assigned or transferred to another person except as an ancillary and subordinate part of a good faith assignment or transfer for other reasons of the entire enterprise or line of business to which the defense relates. Notwithstanding the preceding sentence, any person may, on its own behalf, assert a defense based on the exhaustion of rights provided by paragraph 3, including any necessary elements thereof. 
b)
GRA07977

Explanation
The old title is used for the head of the PTO; the first change corrects it.  In addition the bill states a date certain when the report is due (June 30, 2009), regardless of when the bill passes.  The change makes the report due “2 years” after the law is enacted.  


Change
 -  at page 26, ln. 9-11, strike “Not later than June 30, 2009, the Assistant Secretary of Commerce for Patents and Trademarks”, and insert, “Not later than 2 years after the date of the enactment of this Act, the Director”



-   at page 27, ln 13, strike “Assistant Secretary” and insert 




“Director”.  

4.  Reexamination study (GRA07978)


Explanation
Since the bill now eliminates inter partes reexam, there is no need for a study of it.


Change
Strike Section 8 of the bill entitled “Study and Report on Reexamination Proceedings”; and renumber subsequent sections accordingly.
 SEQ CHAPTER \h \r 15.  PTO Funding 


Explanation
Under existing law, the significant patent and trademark fees are set by statue.  Thus, it takes an act of Congress to change such fees, which causes delay and complicates this process.  In order to keep up with the hundreds of thousands of patent and trademark applications filed each year, the PTO needs to be able to set its own fees.  This change gives the Director authority to do so, with several conditions that provide notice and input from Congress, the PTO's advisory committees and the public.  
Change 
 (a) Fee Setting.---

(1) In General.---The Director shall have authority to set or adjust by rule any fee established or charged by the Office under sections 41 and 376 of title 35, United States Code or under section 31 of the Trademark Act of 1946 (15 U.S.C. 1113) for the filing or processing of any submission to, and for all other services performed by or materials furnished by, the Office, provided that such fee amounts are set to reasonably compensate the Office for the services performed.

(2)  Reduction of Fees in Certain Fiscal Years.---

(A) In General.---At the end of each fiscal year the Director shall determine---

(i) the amount equal to the difference between the total amount of fees deposited in the Fund during that fiscal year and the amount expended for the operations of the Office during that fiscal year; and

(ii) whether the amount determined under clause (i) is equal to or greater than 15 percent of the total amount of fees deposited in the Fund during that fiscal year.

(B) Reduction.---In any fiscal year following a fiscal year in which the Director determines the amount described under subparagraph (A)(ii) is equal to or greater than 15 percent of the total amount of fees deposited in the Fund, the Director---

(i) shall consult with the Patent Public Advisory Committee and the Trademark Public Advisory Committee on the advisability of reducing fees; and

(ii) after that consultation may reduce such fees.

(3) Role of the Public Advisory Committee.---The Director shall---

(A) submit to the Patent or Trademark Public Advisory Committee, or both, as appropriate, any proposed fee under paragraph (1) not less than 45 days before publishing any proposed fee in the Federal Register;

(B) provide the relevant advisory committee described in subparagraph (A) a 30-day period following the submission of any proposed fee, on which to deliberate, consider, and comment on such proposal, and require that---

(i) during such 30-day period, the relevant advisory committee hold a public hearing related to such proposal; and

(ii) the Director shall assist the relevant advisory committee in carrying out such public hearing, including by offering the use of Office resources to notify and promote the hearing to the public and interested stakeholders;

(C) require the relevant advisory committee to make available to the public a written report detailing the comments, advice, and recommendations of the committee regarding any proposed fee;

(D) consider any analyze any comments, advice, or recommendations received from the relevant advisory committee before setting or adjusting any fee; and

(E) notify, through the Chair and Ranking Member of the Senate and House Judiciary Committees, the Congress of any final decision regarding proposed fees.

(4) Publication in the Federal Register.---

(A) In General.---Any rules prescribed under this subsection shall be published in the Federal Register.

(B) Rationale.---Any proposal for a change in fees under this subsection shall---

(i) be published in the Federal Register; and

(ii) include, in such publication, the specific rationale and purpose for the proposal, including the possible expectations or benefits resulting from the proposed change.

(C) Public Comment Period.---Following the publication of any proposed fee in the Federal Register pursuant to subparagraph (A), the Director shall seek public comment for a period of not less than 45 days.

(5) Congressional Comment Period.---Following the notification described in paragraph (3)(E), Congress shall have not more than 45 days to consider and comment on any proposed fee under paragraph (1).  No proposed fee shall be effective prior to the end of such 45-day comment period.

(6) Rule of Construction.---No rules prescribed under this subsection may diminish---

(A) an applicant’s rights under this title or the Trademark Act of 1946; or

(B) any rights under a ratified treaty.

(b) Fees for Patent Services.---Division B of Public Law 108-447 is amended in title VIII of the Department of Commerce, Justice and State, the Judiciary, and Related Agencies Appropriations Act, 2005, in section 801(a) by striking “During fiscal years 2005, 2006 and 2007”, and inserting “Until such time as the Director sets or adjusts the fees otherwise,”.

(c) Adjustment of Trademark Fees.---Division B of Public Law 108-447 is amended in title VIII of the Department of Commerce, Justice and State, the Judiciary and Related Agencies Act, 2005, in section 802(a) by striking “During fiscal years 2005, 2006 and 2007”, and inserting “Until such time as the Director sets or adjusts the fees otherwise,”.

(d) Effective Date, Applicability, and Transitional Provision.---Division B of Public Law 108-447 is amended in title VIII of the Department of Commerce, Justice and State, the Judiciary and Related Agencies Act, 2005, in section 803(a) by striking “and shall apply only with respect to the remaining portion of fiscal year 2005, 2006 and 2007.”.
6.  Marking (GRA07983)


Explanation
Currently, the law requires that patented “articles” must be “marked” in order to give constructive notice to the public so as not to infringe.  Failure to mark prohibits the patentee from obtaining back damages prior to giving “actual” notice to the infringer (e.g., by way of letter or the filing of a complaint).  However, some patents (e.g., method patents and in particular business method patents) have no such marking requirements.  They can receive 6 years of back damages in every case.  This bill reduces that number to 2 years from actual notice. 


Change
On page 27, between lines 14 and 15, insert the following:


(c) LIMITATION ON DAMAGES AND OTHER REMEDIES; MARKING AND NOTICE.---Section 287(a) of title 35, United States Code, is amended to read as follows:



“(a)(1) Patentees, and persons making, offering for sale, or selling within the United States any patented article for or under them, or importing any patented article into the United States, may give notice to the public that the same is patented, either by fixing thereon the word ‘patent’ or the abbreviation ‘pat.’, together with the number of the patent, or when, from the character of the article, this cannot be done, by fixing to it, or to the package wherein one or more of them is contained, a label containing a like notice.  In the event of failure so to mark, no damages shall be recovered by the patentee in any action for infringement, except on proof that the infringer was notified of the infringement and continued to infringe thereafter, in which event damages may be recovered only for infringement occurring after such notice.  Filing of an action for infringement shall constitute such notice.



“(2) In the case of a patented invention not covered under paragraph (1), no recovery shall be had for any infringement committed more than 2 years prior to the filing of the complaint or counterclaim for infringement in the action, except upon proof that the infringer was notified of the infringement by the patentee.  Upon such proof, the patentee may recover damages for infringement for up to 2 years prior to such notice, as well as for the infringement after such notice.  In no event may damages to be recovered for more than 6 years prior to the filing of the complaint or counterclaim for infringement in the action”.




On page 27, line 15, strike “(c)” and insert “(d)”.
 SEQ CHAPTER \h \r 17.  Secret Prior Art (GRA07965)


Explanation
In addition to patents and printed publications, prior art includes all information that was available to the “public” before the application was filed.  Current law uses the phrase “public use or on sale” to categorize this type of information.  As a result, there has been much litigation, and thus uncertainty, over whether, e.g., secret collaboration agreements between companies constitutes prior art under this definition.  The amendment would add “otherwise available to the public” to make clear that secret collaborative agreements, which are not available to the public, are not prior art. 


Change
At page 3, lines 21-22, delete “in public use or on sale” and replace with “in public use, on sale, or otherwise available to the public”.

 SEQ CHAPTER \h \r 18.  Applicant Quality Submissions (GRA07987)


Explanation
Currently applicants are neither required to search the prior art prior to filing an application, nor discuss any of the prior art they may happen to submit.  As a result, a significant percentage of applications either cite no prior art references, or cite numerous ones with no explanation as to why they are relevant.  This decreases the quality of patent examination, and increases its pendency.  This amendment would “expressly” give the Director the authority to require searches and additional information regarding references submitted.


Change
On page 46, line 13, strike “Micro-Entities” and insert “Applicant Quality Submissions”; on page 46, line 15, strike “section and insert “sections”; on page 46, between lines 15 and 16, insert the following:




“§ 123.  Additional Information







“The Director shall, by regulation, require that applicants submit a search report and other information and analysis relevant to patentability.  An application shall be regarded as abandoned if the applicant fails to submit the required search report, information, and analysis in the manner and within the time period prescribed by the Director.  Applicants from micro-entities, as defined in section 124 of this title, shall not be subject to the requirements of any regulations promulgated pursuant to this section.”.




On page 46, line 16, strike “123 and insert “124”.

9.  Damages – Apportionment and Entire Market Value Rule  

Explanation
This change clarifies the current bill language on (i) apportionment and (ii) the entire market value rule.  


Change
Strike section 5 and insert:

SEC. 5. RIGHT OF THE INVENTOR TO OBTAIN DAMAGES.

(a) DAMAGES.—Section 284 is amended—

(1) In General.  Upon finding for the claimant the court shall award the claimant damages adequate to compensate for the infringement but in no event less that a reasonable royalty for the use made of the invention by the infringer, together with interest and costs as fixed by the court, subject to the provisions of this section. 

(2)   Determination of Damages; Evidence Considered; Procedure.  The court may receive expert testimony as an aid to the determination of damages or of what royalty would be reasonable under the circumstances. The admissibility of such testimony shall be governed by the rules of evidence governing expert testimony.  When the damages are not found by a jury, the court shall assess them. 


(3) Standard for Calculating Reasonable Royalty.  


(A) The court shall determine, based on the facts of the case and after adducing any further evidence the court deems necessary, which of the following methods shall be used by the court or the jury in calculating a reasonable royalty pursuant to paragraph (1) of this subsection.  The court shall also identify the factors that are relevant to the determination of a reasonable royalty, and the court or jury, as the case may be, shall consider only those factors in making the determination.

(i) Entire Market Value.  Upon a showing to the satisfaction of the court that the claimed invention’s specific contribution over the prior art is the predominant basis for market demand for an infringing product or process, damages may be based upon the entire market value of that infringing product or process. 

(ii) Established Royalty Based on Marketplace Licensing. Upon a showing to the satisfaction of the court that the claimed invention has been the subject of non-exclusive licenses for the use made of the invention by the infringer, to a number of persons sufficient to indicate a general marketplace recognition of the reasonableness of the licensing terms, if the licenses were secured prior to the filing of the case before the court, and the court determines that the infringer’s use is of substantially the same scope, volume and benefit of the rights granted under such license, damages may be determined on the basis of the terms of such licenses.  Upon a showing to the satisfaction of the court that the claimed invention has sufficiently similar non-infringing substitutes in the relevant market, which have themselves been the subject of such non-exclusive licenses, and the court determines that the infringer’s use is of substantially the same scope, volume and benefit of the rights granted under such license, damages may be determined on the basis of the terms of such licenses.
 (iii) Valuation Calculation. Upon a determination by the court that the showings required under subparagraphs (i) and (ii) have not been made, the court shall conduct an analysis to ensure that a reasonable royalty is applied only to the portion of the economic value of the infringing product or process properly attributable to the claimed invention’s specific contribution over the prior art.  In the case of a combination invention whose elements are present individually in the prior art, the contribution over the prior art may include the value of the additional function resulting from the combination, as well as the enhanced value, if any, of some or all of the prior art elements as part of the combination, if the patentee demonstrates that value. 
(B) Where the court determines it to be appropriate in determining a reasonable royalty under subsections (A) (i), (A)(ii) and (A)(iii), the court may also consider, or direct the jury to consider any other relevant factors under applicable law.
(4)  Inapplicability to Other Damages Analysis.  The methods for calculating a reasonable royalty described in subsection (3) shall have no application to the calculation of an award of damages that does not necessitate the determination of a reasonable royalty as a basis for monetary relief sought by the claimant.

10.  Interlocutory Appeals (GRA07A55)


Explanation
The bill currently provides for interlocutory appeals of 




district court Markman hearings to the Federal Circuit.  The 



current language mandates a stay of the district court 




proceeding during the pendency of such appeals.  This 




change no longer makes stays mandatory, but instead, gives 



the district court judge “discretion” to stay the case during 




the appeal.

Change
(b) Interlocutory Appeals- Subsection (c) (2) of section 1292 of 


title 28, United States Code, is amended by adding at the end the 


following:


`(3) of an appeal from an interlocutory order or decree determining 
construction of claims in a civil action for patent infringement 
under section 271 of title 35.



Application for an appeal under paragraph (3) shall be made to the 


court within 10 days after entry of the order or decree.  The 



district court shall have discretion whether to approve the 



application and, if so, whether to stay proceedings in the district 


court during pendency of the appeal.’.
11.  PTO Rulemaking Authority (GRA07A86)


Explanation
The bill contains a provision expressly giving the PTO substantive rulemaking authority.  This change eliminates that provision.

Change
Strike all of Section 11 entitled “Rulemaking Authority”.
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