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STATEMENT OF INTEREST OF AMICUS CURIAE

Amicus curiae is a professor who teaches and write about biotechnology
patent law and policy. Amicus has a Ph.D. in molecular biology and extensive.
experience as a scientist and patent attorney working in the biotechnology industry.
Amicus has no personal interest or stake in the outcome of this case. No part of
this bﬁef was authored by counsel for any party, person, or organization besides
amicus. My sole interest in this case is maintenance and development of a sensible
patent system that accurately reflects science and which provides appropriate

incentives for innovation, particularly in biotechnology.
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ARGUMENT

L Introduction
Regents of the University of California v. Eli Lilly, 119 F.3d 1559 (Fed. Cir.

1997) established a novel interpretation of the written description requirement,
referred to herein as Lilly written description (LWD), which unlike traditional
written description applies to originally filed claims. The LWD test for
“possession” has in the vast majority of cases been applied in a manner that is
essentially redundant with the enablement requirement. As noted by Judge Linn’s
concurrence in the case below, the adequacy of Ariad’s disclosure could have been |
more appropriately assessed using the enablement requirement, and the same
outcome might thereby have been arrived at in a more convincing fashion.’

However, LWD can and sometimes does function as a super-enablement
requirement for patent claims reciting proteins and DNA sequences. With respect
to these claims, LWD has sometimes been applied in a manner that imposes

biotechnology-specific requirements of “possession” more stringent than the

! Mark D. Janis, On Courts Herding Cats: Contending with the "Written
Description" Requirement (and Other Unruly Patent Disclosure Doctrines), 2
WaSsH. U.J.L. & POL'Y 55, 106-108 (2000); Timothy R. Holbrook, Possession in
Patent Law, 59 SMU L. Rev. 123, 150-56 (2006); Christopher M. Holman, Is Lilly
Written Description a Paper Tiger?: A Comprehensive Assessment of the Impact of
Eli Lilly and Its Progeny in the Courts and PTO, 17 Alb. L.J. Sci. & Tech. 1
(2007).

2 Holman’s Biotech IP Blog, Ariad v. Eli Lilly and In Re Kubin: One Federal
Circuit Panel Perpetuates the Lilly Written Description Doctrine, While Another
Avoids Addressing It, http://holmansbiotechipblog.blogspot.com/search?q=ariad
(visited October 9, 2009).






